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l'HE.FACB. 

'. ·-· . 

Tms hook is my attempt to bring within a reasonable corupasc; 

our Jaw, as it at pre::;ent exists, in reference to I.etters I)ateut 

for Inventions. .Any coutplcle history of our legislation iu tlJC 

past upon the subject would lwxc inconveniently nLlded to the 

bulk of the volunw; awl, couse•pwntly, it has not lJeeu refL•rred 

to, except where necessary to explain the present practice. 

For tlte same reason l have omitted all refereuee to the laws 

of forei~rn 0 countries where legal protection to 111 vcmtot·s is 
• 

aflbrdctl. 

To the cxtellt that the l.1uok approximates to the eutl 1 had 

in view, so tuu:;t IJe tlte measure of its success or failure. 

"Whatever its :-;]wrtcomings, l hope it may be found of usc . 

.:\Iy fl'ieml l\lr. H. H. Hahliustcin, of the Houth-"Jo:aster11 

l.'ircuit, has assi::;le•l lite iu the redsiuu or the l\[S:;. aml in 

seeing the work through the press. :\Iy best thanks are Llue 

to ]tim ; I proll'er tlwm her(•. 

S J\~:>;t:':s B1;xcn \\',\J,J', 'l'l~lii'Ll\ . 
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l'age 462, ncte (~'), (ldrl Jlmrher ,., Drnrhrr. 7 1'. 0. 11. 420. 

l'age 507. note (m;, mltl Twrrd:•le 1', ,bhworth, 7 J'. 0. n. 436. 

l'age 511, noic :m\ mid n• to rrrtili<~'llc on rE>Vf't~al of joulgmr·nt .,f the 
<'ourt of Appl'nl hy thl' Hon'" of Lord~. PN Morg:on ,·. Windun~r. 

i 1'. 0. R. 446. 



LE'J.1TERS PA'J.1EN'r FOR INVENTIONS. 

CHAPTEH I. 

T H E P A '1' J<~ N'J' I<~ E. 

gARJ.Y 1\loNoroJ.JEs STATUn: ot• :Mo:oool'oJ,JEs --UnANTEi- 'flllJE 

A!'iD FmsT hn::o~Ton -\VonKME!'i AND St:lt\"A!'i'l's·-l'omJt·NI<:A· 

TIONS FROM AIIROAD ---- PERSONS INI'AI'ABLt: m· IIE<'OMilSG 

PATENTt:Es. 

rn~;VJOUH to the reign of ·'ames I., the :-;oveJ•eigns of England Ell~ly lllOil0-

1 'd 1 . l . I I . I f · I' f pohr•. IU c nun to, atH cxcrcJsct , t 1e r1g 1t o grautmg mnnopo tcs o 
carrying on certain trades, ot· producing various articles within 
the realm, or importing then• from other countries. 

These monopolies were given to the recipients in respect of 
services rendered by them, or as marks of royal favour to the 
favourites of the l'J'Owu. 

The system of creating monopolies was made the means on 
various occasions of raising large sums of mo1wy for the ex
petHliturc of the government, and the supporL of the l'rown, to 
the detriment of the public at large. 

Under the Tudot· ~ovcrcigns monopolies were granted to TJo,. HtRtutc· .. r 
, Motwt .. •li<•s is 

such an extent, and became so monstrously oppressn·e that, th~ fomuloltiou 
• , . of our moll•ru 

finally, lll the twenty-first yea1· of .James 1., l'nrhamcnt l'"teut taw •. 

passed the celebrated :-;tatute of 1\lonopolies,(a) which, as a 
declaration of the ( 'ommon Law on the sul•jeet of tuouopolies, 
must be considered as the foundation of our modem patent 
laws. 

The ~Latute of )Jonopolies b the cnrlie~t :-;tatlllt· 

(a) 21 Jac. I. c. 3· 
A 

which lllq(lll uwon•· 
polir•. 



' . ' . - . . ' . . ~ ., ....... . 
1 I •, ' • ···-··· ,: .. _, ·- -, . . . ' . . . . . . ___ ,_-., 

' ' ., 
--·. t. ·-. ''· '..:;. : ,. 

' ' ' . ' 

' ' 

. ' 
' -. . ; 

' 
' 

• 
'· • 

• • 

LETTERS PATENT FOR ·INVENTIONS. 

relates to grants of the sole use and exercise of inventions, 
though several Acts had been previously passed for suppressing 
various illegal monopolies.(b) 

Inventions · There is no doubt, however, that the Crown, previous to the 
prior to Statute , • • • • 
of ?:Ionopolica. Statute of 1\fonopohes,(c) did exercise the right, winch 1t churned 

1'1·cnm1Jio to 
Statuto of 
Monopolies. 

Pro\'i6ions of 
Statute of 
1\{0UO!JUJiOS, 

at Common Law, of granting to inventors the sole use and 
exercise of their inventions, and there are several reported 
cases dealing with grants of letters patent from the Urown to 
inventors previous to 162 3, the date of the statute,(d) and the 
practice is referred to by the early text-writers.(c) 

The preamble to the celebrated statute recites as follows::
":Forasmuch as your most excellent Majesty, in your royal 

judgment, and of your blessed disposition to the weal and 
quiet of your subjects, did in the year of our Lord God one 
thousand six hundred and ten, publish in print to the whole 
realm and to all posterity, that all grants of monopolies, and 
of the benefit of any penal laws, or of power to dis1)ense with 
the law or to compound for the forfeiture, are contrary to your 
Majesty's laws, which your Majesty's declaration is truly con
sonant and agreeable to the ancient and fundamental laws 
of this your realm: And whereas your Majesty was further 
graciously pleased expressly to command, that no suitor should 
presume to move yom Majesty for matters of that uatnre ; 
Yet, nevertheless, upon misin:formcttivns and untmc pretence;; of 
public !JOOd, many such grants have been unduly obtained and 
unlawfully put in execution to the great grievance and incon
venience of your Majesty's subjects, contrary to the laws of 
this your realm, and contrary to your Majesty's most royal 
and blessed intention so published as aforesaid: :For avoiding 
whereof aurl preventing the like in time to come, may it please 
your excellent :Majesty," &e. 

1'he I st section of the statute declares "That all monopo
lies and all commissions, grants, licences, charters, and letters 

(b) Sec 1\fag. Ch., c. 30; 9 Etlw. lii. 
st. I, c. I ; Stat. of Cloths (25 Etlw, Ill. 
c. 2); Stat. 27 Edw. JII. st. 2; 28 
Etlw. III. c. I3, s. 3; 3I Etlw. III. c. IOj 
2 Jlic. II. st. I, c. 1; 7 Hen. Yll. c. 9; 
and I 2 Hen. VII. c. 6. 

(c) 21 Jac. I. c. 3· 
rf) Darcy v. Allin, Noy H. I82; Hast. 

in~:s' Case, Noy H. 182 ; Clothworkers 
nl' Ipswich Case, Gmlb. 252 ; S.C. 1 Uol. 
H. 4; 1\litchcll v. Ucynoltls, 1 I'. Wms. 
I81 j IO l\Iud, 1JO. 

(c) Sheppard's Ab1·itlgmcut, part iii., 
tit. i'rerog., p. 6I ; Hawkins, Pleas of 
the Crown, bk. i. c. 79, s. 20; Cukr., 3 
lnHI. 184. 



THE l>ATENTEE. 

patent heretofore made or g.t•anted, or hereafter to be made or 
granted, to any person or persons, bodies politic or corporate, 
whatsoever, of or for t.he sole buying, selling, making, working, 
or using of anything within this realm or the dominion of Wales, 
or of any other monopolies, or of power, liberty, or faculty to 
dispense with any others; or to give licence or toleration to do, 
use or exercise anything against the tenor or purport of any law 
or statute ; or to give or make any warrants for any such dis
pensation, licence, or toleration, to be had or made, or to agree or 
compound wit.h any others for any penalty or forfeitures limited 
by any statute, or of any grant or promise of the benefit, profit, 
or commodity of any forfeiture, penalty, or sum of money, that 
is or shall be due hy any statute before judgment thereupon had, 
and all proclamations, inhibitions, restraints, warrants of assist
ance, and all other matters and things whatsoever, any way tend
ing to the instituting, erecting, strengthening, furthering, or 
countenancing of the same or any of them, are altouetlwr contm1'y 
lo tlw laws of tkis ?'calm, a'l!cl so an and shall be ·utte1·ly void and 
of none ~tfect, and in nowise to be put in ~tse 01' execution," 

The second section 1leclares and enacts that all monopolies, 
and all such grants, letters patent, &c., ought to be, and shall be, 
tried by the common laws of the realm, and not otherwise. 

The third section enacts that all persons shall be disabled 
and incapable to have or exercise any monopoly, or any such 
grant, letters patent, &c., as aforesaid. 

The fourth section provides that any person aggrieved by any 
monopoly, or any such commission, grant, letters patent, &c., 
shall have a remedy by action to recover treble damages and 
double costs, and imposes the penalties of prromunire upon 
persons delaying such actions except by authority of the 
Court. 

The fifth and sixth sections refer to letters patent for in
ventions, and exclude them from the effect of the foregoing 
clauses, which efl'ectually suppressed all illegal monopolies, and 
deprived the Crown of all claims to grant such monopolies in 
the future, and also of all power to prevent persons aggrieved 
from pursuing their legal remedies. 

The fifth section referred to patents already granted, and 

• 

• 
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Grantee must 
be trne and 
first inventor. 

• 

decJa~·(ld tilat nona of them should be of any force for a longer 
peripd than. twe'Q.ty-one years from the date of the grant. 

• • • 

, The .terms of .the sixth section which deals with patents to 
. . 

be· gl.'~~ted in future are as follows : " Provided also and be it 
d~clared a~1d enacted, that any declaration before mentioned 
~hall not extend to any letters patent and gmnts of 'privilege, 
for the term of fourteen years or under, hereafter to be made, 
of the sole wm·king, O?' making of any nutnnci' of new nutmt
fact?wes within this nalm, to tlw t?'lte and first inventm· and 

• 

·inventm·s of suck manufactures, ?ohick otlters at the time til' 
n~aking suck letters patents and ,qmnts shall not use, so as also 
they be not contrary to the law, nor mischievous to the l::itate, 
by raising prices of commodities at home, or hurt; of trade, or 
generally inconvenient ; the said fomteen years to be accounted 
from the date of the first letters patents or grants of such 
privilege hereafter to be made, uut that the same shall be of 
such f~n·ce as they should be if this Act had never been made 
and of none other. 

:From !ihe above it is clear that the grantee of letters patent 
for an invention must he the true and first inventor, and, if 
there are two or more gmntees, the true and first inventor 
must be included iu their number, otherwise the Urown, as 
the dispenser of !ihe privilege, has no power to make such a 

grant.(/) 
Any person It is expressly provid~d by recent enactments that any 
may apply for I I ~> .. I b' I 1' Letter8l'ntcnt. person, w wt 1er a .ul'ltiS 1 su .JeCt or not, may ma .:e an app wa-

tion for letters patent for an invention(!/), and that two or 
nwre persons .may make a joint application, and a patent may 
be granted to them jointly.(h) Moreover, a 1)atent granted to 
several persons, jointly, is not invalid because some or one of 
them only are or is the true ami first inventors or inventor (i) 
and, consequently, a capitalist may advance money to a needy 
inventor and obtain an interest in the patent from the 
beginning. 

An application for a patent 
the effect that the applicant is 

(j') :i\Iarsbnll's Application, 5 P. 0. n. 
66z. 

(If) 46 & 47 Viet. c. 57,"· 4 {I). 

must contain a declaration to 
in possession of an invention, 

(It) 46 & 47 Viet. c. 57, s. 4 (2). 
(i) 48 & 49 Viet. c. 63, s. 5· 
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whereof he, or, in the case of ·a joint application, one or · · · · ' 
more of the applicants, claims or claim to be the true and first 
inventor or inventors, and for which he or they desires or 
clesire to obtain a patent.('m) · 

Previous to t.his direct enactment it had long been the 
• 

practice for the Urown to grant letters patent for inventions to 
foreigners who were, in law, the true and first inventors 
thereof within this realm: (n) and in one mise the question 
was raised whether a· patent granted· to a person in trust for 
an alien enemy would be valid, but the Court did not deter-
mine the point, as the patent was found defective on other 
grounds.( o) 

• 

• 

• 

An invention to be capable of forming the subject-matter Subject-muttel'. 

of a valid grant of lettet~3 patent must be a manufacture within 
the meaning of the Statute of 1\fonopolies(p), which is new(q) 
nnd useful ;(r) and it is further 1·equisite that the patentee 
fulfils the obligation which the law imposes on him of' filing 
proper and sufficient specifications.(s) 

A married woman may be a patmitee, and the property in Mnl'l'ie•l 
, , , WOJilllll. 

the mventwn w1ll ue her separate estate.(t) 
It might be doubted whether the grant of letters patent to Infnut. 

an infant inventor nlone would be valid, as there does not 
appear to be any case which judicially decides the point, but it 
would seem that in the case of a grant to two persons, one of 
whom is an infant, the infancy of such joint grantee does not 
affect the validity of the patent.( n) 

A pn.tent may be granted to a person found lunatic, and the Lnnnti•·. 

declaration, which must accompany the application, must be made 
by the committee of the lunatic, or a person appointed by the 

Court or a judge.(x) 
The Comptroller of the Patent Office does not inquire as to 

the age, coverture, or sanity of an applicant. 

(m) 46 & 47 Viet. c. 57, s. 4 (2). 
Sec Chap. VII. 

(n) Coppell v. Penury, 14 l\I. & 
W. 318 ; In 1·e Wirth's l'uteut, L. H. 
12 Uh. D, 303 ; BL•nr<l n. Egerton, 3 C. 
B. 97. 

(o) Bloxnm t', Elsee, 1 C. & I'. 558; 
(j li. & c. !69. 

(p) Chap. II. 

• 

'J) Chap. lll. 
1·) Uhup. l Y. 
s) Chap. V. 

(t) III. W. P. Act (45 & 46 Viet. c. 

858; 46 &47 Viet. c. 57, H. 4 (2 ; 48 & 
49 Viet. c. 63. 

(x) Chap. VII. 

• 
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, ... Legal ropra. , . The legal representative of a person dying possessed of an 

. ~~s~s::~~tl~~. been made, may apply for, and obtain, a patent in respect of it, 
~~h~~~~t of if. such application be made within six months of the decease of 
b~E~i~~~~ lms such person, and contains a declaration by the legal representa-

tive that he believes such person to he the true and first 
inveutor.(y} 

The application of such a pet·soual representative must be 
accompanied by au official copy of, or extract from, the will of 
the deceased, or the letters of administration granted of his 
estate and effects if he died intestate.(z) 

Legal repro· The legal representative of a person dying possessed of an 
sontntive of 
person dying invention in respect of which he has made an application for a 
~~~si~:!~~i~~. patent within fifteen months prior to l1is decease, may obtain a 
~~~:;~fp~~t of grant of a patent in respect of the invention within twelve 
application hns months of tilC decease of the I)erson so dyina bncu mndc. ' o• 

TnJC nnd first 
inventor. 

It is the practice for the legal rcpreseutntive of a ])erson so 
dying to produce on applying for a patent the probate of the 
will, or letters of administration granted of the estate ancl 
effects of the deceased for the inspection of the Comptroller, 
and subsequently to carry out ti1e later stages of the application 
in his own name. 

Letters patent for an invention can, except in the above 
cases of the legal personal representatives of deceased persons, 
be validly granted only to the true and first inventor either 
solely or together with another person or persons.(a) 

Any patent obtained by any person or persons who is not, 
or none of whom is or are, the true and first inventor or 
inventors, would be absolutely void, for the Crown would have 
been deceived in its grant.(b) 

It therefore becomes a very important question to decide 
what, in the patent law, is the meaning of the words "true 
and first inventor." 

Except in ti1e case of an invention communicated from 

y 46 & 47 Viet. c. 57, s. 34· 
z Sec Pntcnt Rules, 18go, r. 20. 

(a) In the lllattcr or 1\fnrshnll's 
Application, 5 1'. 0. R. 66I ; 46 & 47 
Viet. c. 57, s. S· . 

(b) Com. Dig. Grant, c. 8 & 9; Eurl 
of Devon's Cnsc, 11 Co. go; R. 1'. :i\lus
Fnry, I W. 1'. C. 41 ; l\lintcr 11. Wells, I 
W. P. C. I29. 
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abroad (c) a person will not be considered the true and first 
inventor if he himself did not make the discovery or invention, 
or if the idea of it did not originate in his own mind(d), or if 
it was suggested to him by another (e) or taken from a book or 
other document circulated in Great Britain,(!) or if the inven-
tion had been previously used by the public.(g) . 

It is not an objection to a patent that the discovery was the No objec~ion 

I f 'd l . . . . l l I , b h thnt the m· resu t o acCI ent; am 1t lS nnmatena w 1et 1er 1t e t e veutiou is tho 
result of 

outcome of some happy thought, or great study, labour, and accident. 

expense.(h) 
The patentee must have invented every part of that for which Pate~tce must 

1 . t t' ( ') If I l . b f h' hnve mvented he c atms pro ec ton. ~ 1e c a1ms a num er o t mgs, as nil he claims. 

being the inventm• of them, whether they consist of improve-
ment or original inventions, and it turns out that some of them 
arc not original, his patent is void.(7.:) 

The person who himself actually makes an invention and is Inventor who 

1 fi l . 1 th t · t' '11 b tl t d fi llrst discloses t 10 rst to c 1sc ose a mven 1011, Wl e 1e rue an rst invention is 
· · 1 J 1 f 1 I 1' I true nn1l first mventor m t 1e ega sense o t 1e term, anc a va 1c patent iuventor. 

may be granted to him notwithstanding the fact that it may 
possibly be shown that the invention had been previously 
made by another who did not disclose it.(l) 

In the words of Tindal, C.J.(m) : "Sometimes it is a material 
qncsLion to determin~ whether the party who got the patent 
was the real and original inventor or not; because these 
patent-s are granted as a reward, not only for the benefit that 
is conferred upon the public by the discovery, but also to the 
ingenuity of the first inventor; and although it is proved that 
it is a new discovery, so far as the world is concerned, 
yet if anybody is able to show that although that was 
new that the party who got the patent was not the 
man whose ingenuity first discoverecl it, that he had bor
rowed it from A. or B., or taken it from a book that was 

(c) P. IS ; Chap. VII. 
(tl) Jones v. l'earce, I W. P. 0. I24. 
(e) Tennant's Case, I W. P. C. I25. 
(f) Arkwrigltt's Case, Dnv. 1'. C. 6I ; 

Hill v. Thompson, 8 'l'annt. 375; 2 D. 
. 1\Io. 424, S. C. ; The Househill Co. v. 

Ncilsou, I W. P. C. 673; Lang v. Gis
borne, 3I llcav. I33 ; l'limpton v. l\In\. 
colmson, L. H.. 3 Ch. D. 53 I; Plimpton 
t•. Spiller, I.. U. 6Ch. D.4I2:; Chnp.lll. 

(y) Carpenter v. S01ith, I W. P. C. 
535 ; Chnp. IV. 

(It) Crane v. Price, I W. P. 0. 4I r. 
(i) Tennant's Case, I W. P. C. I25; 

,\tokwright's Case, Dav. P. C. 6I. 
(1.·) Losh v. Hague, I W. 1'. C. 203. 
l) Chap. III. 
m) Comish v. I~ccnc, I W. P, C. 501, 

507, 

0 
0 
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printed· in England,. and which was open to· all the world
then, although the public l1ad · the benefit of it, it would 
become .an important question whether he \vas the first and 
original inventor ..... A man may mnke experiments in 
l1is own closet for the purpose of improving any art or manu
facture in public 11se; if he makes these experiments and 
never communicates them to the world, and lays them by as 
forgotten things, another person who has made the same 
experjments, ~r has .gone a little further, or is satisfied with 
the experiments, may take '.'at a patent, nnd protect himself 
in the privilege of the sole making of the article for fourteen 
years ; and it will be no answer to him to say that another 
person before him made tl1e same experiment, and, therefore, 
that he was not tl1e first discoverer of it--because there may 
be many discoverers starting at the same time, many rivnls 
that may be miming on the same road at the same time, and 
the first. whicl1 comes to the Crown and takes out a patent, it 
not being generally known to the public, is the man who hns 
n_ right to clothe himself with the authority of tl1e patent and 
to enjoy its benefits."(n) 

And again : (o) "A man may publish to the world that 
which is perfectly new in all its use, and has not before been 
enjoyed, and yet he may not be the first and true inventor; 
l1e may have borrowed it from some other Jlerson, he may have 
taken it from a book, he may have leamt it from n specifica
tion, and then the legislature never intende<l that a person 
who had taken all l1is knowledge from the art of another
from the labours and assiduity or ingenuity of another·
shonld be the man who was to receive the benefit of another's 
skill." 

The proof of publication must be very clear indeed in order 
to invalidate a patent granted ~o a person for a process J>roduc
ing a useful article at an economical rate when that person was, 
de facto, the first to produce the thing to the public practically 
in a working state.(p) 

T n Dollond's Oase1 one of the earliest on the su hject of trne 
. 

(n) Sec however Chap. VII. 
(o) Gibson 11. llrnnd, 1 W. 1'. (), 627, 

6;~. 

( 71) Von Heyden 11. ~C\'Htnrlt, 50 L. 
.J. ~. H. Oh. 126; h H. 14 Ch. 1>. 230. 

• 
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nnd first ·inventor, which is not reported, but is often referred 
to(q) in subsequent decisions, and always with approval, it was 

• 

objected that Dollond was not the inventor of a new method of 
making objent-glnsses, bnt that a Dr. Hall had made the same 
discovery before him. It was, however, held, that ns Dr. Hnll 
hnd confined it to his closet, and the public were not ncquaintecl 
with it, Dollond was to be considered as the inventor. 

In Tmmant's Casc(1·) the patent was declared void on the 'l'ennnnr~ 
ground that though the utility of the invention and the general Onse. 

ignorance of it of those engaged in the trade to which it 
referred were proved, yet the plaintiff' was not the true and first 
inventor, as the process l1ad been used by one engaged in the 
tmde for five or six years previous to the date of the patent. 

• 

From the principles of these two cases it appears that in Pntcnt not 
• • • invnlhl if the 

order to mvahdate a patent on the ground that the patentee IS invention baR 

h 1 fi . 't . l h l not been )II'<'· not t e true am rst mventor, 1 lS not enoug 1 to s ow t mt vionsly dis-

1 11 l • • • 1 d' 1 f 1 k closed. t 1e a ege( mvent10n IS on y a 1sc osure o w 1at was nown to 
others before; bnt it mnst be shown that it was communicnted 
to some extent, or that it was more or less made use of,. so as 
to constitute discovery as applied to the subject with which thP
invention deals.(s) 

If several persons about the same time discover the same Sev~ml inven

thing, but keep it secret, the party first making application for tol·s. 

a patent becomes the true and first inventor, and is entitled to 
the benefit of a grant of letters patent,(t) provided that no 
application has been made by or on behalf of a foreigner, who 
has within seven months secured protection in respect of the 
same invention in any State with the Govel'lmtent of which Her 
Majesty has made any arrangement for mntual protection of 
inventions.(1t) . 

If a man makes a discovery and is enabled to produce an 
effect from his own experiments, judgment, and skill, iL is no 
objection that someone else has made a similar discovery by his 
mind unless it has become public.(;1:) . 

(q) Boulton v. Bull, 2 H. Bl. 463. 
(1· Dav. P. C. 429; 1 W. P. C. 125. 
(s Hill v. Thompson, 1 W. P. C. 

239· 
( t) Chap. VI I. 

(u) 46 & 47 Viet. c. 57, s. IDJ, Chap. 
Vll. 

(.l:) Per Baley, .T., Lewis 1•. ;\[m·ling-, 1 
W. P. C. 496. . 

• 
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There is no case in which a patentee l1as been deprived of 
the benefit of his invention because another also had invented it, 
unless l1e l1ad also brought it into public use or disclosed it.(y) 

Remnl'ks of . Westbury, LC.,(z) referring to the principle upon which 
Westbury,L.O., • • • 
~~~ p;ior pub- prior publication w1ll v1t1ate a subsequent patent for an in-
h~nhnn, • • • • b 1 h b 

Jo:conomic nn!l 
conunercinl 
purposes. 

Young l', 
F<•rnie. 

ventwn, smd," The mventwn must e s 1own to nve een before 
made known. Whatever, therefore, is essential to the invention 
must be read out of the prior publication. If specific details 
are necessary for tl1e practical working and real utility of the 
alleged invention, they must be found substantially in the prior 
publication. Apparent generality, or a proposition not true to 
its full extent, will not prejudice a subsequent statement which is 
limited, accurate, and gives n specific rule of practical appli
cation. The reason is manifest, because much furtlwr informa
tion, and therefore much further discovery, are required before 
the real truth can be extricated and embodied in a form to 
serve the uses of mankind. It is tlw difference between the 
ore and the refined and pure metal which is extracted from 
it. . . . . Upon principle, therefore, I conclude that the prior 
knowledge of an invention to avoid n patent must be a know
ledge ec1ual to that required to be given by a patent viz., such 
a knowledge as will enable the public to perceive the very dis-
covery, and to carry the invention into practical use." 

An inventor who succeeds in producing in abundance, suitable 
for economic and commercial purposes, that which was before 
only produced as a rarity and unsuited for either of the above 
purposes, will be considered the true and first inventor of the 
process, and entitled to a patent in respect of it. 

Thus, in the case of Young v. Fe1•nic (a) the plaintiff's claim 
was for " obtaining paraffin oil, or an oil containing paraffin, 
and paraffin, from bituminous coals by treating them in tho 
manner hereinbefore described." The defendant proved that 
paraffin was discovered in I 830, twenty years previous to the 
date of the plaintiffs patent, by Dr. Reichenbacl1, nnd was first 
obtained from beech-wood tar. On the other hand the plaintiff 
had found out and stated in his specification that cannel coal, or 

' 

(11) I.cwis v. l\Iarling, I W. P. G. 497; 
as io public usc sec Chnp. IV. 

• 

z) Hill1'. Evnns, 31 J,, ,J, Ch. 457· 
a) 33 I, .• r. Ch. 192; 35 IJ, ,J. Ch. 523. 
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other highly bituminous coal, was suitable for producing paraffin, 
Lut that the temperature should be much lower than that em
ployed in the dry distillation of coal for gas-making, and should 
not rise above a low red-heat which was visible in the dark. An 
American book containing the following extract from a publi-
cation of Reichenbach, in 18 54, was adduced in evidence, "So 
remained paraffin until this hour a beautiful item in the collection 
of chemical preparations, hut it has never escaped from the 
rooms of the scientific man." Stewart, V.C., who tried the case, 
pointed out that this illustrated the important distinction between 
the discoveries of the merely scientific chemist and of the practi-
cal manufacturer who invents the means of producing in 
auundance, suitable for economic and commercial purposes, that 
which lmd previously existed as a beautiful item in the cabinets 
of men of science. It was established to the satisfaction of 
the Vice-Chancellor that the plaintiff Young was an inventor 
of the latter class, and that his patent was entitled to the pro-
tection of the law. Young had ascertained, by a course of 
laborious experiments, a particular class of materials among 
many, and a particular process among many, which enahled 
him to create and introduce to the public a useful manufacture 
which amply supplied the market with that which, until the 
use of the materials, process, and temperature indicated by him, 
bad never been supplied for commercial purposes. At the 
date of his patent something remained to be ascertained which 
was necessary for the useful application of the chemical discovery 
of paraffin and paraffin oil. This brought it within the principle 
laid down hy Westbury, L.C.,(b) and the Court held that the 
manufacture, with the materials and process indicated by the 
inventor, according to the sense in which the word "mann-
facture is used in the Statute of Monopolies, was a new manu· 
facture not in use at the date of the patent ? "(c) 

11 

0 

It is no objection to a person being the true and first inven- Pntcntsl111ving 

1 1 1 . . .1 b' h .l b Rimilnr objo•cts. tor to s lOW t 1at a patent m vmg a strut ar o ~ect au. een 
previously obtained by another, or that an apparatus or process 
giving similar results had been previously used, if the means 

b) Hill v. Evnns, 31 L. J. Uh. 457· 
c) Sec ,judgrncut of Stunl't, Y.C., 33 !J, .T. Ch. 192; 35 L .• T. Ch. 523. 
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. . ' . ' 

employed by the person seeking to obtain the protection of the 
law are substantially different to those' comprised in tlw alleged 
anticipating patent or previous user.(d) 

In the year I 8 2 8 w. E. Kneller obtained a }mtent for 
"improvements in evaporating sugar." The patent related to 
a n'lethod of evaporating water from a solution of sugar by 
blowing air into the 1iquid. This was clone according to the 

• 

specification by an apparatus consisting of a large lwrizontal 
pipe, plaeed near the surface of the liquid, from wl1ich a 
number of small blowing tubes radiated downwards in different 
directions. Two things were described as essential to the 
invention. I. That a stream of air should issue from each 
blowing tube at the same time. 2. That tl1e ends should all 
he in the same horizontal plane, whereby the fluid would exert 
the same pressure at each orifice. At the trial of an action(,•) 
brought for the infringement of this patent, the defendant put 
in evidence the specification of a patent obtained in 1 8 2 2 for 
a similar apparatus, consisting of a set of perforated pipt's, 
coiled or otherwise, shaped and accommodate<l to the natum 
and form of the vessel. The pipes migl1t be replaced by a 
shallow metallic vessel, in the natnrn of a colander. Kneller's 
patent was, however, declared valid, and Lord Tenterden, C .. J., 
said, " I cannot forbear saying that I think a great deal too 
much critical acumen has been applied to the construction of 
patents, as if the ohject was to defeat and not to sustain them. 
Tt is evident tl1at the object of the two patents is the same. 
But the mode of effecting that object is different." 

A person may be the true and first inventor of an invention 
which merely consists of tlw omission of one of several com
ponent parts of something previously known if it requires the 
exercise of invention to make such omission.(}) 

'l'hus, 1\finter took out a patent for " an improvement in the 
construction, makin!?, or manufacture of chairs," ancl claimed as 

~-

his invention "the application of a self-adjusting leverage to 
the back and seat of a chair, whereby tlw weight on tlw seat 

tl) Walton v. Potter, I W. 1'. U. 590; sec ('hap. 11. 
e) Hullett 1,, Hague, 9 L .. J. 0. S. I\. B. 242 ; 2 H. & All. 370. 
/) See Chtlp. II. 
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acts as a .counterbalance to the pressure against the b!>uJ; of 
. . ' . . 

such chair." When the validity of the patent was contested, 
• • 

it appeared that one Brown had previously made chairs embody-
ing the principle patented by this Minter, though Brown's 
chair was encumbered with additional machinery. The patent 
was declared void on the ground of the specification claimiug 
too much.(g) But Lord Denman having asked the jury to 
suppose that Brown's chair would have been a chair with a self
adjust.ing leverage if the additional encumbering part had been 
taken away, said," then the question is, whether the principle of 
self-adjustment was at all discovered or t.hought of at that time. 
Because, it seems to me, if that principle might have been de
duced from the machinery of the chair that was made, but that 
it was so encumbered and connected with other machinery that 
nobody did make that discovery, or ever found out that they 
could have a chair with a self-adjusting leverage, by reason of 
that or any other defect in the chair actually made ; I confess, 
it seems to me, that does not prevent this from being a new in· 
vention when the plaintiff says, I have discovered, throwing 
aside everything but this self-adjusting leverage itself, that will 
produce an eflect, which I think a very heneticial one."(!t) 

A person who produces an invcmion which successfully dues Pruviouti 

1 1 . 1 . l . '1 . . f '1 d d '11 failures. t 1at w uc 1 a previous anc sum ar mveutwn 111 e to o, Wl 

be the true and first inventor, and entitled to a patent.( i) 

If the result produced by a new method is either a uew 
article, or a better article, or a cheaper article to the public 
than that produced before by an ulu methotl, such new method 
is an invention, or manufacture intended by the statute to be 
protected, and may become the subject of a patent,(k) and there 
does uot appear to be any principle or authority upon which 
the exhibition of a useless machine which turns out a failure, 
cau be held to aflect the right of a patentee who has made a 
successful machine, although there may be a degree of similar
ity between some of the details of the two machines.(/) 

('I Hce Chnp. V. 
(i1 :Minter v. 1\lowcr,. 1 W.l'. C. 140 ; 

4 I.. .T. Ex. 72; Rae nlso Rmcby "· 'l'hc 
Glnuccstor Wnggou Cn., I,, H. 7 Q. B. Jl. 
305 ; so J,. ,J. Q n. sn. . 

. i) Chap. I I. 
!,) Judgment of 'l'ini.lnl, C.J., Crane 

t'. 'rice, 4 M. & G. 580. 
(/) lllurrny ,., Clnytun, .L. J:. 7 (!h. 

570; h u. IS Eq. us. 

• 
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• 

• 

• 
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A true and first inventor must have invented every part 
of that which he claims to l1avc invented,(m} hence, if different 
parts of an invention are the outcome of the invcutive 
faci.1lty of different minds, it will be necessary that all the 
inventors join in applying for a patent to be granted to them 
,jointly. 

There is nothing in law to prevent au inventor from availing 
himself of the assistance of workmen or servants in the prose
cution of his search after a new manufacture. Indeed, many 
processes cannot be conducted by the unaided exertions of a 
single individual, and in almost all cases actual experiments 
are a necessity in order to find out how a desired end may 
Le best oLtained. It would, therefore, be absurd to confine 
the rewards given to inventors to that small class of them 
only, who have entirely, and without any assistance whatever, 
brought their discoveries to perfection, and it is grave matter 
of doubt whether, strictly speaking, any such could be found. 
The law, therefore, considers workmen and servants merely as 
tools of the inventor, and instrnments in his hands, carrying 
out the ideas which originate in the master mind : and a 
person who has invented a main and leading idea remains the 
true and first inventor, and, as such, entitled to apply for a 
patent notwithstanding that he avails himself of the assistance 
and suggestions of workmen and servants in bringing his inven
tion to a state of pcrfection.(n) 

Thus Alderson, B., addressing the jury in the case of 
.Minter v. Wclls,(o) said, "Minter and Sutton were together 
about the time the invention took place: which of the two 
suggested the invention, and which carried it into effect, is the 

• 

question for you to decide. If Sutton suggested the principle 
to Mr. Minter, then he would be the inventor. If, on the other 
hand, 1\ir. Minter suggested the principle to Sutton, and 
Sutton was assisting him, then Mr. Minter would be the first 
and true inventor, and Button would be a machine, so to speak, 

• 

(m) Sec p. 6, au/e. 
(n) 1\Iinter v. Wells, I W. 1'. U. 

I32 ; Bloxnru v. Elsec, I C. & 1'. 567 ; 
1 W. 1'. C. I32; Allen v. Rawson, 
1 C. D. 551; Duvid v. Woodley, I884, 

Xo. 13, 876, Grill: L. 0. C. 26; Ku1·tz 
ll. l:i,Pcncc, 5 1•. 0. ll. I81; Henley's 
Apphcation, Johnson's l'nt. 1\Iun., 6 cd. 
I65; l\rncfnrlnnc's l'atout, ibid. 

(u) I W. 1'. C. I32. 
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which l\Ir. 1\Iinter uses for the purpose of ehabling him to 
carry his original conception into effect. You will judge 
which is the more probable of the two. 1\fr. l\Iinter makes 
out his prima facie case ; he is the person who takes out the 
1mtent, if Sutton has received a compensation, nothing would 
have been more simple and easy that he should have taken 
out the patent, and still Mr. Minter might have the same 
benefit to-day; and there is no apparent reason why Sutton 
should not have taken out the pateut which l\Ir. l\Iinter has 
taken out, unless they were both desirous to ruin the invention: 
for suppose two persons are engaged on an invention of this 
description, they know perfectly well between themselves 
who is the real inventor of it, and who is the workman to 
carry ~nto effect the conception, but they would destroy the 
value of it to both if they did not take it out in the name of 
the right person.(p) 

Again, in Blo.?xtm v. Elscc (rz) an action in respect of two 1:1onm t·, 

patents granted to John Gamble, it was objected that the .J::lscc. 

improvements on the first invention, which formed the subject 
of the second patent, were the invention of one Donkin, an 
engineer. It was established that the improvements were the 
invention of Donldn, but it appeared that at the time he in-
vented them he was employed hy the patentee and one 
l<'oudrinicr, his partner, as an engineer, for the purpose of 
bringing the machine to perfection, and was paid by them 
for so doing ; and therefore he was acting as their servant 
for the pmpose of suggesting improvements in the machine. 
The plaintiff, on the other hand, contended that the improve-
ments were the patentee's inventions, and that Donkin was 
employed hy him to carry his ideas into cflcct, and this view 
of the case seems to have prevailed with the Cout't. 

Allen v. Rctwson (r) is another case supporting the Allen t•. 

same llrinciple. In this case it was sought to upset a ll:lwsl•n. 

patent for improvements in the manufacture of felted fabrics 
on the ground that parts of the invention were discovered 
by two workmen. Eric, .T., in directing the jury, put his 

(p) Rcc also Makrpcncc v . • Jackson, 
4 '!'aunt. no. 

!q x c. & P. 55s; , w. P. c. ,3z n. 
(r I C'. ll. 551. 
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. idea of the law thus : " I take the law to be that, if a 
person has discovered an improved principle, and employs 
engineero, agents, or other persons to assist him in carryiug 
out· that principle, and they, in the course of experiments 
arising from that employment, make vuluable discoveries 
accessory to the main principle and tending to carry that out 
in a better manner, i!<Wh improvements are the property of the 
im·entor o£ ~he original improved principle, and may be 

~lnstur is nut 
untitlccl to the 
invention of 
his Ht·rvant. 

H. "· Ark
wright •. 

• • 

c!nbodied in his patent; and if so embodied the patent is not 
avoided by evidence that the agent or servant made the sug
gestion of the subordinate improvement of the primary and 
improved principle." A motion for a new trial on the ground 
that the judge had misdirected the jury was refused, Tindal, 
c .. J.,(11) saying: "It would be difiicult to define how far 
the suggestions of a workman employed in the construction 
of a machine are to Le considered as distinct inventions by him 
so as t~ avoid a patent incorporating those taken out Ly his 
employer. Each case must depend upon its own merits. But 
when we see that the principle and object of au invention arc 
complete without it, I think it is too much that a suggestion 
of a workman employed in the course of the ex}Jerinwnts, of 
something calculated more easily to carry into eflect the con
ceptions of the inventor, should render the whole patent 
void." 

The mere relationship of master and servant gives no right 
to the master to the invention of his servant,(t) and if an em
ployer takes out a patent for an invention discovered and 
worked out by a workman in his employ, and the }Jatentee has 
no more connection with the invention than that he is the 
employer of the workman, the patent will be void, on the 
ground that .the workman and not the patentee is the true and 
first inventor. Thus, iu A·r!.:w1·iglit's Case (n) it appeared that the 
patentee had been tuld of a particular roller, part of the 
machinery, by one Kay, and, perceiving the value of 
the invention, he took Kay into his service for two years, and 

Is) I C. ll. 574• 
(1) Snxh.v ''· lllonc·uHll'l' Wnggon I 'u., 

'irifl: J,. 0. c. s6. 
(11) It. ''· Arkwligl1t, Va\', 1'. C. 61 ; 

I W. r. f'. 6.t i Barker ''· Shnw, I w. 
1'. C. I 26 11. 
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employed him in making models, and subsequently applied for 
and obtained a patent for the invention as his own. In the 
same way Arkwright adopted a crank invented by one Har
grave. At the trial Arkwright was declared not to be the 
true and first inventor.(x) 

17 

"'When a workman, who is employed by his master to make l\lnstcr is on· 
• • • titled to ini-

mot!E::ls, or to carry out expcmucnts, lll the course of Ins provemonts 

1 1 . t . l .1 I . indctnilsmndo cmp oyment, ma ws nnprovemcn s m t eta1 s, t 1c Improvements by his sorv11nt. 

so made arc the ]Jroperty of the mastcr,(y) and the workman 
cannot patent thcm.(z) There is in fact a confidential 
relationship between a master who experiments with a view to 
taking out a patent for an invention, the leading idea of which 
originated with him, and the workmen he employs in aiding 
him to perform those experiments, and anything suggested by 
the workman during such confidential employment will not 
vitiate the subsequent patent of the mastcr.(a) It is always, Q'!estiond 

I · f ' 1 I ) I fi 1 ' 1 ovidcnco, wwcwr, a questiOn o cvH ence w 10t 1er sue 1 con IC entm 
relatiow;hip actually existed between the employer and em
ployed.(b) Though there mny be a confidential relationship 
existing uetweeu a master and his workman, it does not 
necessarily follow that there is a corresponding confidential 
relationship existing uetwceu the workman and his fellow 
worlnnen, so as to prevent the communication of an invention 
being made by one workman to another, and violating, on the 
grouml of lack of novelty, a patent taken out in res1Ject 

of it.(c) 
"\V e next come to the subject of patents for inventions nommuuica· 

. l f b 1 1 . 1 . 1 • 1 . 1 tious from comununcate1 rom a roat w nc 1 are new Wit 1m t ns rea m. abroad. 

Before the passing of the 11atent Act, 1 8 S 3, the law had long 
allowed grants of patents, in their own name, to persons who 
were in possession of inventions wl1ich they had received from 
others resident in foreign countries, but which inventious had 

never before been published within this realm. 

(:r.) Rex v. Arkwiight, Dav. P. C. 6r ; 
1 \\'. 1'. C. 64. (•/) p. 16. 

(.:;) David v. Woodley, rss4, No. IJ, 
87J, Grift: L. 0. C. 26; Knrtzv. Spence, 
5 1'. 0. H. 181 ; Healcy'R Application, 
Juhns.l'at. !\fan. 6 cd.; Conn ill's Appli
cation, ibid.; l\focfarl11ne's Patent, ibul., 
165. 

(a) S11xby v. Gloucester Wnggon Co., 
U nff. L. 0. U. 57; IIom11n' ~ P:1tent, 6 
1', 0. H. I 04. 

(b) Hnmpherson v. Syer, 4 1'. 0. H. 
407, 413· 

(c) Raxby v. Gloucester W nggon Co,, 
Griff. IJ. 0. C. 56. 

n 

. . ; .. . . 
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It was stated in the celebrated Olothworl~m·s of Ipswich Case, 
which was long prior to the Statute of Monopolies, " If a man 
hath brought in a new invention and a new trade within the 

• 

kingdom in peril of his life and consumption of his estate, 
or stock, &c., or if a man hath made new discovery of any
thing, in such cases the king of his grace and favour in 
recompense of his costs and travail may grant by charter 
unto him that he only shall use such trade or trafique for a 
certain time, because at the first the people of the kingdom 
are ignorant, and have not the knowledge or skill to use 
it. Rut when that patent is expired the king cannot make 
a nP.w grant thereof." This practice was continued after the 
framing of the Statute of 1\fonopolies of 2 I James l, and has 
frequently been sanctioned by the judges in many cases, from 
Bdgcbm·y v. Stcpltens,(d) which 1lccided that if the invention 
be new in England, a patent may be granted though the thing 
was practised heyond sea before ; " for the statute speaks of 
new manufactures within this Iealm ; so that if it be new 
here it is within the statute ; for the Act intended to encourage 
new devices useful to the kingdom, and whether leamecl by 
travel or by study it is the same thing," down to cases such 
as Carpcntn· v. Smitlt,(c) .Niclwlls v. Ross,(f) and Plnmpton. v. 
Jlalcohnson,(g) from which the proposition is established that 

Pirst importer the first actual importer of an invention into this country is in 
i~ tmo and ' 
first inventor, law tlu• true awl jirst inrcutur. 

The Act of 1 8 S 3 does not contain anything to prevent a 
}lerson who has become acquainted with an invention abroad, 
though it was not actually made by him, coming OYer to this 
country and applying for a patent for it in his own name, and 
making the declaration (h) as to true and first inventor 
comprisP.d in Form Ar ,(i) in the schedule to the Patent 
Hules, I 8go, which is eS}lecially prepared to meet such a case. 
J~cfore the .Act of I 8 8 3 it was long the practice for a person 

. U}lplying for a patent in respect of a communication from 
abroad in his dedaratiou(l.:) to state that he was the true and 
first inventor within tltis nalm though the words "within 

(cl) Salkeld's Rep. 477 ; 1 W. 1'. C. 
35; Dav. P, C. 36. 

e) I W. P. C. 530, 535· 
f) 8 C. B. 679. 

~!I L. H. 3 Ch. D. 531. 
II Chap. VI I. 
i) l:lec A Jl!lCII!!ix. 
k) Chap. Vlf. 
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this realm " might have been omitted, without detraction, from 
the validity of the declaration; and in the form of declaration 
given in the schedule to the Act of I 8 52 they were in fact so 
omitted. It was objected by some that under the Act of I 8 8 3 
a person cannot obtain a valid patent for an invention com
municated from abroad, seeing that the Act requires him to 
declare himself the true and first inventor, which it was said 
he cannot be unless he himself actually made the discovery, 
and the case of llfilligan v. llfarslt(l) decided in I 8 56, and 

• 

Rcncml v . .Lcvenstdn,(m) decided in I 885 were relied on as 
supporting this view. On a reference to these cases it will 
be found that neither of them amounts to a decision on the 
!Joint ; they arc at most dicta of Wood, V.C., afterwards Lord 
Hatherley, antl Knight Bruce, L.J. 

• 
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• 

The Act of I 8 8 3 defines invention to be " any manner of Definition of 
"invention , 

uew manufacture as defined in 2 r J ac. I. c. 3," and it · 
is only reasonable to infer that "inventor" has the same 
meaning as it has been declared to have in the same statute 
-'i.e., it includes the actual importer of a communicated 
invention.(n) 

l\Iany patents have in fact been granted under the Act of Patents 
, , , granted nmlcr 

I 88 3 to importers m respect of mventwns conunnnicated to Act of 1BB3. 
, , for COilllllUUI-

thelll from abroad, and It has never been established that the cations from 

grantees of such patents are not entitled to hold them for their nbrond. 

own benefit in the absence of a fiduciary relationship between 
them, and the actual foreign inventor.(a) 

It must also be noticed that the clauses in the Act of I 8 8 3 
relating to opposition to the grant of a patent, provide for the 
case of a person without the knowledge or against the will of a 
foreigner endeavouring to forestall him in this country, and 
give the Comptroller and law officers ample powers to prevent 
any injustice from being done.(p) 

In virtue of sec. I o 3 of the Act of I 88 3, and the Interna
tional Convention of I 8 84,(q) a foreign inventor who has 
applied for a patent in any State or States to which the powers 

(l) 2 J ur. N, S. 1083, 
lm) 10 I,, '1'. N. S. 177. 
? 11) 1\Inrsclen v. Snvillc ::itrcot, Foundry 

and Engineering Compnny, L. R. 3 Ex 
D. 203. 

( o) See Nickels v. Ross 8 C. B. 679 ; 

Steadman v. l\Inrsh, 2 Jur. N, S. 391; 
Avory's Patent, L. U. 36 Cb. D. 307, 
318, 324; Chnp. VII. 

(p) Sec Edmunds' Patent, 1886, 
GnB: P. C. 281. 

(q) p. vii.; Appendix. 
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of sec. 103 of the Act of 1883 have been applied, has a right 
of priority to a British patent if he applies for it dm.iug a 
period of seven months from the date of his first foreign appli
catimi, notwithstanding any intermediate publication of the in
vention in· this country .(r) 

qommuuica- The communication maue in England by one British subject 
t10us by one 
B1itish subject to another of an invention does not make the person to whom 
to another. I . . . ] d fi · '•] · 

Foreign resi
dent nbrond, 

t. re commumcatwn rs made t 10 true an rst mventor wr. 1m 
the meaning of 2 1 J ac. I. c. 3, so us to enable him to obtain 
letters patent for the invention in his own name alone,(s) and 
it would appear that a valid patent could not be granted in 
respect of a comnnmication by an alien permanently domiciled 
in this country. 

In 1'C Wirtlt's patcnt(t) decided that letters patent may be 
granted to a foreigner resident abroad for an invention communi-

Patents ~or cated to him by another foreigner resident abroad ; but patents 
commumca-
tions not will not in futnrc be granted to ageuts resident abroad in 
granted to f . . · l I 1 f · 1 agents resident respect o mventwns commumcatet to t rem JY oreigners a so 
nbrond. 'd b l ( ) 

Patcuteo may 
be ngcnt of 
foreign in
ventor. 

resr ent a roat . tt 
In Beard v. Egerton,(x) it was held that a person taking out 

a patent for a comnnmication from abroad need not necessarily 
be the mcrito1'ious importer, he may be the mere clerk or agent 
of the foreign inventor. 

1'he la~v The law recognises, however, only the person to whom the 
recogmses only • I Tl . . b · · I m · f 
the person to patent IS grantet . IUS It IS no o ~ectwn tot re su rcrency o 
whom tho 'fi . } f · · I f 1 
11ntcnt is a speer catron t 1at a ore1gn mventor was possesset o oww-
gmute!l. 1 l } · I I 1 b ' 1' t l ' I 'j' ' ec ge w uc 1 oug rt to 1ave een me rca et m t 1e spec1 1cat10u 

when it appeared that the actual patentee who was merely the 
agent of the foreign inventor was not possessed of that informa. 
tion.(?J) And again, it is not a sufficient answer to an ob,jection 
that a specification is insulticient to say that it contains all the 
information which the foreign inventor communicated to his 
agent, the actual patentee.(z) 

(r) See Chap. VIJ, 
(a) 1\IarRdcnt•. Saville Street Foutlllry 

and Engineering Company, Ltl., L. H. 
3 Ex. D. 203. 

t) L. R. 12 Ch. D. 303. 
1t) Notice 21st April, 1 ; 1'. 0 •. 1, 

gth llfay, 1884. 

(a·) 3 C. B. 97 ; see also Channel 1!, 
Purday, 14 l\1. & W. 310. •• 

(!f) Plimpton v. l\Inlct•lmson, I,, U. 3 
Ch. :b. 5~1, 582. 

(:::) "cgmuun 1•. Uorcoran, L. R. 13 
Ch. D. 65 ; 44 L, '1'. N. H. 357· 
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·we have seen that "any person, whether a British subject Persons incap-

1 1. t" f t ( ) b I able of becom-or not may mace an app wa IOn or a pa ent a , ut t 1ere are iug patentees. 

certain persons who, by virtue of their position, could not 
obtain a valid grant. 

It seems that the Queen herself could not become o patentee 'l'ho Queen. 

for she could not grant to herself. . 

Rule 7 3 of the Patent Uules, I 890, provides that a body Dlllly corpo. 

t b · t 1 · t b "t mt ... corpora e may e mg1s ere( as a proprw or y 1 s corporate 
name ; but it is clear that such a body could not alone obtain 
a grant of a patent for au original invention, for it could 
not make the requisite declaration,(b) inventiou being the act 
of the mind, which could not proceed from such a body in 
its corporate capacity. 

I..etters patent may be g1·auted to a body corporate, together 
with the true and first invention, since "person," as defined 

by the Act of 1 8 8 3,(c) includes a body corporate.(cl) It 
would appear, also, that in the case of an invention com
municated from abroad, a patent may be granted to a cor
poration alone, since such corporation, as the first introducer 
of the invention into this country, might he in law the true 

am1 first inventor.(c) 
A corporation sole, as sw·h, cannot become a patentee of an corpomtiou 

original invention, for he must make the invention by his own foh•. 

mind in his individual capacity, and in that capacity only 
could he thorefore become a patentee. 

It is to be doubted whether the exercise of a patent privi- nenelicr<l 

I 1. 1. f' 1 1 11 t 1. d' . 1 • clergynmn. ege uy a ucnc ICCl c ergyman won l no ue tra mg Wlt un 

the meaning of the Statute 57 Ueo. III. c. 99, s. 3,(/) and 
t hereforn prohiuited by that Act. And if that he so, it would 
appear that a grant to such clergyman would be void, for 
the intent that the patentee should derive profit from the 

exercise of the privilege could not take effect.(!/) 
Oflicial persons arc in certain cases incapable of outaining a omcinl per

patent for inventions connected with the subject-matter of their sous. 

oflicial position. 

(a) ~· 4· 
(b) Chnp. VII. 
(c) Sec. 117. 
(d) lbid. 

(e) In the Matter of Carey's applicll· 
tinu, 6 l', 0.1!. 552, p. 18. 

( f llal\t·. Fnmklin, 3:\1. & W. 259. 
(g llilllhuarch on Patents, p. 35· 
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Thus, in Patt(mon v. Gas Light and Ookc Oompany,(h) the 
Honse of Lords held that Patterson, who had obtained a 
knowledge of the patentr.d process in the discharge of the 
duties of his official position of gas referee, appointed by the 
Board of Trade, under the City of London Gas Act of I 868, 
was incapable of obtaining a valid patent, as such process was 
described in an official report of himself and his two colleagues, 
and thus was public property, notwithstanding that the report 
was kept hack from the authorities t.o whom it was addressed 
till after the date of the ]Jatent. 

Alien enemy. It is doubtful whether a patent granted to an alien enemy 
would be valid. It has been doubted whether letters patent 
taken out on a secret trust, to be held for the benefit of the 
real inventor, who was an alien enemy, were void or not.. 
To hold that such a trust could not exist would appear 
contrary to the spirit and policy of the patent law, in 
recognising communications from foreigners as gootl subject
matters for letters patent ; but no action could lJC mnintainccl 
by such alien as by the trustee on his behalf, on any contract, 
on the ground that the resulting moneys might be employed 
against the conntry.(i) 

(!1) L. ll. 2 Ch. D. 812; L. R. 3 App. Cns. 239. 
(i) WI'Lstcr 011 Pntcnts, p. 23; nlso I W. P. (), 418 n. 

-
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CHAPTER II. 

THE SUBJEOT-1\IATTER. 

GENERAL Or,ASSIFICATION OF INVENTIONS PRINCIPLES PROCESSES 

-UOliBINATIONS LIIPROVEMENTS NEW USES OF OLD APPLIANCES. 

Gene1'(ll. 

• 

THE Statute of Monopolies, the statutory foundation of our Snbject-mnttel' 
• defined by 21 

modern patent laws(a), defines the common-law nght of the Jnc.J.c. 3,s.6. 

Crown to grant letters patent for inventions as limited to the 
granting of patents for " the sole working or making of any 
manner of new manufactures within this realm to the true awl 
first inventor of such manufactures, which others at the time of 
making such letters patent and grants shall not use, so as also 
they be not contrary to the law, nor mischievous to the State, 
by raising prices of commodities at home, or hurt of trade, or 
generally inconvenient." 

Subsequent enactments have not in any way altet·ed the pro- Subsequent 
• • · • J\cts hnvemadit 

viswns of the Statute of ~Ionopolws as regards subJect-matter uo nltemtiou. 

of letters patent for inYentions, and the Act of 1 883(b) ex-
pressly states that the word "invention " shall mean any manner 
of new manufactnre the subject letters patent and grants of 
privilege within section "six" of the Statute of James I. 

The eflcct of this sixth section of the celebrated statute is 
twofold :(i) it exempts all patents and grants of privilege which 
its terms embrace from the abolition of monopolies in general 
which the preceding section of the Act effected, and (ii) it ex
pressly declares that such patents and grants of privilege shall 
have the same ellect as they would have had if the Act had never 
been passed and none other i.e., they are not rendered valid by 
virtue of the Act, but obtain their force from the Common Lnw. 

The words "workin~ and making of any manner of new 

\II) Jl• 4• (b) Sec. 46. 

• 
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manufacture" coupled with the fact that " manufacture" is 
capal•le of more than on(;) meaning, suggest the question, What 
is it the working and making of which the enactment contem
plates· as forming the subject-matter of a patent? 

"Manufacture" used as a noun may mean either (i) the art 
or practice of making or constructing any piece of workmanship, 
or (ii) anything made by art. 1'he words " working or making," 
used in conjunction with the word '' manufactures," seem to 
imply both of these meanings, and the decisions of various 
Courts warrant the statement tlmt in the contemplation of the 
patent law the word bears both significations.(c) 

It is to be noticed that the word "manufactures," construed 
with the word " working" in the sixth section of the Statute of 

· ·Monopolies, signifies the arts or processes of making, and the 
words " working of manufactures " refer to the exercise of arts 
of making or constructing; whereas the word "manufactures " 
construed with the word " making" signifies articles or things 
made, and the words "making of manufactnl'es" therefore mean 
the art of making articles or things whicl1, when made, may pro
perly be denominated manufactures, and which must be articles 
of trade or commerce.(d) 

The subject of a valid J>atent must consequently be the 
working or making of a manner of new manufacture (in one or 
other of its two meanings) which must be new, useful, and not 
contrary to the law; new and useful because if it were not so 
the consideration for which the Urown makes the grant would 
fail, and not contrary to the law, for the Crown has not the 
power to make such a. grant. 

Subject-mnttcr The subject-matter of letters patent for au invention must 
must be nu nrt 

be an m·t. :For if any person other than the patentee makes 
any article or articles in accordance with the patentee's specifi
cation he thereby commits an infringement of the patent, and 
yet the patent does not vest in the grantee the right to usc the 
particular materials of which the articles made in infl'ingcmeut 
consist, for they may never have been his property. 'Vhat the 

(c) Crnno v. Price, 4 1\I. & G. sSo; 
Household Co. 1•. Neilson, I W. 1'. C. 
6S3; Hornblower v. Boulton, 8 '1'. U. 
gS; Dav. P. C. 225; I!. v. Wheeler, 2 

B. & Al.t. 349; I Cnl'y. 1'. C. 393; 
StevP.ns v. Keating, 2 W. 1'. C. 182. 

(tl) lloultou ''· llull, 2 H. Bl. 463; 
llindmnrch on I'ntents, pp. So, Sr. 
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infringer does besides using the materials, which he has a 
right to do, and the physical power, which he is also entitled 
to :wail himself of, is to use the art of applying the physical 
power to the materials in the manner set forth in the specifica
tion.( e) It is this m·t, therefore, which is the exclusive property 
of the patentee, and which he, his agents or licensees, and no one · 
else, is entitled to usc dming the coutinuance of the privilege. 

Only an art by the exercise of which vendible articles, or by which ven· 
. l bl c b . d l dibl•• nrlicleR :utwles of trn< e or commerce, are capn. e o. emg pro nee< can o•· n•·tidcs of 

f 1 b. t tt f I'd 1 tt t U') f t tr:ul•• or comorm t 1C sn .ICC ·-ma er o va 1 e ers pa ent or wo rea- mere•· cnn be 

sous : (i) If the articles made by the exercise of the protected prounreu. 

art cannot be sold, the invention will not be used, and there-
fore will not give any new employment to the people, and the 
public will receive no henefit from the invention. (ii) The 
intent of the patent is to reward the inventor by means of the 
profit arisiug from the making and selling the patent articles 
during the coutinuance of the privilege.(g) 

An art wllich is to be exercised for the sole ohject of break- Au nrt to uo 
· 1 1 f 1 1 f l • l · exerdseu for mg t 1e aw, or or t IC so e pmpose o pro( ucmg anyt ung illegal pur-

designed to be used for any illegal purpose ('..[j., implements for c~s~~l~~~:~ot 
housebreaking, picking pockets, locks, &c. cannot form the matter. 

suhjcct-matter of valid letters patent. 
A grant of letters patent for such an object would be voill, 

both on the ground of want of utility,(h) and as being contrary 
to public policy. "It would be absurd if by one law patents 
might, be granted to rcwanl persons for providing the means of 
violating any other law."(i) 

The Court of King's Bench, in the case of J1litdtell v. Subjecl-mntter 

lte,IJnoltls(l.') stated what they deemed capable of forming tho g~:.~.~~fY 
subiect-m·ttter of a I)atent viz " A "l'fint of the sole usc of ~~ !~iu~·s Bench 

J ' ' "' ~:> ' mllhtl'lu•llt•. 
new ·in'IHmtcd art is good, being indulged for the encouragement Hcyuohls. 

of ingenuity; but this is tied up by the Statute of 21 James I. 
c. 3, s. 6, to the term of fonrteen years; for after ihat time it is 
presumed t,o be a known trade and to lmve spread itself among 

(e) Hud!lnrt v. Grimshaw, Dnv. 1'. C. 
278 j I W. l'. 0. 86, 

(f) lloultou v. Bull, 2 II. Til. 463; H. 
t•. \vheclcr, 2 ll. & Ahl. 349; Corni!.h 
11. Keene, 3 Bing, N. U. 570. 

(!/) Seo Hindmnrch on l'ntcnts, llJl. 
101-102. 

!1) Chnp. VII. 
i) ~cclliudmnrch on PatentH, p. 142. 
l·) 1 P. Wms. 181: 10 llfod. 130 

s. u. 



• 

2G 

Sir F.olwnrd 
Coke's Com
mentary on 
8S. 5 & 6 of 
21 Jnc. I. c. 3· 

LETTERS PATENT FOR INVENTIONS. 

the people." After a statement of the reasons wlty monopolies 
are generally void at Common Law, the judgment of the Court con
tinues: " But none of the cases of customs, by-laws to enforce 
these· customs, ancl pate11ts j01· tlu: sole usc of rt new i?wcntt·d 
m·t, are within any of these reasons; for here no man is abridged 
of his liberty or disseised of his freehold ; a custom is lt·.v loci, 
and foreigners have no pretence of right in a particular society 
exempt from the laws of that society; mul as to ?uu·-int•t•ntl'll 
m·ts nobotl.'f l'tl"ll bl' said to ltavc rt ?'igltt to ilwt u·ldclt 1cas not 
in bl'ing befm't'; and therefore it is but a reasollablc reward to 
ingenuity and uncommon industry."(/) 

The Chapter of Monopolies in Sir Edward Coke's Third 
Institute of the I.aws of l~ngland ( 111) contains the following com
mentary respecting the exception specified in the Statute of 
.Monopolies as being fit subject-matter of letters patent. In 
reference to the proviso in section 5 he says : "The first is that 
this Act shall not extend to any letters patents, or grants of 
privilege heretofore made of the sole working, or making, of any 
maunct· of new manufacture, hut that new wanufaeture must 
have seven properties. 

" Pi?·st, it must be for twenty-one years or under. 
"St·co1ully, it ltmst be granted to the first and true inventor. 
" Thii'tllif, it must be of such manufactures which any other at 

the making of sueh letters patent did not use, for albeit it were 
newly invented, yet if any otlter did use it at the making, of 
the letters patents, or grants of privilege, it is declared awl en
acted to be void by this Act. 

" Fom·lltl,l;, the privilege must not lJe contrary to law: such a 
privilege as is consonant to law must l1c substantially anti 
essentially newly invented ; but if the substance wus bt e.~.~·· 

Lefore, and a new addition thereunto, though that addition mnkP 
the former more proiitable, yet is it not a new manufacture in 
law; and so wns it resolved in the Exchet1uer Chamher, Pasch, 
1 5 Eliz., in B1·icot's Ca.w, for a privilege conceming the prepariu~ 
and melting, &c., of lead ore : for then it wns saitl that that was 
to put but a new button to nu old coat, and it is untrh easier 

(I) Ret' nlso The lllastCJ·, 
R. 388. 

W nro.l•·n~, nml SociPty of Gunmakcl'll t•. F~>ll, Willt•s, 
(m) 3 lnRt. c. 85, PI'· 181, 184. 
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to add than to invent. And then it was also resolved, tl1at if 
the new manufacture be substantia1Iy invented according to lnw, 
yet no oltl manufacture in usc before cnn be prohibited. 

"l!'lflltl,l;, nor mischievous to the State, by mising of prices of 
cummotlities at home. In every such new manufacture that 
tleserves a privilege there must be W'fjl'ns nt'tt'fl.~itas nnd l'l.•itlt'/1.~ 

HI ililttS. 

"Sixtld!J, nor to the hurt of trntle. This is very material and 
evident. 

" Screntld,l;, nor generally inconvenient. 
"There was a new invention found out heretofore that bonnets 

and caps might be thickened in a fulling mill, by which means 
more might be thickened antl fulled in one day than by tlte 
labours of four-score men who got their living by it. It was 
onlained that bonnets and caps shonltl be thickened and fulled 
l•.Y the strength of man and not in a fulling mill, for it was 
lwltlen inconvenient to turn so many labouring men to idleness. 

" If any of these seven qualities fail, the privilege is 1leclnretl 
ami enacted to be void by this Act, and yet this Act, if the.'· 
have all these properties set them in 110 br.tter case than they 
were before this .Act." 

In reference to Section 6 of the Statute of ).[onopolies, ~ir 
:Edward t'okc says : • 

" The st·coml proviso concerneth the privilege of new manu-
facturers ltn·mjtcl' to be granted : and this also must have seven 
properties : first, it must J1e for the term of fourteen years, 01' 

under; the other six properties must J,e such as are aforesaid, 
and yet this Act maketh them no better than they shoul!l have 
lu~en if this Act hatl never he'Jn mntle, but only except aJUl 
exempt them out of the purview and penalty of the laws. 

"The cause wherefore the privileges of new mnnufactmers, 
either before this Act granted, or which after this Act should be 
granted, haYing these seven properties, were not declared to be 
good was, for that the reason wherefore such a privilege is goofl 
in law is, because the inventor briugeth to and for the common
wealth a new manufuctnre by his invention, cost and charges i 
and therefore it is reason that he should have a privilege for 
his reward (and the encouragement of others in the like), for a 

• 

2i 

• 
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convenient time, but it was thought that the times limited hy 
this Act were too long for the private, before the common
wealth should l1e partaker thereof, and such as sel'\·ed such 
privileged persons by the space of seven years, in making or 
working of the new manufactnrc (which is the time limited hy 
law of apprenticehootl), must he apprentices or servants still 
during the residue of the privilege, hy means whereof such 
numbers of men would not apply themselves thereunto as shonld 
be requisite for the commonwealth after the 11rivilege ended, 
and this was the true cause wherefore, both for the time past, 
and for the time to come, they were left of such force. as they 
were before the making of this Act." 

It is impossible to give any definition which will enable 
any one at once to see whether a given example is capable of 
forming the subject-matter of a valid patent. Each instance 
must be considered on its own merits. 

The Common-law authorities respecting wl1at may be the 
subject of a valid patent which were decided before the passing 
of 2 I .Tac. I. c. 3 are not very numerous, hut they agree per
fectly with the construction wllich the modern law has placed 
upon the words of the sixth section of that Act. 

In the case of monopolies(n) it was held that the Crown may 
grant a patent of "a new tmclc " or "any engine tending to the 
fttdhemnee of a tmde that ncve1• was 11sed bcfo1'C." 

In Tlw Glothwm·l•c1's of Ipswich Gase(o) it was said that, "if a 
man hath brought in (t new invr.ntion and a new tmdc, or a. 
new discovery of anything," the Grown may grant to llim that 
he only shall use such a trade. 

EdgcbU1'lJ v. Steplwns(p) held that the exception contained 
in the sixth section of the Statute of Monopolies intended to 
encourage new devices useful to the kingdom. 

It is stated in Sheppard's Abridgment (q) that the King 
may grant a patent for a new tmclt: or clt:vice, or any new 
engine tending to the furtherance of it. 

And Serjeant Hawkins says,(r) the King may grant the sole 

(n) Noy, 182. 
(o Gmlb. 252, 253· 
(p 2 Ralk. 447; I W. 1'. C. 35· 

IJ Part iii., tit. Prcrog., p. 61. 
r Hawk. l'. Cr. pur! i., c. 79· s. 

20. 
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The words of the excepting clause of the Statute of James I. There ~re 
• • sumo dtscove~·. 

appear so Wide and extensive as to embrace almost the whole ics which nro 

1 . f tJ . • f 1 f I 1 . 1 b h not subject-( omam o 1e mventlve acu ty o t 1e nunan lllllH , ut t ere matter. 

arc, nevertheless, certain discoveries which may be most highly 
beneficial to mankind, and yet, for meritorious reasons, arc 
not capable of forming the subject-mattc:r of a valid patent. 
:Moreover, if a part of what the patentee claims as being l1is 
invention is not proper subject-matter, it will vitiate the whole 
aml render the grant entirely void.(8) 

l\Iany instances of discoveries which are incapable of pro
tection by letters patent, and the reasons why, will Le found in 
the following pages. 

ClassifiNdion tlf Inventions whick lun·c bem ltcld ,qood Snl!J'cl'l
matta of Lctlt'l'8 Patent. 

• 

Any invention which possesses all the attributes imJlOSetl Not J!O.ssibl? to 

1• . 1 I I . J • • • l l 1 . I classtfy allm· as comitwns JY t 1e aw VI:r.., t 1at It IS me 1H cc Ill tIe term ventious 

f , l . I . J t' f I S which may bo " new mann actures as usee m t lC sixt 1 sec 1011 o tIe , tatu te held good sub-

f l\,r }' ( · 1 · 1 f 1 b 1 1 . f ject·m~lter of o 1 '.Lonopo ws l) am IS new nne usr~ 11 may e t 1e su .l.JeCt o future lcttet·s 

t f I tt t t 
pal.t>nt. 

a gran o e ers pa en . 
It is not possible to give a classification of inventions, in

cluding all which may be held to fall within the definition 
giycn in 2 r .Tac. I. c. 3, s. 6. The difllcnlty which exists in 
giving au exhaustive classification of all inventions which 
could possibly support a grant of letters patent arises from the 
fact that the arts and manufactures of the country are in a 
continual state of progression, and consequently desirable 
results, never 1Jefore contemplated, are continually presenting 
themF;elves, and the most minute changes may constitute new 
and useful inventions when the possibility of thought, tlesign, 
and skilful ingenuity having been exercised cannot ha 
excluded. 

It may, however, be point.ell out that all inventions for which Classification 

1 . l J • l , of inventions letters patent have nt ICrto been up IClC on the ground of sub- which have 

(x Kay v. l\Imslmll, 8 L. J. C. 1'. 261 ; 2 '1\' .1'. C. 36, 39· 
(I 21 Jac. I. c. 31 s. 6. 

• 
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formc<l tho ject-matter may be classed under one or more of the 
subjcct-mnttcr 

following 

of letters heads :--
patout 
dedarcd valid, 

ClnsR I. 

Clnss II. 

I. New contrivances applied to new o~jects or purposes. 
• 

II. New contrivances applied to old objects or purposes. 
III. New combinations of new or old or partly new autl 

partly old parts wl1ich result either in the pro
duction of a material object or a process. 

IV. New methods, involving the exercise of invention, uf 

applyin~ old things. 
Y. The application with i11geuuity of materials previously 

unapplied to any useful purpose to some one or more 

sr>ccific useful purpose or purposes. 
VI. Chemical ]11'ocesses. · 

1. The first class consists of those inventions which require 
the greatest amount of ingenuity and talent for their produc
tion, for not only is the contrivance new, but the object ·or 
pmpose aimed at is alsr> new. To this ciass belong such in
ventions as that of the electric telegraph or apparatus for trans
mitting signals by means of electricity, the telephone for carrying 
the sound of the human voice as a current of electricity, and 
reproducing it as sound again at the other end of the circuit ; 
the 1•honograph, au apparatus for storing and reproducing 
souml ; an invention for burning oil' the superfluous furs and 
fibres from lace or net without injuring the fabric, made at a 
time when no means of ellectually destroying the fms and 
fibres of lace were known. 

2. The second class is by far the largest in point of the 
number of inventions which it comprises. The production of 
known objects or ascertained purposes by new .. useful, and more 
economical means is naturally t.he ground on which most in
ventors work. It is to be noticed that the application of a 
new contrivance to an old object or purpose is a very different 

thing to the application of an old contrivance to a new object 
or purpose, which is incapable of supporting a patent unless 
there is some distinct novelty and invention in making the 
new a.pplication.(x) 

(x) Sugg ·v. limy, 2 1'. 0. H. 233, 239; Lnwrcucc v. l'cny, 2 1'. 0. H. 79, rSS. 
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ln the words of Tindal C .• T.,(y) ''there can ue no doubt 
whatever that although one man has obtained a patent for a 
given object, there are many modes still open for other men of 
ingenuity to obtain a patent for the same obJect, there may lm 
many roads leading to one place, and if a man has by dint of 
his own genius and discovery, after a patent has been obtained, 
lJcen able to give the public, without reference to tho former 
uno, or borrowing from the former one, a new and SllJlerior 
motle of arriving at the same end, there can be no objection to 
his taking out a patent for that pmpose. Bnt he has no right 
whatever to take, if I may su say, a leaf ont of his neighbours' 
lJOok, for he must be content to rest upon his own skill ami 
labour for the discovery, and he mnst not a vail himself of that 
which had before been granted to another." 

To this class belong f;Uch inventions as that fur an iturn·uve
mcnt in the smelting of iron, consisting only in the use and 
application of lime antlmine rubl•ish in addition to the means 
previonsly adopted, and of which invention Lord :Eldon, L. t'., 
said : " There may be a valid patent for a new combination of 
materials previously in use for the same purpose or for a new 
method of applying such materials.(.~) 

3. The thil·d class includes a great mcm her of inventions. ctnss 111. 

.\. new combination of old parts may prULluce a new result, or 
au old result in a more economical 1nanner or better form. 
The new result may consist of articles or processes cheaper or 
Letter than those known before, in either of which cases Lite 
new combination will suppol't a })atent. 

A process or method in which the new combination consists 
in nothing more than the omission of a part hitherto thought 
lo lJe essential is suilicient to support a patent on Lhe grouml 

uf sn~ject-matter.(a) 
To this class belong such inventions as tlmt sup1Jurtetl iu 

Crane v. Pricc,(b) which invention was a new combination of 
old parts used in Lhe process of smelting iron, whereby great 
advantages were ciilined oYer tlte old combination. Before the 

(!I Walton 1•. Potter,· I W. l'. U. 590. 
(.: J I ill v. 'l'hompson, I W. P. C. 237. 
(a i'P· 47, 54. s6. (b) I w. P. c. 393. 40S. 

• 
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invention the hot-air blast had been used, and stone coal as 
fuel had been used, but the two had never been combined 
until ~he patentee made the combination and took out a patent 
for it, which the Court, held to be good. 

It is perfectly good subject-matter to take that which has 

been merely a known fact, not applied to any particular use• 
and apply it to a particular and a useful purpose, and, thereby, 
produce a new result. Thus, in the case of the telephone, it 
was known before the patent, and had been stated by Faraday, 
thirty or forty years ago, that if a metallic plate be oscillated 
or moved in front of a magnet, each time the plate is moved a 
current, either positive or negative, according to the direction 
of motion, is sent through the circuit. The telephone, in its 
simplest form, is a little plate put in front of a permanent 
magnet, or an electro-magnet; the plate, when spoken to, 
vibrates, and sends the current through the circuit, which 
increases or diminishes the attraction by magnetism to a 
similar metallic plate at the other end, which thereby repro
duces the vibration of the air, which, communicated to the 
tympannum of the instrument, reproduces the speech. The 
patent was opposed, on the ground that it was merely an 

·instance of :Faraday's law, but the Court of Appeal overruled 
the objection and decided for the patentee. 

Other instances of inventions belonging to this class are the 
invention of a method of manufacturing iron tubes, without tlw 

1tse of ct mandril, which had been previously considered 
necessary, whereby tubes could lJe produced larger, more 
uniform, and cheaper than by the old process,(b) and the 
invention of a process of producing gas by a means of tl1e 
di1·ect distillation of oleaginous seeds, which was held good 
subject-matter notwithstanding the fact that gas had been 
before produced by the distillation of the oil e,l]_J1'cssecl from the 
same seeds.(c) 

4· The fourth class includes such inventions as that of Watt 
for economising the consumption of steam, and, consequently, 
fuel in the steam-engine, by enclosing the cylinder in a casing 

(b) I Russel v. Cowley, W. P. C. 459· 
(c) l.looth v. Kennard, 1 11. & N. 527; 2 H. & N. 84. 
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of wood or other bad· conductor of heat.( d) Sieves' invention 
of "improvements in the manufacture of elastic fabrics 
applicable to various purposes " is also an example of an 
inventi011 belonging to this class. 'l'he invention consisted in 
the interweaving into the fabric threads of india-rubber, coated 
with Jilamentous material, as warp or weft according to the 
direction in which it was required to give elasticity to the 
fabric. 'l'he specification stated that the india-rubber threads 
were stretched to their utmost tension and rendered non
elastic before being introduced into the fabric, and then 
rendered re-elastic by l1eing heated. In an action for the 
infringement of this patent,(e) Tindal, u .. T., delivering the 
judgment of the Conrt in favour of the plaintiff: said: " 'l'he 
first .o~jection is, that the invention is not the subject-matter 
of a patent ..... 'l'he question, therefore, as to this point is, 
Does it come under the description of ' any manner of new 
manufacture ' which are the terms employed in the Statute of 
Jar .es : That it is a manufacture can admit of uo doubt : it is 
a ve11ut1Jle :n·ticle, produced by the art and hand of man, ami 
of all the instances that would occur to the mind when inquir

ing into the meaning of the terms employed in the terms oi' the 
stat.ute, perhaps the very readiest would Le that of some fabric 
or texture of cloth. . . . . The use of elastic threads or strands 
of india-rubber, previously covered J.,y filaments wound round 
them, was known before ; the use of yarns of cotton or other 
non-elastic material was also known before ; but the p!aciug 
them nltemately, side hy side together ns n ~..-~.u·p, and combining 

· them bv means of a weft, when in extreme tension and 
• 

deprived of their elasticity, appears to be new; and the result 
-viz., a cloth, in which the non-elastic threads, form a limit 

up to which the elastic threads may be stretched, but beyond 
which they cannot, and, therefore, cannot easily, be broken
appears a production altogether new : it is a manufacture at 
once ingenious awl simple. It is a weu combining t.he two 

qualities of great elasticity and a limit thereto." 
5. As an example of inventions belonging to the fifth class, Ulnss V . 

• 

d) lloulton v. llull, 2 II. Ill. 634. 
e) Cornish v. Keene, 1 W. P. C. 517. 

c 
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that of Muntz, of an alloy of zinc and copper in certain pro
portions for coating the bottoms of ships, lllay be given. In 
reference to this patent, Tindal, U.J ., said : " I look upon it 
that there is as much merit in discovering the hidden and con
cealed virtue of a compound alloy of metal as there would be 
in discovering au unknown quality which a natural earth or 
stone possessed. ·we know, by cases that have been deter
mined, that when such unknown qualities hn.ve, from the result 
of experiments, been applied to useful purposes of life, such 
application has been considered as the proper ground of a 
patent, (f) 

Lister's invention of " improvements in the manufacture of 
pile fabrics in imitation of sealskin ancl other similar fabrics," 
is another instance of au invention belonging to this class. The 
invention consisted in a new combination of materials for use 
in the manufacture of the fabrics referred to. The materials 
conoisted of silk and mohair in the raw state i.e., they were 
blended previous to spinning. The patentee, as the result of 
observation of the structure of the natural sealskin and experi· 
ments, found that the mixture produced certain beneficial re
sults, existing in the natural article, but not before found in any 
attempted imitation. Under these circumstances the patent 
was upheld, on the ground of subject-matter, although it was 
established in evidence that the very same combination had been 
well known for years in connection with Bradford th·ess goods, 
which consist, however, of a smooth material, quite different 
from pile fa brics.(g) 

6. The sixth class includes such inventions as that of a 
process for mixing and treating two or more substances in such 
proportions and in such manner that by combining chemically 
they form a new substance which is useful in medicine, or for 
manufacturing or other purposes e.g., the preparation of a 
dye.(h) 

Other instances of inventions belonging to this class are 
Hill's process for purifying coal-gas from sulphuretted hydrogen 

(f) 1\Iuntz v. Foster, 2 W. P. C. 103. 
fl) Lister v. Norton, 3 P. 0. R. 199. 
It) See Bewleyv. Hnncock,6 De G.l\[. 

& G. 391, 402; Bailey v. Robertson, L. 

R. 3; App. Cas. 1055; Steinar v. Ucultl, 
6 Exch. 607 ; Simpson 1•. llolliclay, 5 
N. H. 340; L. U. I E. & I. App. Ca~. 
315 . 
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by passing the gas over sesquioxide of iron ;(i) Young's pro
cess for obtaining illuminating and lu'IJricating oils from certain 
bituminous mineral substances ;(!~) and Higgs' method for 
treating sewage aml precipitating the solid animal and vege
table matter which may be used as manure.(l) 

11"·;~lc7'·nl···· I (II '.L"'"u•.J• 
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A new pl'inciple i.r., an abstract law of Nature, a funda- l'riucip!os a1·e 
. uot subJect. 

mental law of science cannot be the sub,]ect-matter of a vaJitl,uatter. 
patent. 

Principles may be of the utmost value to mankind, as, for 
instance, the principle of gravitation or the doctrine of evolu
tion, which have in the hamls of their discoverers and others 
been productive of the greatest usefulness. The law, however, 
will not attempt to secure to the discoverer the sole usc ami 
enjoyment of such a bare principle, IH>l' to prohil!it others 
from making use of it. In the language of Lord Kenyon, it 
would Le dillicult to frame a specification of a philosophical 
principle, it would be something like au illea without a sub
stratum.(m) 

l\foreover, the very statement of what a principle is proves 
it not to be a grouml for a patent. T t is a 1i rst ground and 
rule for arts and sciences, or, in other words, the elements and 
rudiments of them. A patent must be for some production 
from those clements, and not for the elements themselves ; for 
some new mauufactm·e, \vhether with or without principle, pro
duced by art or accident.(n) 

A principle cannot of itself, apart from a practical application, 
produce any vendible article or manufacture, and therefore, 
unless the discoverer of a principle lloints out some practical 
application of it, it is clear that he cannot give the public the 
consideration necessary to support a patent viz., a new and 
useful manufacture. 

(i) Hills v. 'l'ho Lomlo11 Gaslight Cll., 
5 n. & N. 312. 

(k) Youngv. Fcl'llie, L. n. r E. & I. 
App. Cns. 63; 4 Grill: 577· 

(I) Higgs 1•. Uoodwin, E. B. & E. 
529; 27 L. J. Q. ll. 421. 

(111) llol'llblower IJ, lloultou, S '1'. H. 
95; Duv. 1'. C. 221 ; see also Boulton 
t•. Bull, 2 Jl. lll. 463. 

(11) Boulton t•. Bull, ])av. 1'. C. 196, 
198. 



• 

' 
• 

S6 LETTERS PATENT FOR INVENTIONS. 

Principles, · Pl'inciples in 1t concrete form, together with a method of 
together with 1 b 
o. method of applying them to a new and useful purpose, may form t 1e su -
o.pplying them · f f 1 I d ' mo.ybesnbject~ Ject ~ a grant o etters patent. In ot 1er wor s, a new prm-
mt~ttcr. ciple or a new idea as regards any art or manufacture, together 

with a mode of carrying it into practice, may be patented, though 

the idea alone, and very likely the machine alone, because the 

machine might not be new, is not proper subject-matter.(o) 
Claim to every A clailll to every mode of carrying n new principle or idea 
mode of carry- . I"P • • • 1 • 1 · lf ( ) 
ing a Jll'iudplc mto euect amounts to a chum for the prmc1p e or ll ea 1tse , 11 
into ell'ect • 
nmonnt~ to a and therefore remlers the patent voul. 
clnim to the \ l f · · · 1 } • 1 · prineiple J patent, wwever, or carrymg a prmCip e w nc 1 rs new 
it~t·lf. • fl' t l . t 11 tl '1 ~ 
l
) mto e ect, protec s t w uTantee aQ:ams a o Jer moues 01 nteuts for ~ ~ 

cn~ry!nl{ u~·w carryinrr the same principle into effect,(q) provided that they can 
lll'lllCI plt•s mto 0 

etTcet be construed as colonrable imitations.('r) 

Patents for 
• • cnrrymg pnn-

ciplcs which 
are uot. UPW 
into effect. 

When a new principle is applied for the Jirst time, the Court 

looks very narrowly at what a person does who clai1us to carry 
the principle into effect by a means different to that employed 

by the patent.(s) 

In order that a patent may secure to the patentee the 

application of a principle by means diflerent to those described 

in the specification, the principle itself must be new, and the 

patentee must sufficiently describe a means of applying it. It is 

not necessary that the means, as well as the principle, should 

be new, for the novelty of the invention consists in applying 

the new principle by the means specified. If, however, not 

only the principle but the means is also new, then the menus 

may form the subject of a distinct claim, or a separate patent. 

If a principle is not new, then a patent for a method of 

applying it secures to the patentee protection only in respect 

of the particular method specified, and there may be other 

(o) Otto v. Linford, 46 L. T. N. S. 35; 
L. R. 18 Ch. ll. 394; Crossley 1.•. Potter, 
l\Incr. l'. C. 240. 

(p) Neilson v. Hnrrord, 1 W. P. C. 
295; Booth v. Kennard, 2 H. & N. 84; 
26 L. J. Ex. 23, 305; Wyeth v. ~tone, 
St~>ry, 273; Arnold v. Tiradbur.v, L. U. 
6 Ch. App. 711 ; Automatic Wcighiug 
Machine Co. v. 1\nigllt, 6 P. 0. R. 297. 

(q) .Tnpe v. Pratt, 1 \V. P. C. 146; 
Minter v. Wells, I W. P. C. 127; 
Honsehill Co. v. Neilson, 1 W. P. C. 

• 

• 
685; Otto v. J,inford, 46 I,, 'I'. N. S. 
35 ; Cro~sley 1'. Tieverley, I ,V.l'. r·. 
106 ; H!lllische Anilin nnd Soda FaLrik 
1•. Levenstein, IJ. U. 24, Ch. D. 156, 
171 ; Enstei'IJrook v. 'l'he Great WeHI· 
ern Hy. Co., 2 1'. 0. R. 201. 

(r) Automatic Weighing l\Inchinc 
Co. ·11. Knight,6 P. 0. R. 297, 304, 308. 

(•) Autom11tic Weighing :Machine Cn. 
v. Knight, 6 1'. 0. H. 30-1-; Antomntie 
Weighing !\lachine Co. 11. GomLiucd 
Weighing l\Iachine Co., 6 P. 0. H. 367 . 
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perfectly valid patents in respect of new and different methods 
of carrying the same principle into effect.(t) 

Thus it lms been held that finishing hosiery and other goods 
hy pressing them between rollers heated by steam was no 
infringement of a patent for finishing such goods by pressing 

37 

them between flat-sided boxes, filled with steam.(1t) · 
In .. J1tpc v. Pmtt,(x) Alderson, B., in the course of the Jnpd v. Pratt. 

argument, laid clown the law tlms : " You cannot take out a 
patent for a. principle ; you may take out a patent for a principle 
coupled with the mode of carrying the principle into effect, 
provided you have not only discovered the principle, but inven-
ted some mode of carrying it into effect. But theu yon must 
start with having invented some mode of carrying the principle 
into effect ; if you have done that, then you are entitled to 
protect yomself from all other modes of carrying the same 
principle into effect, that being treated by the jury as piracy 
of your original invention." 

The above expressions of Alderson, B., would at first sight 
appear to establish the proposition, that if a man has invented 
a new principle, and shows one method of carrying it into 
effect, he thereupon becomes entitled to protection against. 
every other possible method of carrying out the new prin-

• 

ciple. Cotton, L .• T., however, has 11ointed out that the above Judgnwut of 

1 f All ]~ d l . I d' . f Aldcrsou, D., anguage o c erson, ~., was usc c urmg t 1e IScusswn o explained by 
I b bl L th' tl t . 1 l Cotton, L.J. t w case, pro a y to mee~ some mg 1a was sate 1y 

counsel, and did not express l1is full opinion. A patentee can 
prevent any one from using the same method of carrying a 
new principle into effect, or from using the same thing with 
only a colournble difference. Where there is a principle first 
applied in a machine, capable of carrying it into effect, the 
Court looks more narrowly at those who carry out the same 
principle, and say they do it by a different mode, and looks 

(t) Proctor 1J. TienniH, 4 P. 0 It 333; 
J,.l:. 36 Ch. D. 740; Autonmtic Weigh· 
ing Machine Co. v. Kuight, 6 1'. 0. H. 
113 ; Ricldcll1•. \'icl:crs, 5 1'. 0. H. 416; 
~ccdlmm 1> •• Jollllson, 1 1'. 0. H. 49; 
llovill ~>. Primm, 1 gx. H. 718, 739; 
JJnrhcr v. G rncc, 1 Ex. ll. 339 ; I 7 L. 
J. Ex. 122; <1upo v. l'rattj 1 W. 1'. C. 
145; Curtis v. Platt, L. t 3 Ch. D. 

135 n.; Listcrv. Lent her, 8 E. & n. 1004, 
1033; Snxhy 1'. Chnl!'s, 43 L •• 1. l~x. 
228; Dudgeon v. 'l'homson, L. R. 3 
App. CnM. 34; Nurdcnfclt n. G:mlner, 1 
1'. 0. n. 61 ; Hocking v. Hocking, 6 1'. 
0. u. 76. 

(tt) Barber t•. Grace, I Ex. U.339; 17 
L .• 1. 122. 

(x) I W P. C, 1451 146. 

• 
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to see whether, in effect, although the mode is not exactly the 
same, it is only a colourable difference a mechanical equiva
lent for a substantial part of the patentees invention, being 
looked· upon as a mere colourable difference, and therefore, he 
being ent.itled to an injunction against that mode of carry
ing out his principle, which is only the same in substance 
as that which he patented, though there are colourable differ
ences.(y) 

The patent, the validity of which was questioned in Neilson v. 
ll(t?ford,(z) was for an improved method of applying air to 
produce heat in furnaces, and the specification stated that "a 
blast or current of air must be produced by blowing apparatus 
in the ordinary way. The blast so produced is to Le passed 
from the blowing apparatus into an air vessel, and from that 
vessel, by means of a pipe, into the furnace. The air vessel 
must be kept artificially heated at a considerable temperature. 
It is better to be kept to a red heat, or nearly so, but so high 
a temperature is not absolutely necessary to produce a bene
ficial effect. The size of the air vessel must depend upon 
the blast and on the heat necessary to be produced. The 

jo1'1n or shape of tltc t·es.~cl, or receptacle, is immatc1ial to tltc 
effect, and may be adapted to the local circumstances or 
situation." There was no separate claim, The defendants 
contended that the patent was bad, as being for a principle 
only, but the Court of Exchequer, after much debate, came 
to the conclusion that it claimed not only a principle, but 
also a practical means of carrying the principle into effect
viz., heating the air in a separate vessel, and was therefore 
good. 

In the llouseMll Oompctn?J v. Ncilson,(ct) the validity of the 
patent forming the subject of the action last referred to again 
came under consideration, and Lord ,Justice Clerk-Hope is re
ported (b) to have said: "It is quite true that a patent cannot 
be taken out solely for an abstract philosophical principle for 

(y) See judgment of Cotton, L.J., 
Automatic Weighing Mnchino Co. v, 
Knight, 6 P. 0. R. 304-305 ; see also 
Automatic Weighing l\!nchine Co. 1,, 

Combined Weighing 1\fnchine Co., 6 P. 
0. R. 367. 

z) I W, P. C. 295, 328, 331. 
fl) I W, 1'. G. 673. 
b) I W. 1'. C. 683. 
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instance for any law of Nature, or any property of matter, apart 
from any mode of turning it to account in the practical opera
tions of manufacture, or the business, and arts, nml utilities of 
life. The mere discovery of such a principle is not an inven
tion in the patent law sense of the term. Stating such a prin
ciple in a patent may be a promulgation of the principle, but 
it is no application of the principle to any practical purpose. 
And without that application of the principle to a practical 
object and end, and without the application of it to human 
industry, or to the purposrs of human enjoyment, a per~;on 

cannot in the abstract appropriate a principle to himself. But 
a patent will be good, though the subject of the patent con
sists in the discovery of a just, general, and most compre
hensive principle in science or law of Nature, if that principle 
is by the specification applied to any special purpose, so as 
thereby to effectuate a practical result and benefit not previously 
attained. The main merit, the most important part of the in
vention, may consist in the conception of the original idea in 
the discovery of the principle in science, or of the law of 
Nature, stated in the patent and little or no pains may have 
been taken in working out the best manner and mode of the 
application of the principle to the purposes set forth in the 
patent. Rut still if tl1e principle is stated to be applicable to 
any special purpose, so as to produce any result previously un
known, in the way and for the objects described, the patent is 
good. It is no longer au abstract principle. It comes to be a 
principle turned to account to a practical object, and applied 
to a special result. It becomes, then, not an abstract principle, 
which means a principle considered apart from any special 
purpose or practical operation, but the discovery and state
ment of a principle for a special pmpose, that is, a practical 
invention, a mode of carrying a principle into effect. That 
such is the law, if a well-known principle is applied for the 
first time to produce a practical result for a special purpose, 
has never been disputed. It would be very strange and un
.iust to refuse the same legal effect, when the inventor has 
the additional merit of discovering the principle as well as its 
application to a practical object. The instant that the prin-

89 
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ciple, although discovered for the first time, is stated, in actual 
application to, and as the agent of, producing a certain spccilied 
effect, it is no longer an abstract principle, it is then clothed 
with the language of practical application, and receives the 
impress of tangible direction to the actual business of human life." 

In IJangcrjidd v. Juncs,(c) a patent for a mode of bending 
wood for the handles of walking sticks, &c., in Which the claim 
was "the application of a flame of gas or other combustible 
fluid or liquid as described for softening the fibres of the wood 
while being bent in combination with a clamping apparatus 
for securing the word in its bent form until the fibres nrc set, 
so that the work may remain permanent as herein set forth," 
was ueclarcd to be perfectly valid. Vice-Chancellor 'Vood, before 
whom the case was tried, saying : " If, having a particular pur
pose in view, you take the general principles of mechanics, and 
apply one or other of them to a manufacture to which it has 
never been before applied, that is a snflicieut ground for taking 
ant a patent, pro\'hled that tho Court sees that that which has 
been invented is new, tlesirablc, and for the public bcncfit."(d) 

• 

In ~linter v. 1Vdl8,(c) on motion to nonsuit tho plaintiff who 
had succeeded in an action against the defendant for infloingement 

of a patent in the specification of which ~linter claimed '' the 
application of a self~adjusting leverage to the back and seat of 

a chair, whereby the weight on the sent nets as a counterbalance 
to the pressure against the back of such chair, as a Love described," 
the defendant contended that ~:linter had claimed the principle of 
the lever, but the Court held that it was the application of a 
self-adjusting leverage to the back and seat of a chnir, the 
patentee having described what that self-adjusting levernge was. 
And it was further held that any application of a self-adjusting 
leverage to the back and seat of a chair producing this effect, 

that the one nets as a counterbalance to the pressure against 
the other, would be an infringement of the patent, and it was 
not a leverage only, but the a}'plication of a self-adjusting 
leverage; and it was not a self-adjusting leverage only, Lut a 

self~adjusting leverage producing a particular effect, by menus 

(r.) 13 L. '1'. N. H. r.p. 
(e) 1 \\', P. 1'. 134· 

(d i I bill. 
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of which the weight on the seat counterbalanced the pressure 
against the back. Parke, n., in reply to the statement that 
this was nothing more than one of the first principles of 
mechanics, observed : "Rut that not being in combinatiou 
before cannot that be })atented ? It is only for the applica
tion of a self-adjusting leverage to a chair cannot he patent 
that ? He claims the combination of the two, no matter in 
what shape yon may combine them, but if yon combine the 
self-adjusting leverage, which he thus applies to the suhject of 
a chair, that is an infringement of his patent." 

• • • • • 

• 

In T/u! Hlcctric Tr/cgmpk C't11npan,1t v. 11rdt (.f) the patenteE's ;1:ho Elccrri~ 
, . , I , d l I 1 clegmph Co. clmmed, snbstantmlly : (I) " \V e w1s 1 1t to he nn erstoor t tnt ,., Brott. 

we make no claim to the application of the multi1)lying cnils 
of conducting wires herein described (meaning thcrehy the 
galvanometer coils and magnetic needles), but the improve-
ment and the adaptation of magnetic needles for giving signals 
consists in disposing the needles in vertical planes with fixed 
horizontal axes, making them lJCavier at one end than the 
other, so that they hang pr.rpendicnlarly, and limiting the 
angular motion by stops, against which the needles may rest 
in suitable inclining directions for pointing out on a vertical 
dial the signification of the signals. (2) The combining several 

• 

needles, so as to give signals by determinate angular motions. 
( 3) The improvement wlwrehy the complete apparatus for 
gidng signals nnd sounding alarms, as rlascrihed, may have 
duplicates of such apparatus at intermediate places ht>twecn 
the two ends, all such duplicates operating simultaneously 
with each other."' Tn the judgment, Cresswell, .r., said : "It .Jrulgment of 

. . 1 J tl • ' f 1 }' t • J • 1' Cressw~JI, J, was ms1stec t mt te g1vmg o r up ICa e signa s at mtermec mte 
stations was not the proper subject of a patent, bl'ing an idea 
or principle only, and not a new manufacture. Rut we think 
that the patentees not only communicated the idea or principle 
that duplicate signals might he given, but sl10wed lww it might 
he done ?·., .. , hy cluplicate nppamtus at each station and that 
this is a fit subject of a patent." 

[n Patterson \', Tlw (J(Is z,:,M Ollcl Uol.··· Co!J/jJ({n.'tl!J) .James, Pnttor~on t•. 
Tho Ga~ Light 

(/ IO ( •• 11. SJS ; 20 L. ,J. c. 1'. 12J. 
\!I L. H. 2 Ch. D. 812; aOir·mctll>y House of Lords, 3 App. Cas, 239. 
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11nd Coko Com· L.J ., delivering the judgment, in reference to a claim for " the 
pllll;y, employment of sulphide of calcium in separate purifiet·s as a 

Judgment of 
House of 
Lords de
livel'cd by 
J11mes, L.J. 

means of purifying coal-gas from sulphur existing in other 
• 

forms than that of sulphuretted hydrogen," said: "There is 
nothing in this but the enunciation of a chemical truth that 
pure sulphide of calcium will absorb the sulphur compounds. 
The plaintiff believed that he had discovered that chemical 
truth, although it had been taught for many years in many 
books, and was well known to chemists. There is no inven
tion of any particular process or means of employing the pure 
sulphide of calcium. If pure sulphide of calcium is to be 

. used, it must be used in some separate purifier, and there is 
nothing therefore in any previous part of the specification to 
limit the universality of the claim to the employment of sulphide 
of calcium for the removal of sulphur in other forms than 
sulphuretted hydrogen. It is obviously impossible to support 
such a claim as that, which was plainly based on the plaintift•s 
mistaken idea that he had discovered that peculiar property in 
sulphide of calcium." 

In Otto v. Linfo1'd,( i) Jesse}, M.R., said : "The first objection 
is that tl1is is not the subject-matter of a patent, because it is 
said that what is claimed is a ptinciple . . . . or, as it is 
sometimes termed, tlte idea of putting a cushion of air between 
the explosive mixture and the piston of the gas motor engine, 
so as to :·egulate, detain, or make gradual what would other
wise be a sudden explosion. Of course that could not be 
patented. I do not read the patent so. I read the patent as 
being to the effect that the patentee tells us that there is the 
idea which he wishes to carry out, but he also describes other 
kinds of machines which will carry it out, and he claims to carry 
it out substantially by one or other of these machines. That is 
the subject of a patent. If you have a new principle, or a new 
idea, as regards any art or manufacture, and then show a mode 
of carrying that into practice, you may patent that, though you 
could not patent the idea alone, and very likely could not patent 
the machine alone, because the machine alone would not be new. 
One of the strongest illustrations that I know of is the patent 

{i) 46 L. T. N. S, 35 i L. H. 18 Ch. D. 394· 
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for the hot blast in the iron manufacture, where there was nothing 
new at all except the idea that the application of hot air instead 
of cold air to the mixture of iron ore and fuel would produce most 
remarkable results in the shape of economy in the manufacture 
of iron. TlJe inventor or discoverer could not patent that, but 
what he did was this. He said : ' I will patent that idea in 
combination with the mode of carrying it out; that is, I tell 
you you may heat your air in a closed vessel next your furnace, 
and then that will effect the object.' It was held that that 
would do ..... Now that is a much stronger illustration 
than this of the validity of a patent as regards the subject
matter. Jfor here is a complicated machine. . . . . In the 
case of the hot blast the man did not pretend to invent any
thing ; he said a machine of any shape in which you can heat 
air is sufficient. 1\fr. Otto does allege he has invented a machine. 
It appears that he did, although a machine which, pc1• sc, was 
not of sufficient novelty probably to support a patent. It 
comes therefore to this, that we have a principle and a mode 
of carrying it out, and, I will assume for this purpose, suffi
ciently described, and that is good subject-matter for a patent." 

P1'0CI!SSCS. 
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The proposition that a method or process of itself and apart rro7esscs nre 
• subJect-

from the thmg produced, or result, can be the subject-matter matter. 

of a valid patent, was finally established by the decision in 
Cmnc v. Price/!•) in I 842. 

For some time prior to that decision there were many cases 
and dicta of the judges indicating the general opinion tlmt 
grants made in respect of such subject-matter were not in
valid. 

Abbott, O.J., in delivering the judgment of tho Court in R. 
v. Wlwclcr,(l) said, that the word "manufactme" "may perhaps 
extend to a new process to be carried on by Jmown implements, 

• 

or elements, acting UIJOll known substances, and ultimately pro-
ducing some other known substance, but producing it in a 

k) 4 1\I. & G. sSo; I w. P. c. 393; 12 L .• T. c. r. SI. 
I) 2 D. & Ald. 345· · 
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cheaper or more expeditious manner, or of a better or more 
useful kind." 

In Bo?tlton v. Bull,( m) the Court was rlivided in opinion, but 
• 

Eyre, U.J., made the following remarks : "When the effect pro-
rluced is some new substance or composition of things, it would 
seem that the privilege of the sole working or making ought to be 
for such new substance, or composition, without regard to the 
mechanism or process by which it has been produced, which, 
though perhaps also new, will be only useful as producing the 
new substance. When the effect produced is no substance or 
composition of things, the patent can only be for the mechanism, 
if new mechanism is used, j'o1· the process, if it be a new mrtlwrl 

of opcmtin,rJ, with or without old mechanism, by which the effect 
is produced. 

" It was admitted in the argument at the bar that the word 
"manujactmc" in the statnte(n) was of extensive signification, 
that it applied not only to principles carried into practice in a 
new manner, to new results of principles carried into practice. 
Let us presume this admission. Under things made we may 
class in the first place, new compositions of things, such as 
manufactures in the most ordinary sense of the word ; secondly, 
all mechanical iuventions, whether to produce old or new effects, 
for a new piece of mechanism is certainly a thing made. Under 
the practice of making we may class all new artificial manners 
of operating with the hand, or with instruments in common use, 
new processes in any art producing effects useful to the public. 
In the list of patents with which I have been furnished, there 
are several for new methocls of manufacturing articles in common 
use, where the sole merit and the whole eflect produced are the 
saving of time and expense, and thereby lowering the price of 
the article and introducing it into more general use. Now I 
think these methods may be said to be new manufactures.'' 
And again, the same learned judge in reference to the patent, 
said, " The patent cannot be for the effect produced, for it is 
either no substance at all, or what is exactly the same thiug as 
to the tplestion upon a patent, no new substance, but ~n old one 
produced advantageously for the puhlir. It rnnnot be for the 

(m) 2 11, BI. 463. (u) 21 .Juc. I. c. 3· 
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mechanism, for there is no new mechanism employed; it must 
then be for the method ; and I v;ould say, in the very signifi
cant words of I .. ord .M:ansfield, in the great case of the copy· 
right,(o) it must be for the method detached from all physical 
existence whatever." 

45 

Hall v. Jrtrvis,(p) llecided that though the application of the Hnll z·. ,rm:vis. 

11ame of oil to remove the superfluous libres from lace and other 
goods was a mere process, yet a patent for this invention could 
be upheld on the ground of sul~ject-matter. 

In Hill v. 2'/wmpson,(IJ) I.ord ]~)don, LU., stated that," there Hill v. 'J'homt•· 

may be a valid patent for a new combination of materials pre- ~on. 

viously in use for the same purpose, m· for a uc1u method 1:f 
applying ~ttd~ 11ut.laials." ln J1f01'!Jll1t v. &awa1'd,(r) l 3ark, .B., 
said that the word "numufaeture" in the statute (s) must be 
construed in one of two ways; it may mean the machine 
when completed, 01' t!tc mode of const?·ucl'ing lite 11ute/dnc; and 
in Gibson v. Bmnd,(t) Tindal, U.J., pointed ont that it was not Gibson v. 

. I t . I . ] 1 Brand necessary m t 1at case o go mto t w questiOn w 1et wr or not a · 
patent can be supported for a process only. If the specification 
were properly prepared it probably might be considered a lit 
subject for a patent. 

Urct1W v. Pricc,(n) tried in 1 842, finally settled the question. Crnnc z·. Prir.c, 

I 1 · 1 1 1 1 f 1 · deci<lml that a ll t us case t te patent re atet to t te use o ant trac1te or stone 1n·ocpss alone 

1 . . t' . 1 1 t • bl t f ) 1 . f . may b" ~ub· coa , m con.J nne wn Wit 1 a 10 -mr as , or t te sme tmg o 1ron, ie•·t-matt .. r. 

and the elaim was in the following terms : " The application of 
anthracite or stone coal combined with the using of a hot-air 
blast i u the smelting autl mannfacturc of iron.'' In deliveriliO' 

" tl1e jntlguwut of the Court of Common 11leas, Tindal, c .. J., said: ·T!!tlgmcn! or 
'1'1 . b I . I I l . . I . f I I nulul, c.J. '' . te qnestwn ecomes t ns, w wt wr at uuttmg t w nsmg o t te 

Jwt-air blast tu have Leen known before in the manufacture of 
iron with bituminous coal, and the use of anthracite or stone 
coal to have been known before in the manufactme of iron with 
the colll blast, but that the combination of the two together 
(tl:e hot-air blast antl the anthracite) was not known before in 

o) 4 Dun. 2397. 
p) 1 W. 1'. C. l:JO, nppl'O\'CJ in Losh 

v. Iague, 1 W. C. 1'. 207, aud Cmnn 1.'. 

l'l'icu, 5 l\1. & U, 580 j I \V, 1'. U. 393 j 
12 L. ,J. G. P. 81. 

(q) 1 W. P. C. 237. 

(1') 2 • .\f. & W. 544; 1 W. P. C. 171. 
(s) 21 Jac. I. c. 3, s. 6. 
(I) 4 ,\1, & G. 179 j I \V, P. c. 627· 
(u) 4 l\1, & G. 580; r W. P. U. 393; 

12 L. J. C. P. 81. 
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the manufacture of iron such combination can be the subject 
of a patent. We are of opinion that, if the result produced by 
such a combination is either a new article, or ~ better article, or 
a cheap.er article to the public than that produced before hy 
the old method, such combination may well become the subject 
of a patent." 

It is sometimes objected that to speak of a patentable process 
is in reality a misuse of terms, for the subject of the patent is 
a nwnujitcl'n?'c aecol'lling tu tt new pi'Ot:e8s, and therefore a new 
manufacture. To take the above case of Gmne v. Pi'ice,(x) the 
snbject there was the manufacture of iron by a new process -i.e., 
the combination of a hot-air blast and anthracite in the fumace. 

This idea seems to have been in the mind of Pollock, C.ll., 
when he gave judgment in Stevens v. Keating,(y) and made 
use of the words "the real invention may be, not so much the 
thing when produced, as the mode in which it is produced; and 
its novelty may consist, not so much in its existence as a new 
substance, us in its being an old substance, but produced by a 
different proce~:;s. In one sense, an old snbstunce produced by 
a new process is a new manufacture, of that there cannot be a 
doubt, and therefore, although the language of the Act has been 
said to apply only to manufactures and not to processes, when 
you come to examine, either literally, or even strictly, it appears 
to me the expression ' manufacture ' is free from objection, 
because though an old thiug, if made iu a new way, the very 
making of it in a new way makes it a new manufacture, there
fore, although I think this is a P·' Lent for the process rather 
than the product, I think it may be a patent for the product." 

Bearing in mind, however, the very wide interpretation given 
to the word " manufacture" as used in the Act of James I., the 
exposition of which term, "as fur as usage will expound it, has 
gone very much beyond the letter "(z) the above excuse by way 
of explanation becomes unnecessary. :For instance the word 
" manufacture " has a very wide and extended meaning, and 
may be interpreted "invention "(a) and it includes both process 

a') 2 l\1. & G. 580. (!f) 2 W. 1'. C. 182. 
z) Eyre, C.J., in lloulton v. Bull, 2 H. llf. 463. 
a) Cornish .,, Keen, I w. P. c. soB. 
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and result.(b) Lord Westbury, in discussing the meaning of ••Manufac

the word, saic1, " By the large interpretation given to the word t~~~e~ ~~'1::: 
' f t • • t 1 1 d l t' , . · t l tiona nnd tho manu ac ure, It no on y compre len s proc uc lOllS, ullv 1 a so menus of pro-

compreheuds the means of producing them. Therefore, in ad- (luring th('m. 

dition to the thing produced it will comprehend a new machine, 
or a new combination of machinery ; it will comprehend a new 
process ur an improvement of an old process."(c) 

• 

A reference to the cases will show that patents have again r.ettet·s pntrut 
. l I d . have oftou and agam been granted am 1el vahd for processes pure and bc•·u gmntctl 

' 1 .,_, 1 ] l' • f k .1 • nntllwld valid sunp e. .J! or examp e, t 1e app !CatiOn o a ·uown uetonatmg for processes 

powder to the discharge of known kinds of fire-arms was held (d) ~~~.u mul shu

to be a patentable inveution. And (e) a patent was granted and 
upheld for the application of metal l_)lates made in a known 
way to ships and buildings, for the J•Urpose of protecting them 
against fire, by preventing the access of air. 

In the case of the Electric TelegJ•apk Company v. B,·ett,(J) a 
patent was upheld for a methocl of giving duplicate signals at iu
termediate stations; and again in a case (g) in which the pateut 
was for improvements in apparatus employed in laying down 
submarine telegraph wires, and the claim was, ":First, coiling 
the wire or cable round a cone ; secondly, the supports placed 
cylindrically outside the coil round the cone; thirdly, the use of 
the rings in continuation with the cone as desc!'ibed," the Court 
declared the patent valid, ancl overruled the objection that the 
invention claimed was merely a moue of coiling and paying out 
cables, and not a new manufacture, and thm·efore incapable of 
being the subject-matte1; of a patent. 

A new process which consists merely in the omission of a Proc.ess wltid1 

I . I I I 1, • f II 'II COU~ISb step nt 1erto t wug 1t to ue unportant rom an o c process WI morel:/ in the 
om iss lou of a 

support a patent. step in a for
uwr ·1rot·css Thus a process for the. manufacture of gelatine by cutting t · 

hides into thin slices and then suhmitting them in that state 
to the action of caustic alkali, whereby the use of blood, as in 
the method previously used, was rendered unnecessary, was 
declared to be the subject-matter for a valid pateut.(k) 

b lluHh v. l!'ox, 1\fucr. 1'. 0. I 76. 
c Haist on 11, Smith, I I I L L. C. 223. 

( ) Forsyth 11, Hivierc, I Carp. Uep. 
401. 

(e) Hartley's Puteut, I W. P. C. 54· 
(/) I C. B. 838. 
(y Newall v. Elliott, IJ W. R. 11. 
(h Wallington '1', Dale, 7 Excb. 
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And veget J gas having been obtained from oils which 
. were separated from seeds and other oleaginous substances by 
pressure, the discovery that the &ame gas might he distilled at 

. once frmn the seeds, &c., without sepamting tl1e oils, was held 
to be fit subject-matter for a patent,( i) though the patent was 
upset on other grounds. 

When a person has discovered a process for arriving at a 
new result not known IJefore, aiHl in his specification there is 
tlescribed one means which is effectual for the purpose of 
arriving at that result, new at the time when the patent is 
taken out, the patentee will be protected against all other 
analogous processes for arriving at the same result, and no one 
can withoHt infringing his patent adopt simply a diflerent }Jl'O-

Pr~,c~·s~es for cess to achieve the IJame result.(/,:) Where, on the other hand, a 
.ll'l"IVtug at 
kuown results. }Jatent is obtained for a process for arriving at what at the date 

of the patent is a known result, any other person may obtain 
another patent for any nnw process for arriving at the same 
result ; or he may use any other process without infringing the 
patent tirst taken out.(!) 

Lord ·w estbmy, L.U., ln.itl down the law thus : " It is ex
tremely desirable that when a beneficial idea has Leen stated 
by one man he should have the benefit of his invention, autl 
that it should not be curtailed or lles~royed by another man 
simply improving upon the idea ; but if the idea be nothing in 
the world more than the discovery of a road to attain a parti
culm· end, it does not at all interfere with another man llis
covering auother road to attain that end, any more than it 
would be reasonable to say that if one man has a good road to 
go to Brighton by Croydon, another man shall not have a roatl 
to go to Brighton by Dorking."(m) 

(i) Booth ''· J\ennnnl, I H. & N. 527. 
(!.-) .Tupe 1•. Pratt, I \\', 1', C. I45 

'l'hc House hill Co, v. ::\eilson, I ,V, 1'. U. 
673; Curtis ''· l'latt L. H. 3 Ch. D. 
I35 n.; L. R. I II. L. 337; 'J'he Batl
ische Anilin and Rotltl Fnbrik .,,, Levin
~lein, 2 1'. 0. U. 89; 4 l', 0, !t. 449; (. 
l', 0. H. 387 ; l'rortor ''· Remus, 4 1'. 0. 
It 333; L. Lt. 36 Ch. D. 740; 57 L •• J. 
Ch. 11 : Automatic Weighing Co. ''· 
Knight, 6 P. 0. R. 304. 

(I) ,J upe .,,., Pratt, I W, C. 1'. I 45 ; 
The Honsehill Co. ''· Neilson, I W. P. 

C. 673 ; Curtis ''· l'latt, I,, H. 3 Ch. 1 ), 
135 n. ; I •. ll. II. L. 337 ; 'l'Iw llmlisclw 
Anilin mul Huda Fnbrik ·n. I.cvins!t~in, 
2 1'. o. n. 89 j 4 1'. 0. H. 449 ; 6 1'. ( ), 
H. 387; Prm:lct' r. llcnnis, 4 1'. 0. H. 
333; J,, H. 36ll. 740; 57],, J. Ch. I I ; 
llusnnll n.llishop, 51'. 0. H. 158; flu\· ill 
''· l't·innn, I I Exch. 7IS, 739: Hnrhcr ,., 
Gmcc, I Exch. 339; I 7 [,,,J. Exch. 122; 
A nlomntic Wei~hing )fm·hinc Co, .,., 
Knight,_,6 L:. 0. ll. 304. 

(m) Curhs ,., Platt, L. H. 3 Ch. D. 
139 II, 
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The question has arisen(n) whether a patent can be granted for Can there be 

a product. The point has not been decided, though Kekewich, J ., ~:d~ciVor a. 

has expressed an opinion that a patent for a product would be 
bad, whilst, on t! ... · ·Jther hand, Cotton and Bowen, L.JJ., have 
refused to acquiesce in this statement of the law, and seem to 
incline to the view that such a patent might be gootl. :Fry, L.J., 
refrained from passing any opinion on the point. 

It is submitted that the term "p?'.-:~tt for a product " is 
ambiguous, as it may mean (i) a patent for a product pure and 
simpJe,apart from the art by the exercise of which it is produced; 
(ii) the art by the exercise of which the product is produced. 

All inventions capable of forming the su ~ject-matter of 
letters patent, as falling within the meaning of the words, 
" the working or making of any manner of new manufactures,"( o) 
consist either in new applications or new adaptations of matter, 
and may be divided into two classes : (i) those in which the 
result or effect produced is the real sul~jcct-matter,(ii) those in 
which the mode of attaining the result is 1he real subject-matter. 

It would appear, therefore, that a product, apart from the art 
hy the exercise of which it is produced, cannot be the subject
matter of letters patent, for it is not " the working or making 
of any manner of new manufactures '' within the meaning of 
the Statute of Monopolies ; whereas a means or method result
.ing in a product has often been held fit subject-matter. 

1'he question arises, If a means or method result in a new 
product, does the patent secure to the patentee protection 
against all other means or methods resulting in the new 
product? It is submitted that such is not the case,(p) as in the 
analogous instance of a patent for the apDlication of a new 
principle.(q) It would appear that a patent for a means 
or method resulting in a ·new product iii! no wider in its 
scope than one resulting in an olcl product, exceptitig that in 
the former case the Courts look very closely at the acts of one 
who claims to arrive at tlta new product by a means different 
to that employed by the patentee.(1) 

(n) See Vorwerk v. Evans, 7 P. 0. H. 
167, 265· 

(o) J>p. 23, 24 (11/fl'. 

(p) p. 48 ante, 
(•J) p. 36 aute. 
(r) ~cc Jl· 36 miiP. 

D 

• 
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Gomliinations. 

Combination The art of combining two or more parts, whether they be 
of~or~ . • 
new or oltl, or new or old, or partly new and partly old, so as to obtam a 
P>\rlly now null 1 ] 1 • b · t } partly ol<l, new resu t, or a nwwn resn t m a et er, c 1eaper, or more 
}lnrts maybe d" • • 1"1 1." t tt f 1 tt t t "f subject·nllltter. expe 1t1ous manner, IS va H SUuJeC -ma er o e ers pa en , 1 

R rtio <IN•illcmli 
for holding 
letters patent 
for combina
tiouR valid, 

'Not CVCI'\" • novelty is 
g-oud subject· 
matter. 

it is presumable that thought, design, or skilful ingenuity were 
necessary to make the combination. 

In fact, many of the most important inventions, from a 
practical and commercial point of view, are inventions of this 
kind, being merely the combination in a new way of new or 
old, or partly new and partly old, parts. 

The ?'ai'io decidendi for holding valid such grants of letters 
patent is, that there is sufficient evidence of the presumption of 
thought, design, · or skilful ingenuity in the invention and 
novelty in the combination.(s) 

It is true that every invention capable of supporting a patent 
must be a new manufacture, but it does not follow that every • 
novelty, though an important and useful one, is good subject-
matter. In order to support a patent the novelty must be 
the possible outcome of thought, design, or skilful ingenuity. 

P•·esumptiou It is not however necessary that either thourrlJt, desiO'n, or 
of the exercise "' o 
nf t.honght, . skilful ingenuity must have actually been expended in making 
lle::agn or sktl· · 
fnl ingenuity the invention, for the discovery may have been the outcome of 
necessary to 
support pat .. ut. a mere guess or happy accident, Thus, the discovery of water 

tabbies was made by mere accident. A man having spat upon 
the floor, placed his hot iron on it, and observed that it spread 
out into a kind of :flower. He afterwards tried the experi
ment upon linen, and found it produced the same effect. He 
then obtained a patent which proved valnable.(t) 

(.q) Boulton 1•. Bull, 2 H. & Rl, 487; 
Dm·. I'. C. I99; Bovill ·r•. ]\[oor, 2 Coop. 
App. Cas. 56; Dav. P. C. 36I; 21\lnrsh, 
H. 211; Brunton 1•. Hawkes, 4 B. & 
Alrl. 54 I; Jluddnrt 7'. Gl'imshaw, Dnv. 
I'. C. 265; I W. P. C. 85; Hater 1•. 
J.rathcr, S E. & n. I004; 27 h J. (J. 
n. 295; Hill '1'. 'J'homp>Ol', I W. P. ( '. 
2·;7 ; LewiH 7'. DaviR, C. & I'. 502 ; I 
\V. l'. C. 4SS ; r Cnrp. P. C. 471 ; Rann
d.:rs 11. Aston, I Cnr,r. P. c. sw; (:nr
Jicntcr 11. f.mith, I \\. I'. C:. 538; Allen 
·o. Hawson, I C. B. 55 I ; Bovill 11, 

Keyworth, 7 E. & B. 725; 29 L. T. 
I94; Rpr.nccr 1• • • Jnck, 3 Jlc fl. ,J. & R. 
346 ; I 1 L. '1'. N. S. 242 ; 1\lorton 1·. 
l\liddleton, I Court of Session, 3rd series, 
721 ; Foxwel111. Bostock, 4 De G •• T. & S. 
298 j Wright 11. HitciJCock, r,. R. 5 EX.37 j 
391, .• l. Ex. 97 ; l\Inrruy 1•. Clayton, L. 
H. 7 Ch. 570; W1\tling .,,, ~tevcn•, 3 1'. 
0, H. 37; 1\losclcy 11. Victoria Hut.Lrr 
L'o., 4 1'. 0. n. 25 r. 

(t) J,iarclct 1• • • Johnson, I W. P. C. 54; 
~r.c also 2 JI, 111. 486; Cl'!lnc 'II, Price, 1 
W.P.U.411. 
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If the alleged invention is obvious, and it cannot be pre
sumed that the exercise of thought, design, or skilful ingenuity 
was required in making it, tho patent is void, on tho ground 
of lack of snbject-matter.(u) 

51 

In point of law the labour of thought or experiment, and Not matel'inl 
• , whether inven· 

the expenditure of money, are not the essential grounds of con- tion ho thri r~-
'd t' 1 • 1 1 • I th I . . . , sult of rxper•· s1 era IOn on w nc 1 t 1C questiOn w 1e er t 10 mventwn IS or IS ment nnd 

t I b. f I t l d f 'f I senrch or of no t 10 su .Ject-mntter o a patent, oug 1t o < epen ; or I t 1e necidentnl 
• t' b 1 f l t ti bl' . ' t ' 1 disro\'NT, mven 1011 e new, am usc u o · 10 pu 1c, It IS no matel'la · 
whether it be the result of long experiment and profound 
search, or of some sudden and lucky thong lit, or mere accidental 
discovery.( 1·) 

• • 

The conception of tho idea is, in many cases. the whole merit Conrrption nf 
. . . . " tho idea. is in 

of the inventiOn; and Its appbcatwn, when once conceived, many ms"s 
the who!" 

l1ecomes the simplest thing in the worhl, and, consequently, nowlty. 

does not evidence the expenditure of thougl1t, design, or skilful 
ingenuity. 

The qnestion wiwther any alleged invention is proper 
subject-matter, depends, not on whether it was the result of 
thought, design, or skilful ingenuity, but whether it is l)Ossible 
that it could have required the exercise of thought, design, 
or skilful ingenuity, to arrive at the result claimed by the 
patentee c.(!., a new combination which consists merely in 
putting together two inventions without making any other 
experiment, or gaining any further information, is not proper 
subject-matter.(w) 

The merit of a new combination very much depends on l\IPrit of a 
T • • combiuntion 

the result produced. vv hen a very slight alteratiOn turns depPnds mnrh 

l l . I . ll l • t l t ' f 1 1 on tlw rPsult t 1at w uc 1 was practiCa y nse ess m o w 1a IS nse u am produced. 

important, the Courts consider that, though the invention was 
apparently small, yet the result being the difference between 

(n) White 1'. Toms, 32 J,, ,T, Ch. 204; 
Britain ·1•. llirsch, 5 P. 0. It 741 226; 
.Jackson t•. Needle, 2 P. 0, R. 191; Sharp 
1•. lla.uer, 3 P. 0. H. 193; flnillx>rt-;\fnrtin 
v. KeiT, 4 P. 0. R 18 ; llowclitlb 1•. 
J,ongford Wire Co., 4 P. 0. H. 281 ; 
llnslum 1•. Hall, 5 1'. 0, n. 21 ; J,nng
Lottom 1•. Shaw, 5 1'. 0. H. 497; 6 P. 0. 
ll. 143; Goulurd & GibL'R Patent, 5 1'. 
0. H. 525; HerrLurgcr 1•. Squire, 61'. 0. 

U. 194; 1\Iorgan r•. Windo\'cr, 7 P. 0, 
1:. 131. 

(r) Per 'findnl, C •• J., Crane 1•. Price!, 
I W. I'. C. 411. 

(w) ~nxl1y 1•. Gloucester Wnggon C'o., 
h H. 7 Q. B. D. 305; so L. :1. Q. B. 
577 ; Williams 1.', Nyc, 7 1'. 0. H. 62 ; 
Ormson 1'- Clarke, 13 C. fl. 339; 14 C. 
B. 490. 
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failure ancl success, it is fit subject-matter.(x) Thus, the mere 
placing of two :tint wicks parallel to each other in an oil lamp, 
two concentric round wicks having been previously combined, 
and flat wicks being perfectly well known, has been heltl 
sufficient to merit a patent; (y) so also has the substitution of 
a filament carbonized before formation in an incandescent 
electric lamp; (z) and the alteration in the shape of the handle 

of a tennis racket.(a.) 
In the words of Tindal, C.J.,(b) there are muuerous instances 

of patents which have been granted where the invention con
sisted in no more than in the usc of things already known 
and acting with them in a manner already known, and pro
ducing effects already known, but producing those effects 
so as to be more economically or beneficially enjoyed by the 

public.( c) 
Umue •.• l'ric··· In c,•ct1W v. Pi'icc(tl) a patent for a new combination of the 

use of the known hot-air blast with the use of the known 
anthracite or stone-coal in the process of smelting iron was 

• 

declared valid by Tindal, C.J. James, L.J ., in the case of 
Afu.1·my v. C'la,IJlon,(~.~) took objection to the use of the word 
"combination" by Tindal, c .. T., in C'mnc Y. Price, but agreed 
with tlie principle of the decision of the leamed Chief Justice 
in the following words: "No doubt this case (Umnc v. Price) 
has been questioned, but, if I may be permitted to say so, 
with all respect to the very powerful tribunal which decided 
that case, I have never bcei1 satisfied with the decision. 
That, however, is simply because I could not sec how the 
word ''combination" could be properly applied to the introduc
tion of a particular kind of fuel into a machine which had 

been patented for the usc of every kind of fuel in the making 
of iron; and neither I, nor, so far as I am aware, any other 

(.:c) IIii.ks ·n. ~:lfcty J.igl•ting Co., L. 
H. 4 Ch. D. 615; lle Dell's l';ltcnt, I 
l\loo. 1'. C. X. S. 49; Wallington o. 
Dale, 7 Exch. 888; 1\Ioss 11. l\laliugs, 
3 l', 0. H. 373; ELlison v. "rool!house, 
4 1'. 0. R 79· 

( 11) Hinks 1'. Safety Lighting Co., L. 
u. 4 Ch. D. 615. 

(z) Edison v. Woodhouse, 4 P. 0. R. 
92 ; Edison v. Holland, 6 1'. 0. U. 243, 

(a) l\Ioss v. l\Ialings, 3 P, 0. U. 373• 

(b) Crane v. l'rice, 4 III. & G. 580; I 
w. 1'. c. 408. 

(c) B.!/., Hall's Patent, I W. 1', G. 
97; Derosne's Patent, I \V, P, C. 152 ; 
Hill's l'ateut, 3 liter. 629 ; Dauicll'H 
Patent, Go:lson, Pat. 274· 

(d) 4 l\I. & U. 580; 1 W. 11
• C. 393 ; 

12 L .• l. C. 1'. 81. 
(e) L. R. 7 Ch. 570; L. H. IS Eq. 

115; 2I W. R. 498, 42 L. J. Ch. 191. 
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judge, ltaS ever questioned the principles upon which that case 
was decided." 

In Hayward v. I:lamilton,(f) a patent for an improved ITnywBrd ''· 
. l llnmilton. })avement hght was upheld by the Court of Appea , under 

the following state of facts : pavement lights, prior to the 
• 

date of the patent, had been made by fastening in an iron 
frame by certain ledges, certain lumps of n·lass of a rhom-
boidal or rectangular form, or sometimes in a 'mll's-eye sha}Je. 
It occurred to the inventor that it would be n. very good 
thing to take prisms such as were used in a camera obscura, 
and put the prism forms into an old iron frame, fitted in 
the old way. The consequence of this arrangement W<< · 
that the perpendicular rays of light falling upon th11 horizontal 
surface were reflected from the inclined surface, and were 
so caused to enter into a l'Oom, cellar, or any other place that 
it was desired to illuminate. It was proved in evidence that 
prisms had been used as deck lights in ships, in cameras, 
anJ that a man named Darke had put one in the shutter for 
the pmpose of directing an intense pencil of light to fall 
upon his work, whilst doing some fine metallic work, the 
rest of the room being dark. The Court of Appeal uphel•' 
Hayward's patent, on the ground that his pavement ligi·.G 
was a new manufactured thing, and though all the parts 
were old, the introduction of the old prism constituted a new 
and improved result, and the combination was good subject-
matter. 

The judgment of JJramwoll, L.J., contains the followi.:o.; 
passage: " It seems to me that the lllaintiff really i~ an 
inventor; he has found out something. He makes an · ,, !. 
that was not made before. This particular case may J. . H• 

lloubt, upon the verge, but one cannot help making tL:-; · 
mark, that it is vet')' strange, if it is no invention, tlwt :t 
has never been done before. 'Why has it never been d• ·:•L 
before? Why, because nobody had found it out, wl!ich l 
take to be equivalent to invention," 

• 

53 

· It is true that where there is a long nnsatisfied demaud, Long unsati•· 
ficd dPmaml 

(f) Griff. r. C. II S· 
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presumes and au article suddenly springs into existe1;1ce which meets 
ingenuity o.nd 
invention; the demand, the length of time during which the demand 

was unsatisfied is matter from which it may be inferred 
that it is ~ngenuity alone which has enabled the inventor to 
surmount the obstacle, which otherwise would seem, from the 
mere existence of the long unsatisfied demand, to have existed 
somewhere, or in some shape. 

but the The fact, however, must not be overlooked that the demand 
demand itself • . 1 l d 
may be new Itself may be qmte new, and the novelty of t 1e c eman may 
audits supply 1 d d . d' t 1 d • I t' f be obvious. 1ave pro nee unme xa e y, an Wit wut any opera 1011 o 

ingenuity, an obvious article to satisfy it, which consequently 
could not be good subject-matter.(!/) 

A new combination of matel'ials previously in use for the 
same purpose, or a new method of applying such materials, 
will support a patent, but the inventor must claim only the 
new combination, under }Jain of vitiating his grant.(h) 

Combinat_ion f Each of the parts of which the combination consists may, in 
may constst o 
all old, or of 

1 
itself, be old,(i) or some of the parts may be old and some 

some nuw 1111{ 

some old, ot· of new,(J') or the whole of the parts may be new.(k) 
nllncw parts. • . • . 
If combiuntic•:1 It a new combmatwn consists of some new parts, together 
con~ist of . I I 1 • I ld • 1 f tl ~01110 now, or Wit 1 ot wrs w nc 1 are o , or entire y o new parts, 1e 
of all new t t 1 · 1 · · · 1 b' ' 
1mrts, tho' pa en ee may c mm as ns mventwn t 1e com matwn as a 
patentee may whole and also each of the new parts separately but a 
ns well ns ' ' ' ' 
claiubt~ugt~Lto claim to the combination will not entitle him to a new Jlart 
COIU llUl 10111 

claim tlw now separately nor will a claim to a new part separately entitle 
I>:trts tiCJlll• ' . 

mtely, or obtain him to the combination.( l) 
~epamto 

patents in A new combination which will suprlort a !latent mav consist 
respect of " 
them. merely in the omission of something from an old combination, 

• 
(!/) Gosnell /), BislJOp, sl'. o. R I 58 j 

American Braided \Virc Co., n. 'l'homp
son, 51'. 0. R. I25; lllakey v. Latham, 
6 P. 0. R. I87. • 

(It) Hill1;, 'l'humpson, 8 'l'aunt. 375; 
3 )ler. 622 ; l W. 1'. <:. 232 ; Chap. V. 

(i) Lister "· J.eathc1', 8 E. & H. 
I004; 27 L. J. Q. JJ. 295; l~ovill ·n. 
l\Ioor, 2 Coop. A pp. Cas. 56; Dav. P. C. 
36I ; 2 i\lm·Hh H. 2II ; Bovill v. Koy
worth, 7 E. & ll. 725; 3 Jur. N. S. 817; 
Crana t>. Price, 4 llf. & G. 580; I W. 
P. C. 377; I2 L. J. C. P. 81. 

(j) !'utter v. Parr, 2ll. & S. 2I6 11. ; 
Harrison !J, A11dcrston l!'oundry Co., L . 

• 

R. I App. CaH. 574; Clark v. Adie, L. 
Il. 2 App. Cas. 327 ; Nordcnfelt v. 
Garllner, I P. 0. It. 61. 

(!~) J,ister ,;, Leather, 2 EI. & lll. 
1004 ; Clark '·'· Adic, I~. H. 2 App. Cas. 
327. 

(l) Chap. Y. ; Lister v. Leather, S 
1~1. & m. Ioo4; 27 L •• J. Q. n. 295; 
l•'ox well v. I3ostock, I 2 W. It 723 ; 
4 Do G. .T. & S. 298 ; Harrison v. 
Andcrston l!'oundry Co., L. R. I App. 
Cas. 574; Clark v. Adie, 2 App. Cas. 
328 ; Westinghouse v. Lanrnslnre and 
Yot·kshirc Ry. Co., I P. 0. H. 239. 
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when that something was previously thought to be essential, Combinat!on 

d th , , , d h , f , , h may COnSISt an e otrusswn reqmre t e exel'CISe o mventwn on t e merely in 

t f tl I . 't ( ) 11,h t f l . J omission of par o 1e person rna nng 1 • 1n .L e par s o w uc 1 a part of nn old 

b. t' · b ld d 1 combinutioLt. . com ma 1011 cons1sts, may e o or new processes, an t 1e 
combination of such processes will support a patent if the 
result be new and useful.(1~) · 

In Octnnington v. Nuttall,(o) Pocheron's patent for u improve- Cnnuiugton t•. 
• , Nuttnl. 

ments m the manufacture of glass,' was upheld by the House 
of Lords ou the ground of subject-matter. The process con
sisted in the combination of a tank, instead of pots, the fire 
placed laterally to the tank instead of immediately beneath it, 
and a cl1annel formed all round the tank in order that the 
atmospheric air inight circulate freely and exert a cooling effect. 
Lord Westbury, in moving the judgment of the House, said : 

· ''Now, the only thing that appears to have been regarded by 
the patentee as a new discovery (apart from the apparatus) was 
the application of the external air to the sides of the tank. It 
was a discovery, certainly, but it was a thing for which, indepen
dently of the other apparatus, probably no patent could l1ave · 
been obtained. . • • . . The refrigerating effect of the air upon 
the sides of the tank was not a thing for which, pe1· se, a patent 
could be claimed ; but an apparatus so constructed as to bring 
into operation t1Jat particular property of the external atmo
spheric air, so as to produce a most useful effect, constitutes au 
invention to wllich the merit of novelty attaches, and for which 
a patent may be taken out." 

A combination which differs only from a previous combina· Substitution ot 
· · 1 } · b t' t d · 1 t t equivalents twn m t 1at t 1ere IS su s 1tu e an eqmva en par or process good subject-

• J 1 f f d · I · matter, if m t 1e pace o some part or process oun m t 1e prwr com- equivalents not 

bination, is good subject-matter when the equivalent part or E~~~~~.u:~Ybo 
IH'ocess was not known to be an equivalent at the date of the equivalents. 

prior patent,(p) but if the equivalent was known to be an equi-
valent at the date of the former patent, the mere substituting it 

(m) Russel v. Cowley, I W. P. C. 
459 ; I Cr •. l\1. & It S64 i l\Iintcr v. 
"lower, 6 A. & E. 735, I W. P. C. 142; 
Bootb v. Kennal'il, I H. & N. 527 i 2 

. H. & N. 84. 
(n) CanningtoUIJ. Xuttall, L. n. 5 E. & 

I. App. 205 ; 1\Ioscloy v, Victoria Rubber 
Co., 4 P. 0. U. 24I. 

o) L. R. 5 E. & L. App. 205. 
p) Unwin v. Heath, S H. t. Cas. 

505, ~22, 543 ; ll11discbe Auilin und 
. ::loll" Fabrik v. Lo\·instcin, 2 P. 0. n. 90· 
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in the combination would be an infringement, and is not subject-' 

' 

matter for a fresh patent.(q) 
~xnmvles of The following may be taken as instances of patents which 
mvent10ns , • 
which are not have been held votd on tl1e ground of lack of subJect-matter, 
subject-matter th I · b . 1 1 b · · f · 1 t f as consisting e nove ty emg mere y t 1e su st1tut10n o one eqmva en or 
merely in the h • d b' · f d · substitution of anot er m an ol com mat10n o parts or processes, an reqmr-
one known • th . f . t' I> ht ' t t f " . equivalent for mg e exerc1se o no mven 1011. l-Ui on s pa en or un-
another. provements in the manufacture of artificial hair," which con-

sisted of the use of Russian tops or similar wool in the 
manufacture of chignons, which were formerly made from 
mohair.(?·) Amet's patent for "improved means of distending 
articles of dress," which consisted in making the hoops of a petti
coat of steel instead of whalebone.(s) Horton's patent for 
" improvements in the construction of gas holders," which con
sisted in forming a joint of double-angle iron instead of two 
pieces of single-angle iron.(t) Parkes' patent for " improve
ments in lamps," w·hich consisted in the substitution of a hinge 
for a slide in a known glass lamp.(u) Fletcher's patent for 
" improvements in apparatus for cooking and heating by means 
of gas," which consisted merely in the substitution of a l1inge for 
a slide.(v) Jensen's patent for ''improvements in oil boxes or 
lubricators for revolving and other parts of machinery," which 
consisted in the alteration of a known combination of an oil box 
with a piston actuated by a screw for the purpose of forcing the 
oil out, by substituting in the place of the piston a screw filling 
the whole of the box.(w) :M:urray's .. patent for "improvements 
in machinery for making bricks," which consisted in moving 
the cutting wires against the clay instead of the clay against 
the cutting wires.(x) Brunton's patent for "improvements in 

(q) Bateman 11. Gray, 1\facr. P. C. 
102 ; Electric Telegraph Co. 11. Brett, 
~o C. B. 838; 20 L. J. C. P. 123; 
Ormson v. Clarke, 13 C. B. 339; 14 C. 
B. 490 ; Stevens v. Keating, 1 Ex. R. 
339i 17 L. J. Ex. 122; Gamble v. 
Kurtz, 3 C. B. 435; Walton 11. Potter, 
1 W. P. C. 586; Russel v. Cowley, I 
W. P. C. 463 ; Morgan v. Seawaril, I 
W. P. C. 171; Bovil111. Moore, Dav. 
P. C. 405 ; Hill v. Thompson, I W. P. 
242 : R. v. Lister, Webster on Patents, 
So; Hancock v. Moulton, Johns. Pat. 
l\lan, 6th ed. 254; Cochrane v. Braith· 

waite, 3 Lon. Journ. N. S. 4'2 ; Neilson 11. 
Harford, 1 W. P. C. 310. 

(r) Rushton 11. Crawley, L. R. 10Eq. 
522. 

(s) Thompson v. James, 32 Dca\', 
570. 

(t) Horton v. llfabon, 16 C. B. N. S. 
141 ; 31 L. J. C. P. 255. 

( tt) l'arkes v. Stevens, I,, R. 8 Jo:q. 
358. 

v) Fletcher v. Arden, 5 P. 0. U. 46. 
1c) .Jensen 11. Smitb, 2 1'. 0. U. 249· 

(a:) 1\[urray 11. Clayton, L. It 7 Ch. 
570; L. R. 15 Eq. 115. 



SUBJECT-MATTER. 
• 

the manufacture of ship's anchors," &c., which consisted merely 
in making the two flukes in one with a tl1ickness of metal in the 
middle to pierce with a hole for the insertion of the 
shank instead of joining the flukes by welding them to the 
shank, as was done formerly.(y) Tickelpenny's patent for 11 im
provements in, and connected with, the construction and support 
of fire-proof floors and ceilings," which consisted merely in till
ing known hollow iron columns with water.(z) Brown's patent 
for 11 improvements in punching nails for shoeing horses and 
other animals,'' which consisted merely in the substitution of a 
pivot for a hinge in a nail-making machine.(a.) 

Improvements. 

fJ7 

• 

If a man takes an existing and already known manufacture, Improwmcut 

1 b ] . f . . k lt t' 1 . I on existing am y t 1e exermsc o mventwn ma ·es an a era wn, w uc 1 invention may 

really is novel and an improvement, whether it be tllC addition r:cf.~~itt~~~
to,(b) the omission from,(c) or only the re-arrangement of old 
parts,(d) the alteration so made is a fresh arrangement. It is 
now establislted beyond doubt that such an improvement, pro- · 
vided that it be new and useful, may be tl1e subject-matter of 
a patent.(c) 

As has been pointed out by Lord l\fausfield,(j) if tl1ere could 
be no patent for an improvement on an existing invent.ion, that 
objection would go to 1·epeal almost every patent that was ever 
granted. 

Though an imtJrovement on the subject of a prior and exist- rntontco or 
· b 1 · .J h d improvement mg patent may e t 1e subJect of a seconu patent, t e secon cannot uso 

' t 't '11 1 · · f th · t b f originnl iuvcn-patentee mus \Val ti t 1e expuat1on o e prwr paten e ore tiou without 

y) Bnmton v.Huwkes,4 B.&Aid.541. 
z) Tickelpenny v. Ann and Navy 

(a United Horseshoe & Nail Co, v. 
Swedish Horsenail Co., 6 P. 0 H. r ; sec 
also Deutsche Niihmaschinen Fabrik 
Vorm Wertheim v. Pfaff, 7 P.O. R. 251. 

(b) Morris v. Brunson, llull, N. P. 76; 
1 Carp. P. C. 30; 1 W. P. C. 51 ; R. v. 
Arkwright, 1 W. P. C. 71 ; Boulton v. 
Bull, 2 H. BJ. 463; Dav. 1'. C. 162; 
Hornblower v. Boulton, Dav. P. C. 221; 
8 T. R. 95; Ex lJarte Fox, I V. & Br. 
67 ; I W. P. C. 43I ; llovill v. 1\Ioorc, 
2 Coop. Ch. Ca. 56; Dav. P. C. 361 ; 
2 Marsh, R. 211; Lister ·v, Leather, 

8 E. & n. 1017; Ralston "· Smith, n 
H. L. C. 223 ; Fox v. Dcllestable, 15 
W. R. I95· 

(c) Russel v. Cowley, I W. P. C. 
463; W nllington v. Dale, 7 Exch. 888 ; 
Booth v. Kcnnnrd, I H. & :N. 527. 

(d) P. 53· 
(e) R. v. Arkwri(?ht, Dav. P. C. 61 i 

I W. P. C. 64; 11111 v. Thompson, 8 
Taunt. 3Z5; ~ B. & ~o. 448; 1 W. P. 
C. 232 ; .Lew1s v. DaVIs, 3 C. & P. 502 ; 
H~~rmar v. Playne, I I East, 101 ; Ora no 
v. Price, I W. P. C. 410. 

(f) l\Iorris v. Bransom, Bull, N. P. 
76 i I W. P. C. 51. 
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·11e can use the prior invention· without the licence of the prior 
patcntee,(g) 

Argument that . It ·may be argued that if a subsequent patent for a combina-
patonts for • • l d f . · 1 d l b 
lrup1·ovoments twn mc ~ es part o an mventwn a rea y protectec y patent, 
ought to bo 't · f · tl t f h d · · 1 t' held illegal. 1 m rmges on 1e proper y o anot er, an so 1s a Vlo a Ion 

of his right, and ought to be held illegal on account of his 
interest, and further, because the second patent prolongs the· 
monopoly granted by the first. The following words of Lord 
Campbell form a complete answer to this contention : "The 
patent for an improvement on an invention, already the subject 
of a patent, if confined to the improvement, is not an infringe
ment of the former patent. The use of the improvement with 
the former invention, during the existence of the former patent, 
without licence, would be an infringement ; but with licence, 
that also would be lawful, as in constant experience. Indeed, 
the objection was carried to the extent that a patent for an 
improvement on a patent invention of the same patentee would 
be void; but this rests only on the assumption that the improve
ment cannot be distinguished from the invention on which it 
is made. The assertion that all patents for improvements on 
existing patents must be void is obviously untenable. The 
third argument on th:is JlOint, that. a patent for an improvement 
on a patent is void as contrary to policy because it prolonged 
the monopoly granted by the first, till the last expired, is 
already virtually answered. The monopoly in the second patent 
is for the improvement only; and the use of the former inven
tion without the improvement is free at the expiration of the 
first patent." (h) 

patent for The fact of a patent for an improvement on an existing in-
Improvement • l • b · · d · f f b • t"}" f not r,roof of vent10n IaVmg een OIJtallle IS not proo 0 t e lllU I 1ty 0 
iuublity of t} • • l te t d l h l • . 1 • • original inven- 1e ongma pa n , an c oes not t row t 10 or1gma mvent10n 
tion, open to the world.( i) 

Patentee If· a person obtains a patent for an improvement on a known 
protected · 
against use of process, he is protected against the use of his improvement, 
Lis improve· h · • 1 d 
ment with tho however much t e or1gma process is further altere and illl·· 

(y) Ex part6 Fox, 1 V. & B. 67 ; I 
W. P. C. 4JI n. ; Fox v. Dellestable, 
r 5 W. R. I95; Crane v. P1ice, 4 l\1. & 
G. 580; I W. P. C. 4Io; 12 L~ J. C. I'. 
81 ; Lister 11. Leather, 8 E. & B. 1017. 

(lt) Lister v. Leather, 8 E. & B. 
. IOI7. 
. (i) Thomson v. Batty, 6 l', 0. It 
IOO; Edi110il v. Hollr.ml, 6 I'. 0. U. 
243· 
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proved by subsequent discoveries, so long as it remains 
stantially the same.(k) 

sub- oliginalinvou
tiou, 

The patentee must be very careful not to lay claim in his J>a!ontoo must 
'fi t' 1 ld • t' h' b h ll clnnn only the spect ca 1011 to t 1e o art or mven 1011 w IC e a eges improvement. 

he has improved, but he must 1imit his claim to the new 
art or invention produced by his labour, otherwise he will 
render his patent void, as claiming in part that which is not 
new.(l) 

• 

In order that an improvement may be good subject-matter Prcsumptior~ 
, , of tJJC Cl.:Cl'CISU 

of a patent 1t IS absolutely necessary that there be the pre- of invention 
' f f • • 1 • • d ucccssnry to sumptwn o some degree o mventwn tavmg been reqmre to sup\•mt pntcut 

make the improvement.(1n) Thus, in the case of a patent ;~~.:~:•prove· 
• 

granted to J. White for "improven1ents in ladies' mourning 
bonnet and hat falls," which claimed the forming both sides of 
ladies' mourning bonnet and hat falls alike by applying thereto 
the fold above the bottom fold on each side thereof, as ex
plained, the patent was held void on the gl'Ound of want or 
invention, 1\falins, V.C., saying: "Whereas formerly the fold 
was sewn on one side only, now it is sewn on both sides, so · 
that whichever way it is turned it has a good side outwards. 
There is no invention in it. However meritorious as an im
provement, which might probably l~ave been registered for one 
or two years, it is not the subject of a patent."(n) 

So, an improvement which consists merely in the application 
of a more skilful and efficient mode of working a known process 
will not be the subject-matter of a patent when the application 
is obvious.({,)) Thus, in reference to a claim in the specification 
of a patent for " improvements in the purification of coal gas," 
which claimed " a method or system of employing lime purifiers 
in the manner hereinbefore described, whereby the contents of 
all the said purifiers, or of any required number of them, can 
be converted into sulphides of calcium, and also (if required) be 
maintained in that condition." James, L.J., delivering the 

(k) Electric Telegraph Co. v. Brett, 
roC. B. 88I. 

(l) Chap. V. Hill v. Thompson, 8 
Taunt. 37 5 ; 2 B. 1\Io. 448 ; I w. P. c. 
229 ; Bovill v. 1\Ionr, 2 l\Iars!J, 2 II ; 
Dav. P. C. 36I ; l\Iinter v. 1\Iower, I 
W. P. C. 142 ; Williams v. Brotlie, Dav. 
P. (), 26; r W. I>, C. 75; Hornblower v. 

Bolton, 8 T. R. 103; Jessop's Case, I 
W. P. C. 42 n. ; Dav. P. C. I82, ZPJ; 
Cr1Lne v. Price, I W. p, C. 413 ; Lister 
v. Leather, 8 ·E. & B. I004. 

111) Blakoy v. Latham, 6 P. 0. R. r88. 
n) White v. 'l'orus, 37 L. J. Ch. 204. 
o) 'l'etley v. Easton, 2 C. B. N. S. 

jo6.· 
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IJllTTE.RS . PATENT FOR · INVENTIONS • 

.. j<idgmailt of· the Court of Appeal, said : · " There is in tl1at no 
· . · · suggestion of any new apparatus of any new process. There 

· is ·no'device or scheme of any kind. Lime purifiers in sue-
. cession were in general, almost universal, use wherever lime 

could be freely used .••.• What he (the patentee) claims to 
have discovered is, that if the carbonic acid, which is the first 
thing taken up by the lime, is not wholly taken up at the 
beginning, and is allowed to enter the last purifier or purifiers, 
it in fact poisons the latter, decomposes the sulphide of calcium 
already formed, disengages the other sulphur absorbed by the 
sulphide, and of course fills the gas again with tl1e sulphur 
impurities wl1ich had been removed. This is a very valuable 
working caution and direction, but it is impossible to make 
anything more of it than a working caution and direction. It 
really amounts to nothing more than a direction to be suffi
ciently liberal in the usc of the caustic lime in the first stagP., 
and an instruction that the moment it is so far carbonated as 
not to arres~ the carbonic acid it should be removed und a fresh 
supply of lime got. It may be a direction and an instruction 
of the greatest possible value and utility, but it is utterly im
possible to make such a direction and instruction, lwwever 
Taluable, the subject of a patent."(p) 

The decision of the Court of Appeal was affirmed by the 
House of Lords, and Lord Blackburn observed: "The appellant 
appears, from what he says in his specification, to be of opinion 
that, if he first discovered the theory and reason of that which 
had before been done empirically, he is entitled to a patent. 
I need hardly point out tl1at this is a mistake, if by reason of 
knowing the theory he is enabled to make some iin})l'OVement, 
he may take out a patent to prevent others using what tlwy 
had used before, though empirically."(q) 

In another case it appeared that in the process of calendering 
woven fabrics tl1e use of a roller and a bowl, and the method 
of regulating the relative speed of their motions, were well 
known at the date of the patent. In the process of calendering 
a smooth roller was used, and the speeds of the roller and bowl 

p) Patterson v. 'fho Gaslight antl Coke Co., L. n. 2 Ch. D. 834. 
q) L. R. 3 App. Cas. 246. 

• 
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were different, whilst in the process of em'bossi11f1 a roller with 
11 pattern on it was used, and the speeds of the roller and bowl 
were equal. A patent was obtained for. a combination of a 
patterned roller with a bowl, the roller and bowl moving at 
unequal speeds. It was held by the Court of Common l>leas 
and the House of Lords that the alleged invention was not the 
proper subject-matter of a grant of letters patent, as it was 
nothing more than the use of an existing machine in a more 
beneficial manner than previously.(1·) 

61 

• 

It is to be noticed that an improvement in the sense in Meaning of 

wl1ich the word has been used in the foregoing pages is not ;;1~~~:~'~; 
always the subject of the invention wJICn the word is used in ~~~~~~ lcllcrH 

the title of letters-patent c.f!., the title may be "improvements 
in the manufacture " of a certain article, the object being either 
the production of the article of a better quality, or at a lower 
price, and yet the means by which that object is attained may 
be some entirely new art, or some machine totally different 
from anything before known or used for the manufacture of 
that article.(s) · 

When an invention is an improvement on an existing inveu- Amount of 
· 1 I · d re 1 l'd' improvement t10n t 1e amount of t 1e Improvement oes not auect t 1e va 1 1ty not material. 

of a patent granted in respect of it; if thc1·e is an improvement, 
however small, which is the outcome of invention, that is quite 
sufficient to support the patent.(t) 

In Sukes v. Houxtrtlt,(u) a patent for "improvements in fancy sykeR ,, 

rollers of machines for carding wool and other fabrics," was lloWI\l'th. 

held valid. Before _the invention, the machines used for card-
ing wool, &c., consisted of a series of large cylinders on which 
smaller cylinders revolved, :he last of the series of smaller 
cylinders being termed a " fancy roller," and was used to raise 
the fibre on the surface of the larger roller. The rollers were 
covered with "cards" (strips of leather thickly studded with 
short wires). These cards were cleaned by means of a 1Iand
scrapar, an objectionable method, from the fact that the person 
using the scraper had to stand at the side of the machine, and 

(r) Ralston v. Smith, 9 C. B. N. S.117 i 11 II. L. Ca. 223. 
(s Sec Chap. V. 
tt Sec Aldemon, B., in :lllorgau v, Seaward, I W. 1>, C. 173, 186. 
(u) L. R. 12 Ch. D. SzG. · 
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W'!T.S tlrerefore unable to draw the· sorJ.per in an exact line with 
the "' gate3 " of the " cards " (passages between the wires), and 

• 

other cards were liable to be injureC:·. The improvements for 
Which the patent was granted consist6d in the introduction of 
wide spaces between the cards, which produced an exhaust 
curtent of air, and made the rollers operate in their function 
as fancy rollers. Also the fancy rollers were applicable and 
employed for cleaning the other card-covered cylinders. 

Hcnthr.Unwin. In the case of Heath v. Unwin,(x) the defendant was charged 
with infringing the plaintiff's patent, which was for " certain 
improvements in the manufacture of iron and steel " consisting 
among others in the use of carburet of manganese in any 
process whereby iron is converted into cast steel. The alleged 
infringement consisted in the substitution of the elements of 
carburet of manganese in the place of the carburet of manganese 
itself in the plaintiff's process. The evidence showed that the 
elements combined first in the crucible, and formed carburet of 
manganese, which then acted on the iron in the same way as 
the ready formed carburet of manganese introduced according 
to the pla:ntiff's original process. The Court of Exchequer 
Chamber taking this view of the evidence, reversed the decision 
of the Courts below, and held that the process had been in
fringed, but the House of Lords (y) reversed the decision of 
the Court of Exchequer Chamber. The process, as carried out 
by Unwin, was a great improvement. on that mentioned in the 
plaintiff's patent, being much neater and effecting a consider
able reduction in the cost of the steel, and it was held to be 
no infringement of the plaintiff's process, and would, therefore, 
probably have of itself formed the subject of a patent. 

New use of nn 
old nppl!nnco 
is good sub
jcct-mntter if 
it implies in· 
vention, 

New Uses of Old Appliances. 

The question whether a new use of an old appliance is com
petent to form the subject-matter of a valid patent must in 
each particular instance be answered in the affirmative or 
negative according as invention and ingenuity are present or 
absent in the new application. 

X 2 w. P. c. 216, 218, 221, 22J, 228, 2J6, 279 j s li. L. sos. 
y 2 W. P. C. ; 5 H. L. 505. 
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If the new use requires no sufficient exercise of invention, A more ana
. 'f • · 1 1 t f tl k tl . d logous use is 'L.e., I It IS mere y ana ogous o a use o 1e ·nown ung ma e not good snb-

1 f 1 t b l 'dl ted . f joct-mnttor. le ore, t 1en a patent cauno e va I y gran Ill respect o 
it,(z) but if the now use is one which lies so far outside and 
removed from those previously made as to necessarily imply 

• 

the exercise of invention it will be perfectly good subject-
matter.( a) 

It is obviously impossib~e to frame any rule which will 
serve as a guide to show at once whether any particular in
stance is one involving invention or not. The authorities are 
necessarily decisions on particular cases, and are useful only 
as affording some guide to the decision of any particular in
stance coming under consideration. Each case must be decided 
on its own merits, and with reference to its own especial cir
cumstances.(b) 

There may be an clement of novelty in an alleged invention, 
and yet that novelty may consist only in the new occasion or 
new use to which an old and well-known thing or method is 
applied. The principle i.e., the method of operation, or order 
of combination of the alleged new invention may 11ave been 
discovered and applied before, though not on precisely the same 
occasions and uses, or with the same materials. If the new 

(z) J,osh v. lingne, I W. P. C. 207 ; 
R. '1', Cutler, I4 Q. B. 372 n. ; 1\fncr. P. 
U. I 33 ; 'l'etley 1•. Easton, 2 C. ll. N. S. 
706 ; 26 J,. J. C. P. 269 ; p,,tcnt Dottle 
Envelope Co. ?•. Scymer, 5 C. B. N. S. 
164; 28 J, .• T. C. 1'. 22; 5 .Tur. N. S. 
174; Kay 11. llfarshall, 2 W. 1'. 0. 71, 
79; Horton 11. Mabon, 3I J,. J. C. P. 
:z55 ; 12 c. n. N. s. 437; I6 c. ll. N. 
B. 141 ; OrmRon v. Clt·.rke, 32 L. J. C. 
1'. 8; 13 C. B. N. S. J·37; 32 J, .• T. C. 
P. 29I ; 14 C. ll, N. B. 475; Willis v. 
Davison, I N. R. 234 ; Harwond 11. G. 
~. Ry. Uo., 2ll. & S. I94, 222; II H. 
J,. C. 654; Ralston1•. Smitl1, I I II. L. 
U. 223; Jordan 11. 1\Ioor, I,. R. I C. 1'. 
624; Parkes v. Stevens, L. H. 5 Ch. 36; 
Cropper 1•. Smitl1, I P. 0. R. 90; Slwrp 
1l, l3auer, 3 P. o. n. 196 ; Howclilf'IJ, 
Longford Wiro Co., 4 1'. 0. R. 281; 
Albo-Cnrbon J,ight Co. '1'- Kitl<l, 4 1'. 0. 
n. 535 ; 5 I'. o. n. 581 ; 6 1'. o. n. 
I94; Blakey 11; J,ntfmlll, 6 1'. 0. H. 
I84; Longbottom 11, Shaw, 6 P. 0. U. 
I43 ; l\lorgnn t•. Windover, 5 1'. 0. It 
304 ; 7 P. 0. U. 13 I ; Calvert t•. Ash-

, 

burn, Pract. 1\Tcch •• Tonrn. vol. vii. 2nd 
ser. p. 97. 

(a) Hartley's Case, 2 H. Dl. 493; 
Brunton ·v. HawkeR, I Carp. 1'. C. 405; 
Hall11, .Turvis, I W. 1'. C. 100; Kay v. 
1\Iarshall, 2 W. P. C. 7I, 79; Walton 1•. 
Potter, I W. P. C. 597; l\Inntr. 11. 
Foster, 2 W. 1'. C. I03 ; H. 11. Cutter, 
1\facr. P. C. 124 ; Dnsh v. Fox, 1\Incr. 
1'. 0. I64, 178; 5 H. L. 0. '/07; Pow 
t•. 'Taunton, 9 ,J ur. 1056; :Steiner n. 
He11ld, 6 Exch. R. I07; II J ur. 87 5 ; 
20 J,, .T. Ex. 410; llfackclcnn v. Rennie, 
I3 C. D. N. S. 52 ; Penn 11. Bibby, L. 
ll. 2 Ch. 127; 36 L. J. Ch. 455; White 
v. 'l'oms, 36 J, .• J. Ch. 204; I7 J,, '1'. N. 
S. 399; llushton v. Crawley, J,. Jt 10 
l~q. 522; Newton 1•. Vaucber, 6 Exch. 
865 ; lteynolds 1•. Amos, 3 P. 0. It. 
215 ; Americnn Braided Wire Co. 11, 

'l'homp•on, 4 P. 0. n. 316; 5 1'. 0. U. · 
IIJ; 61'. o. n. 5,s. 

(b) See J,ister ·v. Norton, 3 P. 0. R. 
205; l\Iorgnn v. Wiudovcr, 4 1'. 0. n. 
426. 

' 

• 

• 
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• application is nothing more than a double use, and shows 
nothing beyond the mere skill of a constructor in adaptil:g a 
well-known method to different occasions, the patent cannot be 
supported. 

If thei·e is no novelty in the effect produced, but the 
occasion only is new, then the use to which the knowu thing 
or method has been applied is simply analogous to what was 
done before ; but if the effect is new, then the first application 
of. the known thing or method may constitute the subject
matter of a valid patent. 

Novelty in }'or a patentee to succeed in upholding his patent, it is 
~euso of doing f . l . £ 
whnt hns not necessary or hun to show, not mere y newness m the sense o 
been done be· d . I . I • I h t b d b f b I t foro is not omg a t ung w uc 1 as no een one e ore, ut 1e mus 
~~~:t, thcro show newness in the shape of novelty by producing a thing 

l~~~if!~· i~~!~~ which, it may be presumed, requires some exertion of mind 
tiou. that could properly be called invention. To apply an ol<l 

tool to a new matmial could not be the subject of a patent, 
although all mankind had been previously using another sort 
of tool 'vhich produced a much inferior effect ; and although, 
therefore, the application of the other tool had the merit in 
it that it produced a useful result in the easier working of 
a material to which that tool bad not been applied before, 
inasmuch as the tool l1ad been used for an analogous purpose 
to that which all mankind knew it was useful for before, 

• 

although the application might be new, it could not be said 
that the application was a novelty, in the sense of invention, 
so as to sustain a patent.(c) 

cases in whleh In the following cases the patents, which, in each instance, 
uow npplica- 1 d t 1" t' f h" 1 I tions were heM re ate o some new app ICa 1011 o a new t mg or met lOt , 

insufliciont to d 1 d • I'd tl d f · ffi · f · 
11 upport letters were ec are mva 1 , on 1e groun o msu Ciency o mven· 
pateut, tion and consequent want of proper subject-matter. 
Kay 1•. In Kay v. !lla1'sltall,(d) it appeared that before the patent 
:Marslulll. flax and other fibrous substances were spun with machines, 

by which the reach was varied according to the staple or fibre 
of the article to be spun, and that it bad been a fundamental 
principle of dry spinning, known and used before the granting 

(c) 'l'atham v. Dania, Griff. P. C. 213, ,imlgn1ent of Willes, J. 
(d) 2 W. 1'. C. 36, 39, 47, 48, 69, 71, 77, 79; 8 L. J. C. P. 261 • 

• 
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of the patent; and, further, that the reach used in cotton 
spinning had been less than two-and-a-half inches, The real 
question in the case was whether, with public knowledge in 
the state above indicated, a patent could be upheld for placing 
the retaining rollers, and the drawing rollers, of a spinning 
machine, which was known and in use before, within two
and-a-half inches of each other, and the Court of Common 
l1lens held that it could not. Tindal, C.J., in delivering the 
judgment of the Court, said: (e) 

"The application of a reach of two-and-a-half incl1es 
to the S}linning of flax, when in a state of maceration, by 
which the fibre of flax will not holll together beyond two-and
a-half inches, does not appear to us to be any new invention 
or discovery, but is merely the application of a piece of 
ma.cllincry, already known and in usc, to the new macerated 
state of fla:.. . . . . And if a patent, taken out for thn t 
object separately, would be invalid, so also a patent taken out 
for an invention consisting of two distinct parts, one of which 
is the precise object, would be void also. . • . • If a pnrt of · 
what is claimed is not propedy the sn~ject of a patent, OJ' is 
not new, the whole must be void." 

• 

1\5 

• 

In Loslt 1'. IIa[JltC,(f) which was nn action brought for tlw r.oRh. Hngn~. 

alleged infringement of a patent for "improvement in the co:J-
strnction of wheels for carriages to be used on ntihoa,~;.~," it 
was objected by the defendant that Losh was not the true 
and first inventor; and it was proved that wheels, made on 
the same principle as that claimed by the patent had been 
previously known, though they had never been used on rail-
ways. The jury by their verdict upheld this objection on the 
llart of the defendant. Lord Abinger, C.B., in directing the 
jury, referred to the ease of Hall v. Jarvis,([)) and said: "That 
was the application of a new contrivance to the same purpoze ; 
lmt it is a different thing when you take out a patent for 
applying a new contrivance to an old object, and applying an 
old contrivance to a new object-that is a very different thing. 

(e) 2 W. P. C.nt p. 75· · · 
(f) I w. P. c. 200 j 5 ilf. & "'· 387. 
(£!) I W. 1'. C. 100. 

• 
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• 

~n the case "the learned counsel put, he says, 'If a surgeon goes 
into a mercer's shop and set•s the mercer cutting velvet or silk 
with a pair of scissors with a nob to them, he, seeing that, 
would have a right t.o t11 ke out a patent in order to ltpply the 
same scissors to cutting a sore or a patient's skin.' I do not 
quite agree with that law. I think if a surgeon had gone to 
him aiHl. said, ' I see how well your scissors cut,' and, he said, 
' I can apply them instead of a lancet by putting a knob at the 
end,' that would be quite a different thing, and he might get 
a patent for that; but it would be a very extraordinary thing 
to say that because all mankind have been accnstomed to eat • 
soup with a spoon, a man could take out a patent because he 
says you might eat peas with a spoon. The law on the subject 
is this: that you cannot have a patent for applying a well-

• 

known thing, that might be applied to fifty thousand different 
purposes, for applying it to au operation which is exactly 
analogous to what was done before. Suppose a man invents a 
pair of scissors to cut cloth with, if the scissors were never 
invented befo).'e, he. could take out a patent for it. If another 
man found he could cut silk with them, why should he take 
out a patent for that ? " 

ln Ilc,qi1ut v. Outlel' (IL) the patent was for improvements in the 
construction of the tubular flues of steam boilers and the 
patentee claimed the application of it'on tubes coated with 

• 

copper or brass to this purpose. It having been proved that 
such tubes were not new and that there was no novelty in the 
manner in which they were applied iu the flues, since un
covered tubes had been applied in the same way before the date 
of the patent, Lord Denman, CJ.J., and 'Wightman, J., on different 
occasions held that this was the mere application of a known 
article to a new use, the mode of application having been pre
viously employed in applying analogous articles to the same pm
pose, and could not therefore he the subject of a valid patent. 

In B1tsk v. l!o.'IJ (i) the patr.nt was for" Improvements in thr. 
means of, and in the apparal,ns for, building and working under 

It) 4 Q. B. 372; llfncr, 1'. C. 124: 3 G. & li:. 215. 
i) l\Jaer. P. C. 164; 23 L •• 1. l·~l'. 275; 24 L .• T. F.x. 251; 5 H. T,, <Jus. 

707. 
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water,'' and the patentee clain1ed "the mode of constructing 
the interior of a caisson in such manner that the workpeople 
may be supplied with compressed air, and be able to raise tl1e 
materials excavated, and to make or construct foundations and 
buildings, as above described." The defendant proved that the 
apparatus described in a prior patent was the same in all material 0 

l'espects as the plaintiff's caisson, the mode of working was tl1e 
same in both cases, and they differed only in their application, 
the prior pate1;1t being for excavating and sinking shafts, &c., 
on land, the plaintiff's for sinking, excavating and constructing 

0 

foundations under water. In directing the jury, l>oJlock, C.B., 
said : " I am of opinion, upon the evidence as it now stands, 
tlmt the said supposed invention in the declaration mentioned 
was not an invention of a certain manner of new manufacture 
in processes and forms as the plaintiff has alleged. I think 
that an invention must be a production of something that can 
be used or sold or matle use of for some purpose, or solllH 
method which results in sometlling of the same sort. And I 
think that a man cannot, if he l1as applied supposing this to be 0 

a new application--.. -an old invention, or part of an old invention, 
to a new purpose, obtain a patent for such an application. Now, 
if the construction of this caisson, or pile, or whatever it is to be 
called, is to be looked upon as old, and the object of the patent 
is for applying it to a new purpose, that is not a manufacture : 
and the application is such an operatirm (if so it can he called) 
that nothing new which results from it can, I think, be the 
subject of a patent. . • . . I think if one man invents a new 
mode of looking at the moon, somebody else cannot take out a 
patent for using the same mode to look at the sun, nor for any 
mere application of it to a different purpose. 0 If a man were 
to take out a patent for a telescope to be used for making obser-
vations on land, I do not think any one could say, ' I will 
take out another patent for that telescope to be used for 
making observatious on the sea.' I therefore direct you, that, 
in point of law, in my judgment, the supposed invention was 
not an invention of any manner of new manufacture in manner 
and form as the plaintiff has alleged." This ruling was affirmed 
in the Exchequer Chamber and tl1e House of Lords. Maule, J., 

0 0 

0 

0 
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in the Court of· Exchequer Chamber, said: "Assuming that the· 
machine itself is old, the learned judge held that a new appli· 
cation is not a new manufactrire, and, therefore, not the subject 
of a patent ; and my present opinion is that, on the evidence, 
he was right in so directing the jury." 

It must be noticed that in the extracts from the charge and 
Judgment above given the learned judges did not refer to the 
question of the amount of invention required to adapt the 

' 

caisson which had been previously used on land to the use 
under water. If this had required the expenditure of any con
siderable amount of ingenuity no doubt the patent would have 

' 

been supported on the ground of subject-matter. l!""rom. the 
' 

report of the case it must be concluded that the jury below 
were of opinion that the evidence showed the application of 
the caisson under water did not imply the exercise of any 
ingenuity, but it must be observed that the Court of Exchequer 
Chamber and the House of Lords upheld the decision of the 
Court of First Instance not on the ground of mare analogous 
use, but because the specification describing the mode of con
struction of a maclline for a particular purpose was to be 
considered as claiming the machine itself, which the evidence 
showed was old. 

In Tlw Patent Bottle Envelope Company v. &ymCI·,(l.:) t1Je 
patent was for "improvements in the manufacture of cases or 
envelopes for covering bottles." The claim was for " the 
combination of mechanism, and the making of envelopes 
for bottles, as herein described." ·The defendants worked a 
patent for " imllrovements in the manufacture of cases or 
packings for bottles or jars," in which they employed a mould 
or mandril similar to the plaintiff's, and this was the in
fringement complained of. In delivering the judgment of 
the Court of Common Pleas, Willes, J., said : "The fact t1mt 
the mould or mandril constitutes part only of the plaintiffs 
process, does not of itself affect tl1e question. The infringe
ment of any part of a patent process is actionable, if that part 
is of itself new and useful, so ns that it might be the su~ject
matter of a patent, and is used by the infringer to effect 

' 
(l-) 5 C. B. N. R. 164; 28 IJ, .1. C. P. 22, 

• 



THE SUBJECr-MA~Elt. 
' 

the object; or part of the object, proposed · by the patentee. 
The qttP.stion, therefore, is, whether the plaintiffs could have 
taken out a patent, simply i.,Jr applying a model or mandril 
in the form of a bottle, or, indeed, a bottle itself, in making 
envelopes for bottles. We are of opinion tl~at they could not. 
The use of a model or mandril, for producing given forms 
of pliable matet·ials, was admitted at the trial, and indeed, 
without such admission, is well known to have been for ages 
common and usual in ·various arts. Such use was part of 
common knowledge, and a model· or mandril for purposes 
similar to that of this patent was an ordinary and well-known 
tool. It is merely in respect of the sort of material to which 
it is applied, and· the form of the utensil produced by it, that 
the plaintiff's application of the model possesses any novelty. 
The application of a well-known tool to work previously 
untried materials, or to produce new forms, is not, in my 
opinion, the subject-matter of a patent. The observations 
of the Court, in giving judgment in the recent case of Tetley 
v. h'aston,(l) sustained this proposition. Indeed, to hold the · 
contrary, might tend to produce oppressive monopo1ies in the 

' 

application of old and well-known implements to new materials, 
without any further novelty or merit tl1an the discovery of 
the material or the form into which it is to be worked. 
Such discovery is not, in our opinion, one of a new "manufacture H 

' 

within the Statute of James ; and a patent fo1· it alone cannot 
be maintained." 

In Brool.: v. Aston,('m) the action was brought for the i~- llrook t•, 
"'-, t f t t f " . t . .c • h' Aston. u·mgemen o a pa en or 1mprovemen m ums mg yarns 
of wool or hair, and in the finishing of woven· fabrics." The 
defendant pleaded that it was not the wot·king or making of 
any manufacture for which letters patent could by law be 
granted. The specification stated " this invention has for its 
object an improvement in finishing yarns of wool or hair, 
and consists in causing ?Jll1'1lS of wool m· luti1·, whilst distended 
and kept separate, to be subjected to the action of rotatory 
beaters, or burnishers, by which such yams will be burnished 

(l) 26 L. J. C. P. 269. . . 
(m) 8 E. & D. 478; 27 L. J. Q. H. 145; 28 J,, J. Q. B 175; allirmcd 5 Jur. 

N. S. 1025. . . 

69 

• 



.• ,,.«- '•'. ,... ' ., .... . , . ' 
• • ,,,. "'' . . ,. . . . . ' '.. . . . . . ' 

' ,..... ., ' ' •' . '. ...... ,.• ..... ,' ' ............ _ 
• • ' . . . 

' . ' . . . . . . r•' ,,, ' ' • ' . ' . . . . ·:-1······ 
~-, 

.• 'I'' . .... . . . . . . . .. 
• • • • • 
. v ' ' -

. toY . · 
' . . . . 

• • 
• 

• 

• 
• 

' 

' ' • • 
• 

" 

' . ' • 

. 

LETTERS PATENT FOR INVEN1'IONS. 

m• ·polished . on· all. sides." Then followed a description and 
drawings of the m'achinery, ·showing tlie manner in which the· 
threads were distended and kept separate, and were passed 
over a revolving circular brush, on their way to some raJlicUy 
revolving beaters or burnishers, which gave smoothness to their 
surface. The first claim was : " causing yarns of wool or l1air, 
whilst distended. and kept separate, to be subjected to the action 
of rotatory beaters or burnishers, whereby the fibre is closed 
~nd strengthened, and the surface effectually polished." 

1'he defendant put in evidence the specification of a former 
patent granted to W. L. Brook, and 0. Brook, in I 8 53, for 
certain improvemeilts in finishing cotton and linen yarns, and 

• 

in the machinery connected therewith. This specification 
stated : " Our improvements relate, first, to a method of finishing 
t'offon and llnen yams by the application of friction, pro-

• 

duced by a peculiar combination of horizontal brushes, with 
revolving beaters or burnishers, the yarns being extended from 
end to end, instead of being dressed in the hank or skein, IJy 
which means a more perfect adhesion of the fibre with 
smoothness, and a glace effect is produced. The yarns or 

• 

threads are wound upon a roller at one ei1d of the machine, 
aml pass through the operation of sizeing, as in common usc; 
and thence to the finishing end of the machine." The jury found 
for the plaintiff: 

On application to the Oomt· of Queen's Bench, a rule 
nisi to cuter a nonsuit was made ausolutc, Lord Campbell, 
C.J., saying: "It may well be that a patent may be valid, 
for the appJication of an old invention to a new purpose, 
but to make it valid, there must be some novelty in the 
application. Here there is none at all. We may suppose 
that the specification of I 8 53, instead of extending to cotton 
and linen yarns, lutd been confined to cotton yarns only. 
Could, in that case, a new patent have been supported for 
applying the same process precisely to linen tlll'eads ? It is 

• 

clear it could not. In all the cases in which a patent has 
lJeen supported, there has been some discovery, some invention. 
It has not been, as in this case, merely the application of tlw 

• • • 
. old machinery, in the old manner, to an analogous substance. . . . . .. 



• 

THE SUBJECT-MATTER • 
• • • 

That cannot be the subject of a patent, and this patent 
claiming it is void." 

• 

On a writ of error being brought in the Court of Exchequer 
Chamber, Cockburn, O.J., said : " Our duty is to look to the 

• 

two specifications, and construing them in the best manner, 
to see whether the second involves any infringement of the 
first. I am of opinion that it does. The second patent 
includes every material portion of that which was the subject
matter of the first. Mr. Bovill has argued on the assumption 
that the sizeing process, which is omitted in the second 
patent, was an essential part of the first. But I cannot look 

• 

upon it in that light. . . . . There is a glace appearance 
produced on the linen, and not in the wool. But tl1e main 
purpose, which i'3 to give strength to the matter operated on, 
is the same in both. • • • . The polish is no essential part 
of the }latent." 

Martin, B., said·: "The question is, whether there was any 
evidence to go to the jury at the end of the plaintiff's case. 
. . .. I quite concur in the judgment of the Court of Common· 
}>leas in the Patent Bottle Envelope Company v. Seymer,(n) that 
the application of a well-known tool to work previously untried 
materials, or to produce new forms, is not tl1e subject of a patent. 
When a machine is well-known it bec(lmes in fact a tool. I am 
therefore of opinion that the application of this machinery to 
woollen yarn is not the subject of a patent." 

Willes, J., said : "I am of the same opinion. The machinery 
is admitted to be the same in the two patents ; the thing 
operated upon in each is the same, or similar, the one being 

• 

vegetable, the other animal fibre. The modus operandi is the 
same, namely, by friction, and the result aimed at is the same 
-the improvement of the thread or yarn to be produced by 
the friction of the brushes or beaters the two patents are, in 
my opinion, for similar, if uot for identical, purposes." 

Bramwell, 13., said: "The two specifications are substantially 
identical. Doing to wool identically the same thing wl1ich I~as 
been dono to linen or cotton is not, in my opinion, a Itew 
manufacture." 

• 

(n) 28 lJ. J. l'. 1'. 2:1. 
• 

' 

• 
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· · Harwood v. · 
· '!'ho Gl'Oo.t 

' Nol'thom · 
· . Unihvny Oo. 

.T on]au L'. 

Moore; 

' 

• 

i, In ]Ja1'!1JOod v. Tlw G1·eat Nortltm'1t Railway CJompany,(o) 
• 

a lJatent for the purpose of connecting the r~,tils of railways by 
" fishes " was held void on the ground that similar fishes had 
been previously used to fasten pieces of timber together in the 
construction of bridges, and also in various articles of machinery. 
Willes, J., in the Court of Exchequer Chamber, said the inven· 
tion was the mere application of an old contrivance in the old 
way to an analogous subject without novelty or invention in 
the mode of applying such old contrivance to the new purpose. 
On the appeal ·to the House of Lords, Lord Westbury, L.C., 
thus expressed himself: "The question is, whether there can 
be any invention in taking that tl)il)g which was a fish for a 
bridge and having applied it as a fish to a railway. Upon 
that I think the law is well and rightly settled, for there would 
be no end to the interference with .trp.de and with the liberty 
of adopting any mechanical contrivance if eveq slight difference 
in the application of a well-known thing should be held tq 
constitute ground for a }latent. There is the familiar con
trivance of the button to the button-hole taken from the 

• • 

waistcoat ur the coat, which may be applied in some particular 
mechanical combination in which it has not hitherto been 
applied. But it would be an idle thing, if it were possible, to 
take a well known mechanical contrivance and by applying it 
to a subject to which it has not hitherto been applied, to 
constitute that appFcation the subject of a patent to be granted 
as for a new invention. No sounder or more wholesollle 
doctrine, I think, was ever established than that which was 
established by the decisions referred to in the opinions of the 
four learned judges who concur in the sounll opinion delivered 
to your Lordships namely, that you cannot have a patent for 
a well-known mechanical contrivance merely when it is ·applied 
in a manner, or to a purpose, which is not quite the same, buL 
is aualogous to the manner or purpose in or to wl1icb it l~as 

been l1itherto notoriously used." 
' 

In Jurdun· v. llfom·e (p) the question was whether the appli._ 

cation of wooden planking to the iron frame of a ship (without 

(o) 2 ll. & S. 194. 222; II H. L. Cas. 654; 29 L. J. Q, ll. 193; 31 L. J. Q. 
D. 198; 35 L. J. Q. B. 27. 

(p) L. II. I C. P. 624; 35 L. J. C.l'. 268. . . 



• THE SUBJEOT-MATTER. • 

• 

any peculiarity in the nature of the planking) could be the 
• 

su~ject of a patent~ The Court of Common· Pleas held it 
could not, on the ground that it was not only .the substitutiou 
of one well-known and analogous material for another that is, 
.wood for iron to effect the same purpose on an iron ship, hut 
it was the application of au old invention viz., planking with 
timuer, which was formerly done on a wooden frame to au 
analogous purpose, or rather the same pUl'pose on au iron frame, 
and Hcmooocl v. (J.reat NortlwJ•n Ra-ilwn!J Cumpcm!J (IJ) was 

• 

directly in point, and decisive against the patent. 

• 

· In Pad~es v. Stacns (r) Lord Hatherley, L.O., held that the l'nr·kes ,., 

d t • f 1' l·. d } • 1 1 I'd' Stuveu~. a apta 1011 o a s H mg oor to a sp wrxca . amp s 1 mg 
doors having been previously applied to cylindrical lamps 
and other glazed surfaces cannot of itself be the subject of 
a patent. 
. In Horton v, ]l[abon (H) the patent sued on was held void by Hurtou ,., 

Lim Court of Common Pleas, and on R}lpeal the Court of ~t;lbou. 
:Exche<l.uer Chamber upheld the judgment below, and came to 
the conclusion that wlmt the plaintiff claimed as }Jart of his · 
iu vention was merely the substitution of dmtblc angle iron for 
two pieces of si-ngle angle iron, in the formation of hydraulic cups 
or joints to telescopic gas-holders. It was matter of general 
lmowledge that the cups might be formed by rivetting two pieces 
of single angle hon to a plate, aud the Court held that the me1·c 
substitution of double angle iron un article well-known in the, 

• 

trade was not au invention for which a patent could be granted. 
In 01'msun v. Olarl.:c (t) the patent was for" an improvement Ormson t·. 

. l f f b 1 b '1 , 1 1 . t' Clarke. m t 1e manu acture o cast tu u ar 01 ers am t 1e mveu 1011 

consisted in causing the upright tubes and the lower hollow 
ring (wllich connected the tubes together at their lower ends) 
to l1e cast at one time, and thus form one casting. It appeared 
that similar boilers had been previously made in several pieces 
which were afterwards fastened together by means of cement. 
l'he Comt of Common Pleas and, on appeal, the Comt of . 
Exchequer Chamber, held that the alleged invention, which was 

• 

(IJ) 2 B. & S. 194,222; 11 H. L. Vas. 654; 29 L. J. <~.n. 193; 31 L. J. Q. B. 198; 
35 L. J. Q. B. 27. . 

r) I,, R. 5 Ch. 36; L. H. :S Etl, 358 ; 38 L. J. Ch. 627. 
H) 12 c. B. N. :s. 437; 16 (), I. N. s. 141 ; JI L .• T. c. u. 25j· 
t) IJ c. ll. N. s. 337; 14 c. ll. N. s. 475 ; 32 L. J. v. J>. s. 291· 
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LETTEltS PATENT FOR INVENTIONS. • • • 

merely the casting 'in one lliece that which us'ed formerly to be 

cast in several pieces, was not proper subject-matter . 
• 

In Ba·lnlett v. Picksley (u) the patent related to improvements 
in reaping and mowing machines, and the alleged invention con
sisted in inaking the cuttmg knife revolve quicker for mowing 
grass than for cutting corn. 'l'his was accomplished by the 
application of an arrangement of shaft and wheels identical 
with one used by a previous inventor in a hay-making or 
tedding machine, for the purpose of driving the tossing rakes 
slower or faster at will. The patent was declared void, on the 
ground that the alleged invention was not proper subject-matter. 

In Pldlpot v. H(mbit1'!J (v) au action for the infringmeut of a 
patent for '' in1provements in apparatus for use in drafting 
patterns for ladies' dresses and under garments." Grove, J., 
held that the state of public knowledge at the date of the 
plaintiff's specification disclosed by three prior specifications 
made his claim to be for what was virtually an application of 
a known method in a known way, or in a variety of ways open 
to everybody else, aud in giving judgment for the defendant on 
the plea of want of subject-matter, the learned judge said : "I 
think there is no reasonable construction which I can give to 
the plaintiff's patent without. obliging him to claim over again; 
and, if so, then, even if he has modified or changed it, that 
does not make it the subject of a patent ; for if a person l1as 
got a patent by which you can supplement measurements by 
applying curves, then a person cannot get a fresh patent by 
1mtting new curves, or slightly changed curves, to the measure
ments. Suppose there was uo patent at all for curves, and it 
was a case of ordinary measurement, and a tailor measured his 
customer in a llarticular way, you could not grant a patent to 
another tailor for cutting his tape or applying his tape in a 
different way. It is the use of a thing which is common to 
all the world. If it were otherwise, everybody could get a 
patent fo:r. different-shaped scales, different numbers, and dif
ferent curves. • . . . I decide it upon the gl'Otmd that, Lakiug 
the existing knowledge into. consideration, it is merely the 
application of a known 1~1ethod in a known way or a variety of 

(1~) Gr_iff. 1'. C. 40, (v) zl'. U. U. 3J· . . ' 
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ways open to ·everybody else. It is no more tl1an a shoemaket; 
• 

applying a different mode of measurement to ladies' feet and to 
gentlemen's feet. He may find it convenient' to apply a dif
ferent method to each, but nobody can say that if it were 
known how to measure a gentleman's foot, a shoemaker making 
ordinary differences in measuring a lady'.:; foot could take out a 
1)atent for that." 

In Sltm•p v. Bra?te1',(,,;) the plaintitrs patent was for " a new Sluu·p t·, 

or improved windo\V screen or blind," and the specification stated Jlmncr. 

that the invention related to screens or blinds for windows, and 
the improvement consisted in forming t.hem of cardboard, mill-
board, &c. The evidence showed that screens were old and 
well known. Bacon, V.U., in deciding against the patent, 
observed: "It is clear and evident to me that he (the patentee) 
did not invent anything; but a luminous idea occurred to hini 
that this old-fashioned thing, that everybody might have made 
and used whenever he liked and wherever l1e liked, would he 
very handy.if it was applied to a window, and so it is applied to 
a window. It is equally applicable to a fireplace, and just as · 
much applied to a fireplace. The use of the screen is only to 
repel the air, or to keep out the air, or to diminish the light 
that comes t.hrough the window. Whatever it is, it is pro-
ducell by an old-fashioned, notorious, well-established con
tl'ivance ; and imless I was to lay down and if I did, it would 
he the first time that the first particular mode of applying a 
a well-known article gives to the man who so first applied it 
a patent right, I conlll not entertain the claim of l\Ir. Sharp in 
the slightest way ur upon any ground that I can conceive. 
There is nothing new in it. . . . . It is the very essence, 
according to my notion of the law, of the right to sustain a 
patent that it must contain an invention." 

• 

• 

In Ro'llJclif!e v. Lo'l1{fj'o1'd Wb·c Uo.,(y) a patent for "improve- Ilowclitro v. 
• • Longford 

ment m frames for woven or elastic wire net mattresses " was Wire Co. 

decJllred invalid on the ground that the patentees claimed 
merely a rectangular framework which differed only from the 
old four-post bedstead in not having any legs or posts·, 

- • 

(x) 3 1'. U. U. 193· (!/) 4 l'. U. 11. 2S1. 

• 
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by sliding ~he . tmnsverse piece not .in grooves but on the top of 
the sides, and · by making the. foot and head, instead of being 

flush with the sides; raised above. the sides . 
• 

In Albo-Ca1·bon L-ight Oo. v. J{idd,(z) the patent called iu 
question by the defendant related to the use of solid naphthaline 
for the purpose of enriching gas, and the patentee claimed 
" The use of solid naphthaline, prepared in the forms of sticl(s, 
rods or pellets, for the enrichment of combustible gas, sub
stantially as herein described." 

The defendant proved that liquid napltthaline prior to the 
1mtent had been used for the purpose for wltich the patentee 
used solid naphthaline, and that solid naphthaline had .been pre
pared before the patent as a well-known. article of commerce. 
Kekewich, J., in deciding against the validity of the patent, said: 
" The existence of ·that theory was known, and the· only in
vention which 1\Ir. Livesey can possibly claim is to 1Iave 
applied that particular form of naphthaline to the enrichment 
of gas in place of naphthaline in some other form. He says 
himself that wlmt he claims, to repeat the words, ' is the use 
of solid naphthaliue in the form of solid sticks, rods or pellets,' 
. . . . it is immaterial whether the solid naphthaline used for 
the cmichment is in one form or another. Whether it is in 
}Jellets, whether it is in sticks, or whether it is in a granular 
form, the result is precisely the same ; the enrichment is tlw 
same in quality ; and more than that, the solid naphthaline, 
in whatever form it is put into the instrument which holds it, 
is immediately reduced to a liquid, so that you cannot dis
tinguish one from the other. That being so, it seems to me 
tliat all Mr. Livesey lias dqne, cleverly enougl1, is to take a 
known article and apply it to a known purpose ; that lie hu~ 
taken naphthaline in one form to apply it to a purpose for 
which naphtbaline in another form had been for some time 
11sed; and to my mind, though that may be, and was, a 
clever aud useful thing to do ; that is not the subject-matter 
of a patent. I think that before that the application of 
nailhthaline was known, and, whether it is in solution· or in .. . . . 
the solid (seeing tltat solid naphthaline was on the mal'ket), I 

• • \·~) 4 P. 0. H. 535· ' 
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do not 'think that a man can 'claim to be the 
' ~ ~ . 

first and true 
• 

inventor; when that is all that he has done." ·· 
· In Oalvm·t v. Asltbu.rn,(a) it was held, that as caustic alkali Cnlvort z•. 

1 b . .1 d d • .1 • 1 t . ). f . . Ashburn, luu een previous y use to ISS0.1Ve g u en m t 1e mmm nctnrc 
• • • • • 

of ,qta1'ck, it was not the subject-matter of a patent to apply 
. ' ' . . . 

caustic alkalis to dissolve gluten in the manufacture of size from • 

• • 

flour. 
In Hcri'lJitr(JM' v. Sq_u;b·c,(b) it was held that the mere altern. IIel'!'burger t•, 

· • · · · • Sqmre. 
tion of the arc in winch a damper for a pianoforte strmg was 

• • 

worked, though useful, was not proper subject-matter, on the 
authority of Kay v . .Afa1·sliall.(c) · · 

In Blakcl;IJ v. Lathant,(d) it was held that to put a plate on mnkeley v. 
. r.ntluun. 

the heel of a boot, which had been previously used on the toe, 
• 

was not subject-matter. 
• 

In Lon{Jbottom v. Slutw,(e) a patent for " improvements in J,ongldtomz·. 
. . . . . Shaw. 

reels or frames for holding pile and other fabrics " was declared 
• • 

invalid, on the ground that there being no novelty in making 
• • • 

sAparate rows of hooks attached to a bar, and then attaching 
• • • • 

tltat bar to some material, there was no invention in the present · 
application. 

In M'm'{Jan v. Windol'C1',(f) the Court of First Instance and M\f?1'f5cl'nnz·. 
\ Ill OVt!l', 

the Court of Appeal upheld a patent for turning springs, 
• 

which had been formerly nsed at the back of carriages, and 
inverting them and putting them to the front of carriages in 

• 

such a manner as not to interfere with the fore wheels and . . . ' . 
their motion in turning the carriage. The Court thought, that 
there was invention in selecting the proper spring to effect the 

• 

desired purpose of giving horizontal motion, and in adopting it 
in the proper way to the caniage. The House of J.orrls, how
ever, held the patent void on the ground that it was merely the 
application of a known article to an analogous purpose without 
any ingenuity, and that it was not patentable though advan
tages were produced that were not produced before. 

• • 
The preceding cases are all illustrations of the t•ulc that a Now u~cs of 

·• · . old npplinnces 
patent cannot he obtamed for a mere analogous use of a known which are 11ot. 

(a) Prnot. 1\fech. Jour. vol. vii. 2ntl 
ser. p. 97· 

(b) 5 P. 0. R. 581; 6 P. 0. R. 194• 
(t:) 2 W. P. C. 36. 

(tl) 6 P. 0. R. 29, 184. 
(e) 5 P. 0. It 447 ; 6 P. 0. R. 143; 

I lJ. R. 43 Cb. D. 46 ; 58 L. J. Ch. 734· 
(/) 51'. 0, U. 304 j iP. 0. R; 131, · 

• 
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/: ''r.n:ll~g•JU~ to ' thing; When, however, the new use produces an important 
· ·, · provlous onos. .m • 
. :' · cuect never. before produced, or develops or makes. practtcal 

' 

• 

· . some new property of matter not previously known, the new 
• 

' 

use is not analogous to the former uses, and the novelty of 
the new agant becomes immaterial, and a good patent may be 
granted in respect of such a use. The subject of the patent 
is really the new art, consisting of the production of the.. new 
effect or the utilization of the new property of matter, by tl1e 

' 

· use of the known and old thing, and the monopoly is granted 
as a reward to the p11.tentee for the invention and ingenuity 
which it is implied he has exercised in making this new appli
cation. 

There are cases in which an old and known thing is used to 
produce a new product, when applied to something so totally 
different to anything to which it was previously applied, so that 
there is au obvious invention in making the application, e.g., 
tlwugh it was known that macaroni pipe could be made by 
spinning tough dough into a pipe, an invention of a method of 
taking red-hot iron and spinning that into pipes in the same 
manner, miglit be the subject-matter of a patent.(g) 

A patent for making salicylic acid, by the alleged application 
of a known process, wall declared valid when it appeared that 
no one before the patentee had ever practically or theoretically 
taught the world how to make, out of such abundant and cheap 
materials as soda, carbolic acid, carbonic acid gas, and hydro
chloric acid, the rare and expensive thing salicylic acid; no one 
l1ad ever taught the world the simple and chemical truth that 
all that was required to effect this was to make the carbonate 
of soda perfectly anhydrous and perfectly desiccated.(lt) 

Applications 'Vhen unknown qualities possessed uy a natural or artificial 
of newly dis· } 
covered product are discovered, and, from t le result of experiments, 
~~~~~f~1?r applied to useful purposes, such application is the proper 
;J~:~f~~inlllro- subject-matter of letters patent.(i) 
cases in which In llfu1itz v. Foster,(k) it appeared that at the date of tlw 
new npplicn· 1 . t'ff' t II f . d k b t . tious were hold p am 1 s paten , a oys o zmc an copper were ·nown, u 1t 

(g) Sco Damlctt v. Picksley, Griff. P. 
c. 40, 42. . 
' (It) YoJ.l Heyden t•. N~u.tndt, L. ll. 

14 Ch. D. 230; soL. J. Ch. 126. 
~ . . . . ' 

(i) Munt?. 1', Fosler, 2 W. 1'. C. 92, 
93, 96; J,isterv. Norton, 3 P. 0. n. 199. 

(kl 2 w. 1'. e. 96. 
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'l'!), 
~ .. 

was not known that an alloy consisting of zinc and copper, in sufficient to 

t ' d fi 'te • b • t · f 't d t' · Rllpport lcUors cer am e mt proportwns, y vxr ue· o 1 s oxy a mg proper- pntcnt. 

' ' 11 d t d f 1 1 ' tl b t f 1 ' :r.lnntz '' ttes, was cspeCI!t y a a.p e or s teat nng te o toms o s ups, Foster, • 

which was the object of the invention. The novelty consisted 
in tl!is that the patentee by an experiment ascertained that a mix-

• 

ture of the alloy of zinc vrith copper, in certain definite proportions, 
has the effect of producing a better sheathing than the copper 
sheathing previously in use, by reason and by means of its oxida-
tion just in sufficient quantities, and not too much, so as to wear 
away and impair the sheathing and render the vessel unsafe, but 
enough at the same time to keep by its wearing the bottom of 
the vessel clean from the impurities which before attached to 
it. Tindal, C .. J.,. was of opinion that the subject-matter was 
good, and the jury by their verdict upheld the patent. 

• 

• 

In Penn 11. Bibby(l) the patent related to the construction of PL•un ,., nihhy. 

hard wood bearings for the shafts of screw propellers. The 
complete specification described the manner of performing tlw 
invention by reference to drawings, and stated (in substance): 
The inner surfaces of the bearings for a propeller sltaft are . 
grooved to receive strips or fillets of wood, which project beyond 
the inner surfaces of the metal bearings, and allow the water to 
circulate in the channels so formed. The wood is by preference 
lignum!. vit((J, the grain being eitl1er longitudinal with the 
fillets, or at right angles to the bearing surfaces thereof. In 

• 

other words the bearings are not continuous metal surfaces, 
as previously constructed ; but a series of wooden fillets or 
ridges, having water spaces between them, which support the· 
rnbhiug action of the shaft. It was further stated that the 
several pieces of wood employed in a bearing might be inclined 
to the axis instead of parallel to it as shown. Also, that it 
was not· essential that the fillets of wood should be fitted in 
the interior of fixed metal bearings, as a like effect would be 
obtained if they were attached to the s)mft and revolved 
therewith, in metal bearings, in the manner shown in the 
drawings. The claim was "the employment of wood in the 
construction of the bearings, and brushes for the shafts of 
screw and submerged pro}lellers, as herein described." The 

(I) "· n. 1 E'l· 548; r •. n. 2 Ch. 127 • 
• 

• • 

. ' '• .. 
' ' ' . . ' ' . . \ . . . 

' . ' . . ' . . . 
' . " . ' 
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• ·.· · · · ' · ' ·· defendant objected. that this. was not the subject-matter of a 

patent, because the alleged invention wa.S merely the new appli-
• • • 

cation of an old and well-known thing, and alleged, as examples 
of old use, certain grindstones and water-wheels. 

Lord Chelmsford, L.C., disn1issed an application for a new trial, 
• • • 

which was made on the ground (inte1• alia) that the invention was 
not the subject-matter of a patent, saying," The criterion given by 
Lord Campbell,inB1·ool.: v.Aston,(1n) has been frequently cited (as 
it was in the present argument), that a patent may be valid for 
the application of an old invention to a new purpose ; hut to 
make it valid there must be some novelty in the application, 
I cannot help thinking that there must be some inaccuracy in 
his Lordship's words, because, according to the proposition as 
he stated it, if the invention be applied to a new purpose there 
cannot but be some novelty in the application. In every 
case of this description one main consideration seems to l1e, 
whether the new application lies so much out of the track 
of the former use as not naturally to suggest itself to a 
person turning his mind to the subject, but to require some 

• 

application of thought and study. Now, strictly applying 
this test to the present case, it appears to me impossible to 
say that the 1mtented invention is merely the application of 
an old thing to a new purpose. The only exam11les of oltl 
use alleged by tl1e defendant were in grindstones and water
wheels. No doubt these have what may be called bearings; 
but they are of a totally different character, and for a totally 
different object from tl1e bearings patented. It is difficult to 
believe that bearings of this description could ever have 
suggested the application of wood to bearings of screw pro
llellers in the way described in the patent. Is is, to my mind, 
not merely a different application, but something in itself 
essentially different. It has been found tlmt, in the mode 
of constructing screw propellers by making metal work upon 
metal they soon wore out, and occasioned a violent irregular 
motion on the vessel. Mr. Penn devised the plan of placing 
fillets of wood upon the inner surface of the bearings, so as to 
prevent the shaft coming into contact with the metal of the 

• 
(m) 8 E. & D. 485. 
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bearings, and so as to admit of the ·water flowing freely between 
the shaft and the inner surfaces of the metal bearings, thereby 
keeping the wood constantly lubricated. The success of this 
invention has been proved in a remarkable manner. It would . 
be an extraordinary fact if an invention of this kind, so long . 
wanted, and of such great utility, should have. been lying in: 
everybody's way who knew anything of the construction of 
water-wheels or grindstones, and yet sl10uld never have been 
discovered." 

• 

In Steiner v. Heald (n) it appeared that, prior to the plaintiff's stoinor ''· 
patent, a dye called garancine l1ad been extracted by a cer~ain llcald. 

process from fresh madder. The plaintiff found that it could 
be extracted by the same process from " spent " madder·-
i.e., madder which had been used in dyeing, and which up to 
tl1e elate of the plaintiff's patent had always been regarded as 

• 
a waste product. The defendant pleaded that tllis was no 
manner of new manufacture, and at the trial the judge directed 
the jury to find for the defendant, thereby treating the conclu
sion to be derived from the evidence as one of law. But the . 
Court of Exchequer granted a new trial, being of opinion that 
it was a question of fact whether fresh madder and spent 
madder were so much alike chemically as to be practically the 
same thing. And if they were not the same thing, then the 
invention would be the application of an old process to a new 
substance. 

In Newton v. Vanclte1' (o) the defendant was the owner of a Newton''· 

t t f . , 1 . h 1 1' d th V nuclwr. pa en or an Improvement 111 pac nng yc rau 1c an o er 
machines by means of a lining of soft metal, the effect of which 
was to make certain parts of the machine air and fluid tight. 
The plaintiff discovered that soft metal had the effect of 
diminishing friction, and of preventing the evolution of heat, 
wl1en applied to the surfaces in contact of machines in rapid 
motion, and subject to pressure, and obtained a patent of later 
date than the defendants, whereby he claimed as his invention 
the making or constructing the boxes within which the journals 
or axles of machinery are to move, by providing them with 
rims or fillets along their edges, &c., and ~he ljning such boxes 

(n) 6 Exch. 620; 20 L. J. Ex. 410. (o) 6 Exch. 865; 21 L. J. Bx. 305. 
F 

81 
• • • 
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·: ,, . · .•. ·•· · • ·. ·· · . with sott inetal. The Court held that the plaintiff's application 
··~ ,.,. . . 
·.· .. · .. · ·· ·.· · · · . · of the' soft metal differed essentially from that of the defen-
. ' 

· · · dant, ·and that the plaintiff's patent was valid. 
' 

Roynolds "· In Reynolds v. Amos (p) the patent was for "improved ap-
Amos. pliances to· be used in the manufacture of ensilage," and the 

invention and value of the process consisted in obtaining the 
requisite pressure with heaps of ensilage by means of chains 
furnished with a peg contrivance for retaining the pressure. Be
fore the plaintiff's patent nobody had ever proposed to deal with 

· fodder in tl1e way he did, and his process enabled him to sell 
for 7s. what the defendant had to charge £3 1 os. for. Though 
the use of chains was sufficiently obvio1.1s, Bacon, V.C., held the 
patent a good one, but he did not in his judgment refer to the 
fact that· the use to which the chain was applied was not one 
so analogous to the old uses, and self-evident, as not to call for 
a considerable amount of invention, and he seems to have 
considered that there was a new combination. 

Am~ricnn . In Ame1·iean Braided Wi1·e 001npctny v . . Tlwrnpson(q) a patent 
nnudnd \VJro • • b 1 d . , 1 
co. v. Thorup. for "Improvements m ust es or ress-Improvers was declare( 
son. 

void by the Court of First Instance, but the decision was re
versed by the Court of Appeal, and a majority of the House 
of Lords saw no reason for dissenting from the decision of the 
Court of Appeal, which was accordingly upheld. The invention 
consisted substantially in the application of tubular sections of 
braided hard wire to bustles. A specification was produced 
which specified certain applications of braided wire to satchel
handles and other articles, and mentioned that the material 
might be applied to bustles. On the hearing of the appeal 
fresh evidence was adduced as to the state of public knowledge 
at the date of the patent, frorr. which it appeared that the 
application of braided hard wire to cushions and pillows had 
been specified, and that it was known that hard wire could be 
braided in the same manner as soft wire i.e., in a tubular 
form on a core but that there had not been any use of 
tubular sections of braided hard wire within the realm. The 

(p) 3 P. 0. R. 215. 
(q) 4 P. 0. R. 316 i 5 P. 0. U. 113; 6 P. 0. R. 518, 
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majority of the House of Lords held that the invention , was 
not the mere application of a known thing to an analogous 
use, but that sufficient ingenuity to support the patent was 
shown in the patentee's combination in the adoption of 
tubular wire braids (though a known elastic material) and 
their application in substitution for other known elastic mate
rials in making bustles, the result obtained being a complete 
article, effective and capable of being manufactured and sold 
cheaply. 

• 

It must not be forgotten that in order to support a patent To support a 
patent for nn 

for an analogous usc of a known thing there must be evidence nnnlogou!l uso 
of 11 known 

of some invention being required in making the analogous thing1 it i~ not 

1
. , d . . ffi . . d suffie~ont o 

app 1cat10n, an 1t 1s not su tment to pomt out that a vantages show that 
• • ndvnntngcs 

are obtamed w1uch were never before produced.(?') never beforo 

L d W . . . . l II f L d produced wcro or atson, m snpportmg a motiOn m t 1e onse o or s obtained. 

that the judgment of the Court of Appeal in llfm·gan v. TVlnd-
ove?' (s) should be reversed, referred to the decision of the 
Honse in Ame1icctn Bmidcd Wi1'e Company v. Tlwmpson(t) in 
the following terms : "The learned judges do not appear to · 
me to have sufficiently considered the principle enunciated by 
Lord ·westbury, and accepted by this House in Hcwwoocl v. 
G-reat Nm·tlwrn Railway Oompctny, to the effect that there 
cannot be a ]?a tent 'for a well-known mechanical contrivance 
merely when it is appHecl in a manner and to a pnqJose which 
is not quite the same, but is analogous to, the manner or the 
purpose in or to wl1ici1 it has hitherto been notoriously applied.' 
Your Lordships l1ad rtlCent occasion to consider that prin-
ciple in Thompson v. A1nc1•ican Bmiclccl Wire GomJJany.(t) In 
that case, although your Lordsl1ips were not agreed in the 
result, there was no difference of opinion as to the soundness 
of the rule which formed the ground of the judgment in 
Hcwwood's Case. The majority, of wlwm I l1appened to be 
one, rested their judgment upon the fact, which they held to 
be established, that the particular forms of 'dress improvers' 

(r) Sec Cnlc v. Snl"[ui, 5 P. 0. R. 489; Dinkey v. I,ntham, 6 P. 0. R. 29 ; 
1\Iorgnn v. Windovcr, 7 1'. 0. II. 131. 

(s 7 P. 0. R. IJI. 
(t 6 P. 0. H. srS. 
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' 

.... t~ 'en analogous purpose, but that the patentee in his peculiar 
· · · · modes of adapting the old material to its new though ana

logous· use· had exercised and exhibited a degree of inventive 
ingenuity just sufficient to protect him from the incidence of 
the rule. It was for that reason only ths,t the patent was 
sustained."( u) 

(u) 7 P. 0. R. 136. 

• 
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CHAPTEH III. 

NOVELTY. 

NovELTY AT CmmoN LAw NovELTY AND DiscovERY AN•riCIPATION 

AND PuBLICATION REDISCOVEilY oF LosT AitT PuBLIC 

KNOWLEDGE PUBLICATION BY USER PUBLICATION BY DE

SCRIPTION. 

• 

• 

• 

IT is absolutely essential that every invention capable of Novel~y is <m 
. . f l b I . essentml. sustammg a grant o etters patent must e new at t 10 t1me 

the grant is made. The novelty of the invention is, in fact, in 
every case·in which a patent is granted part of the considera-
tion in exchange for which the Crown,(a) acting on behalf 
of,(b) and for the benefit of, the public,(c) gives the monopoly. 
conferred by the grant. 

The Sovereign l1as no prerogative extending to anything in
jurious to her subjects,( d) nor. can she by her patent do 
wrong,(e) or enable another to do so.(f) 

Every body has alike a lJrima facie right to make experiments Every~od.Y. . 

d . I l . . h' l . bns JWllllll.facze an to use 111 any manner 1e p eases any mventwn w w 1 IS right to invent. 

the product of his skill or good fortune. The grant of letters Grnutof letters 
1mtont curtails 

patent vesting in one individual the exclusive privilege of this right. 

making, using, exercising and vending an invention, curtails the 
prima facie right of the public, for it excludes the rest of tlw 
public from using that invention, even though they should, 
quite independently of the information contained in the 
patentee's specification, make it for themselves. It is, there-
fore, only equitable that the public should receive some con-
sideration in return for the curtailment of their rights wl1ich 
the patent thus effects. 

(a) Harmnrv. Plaync, I4 Yes. IJI, IJ6. 
(b) Hannar v. l'lnync, I4 Yes. IJ2. 
(c) llac. Abr. tit. Prcrog; Year llook 

40 .Edw. III. fol. IS. 

d) Finch, 84. 
c) I Co. R 44", 45"; Noy, ll. I82; 

3 Shcp. Al>.·. 48. 
(f) Goo 1•. 254. 

• • • 

• • 

• 
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If invention i13 The only consideration which the patentee gives to the 
not new conm. bl' . l l d f h · · I · h h t domtion fails. pu lC IS a mow e go o t e mventwn w uc t ey are a 

• 

liberty to use freely after the expiration of the term for which 
the patent is granted. If the invention were not new it is 
quite evident that the patentee would not have given to tl1e 
public any consideration at all, for the invention being public 
property at the date of the patent, the public would be in the 
same position after its expiration that they were in before it 
was granted. The patent would, therefore, be void for want 
of consideration. A patent is in effect a bargain made by the 
Crown on behalf of the public (g) on the one hand, and the 
patentee on the other, and, as in the case of other contracts 
not made by deed, it would be void if there were no considera
tion for the gmnt.(h) In the language of Lord Laugh
borough, L.C., "A bargain without consideration is a contra
diction in terms and cannot exist."(i) 

Cascsnt Vom- The Common Law, as expressed in the cases decided before 
mon J,nw prior h • f I S t f 1\lf' 1' ' d I ' to Statuto of t e passmg o t 1e tatu e o :.~.onopo ws, reqmre t mt an m-
Monollolics. • h d 1 1 f 1 · d d ventwn s oul possess t 1e e ement o nove ty m or er to ren er 

a patent for it valid.(k) 

(fl Hnrmnr v. Plnyne, I4 Yes. I32. 
(It Rann v. Hughes, 7 '1'. H. 350 n.; Anson on Contracts, 68. 
(i) 1\lyddleton v. Lord Kenyon, 2 Yes. Jr. 408. 
(k) It was lnid down in Darcy v. Allin (Noy, R. I78; I W. P. C. 6), decided in 

I602, thnt: "wl1ere any mnn, by his own charge and industry, or by his own wit 
or invention, doth bring any new trndo into the realm, or :my engine tending to tho 
furtherance of a trade til at nevei'lCas used before, and that for the good of the realm, 
that in such cases the king may grant to him a monO!loly patent, for some reasonable 
time, until tho subjects may learn tho Rnme, in consideration of tlw good tlwt lw 
t!otlt bring by las invention to tlw C'ommonwealtll, otherwise not." 

In Hastings' patent, (Nay, R. I82; I W. P. C. 6) it nppenrcd tl1at a patent 
was granted to 1\Ir. H nstings in consideration that he brought in the skill of making 
frisndoe;:o, as they were made in Hnnrlem and Amsterdnm, beyond the seas, bei11[1 
not used in England, and on action brought for the infringement of the patent It 
was upset on the ground that such frisndoes ns 1\Ir. Hastings' were mnde in Englnml 
before the date of the patent. 

In Humphrey's Patent (Noy, R. I83; I \V • .P. C. 7) the Court of ExclJCquer 
Chamber held that if the sieve or instrument for melting lend which formed the sub· 
jcct of the pntunt were used in this country before the patentee. should not have the 
sole use thereof. 

In lllooro's Reports (p. 672) it is laid down that tl1e king cannot grant a patent to 
restrain people in their usual trades and occupations ; nnd that no occupation cnn 
be prohibited OJ' put in monol1oly, but only suclt tldnu as is newly invented, Ly the 
skill of man. 

In 'l'he Clothworkers of Ipswich Case (Godb. H. 252; I Roll U. 4) it was decided 
that: "If a man hath brought in a new manufi,cture, and a new trade within the 
kingdom in 1mril of his life, ami C(lnsumption of his estate or stock, or if a mnn bath 
made n new discovery of anything ; in such cnses tho king of his grace nml favour 
in recompencc of !Jis coats nnd trnvnil, mny gmnt by clmrter unto him, that he only 
shall usc such a trade or trnfique for a certain time, because at tile first tile JICople of 
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It is stated by the following early text writers, that novelty 
is essential to the validity of a patent : Sir Edward Coke in 
his Third Institute,(l) Bacon in his Abridgment,(11~) Hawkins 
in his Pleas of the Crown,(n,) and by Sheppard in his Abridg
ment.(o) 

;87 

The power retained by the Crown by the Statute of Mono- Limit ?f U1e 

l
. flY>) • • • • 

1
. . d Crowns nutho-

po 1es,\..l' of grantmg patents for mventwns, IS mute to grant- rit.y to gmnt 
. d f . .1 f b l k' Iettcl'!l pntcnt mg patents an grants o prrv1 ege " o t e so e wor ·mg or for inventions. 

making of any manner of new manufacture within tllis realm, 
to tke true and ji1·st invcnto1· and inventors of such manufacture, 
wkicl& others, at tlw time of maldng suek letters patents and rp·ants, 

• 

slball not usc."(q) Thus, it appears that, in virtue of this statute, ~ov~Ity8requtoi. BJtc uy tntu 
as well as of the Common Law, novelty is a requisite of a valid of ¥ono • 

• polics. 
patent, for the section concludes with the statement that the 
grants thereby allowed " shall be of such force as they should 
be, if this Act l1ad never been made and of none other." 

The section provides that ( 1) the subject of the grant must 
be a manufacture which is new within this realm ; ( 2) the 
grantee must be the true and first inventor; and (3) the sub
ject of the grant must be a new manufacture which others shall 
not use. All these three conditions necessarily imply the 
elements of novelty. 

We have seen (1·) what is tl10 meaning of the words " true and :rmc nnrliirst 
• . mvcntor. 

first mventor," and that they do not Imply that the grantee 
must necessarily be the man who actually first made the dis
covery, but that, if he be the man who first published tl1e 

invention within this realm, he is deemed to be the true and 
first inventor within the legal meaning of the term. 

Although the grantee be tl1e tme and first inventor the Prior usc lly 
others renders 

patent will be void if l1e has allowed the invention to be used pntcntl.lad. 

by others before obtaining the grant, and tlwre is a " sound dis-
tinction in the abstract " between the two issues raised by a 

tlw kinuclom arc 1iJnorant, rmcllwl!C 11ot tlw lmowleclue or skill to use it; but w!JCn 
the patent is expired, the k!ng cannot make n new grant thereof. Fo1• when tho 
trade is become commoJJ, und others hnve been bound apprentices in the same trade, 
there is no rcuson that such should be forbicldcn to usc it." And again : "Of n new 
invention tho king can grnnt n patent ;" but 11 lclwre tlwre is no inventlon, the king 
cannot by his pntcnt binder nny trade." 

l) Chap. 85, p. r8r. 
n) J>art I. c. 79, s. :z. 
p) 21 Jnc. I. c. 3· 

(r) Chap. I. ante. 

(m) Titles "1\Ionop.'' nnd "Prerog.'' F. 4· 
(o) Pnrt III. pp. 6r, 62. 
(q) 21 Jnc. I. c. 3, s. 6. 
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·Jenial that the patentee is the true and first inventor, arid that 
the invent.ion has not been used before.(s) Moreover, in an 
action for the infringement . of the patent both ought to be 
pleaded separately if either party desires to rely on both.(t) 

The grantee may, in fact, have made the discovery himself 
· · ·. without assistance from any source other than his own ingenuity . 

. ·Yet, if it turn out that the invention was the property of the 
public before, although unknown to the patentee, his patent 
will be void, for it is not because a patentee does not know 
what was in existence before that he can get a monopoly, otlwr
wise, as a learned judge once said, a patentee would get a 
patent for exclusive ignorance instead of exclusive know
ledge.(1t) 

If tho public is If the public once became possessed of an invention, by any 
J!OBSCBBCd of nn . • 
mvontion no means wlmtever, no subsequent patent for 1t can be granted, 
patent cnn be • l h _, fi t . ] . If t} grnnted. Cit 1er to t e true anu rs mventor umse or to any o 1er 

Considomtion 
is cntiro. 

person. In such circumstances the public cannot be deprived 
of the right to use the invention, and a patentee cannot give to 
the public any consideration for the grant, as the public already 
possess everytl1ing he could give. It is not necessary that the 
invention should be used by the public as well as known to 
the public; if the invention and the mode in which it can be 
used has been made known to the public, it is public property, 
and any subsequent patent in respect of it will be invalid.(v) 

The consideration upon the strength of which a patent is 
granted is in law said to be " entire," that is, a failure of part 
of the consideration will l1ave the same effect on the validity 
of the patent as the failure of the whole considemtion would 
have. Hence it follows that, if the patent includes more than 
one head of invention, the want of novelty in any one of those 
head~ will invalidate the whole on the ground of failure of part 
of the consideration.(x) And that if in the case of a single in-

(B) The Househill Co. v. Neilson, I W. 
P. C. 689; Cornish v. Keene, I W. P. 
c. so7. 

(t) Ibid., Chnp. XIII. 
(u) Young v. Rosenthal, I P. 0. R. 

32. 
(v) Patterson 11, The Gas I.ig!Jt and 

Coko Co., L. H. 3 A a>. Cas. 239; 

Humpherson v. Syer, 4 P. 0. R. 
4I4. 

(x) Tumer v. Winter, I W. P. C. 
77; I ~·. H. 602 ; llloxam v. Elsce, 6 
H. & C. I78; I Curp. 444; 1\Iorgon v. 
Seaward, I W. P. C. I96; Kny v. 1\Jnr
slmll, 2 W. P. C. 71 ; Cropper v. Smitl11 
I P. 0. R. 87; 2 P. 0. n. 6I. 
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.vention any material part turns 'out to' be old, 'the patent will 
be rendered entirely void.(y) · 
· In either of the above cases the patent would also be void on 

the ground of false suggestion, for before the grant was made 
the patentee in his application must have· declared himself to 
be in possession of the invention of which he, or in the case of 
a joint application, one of the applicants, was the true and first 
inventor, and which was not in use by any other person or 
persons.(z) Moreover, the patent contains an express condition 
avoiding it, in the event of the representation as to true and 
first inventor, and prior use, turning out to be untrue.(a) 
-Although the Statute of :Monopolies invalidates a patent in the 
event of there being no novelty in the invention, and conse-
quently the patent would be void so far as related to that 
which was old, yet the principle ou ·which the patent has been 
held to be void altogether in the event of a material part tum-
ing out to be old is, that " the consideration for the grant is the 
novelty of all, and, the considemtion failiug, or, in other words, 
the Crown having been deceived in its grant, the patent is void; 
and no action maintainable upon it."(b) 

• 

In the case of Brunton v. Hawkes ('J) the patent was for an Jlrnutmo ,., 
. . f . . l f f I . , l llnwkcs, mventwn o 1mprovements m t 1e manu acture o s ll}JS anc lOl'S, 

windlasses, and chain cables. At tho trial it was proved that 
the mode of manufacturing anchors described in the plaintiff's 
specification had never been applied before to ships' anchors. 
But it had been applied to the adze anchor and the muslu·oom 
anchor. These anchors are used only for the purpose of mooring 
floating lights or vessels intended to be stationary ; and arc 
never taken on board. The jury found a verdict for the plain-
tiff, and the defendant obtained a rule nisi for a new trial, 
which the Court made absolute. · 

89 

In delivering judgment, Abbott, O.J., said : "I think tlwt so Jwlguwut ur 
AI.JIJott, V.J. 

(y) Crossley v. Dcvcrlcy, 1 W. P. C. 
106 ; Hill v. 1fhom}lson, 8 'l'aunt. 382 ; 
2 D. l\loore, 433 ; 1\IorgBn v. Seaward, 
I W. P. C. I92 ; l\fnntou v. l'm·ker, Dnv. 
I>. C. 327; I W. P. C. 192 n.; llloxnm 
v. Elsce, 6 n. & c. 169; I Curp. 444 ; 
Uoborts v.lleywood, 27 W. R. 454 ; Gib
~on v. Drnnd, r W. I>. 0. 636; Hill 11, 

Tombs, April 1881, Engineer, 51, 1'· 274. 

Under the Act of 1883 patents do not 
usually comprise more tlinn one inven
tion. Sco UlmJJ, VII. 

z) Cbnp. V I. 
a) Sco Appendix. 

(b) I>cr I>nrkc, D., in 1\forgau v. Sea· 
ward, 2 !II. & W. 544 ; l\Iur. & ll. 55 ; 
1 Jut·. 527; I W. 1'. C. I96. 

(c) 4 ll. & Ahl. 541. 

• 
• 
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· much of the plaintiff's invention as respects the an~hor is not 
· new, and that the whole patent is therefore void. The mode of 
joining the shank to the flukes of the anchor is to put the end 
of the shank, which is in the form of a solid cylinder, through 
the hollow and conical aperture, and it is then made to fill up 
the hollow and to unite itself with it. Now that is precisely 
the mode by which the shank of the mushroom anchor is 
united to the mushroom top, by which the shank of the adze 
anchor is 11nited to its other parts." It is indeed the mocle by 
which the different parts of the common hammer and the pick
axe also are united together. Now a patent for a machine 
each part of which was in use before, but in which the com
bination of the different parts is new, and a new result 
produced, is good, because there is a novelty in the combina
tion. But l1ere the case is perfectly different; formerly three 
pieces were united together ; the plaintiff only unites two ; and, 
if tlte ~tnion of tltose t~oo !tad been ejftcted in ct mode un
l.:nown before, as applied in any deg1'ce to similm· p1t?'}Joscs, I 
slw1lld ltave tltougltt it a good [J1'mtncl fm· a patent; but un
fortunately the mode was well known and long practised. I 
think that a man cannot be entitled to a patent for uniting 
two things instead of three, wlwn tltat ~tnion is effected in a mode 
well k1wwn and long practised fm• ct simila1· p1trpose. It seems 
to me, therefore, that there is no novelty in that part of the 
patent as affects the anchor, and if the patent had been taken 
out for that alone, I should have had no hesitation in declaring 
it bad. Then, if there be no novelty in that part of the 
patent, can the plaintiff sustain his patent for the other part as 
to the mooring chain ? .As at present advised, I am inclined 
to think that the combination of a link of this particular form 
with the stay of the form which he uses, although the form 
of tl1e link might have been known before, is so far new and 
beneficial as to sustain a patent for that part of the invention, 
if the patent had been taken out for tl1at alone. But inasmuch 
as one of tlJC things is not new, the question arises, wl1ether 
any Jlart can be sustained. It is quite clear that a patent 
granted by the Crown cannot extend beyond the consideration 
of the patent. The King could not, in consideration of a 

• 
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new invention in one article, grant a patent for that article and 
another. The question then is, whether, if the party applies 
for a patent, reciting that he lms discovered improvements in 

• 

three things, and obtains a patent for these three things, and in 
the result it turns out that there is no novelty in one of them, 
l10 can sustain his patent. It appears to me that the case of 
Hill v. Tlwmpson, which underwent great consideration in tl1e 
Common Pleas, is decisive upon that question. In that case 
the patent was granted to the plaintiff for the invention of 
certain improvements in the smelting and working of iron ; and 
the Court of Common Pleas appears to have considered that 
the improvement introduced by the plaintiff into what may 
properly be called the smelting of iron, was the obtaining iron 
from that cinder and slag which before had been thrown away 
as refuse, and that may be considered as new. It appeared, 
however, that the plaintiff claimed further the merit of l1aving 
discovered that the application of lime in certain stages of the 
process would cure a disease common to all iron, not merely 
to that which he was to produce, but to iron originally: 
manufactured from the fresh ore. Now it turned out that 
that was not a discovery, for the application of lime to iron 
made from the cinder, originally used in making ore, was 
known and practised before. No two things can be more 
distinct in their nature tl1an the obtaining of iron from a 
material from which it was impracticable to obtain it before, 
and the cure or prevention of a disease to which all iron was 
subjected. In that case, however, the Court of Common Pleas 
held tl1at, admitting there was novelty in the one, yet, as there 
was no novelty in the other, the patent was wholly void. The 
only difference between that case and this is, that here the 
plaintiff, instead of saying that he has made certain improve
ments, states tl10 improvements; but still he claims the merit 
of having invented improvements in all the three, and that 
they are new ; and the consideration of the patent is the im
provement in the three articles, and not in one; for an improve
ment in only one of them would render the lJatent bad. l'he 
consideration is the entirety of the improvement of the three ; 
and if it turns out there is no novelty in one of the improve-

'91 

• 

• 
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menta the consideration fails in . the ·whole, and the patentee 
is· not entitled to the benefit of that other part of his 
:invention." · 

· Though want of novelty in an essential part of an inven
tion (d) invalidates a patent, if a specification claims two inven-

• 

tions of which one is to be used only in connection with, and 
as subsidiary to the other, want of novelty in the subsidiary 
claim does not invalidate the patent. 

Thus a patentee claimed first a mode of applying rollers and 
runners to the foot-stand of skates so tlutt they might be 
cramped or turned so as to cause the skate to run in a curved 
line by the canting or tilting of the footstand ; and secondly, 
the mode of securing the runners and making them reversible, 
as described. The Court of .Appeal held that assuming that there 
was nothing novel in the mode of securing the runners to the 
footstand, yet the want of novelty in the second claim did not 
inyalidate the patent., because the second claim was for a subsi
diary invention to be used only in connection with the principal 
invention.(c) · 

It has been shown (f) that an invention may be perfectly 
good subject-matter for a patent though some or all of the parts 
of which it consists may be old, if the entire combination is a 
new manufactare. The proper test as to the novelty of the in
vention is whetlwr the subject-matter claimed as ct 1vlwlc is new, 
though it may consist of old parts provided the patentee docs 
not claim them, but only the combination of the old with the 
new.(U) 

Lord Hatherley, L.C., stated the test of novelty in the 
following words " :Few things come to be lmown now in the 
shape of new principles, but the object of an invention generally 
is the applying of well·known principles to the achievement of 
a particular l'esult not yet obtained, and I take it that the test 
of novelty is this : Is the product which is the result of an 
apparatus for wl1ich the inventor claims letters patent effectively 
obtained by means of your new apparatus, whereas it lwd 
never before been effectively obtained by any of the separate 

· (cl) p. 88. (e) Plimpton v. SpiJicr, L, H. 6 Ch. D. 412. (f) Chap. II. p. so. 
(y) Newton. v. 'fhc Grnuu .Junction Tinilwny Cn., 5 Excl1. 331; 20 I, .• J. Ex. 

427 n.; Cnmungton v. Nuttall. L. H. 5 H. L. 205; 40 L. J. Ch. 739· 
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portions of the apparatus which you have combined into one 
valuable whole for the purpose of effecting the object you have 
in view .''(.q) 

• 

98 

A perfectly valid patent may be obtained for an invention ~ow npplicn

which consists merely in a new application of a thing which twns. 

was perfectly well-known before.(h) Of course the application .- · 
which is the subject of the subsequent patent must be totally 
distinct and novel as compared with any application previously 
made, and it is always a question of evidence as to whether 
former rq)plications arc so analogous to the one claimed by the 
subsequent patentee as to amount virtually to tlw same and so 
render his patent bad as claiming tl1at wl1ich is in fact not new.(i) 

The mere statement of tlw desirability of achieving an un- St.'ltcmcnt of 
• , , • , desimbilit.y of 

attamed result does not mvahdate a patent for an mventwn nchioving 11 ro-
. 1 11 1 · 1 l ( ') snit docs not wluc 1 aetna y ac ueves t 1at resu t. J · invnlidnto 11 pn-

. Tl . t d' t' t" b t 1 1 d' tent for nn wre IS a grea IS me lOll e ween nove ty nne 1scovery ; invention 
· } b 1' 1 1 • which achieves for a tlnng may 1ave eon c 1scoverec before, nne m that sense thnt result. 

not be new but if the previous discovery l1as never been made Distinction be-
' tween novelty 

public, it will not be sufficient to upset t110 patent of a subsc- .nnd discovery 

quent discoverer~on the ground of want of novelty.(!.:) 
This will appear from a contrast of JJollond's Case (l) with 

Tennant's Casc,(1n) and 11. v. Adi.'ttrigld.(n) In JJollond's Case the 
question was, Who was the true inventor within the meaning of 
the statute ? Hall l1ad made the discovery in his closet, but had 
never made it public ; and, on this ground, Dollond's patent 
was confirmed. In Tennant's Case the great utility of the inven
tion, which related to bleaching, on tJw parts of persons engngcd 
in the trade was proved in evidence. On the other hand, a bleacher 
near Nottingham deposed that he l1acl used the same means of 
preparing bleacl1ing liquor for six years previous to the date of 
the patent, but that he had kept his method a secret from all but 
his two partners and his two servants concerned in prepadng 

(g) Cannington v. Nuttall, L. R. 5 II. 
L. 216. 

It) Chap. II. 
i) Chap. II. Newton v. Vauchcr, 6 

Ex<lh. 865; l\Iuntz v. Foster, 2 W. P. 
C. 93; .Jordan v. Moore, L. R. I C. P. 
624; 12 Jur. N. S. 766: 35 L. J. C. P. 
268; 14 W. R. 769; Harwood v. Tho 
Great Northern Railway Co., 29 L. J. 
Q. D. 193 ; 6 .Tur. N. S. 993· 

(j) Thomson v. Batty, 6 P. 0. R. 
84. 

(/c) Hill v. Thompson, tJcr Dallns, J., 
Holt, N. P. C. 636; 2 l\Ioore, 429; 8 B. 
'l'aunt. 382 ; I W. P. C. 244. 

I) I W. P. C. 43· 
m) I W. P. C. 125 n. 
11) I w. P. c. 7I. 
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it. In addition to this, different conversations were proved to 
have passed between Tennant and a chemist of Glasgow, before 
the patent, and in these conversations the chemist had sug
gested to Tennant the basis of the improvement in question. 
Under these circumstances, Tennant was deemed not to be the 
inventor, and a nonsuit took place. In the case of A1'7.'1.1J1'~r;ltt's 

patent, with respect to a particular roller forming part of the 
machine, the evidence was, that Arkwright had been told of it 
by one Kay ; that, being satisfied of its value, he took Kay for 
a servant, kept him for two years, employed him to make 
models, and afterwards claimed it as his own invention, and 
made it the foundation of a patent. The same fact was JH'oved 
as to a crank, which had been discovbred by a person of 
the name of Hargreave, which also had been adopted by 
Arkwright. And although it had been made use of to some 
extent before by a few, a general ignorance with respect of it 
was proved by a great number of persons in the trade. 
Buller, J., was of opinion that, though it might be perfectly true 
-that is, the general ignorance as to these improvements.
it signified nothing ; the fact that the witnesses on the part of 
the defendant had not heard of those imJ)rovemcnts was no 
contradiction of previous knowledge and previous use by 
others. 

Distinction be· It must also be noticed that there is a great distinction 
tween anticipn· b · • t' d bl' t' A · ' } b tian nnd publi- etween antlCipa 1011 an pu 1ca IOn. n mventwn 1as een 
cation. anticipated when it has been previously made, but not dis-

closed ; it has been published when it has been previonsly 
made and disclosed. In the case of lJollond's patent,(o) Hall's 
discovery was an anticipation of Dollond's, but not a publica
tion of it, whereas in Tennant's case, and R. v. A1·kwriglit,(p) the 
subject of the patent in each had not only been anticipated, 
but had also been published before, and the grants were there
fore void on the ground that the respective inventions lacked 
the essential feature of novelty. 

F:r1uivnlents. If an invention difiers only from a previous invention in 
that for one part in the former invention there is substituted 
an equivalent, though somewhat different part in the latter, 

(o) p. 92 ante. (p) p. 92 ante. 
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the mere substitution of the equivalent will not be sufficient to 
sustain a patent for the second invention, if the analogous 
parts were known at the date of the first patent to be equiva
lents; (q) but any person may obtain a patent, valid as regards 
novelty, for the usc of equivalents, which were not taken to be 
equivalents at the time the patent for the former discovery 
was granted.(1·) 

• 
95 

' 

It may be questioned whether if an invention bad been Rediscovery of 
lost art, 

formerly used and abandoned many years ago, and the whole 
thing had been lost sight of, such a state of facts would pre~ 
vent, on the ground of want of novelty, a person who subsc~ 
quently rediscovered the invention from obtaining a valid 
patent in respect of it. 

There does not appear to be any judicial decision one way 
or the other on this point, which was noticed by Lord Lyncl~ 
hurst, L.C., in Tlw Houseltill Co. v. Ncilson.(s) The House 
of Lords in that case purposely refrained from expressing 
an opinion on the question which did not then call for de
cision. It would appear from an application of the prin-. 
ciples in this chapter discussed, that if the invention has 

ever been the subject of a patent, or has been described in 
some written document, however long ago, which can be pro
duced, the fact that the invention has been lost sight of, and 
not been used by the public for a long time, will not enable a 
later discoverer to obtain a patent for it, as he would clearly not 

be the true and first inventor.(t) A state of facts might, how
ever, be supposed in which the case would be different. Jfor 
instance,(u) an encaustic tile or a particular kind of stained 

glass might be perfectly well known to exist at the Jlresent 
day, but the mode of producing tl1e tile, or the particular kind 
of glass, might be a long-lost art. In such a case, if an in
ventor newly discovers the art of llroducing the encaustic tile, 

or the particular ldnd of glass, there does not appear to lm 
any rule of law depriving the Crown of the right to grant a 

}latent, securing to the inventor the monopoly of the art which 

(q Heath v. Unwin, 5 H. L. Cas. 505; 2 W. P. C. 216. 
(r Heath v. Unwin, 5 II. L. Cas. 505, 538; 1'ho lladische Anilin unu Soda 

Fabl'ik v. Lcvinstcin, 2 P. 0. R. go; Chap. II. p. 55· 
(s) I W. P. C. 717. (t) Sec ante, p. 88. (tt} 1 W. P. C. 718 n. 
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he has· newly discovered. For it must be observed that the 
fact of the existence of the result which the newly discovered 
art produces only proves conclusively that an a1·t of producing 
that result, must have been previously known, not that tltc rt?"t 
which the patentee has described was ever before practised, 
There may be many ways of arriving at a known result, and, 
as has been pointed out,(1!) each one of those ways, provided 
they are all different, may be t1JC subject of a patent.(w) If 
the existing result convey at once to an observer information as 
to the way in which it was obtained, and that way is an 
exercise of the art which the patentee has described, then the 
previous existence of the result would make the patent void, 
there being no consideration given to the public. In such 
circumstances the patentee would only have described an in
vention which the public was already possessed of, as shown 
by the existence of the result. 

J essel,l'\f.It., discussing the question, What is meant by a thing 
being known to the public in England, said: (x) "Here, again, 
we must have recourse to authority, and also must consider 
wl1at the principle is that is to be clerlucecl from the authorities. 
When you say a thing is known to the public, and part of 
common knowledge, of course you do not mean tl1at every 
individual member of the public knows it. That would be 
absurd. What is meant is, that if it is a manufacture 
connected with a particular trade, the people in the trade shall 
know something ahout it ; if it is a thing connected with a 
chemical invention, people conversant with chemistry shall 
know something about it. And it need not go so far as that. 
You need not show that tlw hulk, or even a large number 
of those people know it. If a sumcient number know it 
or if the communication is such that a sufficient number may 
lJe presumed or assumed to know it, tl1at will do. Now, 
how are they to know it ? They arc to know it by being 
told of it, or informed of it in some way. You may show tlwt 
they know it by showing that the trade had commonly used 

( v) p. 48, ante. 
(w Sec l\Iorgan v. 1Vindovcr, 5 P. 0. R. 306. 
(x Plimpton 11, Ilralcolmson, L. n. 3 C'h. D. 556. 
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it.· ' That is the ·best evidence you can have, ·You may show' 
• 

the thing was lmown because it was used and brought into 
• • 

practice, which is a case I lmve not now to consider. But 
• 

you may show that they knew it in another way that it was 
• 

published or made known to the public. I use :the word 
• • 

'published' in that sense. How made known to·tl1e public? 
It has been held that if it is in a specification, certainly in a 

• 

modern specification, which has been enrolled in the Patent 
• 

Office, and not published besides, that will do. And it l1as 
also been held that, as a common rule, if the description has 
been printed . in England, and published in England, in a 

• 

book wlJich circulates in England, that \viii do. :3ut, after all 
it is a question of fact. The judge must decide, from the 
evidence brought before him, whether it has, in fact, been 
sufficiently published to come within the definition of being 
made known within the realm." 

If some of the public, not under terms of secrecy or 
• 

confidence to the inventor, become, at any time before the· 
date of the patent, acquainted with the invention, this will lte 

quite sufficient to render the grant void ; and the question 
in an action upon a patent, the validity of which is put 
in issue, on the ground of previous publication, is : " Is it the 
fair conclusion from the evidence that some English people 
under no obligation of secrecy(y) arising from .confidence or 

' 
good faith towards the patentee, knew of the invention at the 
date when the plaintiff took out his patent."(z) 

• 

• 
• • 

It is evident, that a knowledge of an invention cannot Expcrimnnta 
'bl b . t d t I bl' t'l l • t' which rl'snlt poss1 y e commumca ,c o t 1e pu lC un 1 t 1e mven IOn in failure will 

1 b l l · } b 1 1. · not vitiato 1as een comp etec e1t 1er y t 1e patentee or some one e se subsl'qucnt 

before l1im, and it therefore follows that any experiment patent. 

made prior to the date of the patent, which resulted in failure, 
• 

or only a partial success, cannot, even though published, amount 
• 

to a disclosure of a perfected discovery. A machine which is 
• 

useless, and a failure, is not an anticipation of· a similar 
machine effecting the object for which the useless machine was 

y p. 100 po.qt, 
z Per Fry, L.,J., llnmplJerson v. Syor, 4 P. 0. n. 407, 414; 'l'ickclpenny 11. 

Army & Nn vy Co-operative Society, 5 P. 0. R. 405. 

G 



·-'"} "\'1''' ,., "'. . ' . • ' '1'-'-'•"0 fl-.~·····' .. ,,; ~-~ ::.. '" .. ' ,:;:,'1·'•'•""''-1 ' -·· .. 'l:.!_-._.f-:'-;,<c:,·.!.'-,'.·--·.·· '· '. ' ' 
;-:-~.-'.':,;:,. :.:r~- .... '" ' . . 
,.,-,. ·'>'•-·' ' : ' . ' ' "r-' ...• ,,, ,),.. ' 
•11":''·••,1,'1·,·.' •• • 

'·-,c:(:::•,_,'' 1'-(~ 
H !, ">' o\). • ' .. ~ ..... ·,,,, ... ~ . ' .~t.., -- •'"" •'. . ' . . ,.,_ .. , ' ' ·, ... , .. ,,·' ' . . ~ ' ... ,.,." .,., ... ~--' ., ' " . __ --:;.~-. . ' . - . . ' ' . . ' ' ' ' . . 
' ' ' . . ' '' ' ' ' . ' . ' . . . " 

' ' 
' . . ' 

' . . . ', . 
. 

" . 

" 
' " 

' . 

' . 
• 

. 
' 

• 

' 
' 

Law of antici• 
pntion ~tlltod 
by 'l'iudnl 

' I C.J. 

. ' 
I 

LETTERS PATENT FOR INVENTIONS. 
' ' • 

designed, though there may be a degree of similarity in the 

details of the two.(a) 
' ' 

A mere experiment, supposed by the person making it to 
he fruitless, and abandoned because it was not brought to a 

complete. result, will not prevent a more successful investiga

tor, who adds the last link of improvement towards bringing 
it to a state of perfection, from maintaining a patent for the 

invention ;(b) nor does the publication of a method of achieving 
a particular result vitiate a patent for achieving that result by 
different means involving the exercise of invention.(c) 

Tindal, C.J., stated the law of anticipation by experiments 

in the following words : " A man may make experiments in his 
own closet for the purpose of improving any art or manufacture 

in public uRe ; if he makes these experiments and never com
municates them to the world, and lays them by as forgotten 

things, another person who has made the same experiments, or 

has gone a little fnrther, or is satisfied with the experiments, 
may take out a patent, and 1)rotect himself in the privilege of 

the sole making of the article for fourteen years ; and it will be 

no answer to him to say that another person before him made 
the same experiments and therefore that he was not the first 

discoverer of it, because there may be many discoverers start

ing at the same time, and many rivals that may be running on 
the same road at tl1e same time, and the first which comes to 

the Crown and takes out a patent, it not being generally known 

to the pubhc, is the man who l1as a 1·ight to clothe himself with 
the authority of the patent and enjoy its benefits."(d) 

And again, the same learned judge directed a jury that a mere 

experiment, or a mere course of experiments, for the purpose of 

producing a result, which is not brought to its completion, but 

(a) 1\Iurrny ''· Clnylon, I1. H. 7 Ch. 
570; I5 Eq. us; I w. n. 498; 42 
L .J. Ch. I9I ; 'I'angue v. Stolt, W. N. 
I886, p. 63; Jones v. l'enrcc, I W. P. 
C. I24; Swad v. 2 W. P. C. 
I35; Barlow v. llayliHs, I P. C. 
44; Shnw v. Jones, 6 P. 0. H. 336; 
Cnrmington v. Nuttall, is often quoted 
in support of this propositiou, but there 
tlw case was d~cided on the ground that 
tire two machines were not the same. 

(1,) Unlloway t•, Blcaden, 1 W. 1'. C. 

529; Jones v. Pearce, 1 W. P. (1, I24 ; 
'l'anguc 11. Stott, W. N. I886, p. 68; 
Stead v. Williams, 2 W. P. C. 135; Hill 
v. I~ondon Gas Light Co., 5 H. & N. 3I2; 
Otto v. Linford, 46 L. '1'. N. S. 39· 

(c) pp. 48,49; Hillv.Londun Gus Light 
Co., 5 H. & N. 3 12 ; Otto v. l~inford, 
46 L. 'l'. N. S. 39; Hulldt t•. Ilngnc, 1 
Cal'p. R. 501 ; 2 B. & A. 370; lllinter 
t'. 1\Iower, I W. 1'. C. 140. 

(d) Cornish v. Keene, 1 W. P. C. 508 ; 
Lut see Chap. VII. 
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begins and ends in uncertain experiments, is not such an inven-
tion as should prevent another person, who is more successful 
or pursues with greater industry the chain in the line that has 
been laid out for him by the preceding inventor, from availing. 
himself of it, and having the benefit of it.(e) 

99 

In the case of Jones v. Pearee,(f) the patent called in question Jonesb.Pcl\rco. 

was for" improvements in wheels for carriages," and the defen-
dant proved at the trial that prior to the date of the plaintiff's 
patent wheels similar to those described in the specification had 
been made by a Mr. Strntt. Patterson, J., directed the jury 
that if they were of opinion that Mr. Strntt's invention was an 
experiment, that he found it did not answer, and ceased to use 
it altogether, and abandoned it as useless, and nobody else 
followed it up, and that the plaintiff's invention, which came 
afterwards, was his own invention, and remedied the defects of 
Mr. Strutt's wheel, then there was no reason for saying that the 
plaintiff's patent was not good. 

As Lord Abinger, C.B., expressed it. :(g) a man is entitled to 
a patent for a new invention, and if his invention is new and 
useful, he shall not be prejudiced hy any other man having in
vented that before and not made any use of it; because the 
mere speculations of ingen.ious men, which may be fruitful of 
a great variety of inventions, if they are not brought into actual 
use ought not to stand in the way of other men equally 
ingenious who may afterwards make the same inventions and 
apply them. 

An invention abandoned must be presumed not to have been Invention 

1 d b l d , . d . l b . nbnmlunecl is comp ete , ut to 1ave reste lll experiments an tna, ut If presumed to 

't 1 d 't d t ' 'f 1 t1 't l l bo iucorupl<•te. 1 was comp ete 1 oes no s1gm y w 1e 1er 1 was comp ete y 
abandoned, or whether it was continued to be used down to the 
very date of the patent, provided that it was publislled.(lb) 
Thus, the validity of ·walton's patent for "improvements in 

(e) Gnlloway v. Blenden, I W. P. C. 
525 ; see nlso Bcrelon v. Richardson, I 
P. 0. H. 165; ll!oselcy v. Victoria 
Rubber Co., 4 P. 0. R. 21 I ; Hnm
phcrson v. Syer, 4 P. 0. R. 1S4, ISS; 
Morgan v. \Vindovcr, 4 P. 0. R. 417; 
5 I'. 0, R. 295; 7 P. 0. H. 131; Edison 
v. Swan, 6 P. 0. R. 277; Win bey v, 

!IInnchestct• Tramways Co., 6 P. 0. R. 
359 ; 7 P. 0. R. 30, 

f) l w. 1'. (), 122. 
g) Cnrpcutcr v. Smith, I W. P. C, 

534· 
(h) The Househill Co. v. Neilsnn, r 

W. P. C. 713; Galloway v. BJ.·ndcn, I 
W. P. C. 525; 1\Iorgnn v. Windover, 5 
P. 0. R. 295. 30J. 
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cards :for carding wool, cotton, silk, and other fibrous sub~ 

stances," was questioned, on the ground that the improvement 
consisting in using caoutchouc as. a substitute for lr.ather as 
an elastic bed in which to fix the .teeth, was not novel. It 
appeared in evidence that a certain material called " Hancock's 
patent leatl1er," had been manufactured and sold prior to the 
date of the patent, and it was contended that this " Hancock's 
patent leather" was substantially the same thing as the elastic 
bed in which the teeth of the plaintiff's cards were fixed, and 
further, that Hancock's material had been supplied to certain 
manufacturers during a period of about a year and a l1alf, 
several years before the date of the plaintiff's patent, and that 
it had been used in the construction of cards, but had not been 
so used since that time. Cresswell, J., sairl to . the jury : 
"Supposing that the article did embody the principle of the. 
plaintiff' so ~s to present to persons using it the properties, 
qualities, and advantages in principle of that article which the_ 
plaintiff makes, the question for you will be whether that use 
is not to be considered rather in the nature of an experiment; 
than of any public user of the article, so as to deprive the: 
plaintiff of the fruit of· his discovery in respect of this manu
facture."(i) 

And speaking on the same subject in another case tl1e learned. 
judge observed : "I take it that there is a great difference 
between the knowledge of an invention as a thing that \Vould~ 
answer and was in use, and the knowledge of it as a new:·ex-; 
periment that l1ad been found to be a failure, · and thrown 
aside. If a person has had a scheme in his lwad and has. 
carried it out, but after a trial has thrown it aside, and the 
thing is forgotten and gone by, then another person re-intro-; 
clueing it may, within the .meaning of the a~t, be the inventor 
and the first user: of it, so as to justify a patent.(k) _ 

Experimental An inventor may, before making application for a patent, 
user uut Ut•ces· · l . . • ] b d h' b 
sa1·}1y publi- entrust us mve~twn to,anot 1er person, oun to 1m y terms 
catwn. f fid d f . I f I . . o con 1 ence an secrecy,· or t Je purpose o ma ong ex pen-

• • 

• . 

(i) Walton 11, Bateman, 1 W. P. C. 619; 
!866, p. 68. . . - . 

(1.') Stend 1>, Wiilillms, 2 w. r. c. IJS· 

see also Tangr;e v. Stott, W. N. 
. . . - - .. . 
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menta, with a view to rendering the invention more perfect nud 
efficient, and such an experimental user, though to a certain 
extent a user in public; will not necessarily invalidate· a subse
quent patent.(l) · 

An inventor may, in· certain cases, derive pecuniary profit ~nventornmy, 
f . 1 . f l . . . b f 1 , m sonw cnses, rom an exper1mentu user o liS mventwn e ore app ymg dorivo'profit 

f . , J d , h' . b l from nu oxor protectiOn, w1t 1out ren ermg IS patent su sequent y pHimeutni 

b ' 1 d fi ' J d f f 1 Tl · u~el' without o tamec e ment on t 1e groun o want o nove ty. ms, m r•m<i..,l·ing tho 

the case of Newall's pate~t for '' improvements in apparatus ptltcut void. 

employed in laying down submarine electric telegraph wires," 
experiments on dry land were necessarily not sufficient to prove 
the utility of the apparatus for the purpose for which it was 
designed, and Newall accordingly tested the practicability of 
the invention during the laying of a submarine cable under a 
Government contract. The Court held that this user, notwith-
standing the fact that Newall had derived· profit from i~, was· 
only experimental, and did not prevent him obtaining a valid 
patent for the invention.(11~) · 

In Hill v. London Gas L1{Jltt (Jo.,(n) the finding of the jury that · 
one Croll lmd by' means of the method for which the plaintiff 
l1ad subsequently obtained a patent, purified many thousand· 
feet of gas, but that this user was by way of experiment only 
saved Hill's patent from beii1g upset on the ground of 
want of novelty. And the Court refused to grant a new trial, 
the judgment containing the following passage : " The word 
' experiment,' in the cases referred to, has been used, not a:; the 
sole test upon a matter of this sort, but as indicating a class of 
practice, and for the purpose of showing that if there has been 
a user of an invention not of a substantial character, but in the 
character of an experiment, then, although the thing has been 
done before, it does not preclude a person from taking ont a 
patent for it; so that although what Croll did may not ha\'e 
been stt·ictly in the nature of an expel'iment, still the jury have 
so found it, and we cannot grant a new trial."(o) 

· (1) Brutloy v. Fl~tmning, I Car. ~ K. 
578 ; 1\lorgan v. Seaward, I W, J.

1
• C. 

193, 195; Hnmphcrson 11. S.' cr, 4 P. 0, 
R 414; Useful l'aleut6 Vo. v, Hylalllls, 
2 f'. 0. H. 262. 

(m) Newnll , .. Elliott, 4 C. B. X. S. 

269 ; sco· also i\Iorgan v. Seawnrtl, I W. 
1'. c. 194· 

(11 5 H. & N. JT2. 
(o ::ice also J.cwi~ z•. Marling, 10 II. 

& C. 22 ; 4 Cat•, & 1'. 57; I W. 1'. C. 
493· . 
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On the other hand, where a person invented certain machinery 
during the fulfilment of a contract for the building of a pier, 
and used that machinery for four months in a place to which 
the public had access, before applying for the patent; and after 
the utility of the machinery in q aestion had been determined 
and profit had been derived from t11c public user, such person 
on making application was held not to be entitled to a 
patent.(p) 

And where a referee appointed by Act of Parliament to in
spect the works of the London Gas Companies, whilst engaged 
in the prosecution of his duties discovered a process for purify
ing gas and obtained a patent for the invention, after the report 
of himself, and llis co-referees embodying the principle of the 
process had been drawn up, it was lwld by the House of Lords 
that the patent was void for lack of novelty, because the report 
conveying a knowledge of the invention had become public 
property from the time it was written.(q) 

It is to be obsenred that it is competent for a person before 
the date of a patent to use the invention, the subject of the 
grant, in one of two ways. :First, he may use it openly in such 
a manner as that the user will convey to the mind of any one 
seeing it., a knowledge of what the invention consists, e.g., if 
the alleged invention relate to the particular construction of a 
lock, any person who has before the date of the patent con
structed a lock on the principles claimed by tl1e patentee, and 
publicly used it in this country, will thereby have published 
the invention, and any subsequent patent for it could not be 
sustained.(?') Secondly, an invention may be so used, as that 
the user will not enable any one seeing it to discover in what 
the invention really consists, e.g., in the case of a chemical in
vention, a dye for instance, the dye might be produced and 
known, but the existence of it would not demonstrate the 
method accol'lling to which it was prepared, and no person 
other than the manufacturer in possession of the secret would 

(p) Re Adamson's Patent, 6 De G. 
111. & G. 420; 25 L. J. Ch. 456. 

(q) Pnttf'rsnn v. The Gns J,ight and 
Cuke Co., J,. 11. 3 App. Cns. 239· 

(r) Carpenter 7.', i'iwitJ., I W. 1'. C. 
530, 534 ; st•e also l:itcad v. Williams, 

2 W. P. V. 136 ; Heath v. Smith, 2 W. 
1'. C. 278; Honibnll v. Bloomer, ro 
Excl•. 588; Honil•nll'H Patent, 2 W. 
1'. C. 209; Young v. l•'crnie, 4 C:dff. 
577 ; Berctou v. Hiclumlson, 1 1'. 0. U. 
177· 
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be able to produce it in such a case it is submitted, for 
reasons which will appear hereafter,(s) that such a user would 
not prevent either the manufacturer or uny other person who 
sl10uld discover the secret from obtaining a patent valid on the 
ground of novelty for the invention.(t) Again, a prior user of 
an invention may be made in public or in secret. It is well 
settled law that, if the invention has been used publicly, a 
subsequent patent would, under section 6 of the Statute of 
Monopolies, be void,(u) whereas if the user ltas only been secret, 
the grant may be sustained,(x) and this whether the user has 
been by the inventor himself,(y) or by a manufacturer for the 
inventor under terms of secrecy to ltim,(z) or his workmen.(a) 
It may be open to question, however, as to whether if a patentee 
has made profit by a prior secret user of the invention, he has 
not thereby rendered his subsequent patent null and voiu.(b) 

108 

• 

The public use of only one specimen of a patented article,( c) Public nso of 

b ] (d) . . ffi . . l' l b ouly oue spe· or y on y one person, IS qmte su ctent to mva tc ate a su • cimeu or by 
only OIIU 111'1'• 

sequent patent. son will vitinto 

Lord Abinaer, explaining to a J'nry what in the patent law parte~.t1: ., 
'" " Uu lC USC 

sense is meant by the " public use and exercise" of an invention 
which will render a subsecptent patent void on the ground of 
want of novelty, used the following words: "I think that 
what is meant by ' public use and exercise' is this: a man is 
entitled to a vatent for a new invention, and if his invention is 
new and useful, he shall not be prejudiced by any other man 
having invented that before, and not made any use of it ; 
because the mere speculations of ingenious men, which may uo 
fruitful of a great val'iety of inveutious, if they are not 

brought int:> actual use, ought not to stand in the way 
of othet· men equally ingenious, whu may afterwards make 
the same inventions and apply them. A gt·eat many patents 

s) pp. 110, I 11··1151 pn•t. 
I} Sec Jlnnc:ock v. Somcrvell, 39 

Newton, [,, .T. 158. 
(11} Cur1oish v. 1\crn, I \\', P. (~. 508. 
(.r) Dnlloml's Cn~c. I W. 1'. U. 43· 
(11) Smith v. D:witlsun, I9 C. B. 6go; 

llc·ntlcy v. Flemming, 1 Cur. & K. 
587. 

(z) ~[orgnn ''· Scawarcl, I W. P. C. 
187; llsc:ful l'ntl•Jits Co. 1', Hylalllls 2 
1'. 0. 1:. 235; lltnnplwtwn v. Hycr, 4 1'. 

0 H. 407; Kurt~ ''· Spence, 5 1'. 0. H. 
161. 

(a) Ilctts v. l\[Pn~ie~, 1 K & E. 1008. 
(h) ~cc PI'· I 10-115, rost. 
(r.} Houi~nll 1'. lltuomcr, 10 Exch. 

538; Honi~nll's Patent, 2 W.l'. C. 201, 
209; Cnrpcntcr1,, Smith, 1 W.l'. C. 530, 
534 ; Ycmn,:r v. Fernie, Gdfl'. P. G 577 ; 
llcrcton L'. Uiclumluou, 1 1'. 0. H. 177. 

(tl) Stc111l ''· \\'illinm•, 2 "'· J>. e. 
136; Heath 1;. Smith, 2 \\'. l'. C. 278. 
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have· been taken out, for example, upon suggestions made in a· 
celebrated work by the Marquis of Worcester, and many 

• 

patents have been derived from hints and speculations by that 
ingenious author. ·But yet, as he never acted upon them, as 
he never. brought out any machines whatsoever, those patents 
are good, So that the mea'ning of these words, ' public use' 
is this: tha.t a man shall not by his own private invention, 
which he keeps locked up in his own breast, or in l1is own 
desk, and never corn:municatcs it, take away the right which 
another man has to a patent for the same invention, Now, 
' public use' means this : that the use of it shall not be 
secret, but public. . . . . If a man invents a thing for his 
own use, whether he sell:> it or not if lte invents a lock, and 
puts it on his own gate, and Iu1s used it for a dozen years, that 
is a public use of it. If it were otherwise, see what the con
sequences would be. If l\fr. Davies has a lock which he 
directed to be made and put on his gate sixteen years ago at 
least; if that was not a public use which JWCvented a man 
from taking out a patent, any man might go and take a model 
of that lock, and get a patent for it. How can he be the in
ventor of it? Because, to obtain a patent, a man must be the 
inventor; and if i~ l1as been once in public use (that is, used in 
a public manner, not used by the public), yet if it has been 
used by half a dozen individuals, or one in a public manner, 
any man having access to it, how can he be said to be the 
inventor if by merely gaining access to that he takes ont a 
1mtent ? • • . • A man cannot be said to be the inventor of 
that which has been eX}Josed to public view, and to which lw 
might have had access if he had thought fit. . . . . If you are 
of opinion (not that they were generally adopted hy the puulic 
and used by the public, fpr tl1at in my opinion is a perfect 
fallacy) that tllC use of them is public, and the exercise of the 
invention was public, and not kept secret, so that the public 
might l1avc no benefit from it, then I think that part of the 
issue you ought to find for the defendunt.(c) 1'he jnry found 
for the defendant, and on a motion for a new trial, on the ground 
of misdirection, Lhc Conrt of l~xcheqner approved of the state-

(t~) Carpenter t•. Smitl1, 1 W. 1'. C'. 530, 534, 535, 540. 
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meilt of the law made by "Lord Abinger, Alderson, B., adding 
• 

these words: (f) " Public use means n use in public, so as to 
• 

come to the ]mow ledge of others than tl1e inventor as contradis-
tinguished from the use of it by himself in l1is chamber."(g) . " 

To rebut the claim of novelty, it is not necessary to show in puhlic, nb~t 
by tho IHI he, 

that the invention has been used by the public; it is quite · 
sulficieut to establish that it has been used in public as contra
distinguished from being used in secret,(h) e.g., to show that 
an article has been openly manufactured (i) or e:xhibited in a 
workshop,(/.:) wl1ere all the workmen knew the process of 
its manufacture.(!) 

(/) I W. P. C. 542, • • 

(tJ) Sc~ C:o,sdalot>. Fislie•·, I P. D. U. 21. 
(it) Carpenter v. Smith, I W. 1'. U. 530; I::Hend v. William~, 2 W. P. C. I36; 

Stcuil 11. Andv.rs.m, 2 W. 1'. C. 149; llnucock v. S•mwrv~ll, 39 Newton, L. J. I 51> ; 
Honibull v. 131oomer, 2 W. P. C. 199; Young v. llosenthal, I 1'. 0. H. JZ. 

(i' Ci'lll silalc v. Fi,h.•r, I P. ll. lt. I7; Lister v. Nurtun, 3 1'. 0. H. I99; 
llca'tl• 11. 'Smitl1, 3 R & 13. 256; lletts v. Neilson, L. H. 3 Ch. 436. 

(!.-) llmui'IJCr•on v. Syer, 4 1'. 0. Jl.. 407. 
(/) In 1'e!IIUlllt'B Case {I W. P. C. I23) the pntt·nt was for n method of••singccr

tain calcareous earths instead of alkaline sulostunces, loy neutralir.ing tho oxygcnatc!l 
JUUriaoh• uciJ, Uded in uleacldug, &c, 'l'llll great utility of the inveution, 1110tl the 
general ignorauce of bleuchcr~ with respect to such loleaching liq uo•· be lore the date 
o1 the 11111ent, were establi.hcil in eviueucc. It wa~, huwcve•·, proved that a bleat:hilr 
had usl•tl the ~anJC means ol' projmring his bleachiug liquor for five or six years prior 
tu the datu of the plaintill"s patcut, anil that he had kept his methocln secret Jrom 
nil but his two parmers uml two •l·rvnnts connected in preparing it; anil a chemist 
dcpuscd that lmviug had Jrequcut cuuvcrs:uiuns with the plaintiiF on tho menus ot 
improviug loleaching liq11or, ho had iu onu of them suggested that he would pru
l>ably attain his cniluy kce11ing the lime water con>tantly ngitatccl; that the plaintiff 
aftm·wanf, in!ormed llilu tlmL the mctlwil had succeeded, and tlmt these conwrsn. 
tiuns touk plncc in 1796. Loril Ellcuborough, C.J., who tried the case, nonsuitcd 
the plaiutill; huliling tlmt tile auuvc evitlence estnblisltcd a prior publication of the 
iu1·entiou; 

Lo•lt v. Jlayue ( 1 W. P. C. 202) was a cnse in "l•ich damages were sought for 
the inl'dng .. •ucnt of Lush's patent lor" certnin impruvoments in tho cunstr:wtion of 
wlll'el• .fin· cnrringes to bo uocd on railway~," nml it wn~ established, to the sntisfuc. 
tiun of the jury, that wheels 1uude IJII the same pl'inciple ns those claimed hy Lo"h, 
luul loeen cou><triJctcil buturo thu c.lntc of his patent, though they had not bceu pre
viously used on milways. 'l'ho invention WnP1 under these circumshlnceR, hcl,f not 
tu loe uovel, Lurtl Abingcr, C. D., pointing out to the jury that if the wheels l•a•l 
loeen mntle and solil to any one individual, it made no ilillilreucc though tlte public 
dicluot want them, because there were no railways, nml they w~re not ndnptcd to any 
lllllticnlar usc to which at llmt time the public coulilapply them (I W. P. C. 205). 
· In .lluntz v. Foster (2 "r· 1'. U. 96) it was proved tlmt Muntz discovered, in a 
pnrticulRI' comloiuation of metuls mndo loeforc, n hidtlcu virtue or quality which hail 
never before b~en noticcil, nnil in cnnscquc·nce of this discovery he was cnnblcd to 
npph· tho metal to 11 new anil U8~fnl pnrputie1 and thereby becnme entitled to a 
pntei1t tor the ap\1licntion, under tho nnmc of" nn improved nulnulhcture of metal 
plnles for strcngt wning tlw IJUttom of sltips or other such l'es,cls. '' 1'imlnl, U.J., 
in HIIIUilling up to the jlll'y, used thesOJ words: "1 look upon the im·emion to 
consist in this, that l\Iuntz has, loy nn cx!10dmcut usccrtuined that 11 ce1·tniu mix
ture of tho nlloy of ziuc with •:o,.pel' wi I have the elli:ct of Jlroducing n bettor 
sheathing lty reason and loy menus of its oxhlntiug just in sullicient quantitit·s
that is, uut too n•uch, NO as to 1\'elll' mmy nud i1npair tho olwathiug nn.t render the 
vn•snl uusnli·, lout cuough at the same ti111c to kce11 by its wcariug tho hnttom of 
the vcs~cl clean from thusu impurities which belorc attached to it. Anti if it was 
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In order to avoid a patent on the ground of prior public 
use of the invention, it is not necessary to show that tl1e prior 

• 

use relied on was continued up to the date of the patent, for 

s!Jown, as it po~sibly might be, that sheets luul been made of metnl before, in tho 
snme proportion winch he hnd pointed out, ami if this hidden virtue or qunlity lm•l 
not been diHcovered or ascertainP.d, and consequently the application never made, I 
cannot think the patent will fitil on that ground. I look upon it thnt thoro is as 
much merit in discovering tho hidden ond concealed virtue of 11 compound alloy of 
metal, as there woultl he in discol'ering nn unknown quality which a nntural earth 
or stone possessed. \\To know b.v the cases thnt have been determined that wh~r•l 
such unknown qualities have, from tl10 result of experiments, been applied to useful 
purposes of life, that such applicntion hns been considered as the b'I'OUIHI ami prnpcr 
ground of a pntent; and therefore when I come to thnt pnrt of the case in winch 
they seiJk to show this is not so, because these metnl plates ha\'O been invente<l 
before-that is, persons hnvo usn<l them before in my jndgmcnt it will not go far 
enough, unless they can show there has been some application of them bcfoi'C to 
this very useful purpose, • , •• I do not think that the circumstance of sl:owing 
fhnt the combination of these two materials in a metal pinto will of itself <lest roy 
this patent, wl10n no attention at the time was paid to tho purpose for which this 
patent wns tnkcn out, nud it was made merely in tho ordinmy course of mclters of 
mota! for tho various nnd orclinary purposes or lift.'. I do not think that the circum
stnnces of showing, that in tim long tim(o thnt has passe<l before us in tho different, 
ond, I may say, infinitely vm·)·ing, combinations that mu•t IJnve been millie for the 
variou~ purposes for which brass and other metal WIIH manufitctnretl for ordinary nml 
common purpose~ of lifo-to call a workman to show that on Nome occasion or occa
sions he hac! combined them in thnsc proportions for another and different purpose ; 
it does not nppenr to me that such de~troys tho patent." 

Nuntz v. Fosler (2 W. P. C. 96) is to be distinguished from Lo.~lt v. Hague 
(1 ,V, P. C. 203), in that iu the former case the patent was for n result wllich hatl 
been arrived at cnsnully befc1ro, but there was merit in discovering 11 hiddon \'irtuo 
in the result which mncle it upplicnhlo to a particular purpose and capaLle of sus
tniniug a patent, whereas, in the latter case, the result was known bethre, but the 
application to the Jlllrt or purpose (which was self-evident) wns not made because 
tho occusion hmlnev~r arisen, and the patent wns therefore held voicl. 

In Le1cis v. Jllarling (10 H. & C. 22; 4 Cas. & P. 57; I W. P. C. 493) tl1e 
patent rein ted to a shPnr:ng mnchine in which tho novelty consiste<l in shearing 
from list to list. It was prc.ved at the trial that a similar machine had been made 
previously to the patent, which wns tried by 11 person called on behalf of the dt'fon
tlant, but he cli!l not think it answered, and soon <liscontinued the usc of it. It was 
nl8o proved that a model hnd been sent over from America and shown to a fow 
person~, but no machine wa8 made from it, and also that 11 Rpecification Iwl heen 
Lron~ht over from America nnd two persons employed to make 11 machine from this, 
whit-It, however, wns never c"mpleted, so thnt, Lelbre tlte patentee's no mnchine was 
pnbliclv known or used in this country for shearing from lbt to list, J,urd Tenter
den, c.:J., dire1·ted the jury that if it could be shown that the patentcc•s luul seen the 
model or spec·ificatinn, that might answ~r the claim of invenhon, but there was 110 
evidence of that kind, an<l he left it to the jury to sny whether the mnchino hat! 
been in public usc and 1•pemtion before tho patent was granted, nnd they found th;~t 
it had not. 

On t\ motion for 11 rule nisi for 11 new trial tltis direction of J,orJ Tentcrden, C.,J., 
wns npproved of. D>n·Iey, .T., mying: "If I make a <liscnvcry nnd t•m cnnhlecl tu 
prmlncc an effi·ct from my own experiments, judgment, and skill, it is no oltjection 
that some one 1•lse had mnclc a similar discorcry by lliH mind, unless it has becomu 
public. So if I intro<luce n disco,·er.v bo11tl fide maclt', 1 may have a patent for it, 
though a person might bnve receivc<l previou~ly a communication from abrond which 
would have ennbled l>im to have nwlu thr machine." 

Jr, Jleat!t v. Smitlt (2 W. P. C. 268), it wns provc<l that the process includetl in 
the t•lnintilrs claim had been practised b.Y five mmtufiwturers in the course of' their 
trade before tho dnte of tho yntent, and, that whilst two of these mnnnfnctnrers hac! 
kept tho process 11 ~ecrtt nm the other tluee had ~mctiscd it O}Jcnly, it wns nnt 
generally known till tho plaintitl'stnted it in his spectficntion, 'l'hn l:onrt of Queen's 
ilench helcl tl111t thet·e hml been a puLiic usc of tho process and that tim patent was 
COJJSC!(IICntJy invaJicJ. 

' 
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jf tlJero be a complete anticipation, by prior use, the aban
donment of it is nothing, yet when it is a question whether 
there really was a machine perfected in accordance with the 

• 

alleged invention, the fact that it bad never been used for a 
uumber of years before the patentee took out his patent is 
most material, as leading to the conclusion that that which 
was made many years ago was not a machine in accordance 
with the invention.(m) 

107 

• 

Au inventor who, before applying for a patent, uses l1is Prot~ctipu oil 
• • • • npphrntzou for 
mventwn m such a manner as to convey to the pubhc a pntcut. 

knowledge of it, or allows it to be used by the public, will 
thereby render his patent just as invalid on the ground of want 
of novelty, as if a prior public use and exercise by persons 
other than himself were shown to have existecl.(n) But after 
the inventor has sent in his application for a patent, and the 
same l1as been accepted, and before the patent is sealed, he is 
justified in using the invention in public, and will not by such 
use render the grant void, but he is not entitled to use, in con-
nection with the apparatus manufactured according to the 
invention, the word "patent," until he has obtained the seal of 
the l'atent 0 ffice.( o) 

The combined effect of Art. 4 of the International Conven- Foreign 
. d , . npplicnut, 

tlon of I 8 8 3 ,(p) an s. I o 3 of the .t:~.ct of I 8 8 3 Is to protect 
any person who has duly registered an application for a patent 
in any of the States of the U uion during a period of seven 
months from the date of such application against the ordinary 
consequences of publication of the invention in this country. 
Such a person has a right of priority to a British patent at 
any time before the expiration of such period of seven mouths 
from the date of his application in tl1e foreign State, notwith
standing that in the meanwhile the invention may have beell 
published in this country. 

It is submitted that the pel'iou of seven months, during 

(111) Per J.ord Droughnm, Tlw Hou~c· 
hill C:o. t>. Ncil~nn, I W, J>. U. J 3; 
Tnngnc "· Rtott, W. N. 1866, p. 68; 
l\lurgnll v. Wintlovcr, 5 P. 0. ll. 303 ; 
1\ ing, Brown & Cu. 1•. Anglu-Americ·nn 
Bru.h Vo.,6l'. U.ll. 414; 1'1'·97, gSante. 

(11) p. 88 ante. 
(o) 46 & 47 Viet. c. 57, ~s. 14, 15; 

lluw oil the~ prosecution ol' Cr-ow v. 
Wallis, 3 l'. 0. li. I ; ll. r. Cmmpt•m, 
3 !'. 0. ll. 367. 

lJ>) Awcutlix. 
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which protection from publication is afforded to the in veri tor, 
dates from the first application in one of the States of the 
Union, and not from the last of several applications in different 

• 

States. 
• 

If an inventor desires to exhibit at an industrial or inter
nil.tional exhibition an invention for which he l1as not applied, 
but intends to apply, for protection by letters patent, he can do 
so without thereby rendering his subsequent patent, if obtained, 
nilll and void by proceeding under s. 39 of the Patents, &c., 
Act, I 883, and Rule I 5 of the Patent Rules, 1890. The 
section of the Act referred to enacts that the exhibition of 
an invention at an industrial or international exhibition, certified 
as such by the Board of Trnde, or publication of any descrip
tion of the invention during the period of the holding of the 
exhibition in the place where the exhibition is hclll, or the usc 
of the invention ,{uring the period of the holding of the exhibi
tion by any person elsewhere, without the privity or consent 
of the inventor, shall not prejudice the right of the inventor, 
or his legal personal representative, to apply for, and obtain, 
provisio,lal protection, aml a patent in respect of the inventiou, 
or the validity of any patent granted on the application, pro
vided that both the following conditions are complied with, 
namely : 

(a) Tl1e exhiLitor must, b&fore exhiLiting the invention, 
give the Comptroller the prescribed notice of his inteu
tiou to do so ; 

(b) The application for a patent must be made before or 
within six months from the date of the opening of the 
exhiLition. 

Rule I 5 of the ratent Rules, I Sgo,(q) provides that the 
inventor shall give to the Comptroller notice in writing of his 
intention to exhiLit, publish, or use the invention, as the case 
may be, and for the purpose of identifying the invention in the 
event of an application for a patent being subsequently made, 
the applicaut shall furnish to the Comptroller a Lrief descrip
tion of his invention, accompanied, if necessary, by dt·awings, 

(r/) ~cc Appcllllix. 
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and such other information as the Comptroller may in each 
• • • case reqmre. 

The fact of an inventor having kept his invention secret, Dolrty in 
• • 11111kiu~ nppli-

after It has been brought to completiOn, does not, at any rate cation is uu-

if there has been no profitable use of it,(1·) deprive the Crown dusirnblo. 

of its right to grant a patent on the application of such 
inventor,(s) but delay on the port of the applicant is extremely 
undesirable, because it is always possible that some one else 
may make an application first, and so get a prior right to a 
patent.(t) 

If an im·entor manufacture and offer for sale an article llf:mufncturo 

d . d . h ] . . . b f l ] f I . fnr salu is pub-mn e m accor ance w1L ns mventwn e ore t 1e t ate o ns licntiou; 

patent, even though no sale actually take place, he will thereby 
publish his invention and deprive himself of any right to 
become a patentee in respect of it.(1t) 

The sale of a single specimen of a patented article before tlJC 
date of the patent is sufficient to render the grant null and 
void,([IJ) though the sale was for export,(y) or as au experiment 
to ascertain whether there would be a demand for the article.(z) 

But if the article does not on the face of it show the manner hut not if 
· ] · } · ~ • b 1 b d I h I nrticlu doPR m w uc lit was mac1e, It may e c ou te w 1et er sue 1 a manu- nut show tho 

f 1 . f I ld d . l . . numuer of its acture anc offermg or sa e won epnve t lC mvcntor of Ius manufnctum. 

right to a subsequent patent for the process of manufacture,(a) 
and the bare fact of the article having been made before the 
patent was obtained would not alone render it bad.(b) 

It has been held that when delay has arisen in the granting Deln): in 
. • gmutmg 

of a patent from causes over winch the patentee had no control, patout. 

the manufacture by him of articles made according to, and before 
the date of the patent, for sale after the seal of the Patent Office 
has been obtained, will not vitiate the patfmt.(c) 

(r) Sec pp. III-IIS,post. 
(s) Bentley v. l!'lcmmg, I C. & R. 

587 ; llown11m v. 'l'aylor, I W. 1'. C. 
293· . 

(t) Hancock v. Somcrvcll, 39 New· 
tou, L. J. I 58. 

(u) OxleJ v. Holdt·n, 8 C. D. N. S. 
666; Wood 11. Zimmer·, I Holt, N. 1'. C. 
57 ; I W. P. C. 44 ; 1\for~an v. Sea
ward, I W. P. C. I94; 1\Iullius v. Hurt, 
3 Car. & K. 297 ; LiHtcr v. Norton, 3 P. 
u. n. I92, 207. 

(a:) Iloniball ·n. Bloomer, 2 P. 0. n. 

I99; Germ 1\Iilling Co. v. Robinson, 
No. 2, 3 P. 0. It 399; Hollins v. Cap· 
per, 5 l'. 0. H. 289. 

(y) U:u·pcutcr v. Smith, I W. 1'. C. 
541. . . 

(~) Lister v. Norton, 3 1'. 0. R. 207.' 
(a) Secpp. III-II5,JIOst,· Hnncock v. 

Somnrvcll, 39 Newton J,. J. I 58. 
(b) Ilmn111h v. Hnrdcastlc, llolroyd,Sr; 

J.ewis v. 1\lnrling, 4 0. & 1'. 57 ; Jlloss v. 
1\JalingH, 3 1'. 0. H. 378. 

(c) Betts v. 1\lenzics, 4 Jnr. N. S. 
477-
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The loan of an article for the purpose of experiment 
before the application of a patent in respect of it may not 
amount to publication sufficient to avoid the patent wlwn 
obtained. 

Thus, in Bentle,1; v. Flcming,(d) it appeared t1utt a machine 
manufactured according to the invP-ntiou l1ad, before the date of 
the patent, been lent b.v t.he patentee to a friend for the purpose 
of trial, and thaL the machine was fixed in a room in a mill to 
whk:h workpeople had access. Cresswell, J., who tried the case, 
lwld that the machine having been merely lent for the purpose 
of testing it, the use of it did not amount to a publication of 
the invention. 

In Jllotgan v. &awanl,(e) the Court of Exchequer thought 
that the manufacture of two pieces of machinery for a person 
connected in business with the patentee, under an injunction 
of secresy and their user abroad, might not be such a publica
tion as would vitiate a subsequent grant. 

When an article has been manufactured and sold in England, 
even though it be manufactured and sold expressly for exporta
tion abroad, the article l1as been published, and a subsequent 
patent for it will consequently be bad for want of novelty ; but 
this must not be taken to mean that if a man abroad employ 
an agent in England to see if he can get an article manufac
tured according to a particular model, not with a view of making 
it public at all, but with the object of taking out a patent. for 
it himself, he is therehy disentitled to the invention after
wards, because he employs a workman to assist him in it ; or 
that if he had failed entirely some other man might not 
n~<1ke the invention in England.(!) 

It has been held that the prior user of an invention in a 
colony forms no legal bar to t.he granting of a patent for the 
same invention in this country.(!./) 

l'Pcnninry 'Ve have now to consider the question whether the fact of 
}>rufit by secret • • 
user. an iuventor havmg made pecumary profit by a secret user of 

his invention before the date of a subsequent grant of letters 

(d) I C. & H. 587. (e) I W. P. C. 19~· 
(f) Per I..ord A Linger, C. B., in Cnrpcntcr "· Sruitl1, 1 ". P, C. 536. 
(y) Uulld v, !Hanes, J,. R. 19 Ch. D. 268. 
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pa~ent, will render the grant invalid on the ground of want of 
novelty. 

This question has never been judicially decided, though Erie, 
J., is reported, in Heath v. Smith,(h) to l1ave given expression to 
the following obite1· dictmn : " If one party only had used the 
process, and had brought out the article for profit, and kept the 
method entirely secret, I am not prepared to say that then the 
patent would have been valid. And in Tlw Ge1•m ~.llilling Com
pany, Limited, v. Robinson,(i) the plaintiff elected to be non
suited, on his own evidence of prior user of the invention, the 
validity of which was in contest, and did not take up the position 
of such prior user being secret. 

The above remarks of Erie, J., must, from the context, be 
assumed to refer to a user by a person other than the patentee, 
and so do not directly bear on the question now under con
sideration. It is submitted, from the first principles of the 
11atent law, that there does not appear any reason why an in
ventor should not be capable of receiving a grant of letters 
patent from the Crown at any time before l1e l1as disclosed his 
invention to the public and enabled them to practise it for them
selves. The bargain between the patentee and the Crown(/.:) 
is, that the former discloses his invention and the manner in 
which it is to be performed, in exchange for a patent for a 
limited period from the latter, and it is evident that the paten
tee is capable of carrying out his part of the bargain whether 
or not he has derived profit from what has hitherto been a 
secret use of the invention. 

The argument( l) that the }Jatentee by keeping the invention 
secret and making }Jrofit by its use before applying for a patent, 
would thereby obtain a monopoly longer than fourteen years, 
or thP. usual duration of the grant, is not nt all conclusive ; for 
it must be remembered that the Crown offers patent grants as 
rewards for the disclosure of useful inventions and the means 
of performing them, for the public good, and it does not go 
into the past history of the inventor and insist on his having 
made the discovery within any fixed time prior to his applica-

(/1) 2 W. P. C. 278. 
(k) p. 86 a11te. 

(i) 3 P. 0. R. 254. 
(l) 1\brgun t•, Scawnr1l1 1 W. J>. C. I94· 

Ill 

• 

• 
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tion, but merely requires that it shall be a new manufacture 
which others shall not use.(m) -

Th~re is IL . There is a considerable difference between the patentee using 
diPtinction , , 
between secret the subJect of the patent, i.e., the art according to winch the 
uses by the • • • 
bl\tcntce nnd result IS produced,(n) and Its bemg used by others. More-

Y othe~s. over, the bare fact of an article having been made before a 
patent for its manufacture is obtained, does not alone render 
the grant void,(o) and it would be absurd to hold that profit 
would render public that which otherwise would have been a 
secret use, though of course the fact of profit having been 
derived woultl no doubt influence the Court against· the con-

Importation 
of 1111 articlo 
mado nbruad, 

tention of secrecy. 
A question closely connected with the above is, will the 

publication in this country of an article made au1·oad be a 
publication of the im:cntion by the exercise of which the article 
was made ? If the article made abroad shows on the face of 
it how it was made, its sale in this country is a publication of the 
invention (p) but there is authority for saying that such will not 
be the case if the article does not show on the face of it how 
it was made. In Hrtncocl;; v. Some~"vcll (q) it was sought to 
upset Hancock's patent for improvements in the preparation of 
caoutchouc consisting in combining sulphur with it, and thus 
rendering it elastic at all temperatures. The evidence estab-

• 

lished the fact that shoes had been imported from America 
made of caoutchouc which on analysis was found to contain 
sulphur as well as oxiue of lead and other ingredients. Prior 
to the plaintiff's patent samples of caoutchouc prepared by 
sulphur were sent to England l)y one Goodyear of New York, 
and were shown to Hancock, but the secret of their manu
facture was not communicated to him, It was attempted to 
negotiate a sale of the invention to Hancock, but this was 
never completed. Goodyear's agent left the samples with 
Hancock under the impression that it would not be possible 
for him to discover the secret of their manufacture. As the 
result of experiments, Hancock, ho\\'cver, discovered that 

• 

(m) 21 .Jac. I. c. 3, s. 6. (n) p. 24 ante. 
(o) Rramah v. Har,JcaRtle, Holroyd, Sr ; I W. 1'. C. 44· n. 
(11) ,Jcn•cn "· Smith, 2 P. 0. H. 249. (q) 39 Ncwt01•, L .• T., 158. 
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sulphur made caoutchouc elastic· at all temperatures, and he 
then obtained his patent for his method of manufacturing it. 
Williams, J., directed the jury to say whether, supposing the 
shoes to have been manufactured in England, they could have 
been made 'vithout injuring the plaintiff's patent, and made usc 
of the following words : " The defendants do not deny that 
Hancock is to be considered the inventor, notwithstanding 
Goodyear had previously made the discovery, provided tl1e in
vention had not been published or in use in this country before 
the date of the patent. The defence consists of this : not only 
had Goodyear discovered the invention first, but also that the 
invention l1ad been substantially published and was in use:
not in secret use, but in public use before the date of the 
patent; tlwt the material being in public use, the ready means 
of the invention were also necessarily before the public; because 
it is said the article presented in itself such means of know
ledge to the public as to enable any one of ordinary competence 
to reproduce the article. If you should be of opinion that the 
material was in use before the date of the patent, then the 
question resolves itself into this : What is your opinion as to 
whether the publication of the material was substantially a 
publication of the invention ? If you should find that the 
material was in public use, but that notwitl1standing the in
vention.remained still a matter to be discovered, in my opinion 
the plaintiff's case would not be aflectccl by the circumstance of 
the material being in public use. If, on the other hand, you 
should think not only that the material was in public use (and 
I should lwre say that I do not think it is necessary tl1at tlw usc 
should be actual sale if it were in public usc it need not be 
sold ; it would be sufticicnt, for instance, if it were in use, 
handing about the country for the purpose of attracting 
customers) : if you slwuld think, also, tlutt the material 
being so in use it was so pal}Jable how yon could make 
it wlwn you got the material, that substantially the disclosure 
of the material was a disclosure of the means of maldng 
it ; if you do not think that, then I think the plaintiff's case 
is unafl'cctctl by tlJC circumstance of tl1e material being before 
tlw public in the way I l1avc been describing." The Jmy 

11 

• 

113 

• 



, .. , .... , •' .. , .... ·''· . .· ·. : . . ·"· •' ,.•' ', ... 
' . . : ' . ' . - ·. . ..... ,,._ . ' . .. • • • • 

:~;·, ... 11i' 
' '· ' !.... • • • 1 • 

• --• • • 

• 

·' 
' • 

• 

LETTERS PATENT E'OR INVENTIONS. 

found a verdict for the plaintiff, and his patent was ac
cordingly upheld. 

Publicn.tion by Besides the different ways heretofore indicated, a knowledge 
documents. 

Chl'mical 
iuvcutious. 

of an invention may be made the property of the public, so as 
to render a subsequent patent for it void on the ground of 
want of novelty, by a description of it being contained in a 
printed or written book or document or specification published 

• 

in this country in such a manner that the public have access to 
it, and may therefore be presumed or assumed to have <l know
ledge of its contents.(?·) 

• With reference to the publication of a chemical invention it 
is to be remembered that there are two distinct forms of 
literature on the subject: the systematic scientific literature, 
and the technical literature ; and the distinction is one very 
important to be bome in mind in dealing with such patents, 
since publications having reference to chemical science will he 
studied by scientific ' chemists, but speaking generally such 
publications arc not sought after and studied hy the practical 
working chemists.(s) · · 

!''orcigu book~. It has been held that an invention is puulishcd if a descrip-
tion of it is contained in a foreign book which has been 
circulated in England,(t) in such a manner that some English 
}Jeople may be fairly supposed to lmow of it,(1t) whether the 
foreign book be in a foreign language or English ;(x) but it 
would appear that if the foreign book is in a remote language 
with which vury few English }leople would be acquainted, it 
will not amount to such a publication as would vitiato a 
subsequent patcnt.(y) 

Publication in a foreign book, only four copies of which 

(r) Rex v. Arkwiight, I W. 1'. C. 72; 
IImhlart v. Grimshaw, I ,V, 1'. C. 86; 
Jones v. Berger, I W.l'. C. 550; Cornish 
v. Keene, I W.l'. U. 507; Hcurtcloup's 
l'ntcnt, I W. 1'. C. 553; Dobbs v. l'cnn, 
3 Exch. 427 ; The Honschill Co. v. 
Neilson, I W. 1'. C. 673; l'limpton v. 
l\Inlcolmson, L. U. 3 Ch. D. 53 I ; !'limp
ton v. Spiller, f,. R. 6 Uh. D. 412 ; 
Lnwrcnccv. Perry, 21'. 0. H. ISO; t: uilctl 
1Iorsc8hoe and Nail Co. v. Stcwnrl, 2 
P. 0. H. 122, I33; Harris v. Ilothwcll, 
L. H. 35 Ch. D. 429. 

(.~) l'cr llaggalluy, L,J., DutliHchc 

• 

Aniliu und Soda FnLrik v. LcYinstcin, 
L. H. 29 Ch. D. 384. 

(I) Heg. ''· ~cine, 40 Newlun, J,, ,J, 
7 I ; Tho United 'l'elcplwnc Co. v. llnrri
son, I,. H. 21 Ch. D. 720, 

(11) IInrris v. Uothwcll, L. H. 35 Ch. 
D. 429: remarks of Culton ami J,iudlcy, 
L.J.J. 

(x) I.aug v. Gisborne, 31 Ilea\', 133; 
United 'l'clephono Co. v. llurrison, ],, H. 
21 Ch. lJ. 720; Otto 11, Steele, I,, H. 31 
Ch. D. 241; llm..-is v. Hothwcll, L. H. 
35 Uh. D. 416. 

(y) Harris v. Uothwcll, L. It 35 Ch. 
D. 426 . 
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• 

were sent over to tl1is country and exposed for sale (only one 
copy of which was actually sold), has been held sufficient to 
vitiate a patent.(z) 

Illi 

In order to invalidate a patent on the ground of prior pub- Not ncccs-

1. · · b 1 d · · snry to show tcatlon m a oo \: or ocument, 1t 1s not necessary to show thnt patentee 

tl t tl II d , d l . k I d h . actually got 
1a 10 patentee actua y er1ve us now e ge of t e mven- his iufomm-

t . f } ' b k d t • t • • m • tiOU from IL 1011 rom sue 1 pr10r oo • or ocmuen ; 1 IS q mte su JCICn t book or tlocu-

to show that the prior book or document was open to public mont. 

ins1Jection before the date of the patent.(a) 
Thus, whore an American book was kept in a private room 

at the Patent Ofiice, and not· entered in the donation book or 
in the Catalogne,(b) it was held that there was not sufl1ciont 
publication to upset an English patent.(c) Again, the fact that 
a :French book containing a description of au invention was 
mentioned in catalogues distributed in this country was hchl, 
in the absence of any proof that a single copy of the French 
book had over been brought to this country, to be no publica
tion of the invention.(d) If, however, the foreign book or 
document is catalogued, and in a library to which tho public 
l1ave access it will amount to a publication of the invention 
though only one person has seen it,(c) or it is the only copy 
accessible to the puhlic.(f) 

The question wltcthcr a particular document has really :M:!If"r of 
CVItll'UCC 

become part of the stock of J.HtlJiic knowledge or at auy ratu · 
part of the knowlctlgc of that portion of tho public interestctl 
in tho invention, is in every case a matter of cvidcnce.(y) In 
the words of Tindal, C.J. : "The existence of a single copy of 
a work, though printed, brought from a depository where it has 

long been kept in a state of obscurity, would afford a very 
diflerent inference from the production of an cncyclopaxli:t or 
other work in general circulation. The question will be 
whether, on the whole evidence there has been such a. publica-

(.:) T.aug 11. niHhnrnc, 31 ll!•av. 133· 
(u) Stead t'. Williams, 2 \\', 1'. V. 

l.p. 
(I•) l'limpton r. l\Ialcuhuson, L. 1:. 3 

Ch. D. 531. 
(c) Sco l'lillljllon ''· Spiller, L. H. 6 

Ch. ll. 412. 
(rl) Otto t•. Steel, J,, H. 31 Ch. D. 

241. 

(t•) Harris 11. llothwcll, L. H. 35 Cl1. 
ll. 426; 31'. 0. 1!. 383; 4 1'. t ). H. 225. 

(f) United 'l'clcphunc l'o. ''· Jlarrisnn 
L. H. 21 Ch. D. 721, 731. 

(a) Th,c llouschill Co. ,., Neilsvn, 1 

W. 1'. C. 673; Stcml "· Willimu~, 2 \\'. 
1'. L'. 137; Htcad ''· Au!lcrsun, 2 \\'. 1'. 
C. 147 : I'Jimptou t', l\Ialcolmsuu, 1 .. 1:. 
3 Ch. D. 531. 



116 

Plimpton t', 
Mnlcohuson, 

'L't·nus uf art. 

' 

L1JT1'ERS PATENT FOR INVENTIONS. 

tion as to make the description a part of the public stock of 
information."(h) 

In Pli1npton v. llfalcolmson,( i) the facts proved were that a 
copy of a book published in America containing a short de
scription of the invention forming the subject of the patent in 
ciispute, was sent over to this country before the date of the 
patent, and placed in the library of the Patent Office, but it 
was not entered in the catalogue of the library, and was not 
placed on the shelves of the room to which the public had access, 
but in a private room ; and it was also proved that the book did 
not \:lOme to light till ten years or more after the date of the 
:iJ<,tcnt. Under these circumstances, J essel, M.n., held that 
there had not been such a publication of the invention as would 
deprive the man who first made it known in tl1is country of 
that merit -the only merit so far as an importer is concerned.
wltich consists in making known a useful invention to the puulic. 
This decision was, in a subsequent case(/.:) upheld by the 
Cumt of Appeal. 

It is not always possiule to predict of two documents which 
make usc of terms of art ·ipsis:;imis 1:crbis the same, that they 
describe the same invention, if they were composed at difl'erent 
periods. :For it must not be forgotten that terms of art are 
lial.Jlc to constant chm1ges of meaning during the }H'06'1'ess and 
llevclopmcnt of any particular department of science, and there
fore in considering whether a description in an earlier published 
IJook or document is really the same as that in a later specifi
cation, it must be carefully ascertained that the terms of a1·t 
used in the two denote the same thing. In the words of Lord 
·w cstl.Jury: " Even if there is identity of language in two speci
Hcations, and (remembering that those specifications describe 
external things) even if the language is ~·crll((tim the same, yet 
if there arc terms of art found in the one specification, and also 
terms of art found in the other specification, it is impossible to 
predict of the two with certainty that they describe the same 

(It) Stcatl 11. Williams, 2 W. 1'. C. 
143 ; l'liuapton v. Malcohuson, h ll. 3 
Uh. D. 531 ; .J m~, ;ment ot' ,Jesse!, lii.U., at 
p. 561, aut\ hisc:tplanatitm ofthutliclum 
of Homifly, .:U.H., iu J,aug v. Uisuonw, 
31 Beav. 133 ; o.ce alsu J>Iimptuu "· 

Spiller, L. ll. 6 Ch. D. ~r2; Von Jlcy
t!cn 11. Neustadt, 50 J,. ,J, N. S. Ch. 
126; United Telephone Co. v, llnnison, 
I,, ll. 21 Ch. D. 720. 

(i) L. It. 3 Ch. D. 531, (k) l'Iimp!nu 
t·. Hpillm·, L.lUi Ch. D. 412, 
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identical external object, unless you ascertain that the tm;ms of 
art used in the one have precisely tl1e same signification, and 
denote the same external objects at the date of the one speci
fication as they do at the date of the other."(l) 
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Though there be user of an invention during the perioc1 of Pl·o,·iAional 

provisional protection, an abandoment of the provisional spccifi- ~twcilicatinns. 
cation will not amount to a publication of the invention, which 
may form the subject-matter of a subsequent patent.(1n) 

If, however, the provisional specification has been publislwd, 
a description of an invention contained in it will invalidate a 
sulJsequcnt patent, though it turns out that the prior patent, in 
respect of which the provisional specification was filed, is void.('n) 

Thus, in Lister v. Norton,( o) the facts were those : the plaintiff, J.istcr ~'· 

l J 88 fil l , . l 'fi . f . Norton, on 24t 1 une I o, ec a proviswna spcm catwn o an m· 
vention for "improvements in the manufacture of pile fabrics 
in imitation of sealskin and other similar fabrics." This speci
fication was abandoned by the plaintiff, and on the 2 I st 
.Tan nary I 8 8 I, he filed a second provisional specification of an 
invention for ''improvements in the manufacture of velvets 
and of pile fabrics in imitation of sealskin and other similar 
materials." On the 21st July I 88 I, he obtained a grant of 
letters patent on his provisional specification of 2 I st January 
I 8 8 1, The invention claimed consisted in a new combination 
of materials for use in the manufacture of the fabrics referred 
to the employment of a mixture of mohair and silk in tho 
raw state, combined and blended before spinning. It was 
l10ld that, assuming the invention in the two provisional 
specifications to be identical, the abandonment of this first pro
visional specification did not avoid the patent which was granted 
within the period of six months from the date of the first 
provisional specification, even if actual user during the currency 
of the first provisional specification could be shown.(11) 

A prior description which has become the property of the Description of 

bl• f I ' b' • tl 1 tl t ] • n mnchinu Ol' pu lC o a mac une or com matwn, · wug 1 10. · mac nne or combiuntiou 

(l) llctts 1•. 1\Ienzics, 10 II. L. Cns. 
152. 

(m) 48 & 49 Viet. c. 63, R. 4; Oxley 
1'. Holden, 8 U. B. N. S. 666 ; Lister v. 
Norton, 3 r. 0. ll. 199· 

(n) Sec Kaye v. ChuLh, 5 P. 0. H. 6.p, 
648· 

(o) 3 r. o. n. 199· 
(J•) HPc a'~o Oxley ,., lluhlrn. S \'.II. 

;.; . H. (i(i(i ; 30 L. ,J. c. l'. 68 ; :-;!OI!Cl' 1', 

Tnd<l, L. H. 4 l 'h. J >. 58. 
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combination has never been actually made and publically 
used, will render a subsequent patent for that machine ot· com
bination bad both on the ground that the patentee is not the 
true and first inventor, and because the invention is not ucw.(q) 

As has been shown, the subject of a patent is really the art 
of producing the new and useful result,(?') and it is not 
necessary to avoid a patent that the art should have actually 
been put in practice i.e., the machine, for instance, made by the 
exercise of it, need not have been constructed, provided that the 
public are, at the date of tl1e patent, in llossession of full and 
sunicicnt information to enable them to produce, without the 
exercise of further iuvention, the result claimed by the 
patcutee.(s) The question whether a description has really 
become the property of the public so as to vitiate a subsequent 
patent is therefore always one of evidence, when that description 
has not been acted upon and no machine made in accordance 
with it.(t) 

Lord Blackburn, in the House of Lords,(1t) pointed out that 
in order to vitiate a patent on the ground of want of novelty 
it is not necessary that the invention should be used by tl10 
public as well as known to the public. If the invention and 
the ~ 1orlc in which it can be used has been made known to the 
puJL•. by a description in a work which has been publicly circn
latetl ('c) or a specification duly enrolled,(y) it avoids the patent, 
though it is not shown that it ever was actually put in use. 

If the document relied on as a publication contain mcl'cly ct 

SU[J[Jt'slion of the invention, it will be immaterial to the novelty 
of a subsequel!t. patent, which will only be upset on the ground 
of prior publication, if the document contain a description 
which is "uch that the invention could be easily canied out 
from it.(z) 

(11) Frenrson v.Loe, L.R. 9 Cl1. D. 62. 
(r) p. 24 ante. (s) p. 88 ante. 
{I) Humpherson v. Syer, 4 P. 0. R. 

407; Tickclpenny v. Army & Nnvy Co
opemtive Society, Ld., 5 1'. 0. R. 405. 

(u) Patterson .,,, Gns Light nnd Coko 
Co., L. U. 3 App. Cas. 239. 

(x) Stead 11. Willinms, 7 l\1, & G. 
StS, 842 ; 2 W. P. C. 141. 

( '!) llu~h 11• Fox, 5 H. L. Cns. 707 ; 
llet'ts v . .:\lenzics, 10 II. J,, Cas, 117. 

(::) Woodcraft's Pntent, 2 W. P. C. 
23; Dotts ''· lllonzies, 10 H. J,, Cas. 
117; Iletts v. Do Vitro, 11 L. •r. N. S. 
445; Von Hoyden v. Neustadt, L. R. 14 
Uh, D. 230; 50 J,, J. N. S. Uh. 126; 
Stoner v. 1'odd, L. U. 4 Ch. D. 58; 
l\foseley v. Victoria Rubber Co,, 4 P. 
0. U. 252; Drny v. Gm,lncr, 4 1'. u. U. 
405; Hnslnm v. llnll, 5 1'. 0. R. 19; 
Ehrlich v. Ihlcc, S P. 0. ll. 4~0 ; 
'l'hompson v. American llraidcd Wiro 
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In Otto v. Linfm·d (a) a prior specification was relied on as Otto •.• 

bl. t' f tl . . 1 . d b Ot ll J LiufoJ·d. a pu tea IOn o 1e mventwn c atme y to. rett, L. ., 
said that the question to be considered was whether the prior 
specification, fairly read by a person conversant with such 
matters, would give a reasonably clea1· description of the latter 
invention. In other words, supposing it to relate to a machine, 
would it give such a reasonably clear description of a machine 
that would accomplish what the machine of the later inventor 
effected. 

• 
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In Stonc1• v. Todd,(b) it appeared that a certain provisional Stom•r r. 'l'ml!l. 

SllCcification contained a partial description of a piece of me
chanism which was not mentioned in the corresponding complete 
specification. A subsequent patent was taken out for the piece 
of mechanism, and this was held not to be invalidated by the 
incomplete description in the prior provisional specification. 

In the words of Lord Westbury : "An antecedent specification J?rior ~pcciliPa· 

1 b h 11 b . . . f b d. 11011. ong 1t not to e e ( to e an antiCipatiOn o a su sequent IS-
covary, unless you have ascertained that the antecedent specifi
cation discloses a practicable mode of prodtiCing the result which 
is the effect of the subsequent discovery ;(c) and in the language 
of Lord Wensleydale, 'the mere production of a notion that a 
particular article might be made, without any information or 
means of knowledge communicated to the public, does not 
prevent a subsequent first inventor of those means from taking 
out a !latent.' "(d) 

A drawing alone which has been published so as to become Dmwin:r. 

the property of the public is quite sullicient to invalidate a 
subsequent patent, if the drawing is intelligible to machinists 
and enables them by its aid alone to make the maclline iiuli-
cated ;(c) and a description that will enable competent workmen 
to carry out an invention will vitiate a subsequent patent for 
that invention, even though at the time of the prior descrip-
tion no one could use the machine made according to the 

Co., 6 P. 0. R. 518; Winby v.l\fnnclws· 
ter, &c., Steam 'l'ramwnys Co., 61'. 0. H. 
359; Shaw 11. Jones, 6 P. 0. H. 336. 

(a) 46 IJ. T. N, S. 35· 
(b) h R. 4 Ch. D. 58. 
(c) Betts 1•. Menzies, 10 II. L. Cns. 

154; sec also Wootlcraft's Patent, 2 W. 
1'. c. 23· 

• 

(rl) Betts 11. 1\fcnzies, ro II. I,, Cas. 
157; sec nlsr 1\Iuutz v. Fosler, 2 \\'. 1'. 
C. 105 ; Galloway v. Dlmlcn, 1 W. 1'. 
C. 521 ; 'l'homsou v. Dntty, 6 1'. 0. H. 
8-J. 

(.-) Ilerr!Jn,·g-~r 1': Sqnin•, 6 1'. 0. H. 
191· 
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description, provided that its use is indicated in such descrip-
tion.(/) · 

If a prior description when completely carried out results in 
tl1e production of an impracticable and useless machine, it will 
be no anticipation and publication of the result arrived at by 
n. subsequent inventor when that result is both practicable and 
uscful.(r/) 

.An invention may be anticipated partly by one prior publi
cation, anti partly by another, so that in the result the whole 
invention may have been previously published. It is not, how
ever, allowable to take a mosaic construction of previous publi
cations, and thereby deny the want of novelty in an invention, 
which consists in the construction of a whole, the component 
parts of which have never before been put together in the manner 
Rhown by the subsequent inventor.(lt) 

Two ot· more documents which arc public lmowlcdge, and 
which indicate discussion, invention, or uiscovery in the same 
line may be honestly taken together and form a publication of 
a snl.1sequent alleged invention; but it is not allowable, for the 
pnrpo~e of showing the publication of a. combination, wl1ich has 
never in fact existed or been dcscribecl prior to the time the 
patentee discloses his invention, to piece together llarts of prior 
documents which describe things now found to be useful, lmt 
which wet·c never before intended to be put in combina
tion.( i) 

,James, L .• T., delivering the judgment of the Court of Appeal 
in Von l!t·yrlm v. Ni·u.strult,(l.:) and commenting on a number 
of extracts and papers relied on as evidence of the prior publi
cation of the invention which was the subject of the action, 
said : "·we arc of opinion that if it requires tl1is mosaic of ex
tracts from annals and treatises spread over a series of years to 
prove the defendant's contention, that contention stands them by 
self condemned. . . . . And even if it could be shown that a 
patentee had made his discovery of a constructive process hy 

(() United 'rclcphonc Co. 1•. Harrison, 
J,. H. 21 Ch. l>. 720; 51 L. ,J. Ch. 705, 
ju!lgmcnt of .Tcsscl, .M.Il. 

stndt, so L .• T. N. S. Ch. 126; Young 
1'. Fernie, 4 mn: 577 ; L. n. I ll. ),, 
J6. 

(!/) l'cc P• 97, ante. 
(It) Neilson 1•. Betts, L. n. 5 II. L. 1 ; 

40 L. J. eh. 317; Von Hnydcn1•. Nru-

(i) Sec Otto v. Linford, 46 L. T. N. 
s. 35· 

(k) SoL. J. N. S. Ch. 128. · . 
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studying, collating, and applying n. number of facts discriminated 
in the pages of such works, his diligent study of snch worl\s 
woulcl as much entitle him to the character of an inventor as 
the diligent study of the works of Nature would do." 

It is to be remembered that there is no case where a new 
commercial article, consisting of a combination of 11arts, being 
produced for the first time, a separate description of any one or 
more of those parts alone has hcen held to amount to a puuli-
cation of that article.(/) 
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• 

There is a considerable difference as to the effect on the Ditrcrcnc~ 
t • f 11' t' f • t' 1 t tl 1 • between pub· ques 1011 o pu l wa wn o an mven 1011 lC ween · 1c pro< uctwn licntion by 

f 1 · 1 · t tl 1 t f tJ t t 1 I l•I'O!lnction nltt o a mac nne mal e pr10r o te < n e o te pa en , am a < ocu- mnchinn muln 

ment published hefore that date. In the former case the pro- docnm•·nt. 

duction of a machine made for n particular plll'}losc, which 
would accomplish when used results which were not thought 
of when it was made, might possibly, without any user, be an 
anticipation of n patent for the application of tlw machine 
to produce such results. There docs not appear to be any 
authority on the point, nml Holkcr, L .. T., expressed doubt upo1t 
it.(m) It seems that if the machine were used in such a way 
as to make clear to the public what it would effect, it would be 
n sufficient publication to defeat any subsequent patent for any 
such result.(n) 

In the case of n written document it is not apparent, except 
from the language thereof, what results the contemlllatcd 
machine woulcl accomplish. It is not sufficient to defeat a 
patent to say tl1at, if n maelline were made by following the 
description in a document, something in that machine would 
anticipate the invention of tliC 11atentee, unless that something 
is apparent from the description itself. When the 1mblication 
is in writing and in writing only, it is necessary to show tltnt n 
person conversant with such matters, on rending it, would find n 
reasonably clear description of the invention in the \Yriting 
alone. If it be necessary that the machine should be made in 
order that the publication may be seen, the subsequent inventor 
is not obliged, when his attention is called to a mere writing, to 

(I) Otto 11. J,infortl, 46 T,.'l'. N. S. 35· 
(m) lllitl. (n) lbitl. 
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make a machine from it in order to sec what will be the effect. 
If the document is to invalidate the subsequent patent, it must 
contain on the face of it a description of the invention.(o) 

The law requires the inventor in the specification which he 
is compelled to lodge at the Patent 011lce (zJ) to describe 
his invention and the mode of performing it in language so 
accurate and explicit, as will enable an ordinary and intelligent 
workman in the trade, to which the invention relates, to put it 
in practice. The question arises as to whether it is necessary 
that a document containing an alleged anticipation of a sub
sequently patented invention should be framed in language 
equally accurate and explicit as that which is required in the 
specification itself. In other words, will an alleged anticipating 
document, which is sufficiently accurate aud explicit to enable 
a highly skilled person to perceive without effort and perform 
the invention, though it is not intelligible to an ordinary work
man, amount to a prior disclosure of the discovery which will 
render a subsequent patent void on the ground of want of 
novelty? 

It has been held that the prior knowledge of an invention 
requisite to avoid a subsequent patent must be such a know
ledge as will enable the public to perceive the very discovery, 
and to carry the invention into practical operation.(q) Lord 
Westbury gave it as his opinion that an antecedent state
ment must, in order to invalidate a subsequent patent, be such 
that a person with ordinary knowledge of the subject would at 
once perceive and understand and be able practically to apply 
the discovery without making further experiments.(?') 

In Betts v . . Menzies (s) it was held that an antecedent de
scription must disclose a practicable mode of producing the 
result of the subsequent discovery, if the description is to be 
held sufficient to invalidate the subsequent patent. In this 
case Dobbs' specification was relied on as an anticipation of Betts', 
but it was not contended that the former would enable any 

(o) Hill v. Evnns, 31 J,, J. Ch. 457; 
4 llc G. F. & .J. 288; Betts 11, 1\fcnzier., 
10 H. L. Una. I52-154i Otto11, I.inford, 
46 J,. '1'. N. S. 44; Goulnnu v. GiLLs, 5 
1'. o. n. 535· 

(p) 46 & 47 Viet. c. 57, s. 3; sco 
Chap. V. 

(q) Hill v. EvnnR, 31 I,, J. Ch. 457 
4 Do G. F. & .T. 288. 

(1·) Hill1•, Evnn~, 31 ],, .T. Ch. 463. 
(H) 10 11. L. Cns. 152, 
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skilled person to perform tho invention. It appeared that pro· 
}Jortions and subsidiary processes not disclosed by Dobbs were 
necessary. Dobbs' was held not to be an anticipation of Betts'. 
The information given would clem·Jy not euaulo a.11,11 one without 
experiments to perform the invention, and the point of it 
being intelligible to a skilled person was not raised at the Bar. 

As was remarked by Lord Abinger,(t) many patents have 
been taken out upon suggestions contained in a celebratecl work 
by the Marquis of Worcester, and from hints and speculations 
from the same author, and his lordship seemed of opinion that 
these patents would have been good as regards anticipat.ion uy 
the .Marquis of Worcester. All the Marquis did in his writings, 
was to make suggestions aJHl speculations, not to describe per
fected inventions in language which would disclose them as such 
to any one however skilled he might be. This is a very dif
ferent thing to a description of an invention in terms that 
would enable skilled persons, thongh not the ordinary workman, 
to perceive and carry it out. 

Jesse!, M.R.,(u) seems to have been of opinion that tho effect of 
the decisions in Betts v. Ncilson,(tv) Hills v. EmnR,(JJ) and lJdts 
v. jJfcnzies,(z) was to require that the description in an antici
pating document must be equivalent to that required in a speci
fication; (ct) though, on the other hand, Grove, J., addressing a 
jury(b) expressed it as his opinion that there is not the same 
necessity for accurate description of how an invention is to be 
carried into effect for the purpose of anticipation, as there is for 
the purpose of sustaining a patent in the hands of the patentee. 

It is to be inferred from the reports of tho above-mentioned 
cases that in none of them was the description contained in tho 
alleged anticipating documents sufllcient to enable any one, 
whether a highly skilled person or a. workman of merely or
dinary intelligence, to perfol·m, without tho exercise of further 
ingenuity, the subsequently patented inventions, which wore 

{I) Carpenter v. Smith, I W. P. 0, 
530, (111 Plimpton v. l\Inlcolmson, L. TI. 3 
Ch. • 531 ; 45 L. J. Ch. 505. 

(x) 4 J,, .T. Uh. 317 ; r,. H. 5 II. I;. I. 
(y) 4 De G. F. & J, 288; 31 L. J. 

Ch, 457· 

z) IO II. L. Cns. 152. 
a) Seo also Stoner v.'l'mltl, h R. 4 

Ch. D. 58 ; Bray v. Gardiner, 4 l'. 0. 
H. 405· 

(b) Philpot ·v. Jfaulnu-y, 2 P. 0. U. 
43· 
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upheld on the ground of novelty. It is submitted that the real 
point to be considered in determining whether a prior descrip
tion is sufficiently explicit to vitiate a subsequent patent is, 
will the. prior desc:ription enable any person, witlwut tlw L~t'CI'· 

cise of invention, to carry out the alleged new discovery ? It may 
l.Je that a given prior description will enable a highly skilled 
person to perform an invention for which a patent is subse
quently taken out, whereas an ordinary workman in the trade 
would not be able to carry the invention into effect from the 
hints and suggestions contained in that prior description. If 
the highly skilled person lms to exercise any ingenuity or 
invention to enable him to arrive at the result achieved by the 
1mtentee it is submitted that the prior description is not one 
which will vitiate a subsec1uent patent.(c) 

(c) Sec Ellison 1:. Ifollnntl, 5 P. 0. H. 459; 6 P. 0. TI. 243 

• 
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CHAPTER IV. 

U1'II.ITY. 

UTILITY AT ComroN LAw 1\fEANING oF UTn.I'l'Y ComrEnCJAL 
UTILITY AliiOUNT oF U'l'ILITY U'l'ILITY OF J\IATERIAr. PAnTs 
-JMPJ!OVE.l\IENTS ON USELESS INVENTIONS. 

• 

• 

• 

1'IIEHE do not appear to be any words in tho sixth section of UtilityntUnm

the Statute of Monopolies directly implying that tho subject of mon I.aw. 

a patent must be au invention which is useful, but "utility " is 
a condition imposed by the Common Law quite independently 
of enactment. 

The Crown in excrci::;ing any of its prerogatives must do so 
for the good of the public, otherwise it would be acting con: 
trary to the law.(a) The Sovereign lms no power to clwrge 
its subjects, or abridge any of their liberties, excepting it be for 
their benefit, or in exchange for a sufficient considcmtiou.(b) 
It is evident that during the continuance of a patent, granting 
to the patentee and his nominees the sole use and enjoy
ment of the invention forming the subject of the grant, the 
public arc not able to exercise the invention without the 
licence of tho owner for the time being of the patent, even 
though they should, independently of the information contained 
in the specification,(c) make the discovery for themselves, and 
if they desire to procure the articles made according to the in
vention they are obliged to pay whatever price the owner of the 
patent right chooses to domand.(cl) The Sovereign in making 
the grant really acts ou belwlf of the public,(c) and it is there
fore only equitable that they should obtain some consideration 
in respect of the uencfit they confer on the grantee. 

(<t) Due. Aur. tit, "Prerog." (b) 2 Uol. Aur. 172, s. 20. 
c} Jl. 85. (c/) As to compulsory licences sec Chap. IX. 
c) l'er Lon! Eltlon, IJ.C., in llu1·mcr t', Plnuc, 14 Vcs. 130, 136. 
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Utility is part The subject· matter of every patent must be an art, (f) and 
of tho con- • 
siderntiou for a If such art is incapable of producing useful results in its appli-
gmnt of letters • 
patent. catwn to any of the purposes in respect of which the grantee 

claims protection, it is clear that the public can get no 
benefit from its application, and the grant will be therefore 
void on the ground that the necessary consideration for its 
support is wanting. 

Recital in . Moreover, every patent contains a recital to the effect that 
ldtcrs patont 

the Sovereign, being willing to give encouragement to all arts 
and inventions which may be for the public good, is pleased to 
condescend to the applicant's request. It is the evident in
tention, therefore, that the patentee should give as a consideration 
to the public an art or invention which is for their good, 
whereas one devoid of utility would not be. In this latter 
case the Crown would have been deceived in its grant, which 
would be void on the ground of the failure of part of the con
sideration in respect of which the grant was made,(y) that is to 
say because there was no utility in the invention.(h) 

'l'he invention It is, of course, the subject of the patent i.e., the art by the 
must !Jc useful, • f I . I I f t 1 · 1 1 1 1 · 1 

Common I.n.w 
before Statute 
of Monopolies. 

exerCise o w uc 1 t te manu ac urec artie es are proc ucec , w uc 1 

must possess the quality of utility.(i) The utility of the 
articles produced by the exercise of the protected art is 
necessarily the measure of the utility of the art itself, for an 
art incapable of useful results cannot possess this quality, which 
is essential for its protection by letters patent. 

It is required by the Common Law, iu existence before the 
Statute of Monopolies, that an invention to be .cn.pable of sub
stantiating a patent shall possess the element of utility.(!.:) 

(.f) Chap. II. p. 24. (a) Vin. Abr. Prerog. ~!·C. (/1) Cl1np. III. p. 87. 
(i) Sco Palmer v. Wa~staff, Newton, L .• T. vol. xhn.}J. 151. 
(k) It was laid down m Darcl! v. Allin (Noy. R. 182), that when !l mnn brings 

into the realm any new trade, and that for the goml of the realm, the l{mg may grant 
him a monopoly for a reasonable time " in consideration of tho good that he doth 
bring by his invention to tho commomvcnlth, otlJCrwise not." 

And again, in Sheppard's Abridgment (l'art iii. p. 6x), it was statetl tlmt tl10 
King mny for a reasonable time grant a monopoly patent lor a new trade or device, 
or any new engine tending to the furtherance of it, for the goo<l of tl1e realm. 

In a sc;1•ejitcias to repeal a patent, lluller, J., ht>ld thut it was a question for 
the jury to decide whether tho only new port of the macl!inery described in the 
specification was material or useful, and that if they came to tho conclusion thnt 
such was not the fact the patent wns void. 'l'he .iury ga\'e their verdict against 
the patent, and on tl1e motion for a new trial no objection waR taken to this direc
tion of the jndgc.(ll. v. Arkwright, Dav. 1'. C. I 38). 

In Boulton v. Bull (2 II. lll. 463; Dav. 1'. V. 162), Uookt•, J., said the public 
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As we have seen,(l) the Statute of Monopolies did not confer nc9.uisito of 
• • • • utility pro-

any new nght on the Crown, but only reserved to 1t the pnvi· served by stat-

lege which it had long enjoyed before the statute, of granting ;~Yi~!. :Mono

monopolies in res1Ject of new inventions, and the concluding 
words of the 1•eserving clause (1lt) expressly declared that such 
privileges are not to be "contrary to the law, nor mischievous 
to the State by raising the prices of commodities at home, or 
hurt of trade, or generally inconvenient." And the section con-
cludes with a declaration that grants made in virtue of tho 
power thereby reserved to the Crown, shall be ''of such force 
as they should be if this Act had never been made, and of none 
other," clearly indicating that all the provisions imposed by the 
Common Law were to be preserved wl10ther expressly mentioned 
in the Act or not. Thus the element of utility is as much a 
requisite, since the passing of the statute, as it was before it, 
for the enactment made no difference in this respect, and every 
case relative to utility decided since the statute is a fresh de-
claration of the Comu- :11. i',aw on the subject. 

Sir Eel ward Coke, c~...::. • .u1enting on the words " mischievous 
to the State by raising the prices of commodities at lwme," in 
2 I J ac. I. c. 3, s. 6, says : " In every such new manufacture as 

had a 1ight to receive a moritoaious consideration in return for the zn·otcction which 
the patent cluime<l. 

Iu Titi'IWI' v. Willlcr (1 T. R. 602; Dnv. P. C. IS I), Aslmrst, J., stated that n 
pateut would bo contrary to Ia w were it not for the advantages which the public 
ilel'ive from tho communication of tho invention. 

In lllallton v. Parl<er (Dav. P. C. 327,), 'l'homson, L.C.D., holding tho plainti!!"s 
patent void on tho ground of tho utility of tho invention havin!! failed, uonsulted him. 

ln1llanton v. J1lanton (Dav. P. C. 333\ Gibbs, L.V.J.,~Jwld that in order to 
support a right to tho a:.:cluMivo enjoyment ol' a patent, it is necessary that the party 
who takes. out a patent should show that the invention is us~ful to the public: 

In BOL'Ill v. llloore (Dnv. P. C. 399), the same learned Judge held that 1t was 
necessary that tho plaintiff' should provo that his invention was useful. 

In Iluclclm•t v. U1·imslwlo ·(Dav. P. C. 265), Ellenborough, C.J., l1eld that in 
order to support t!1o patent the invention ou~ht to bo beneficial to the public. 

In Brunton v. Hawkes (4 B. & Ald. 541 ), Abbott, C.J., put it to the jury to say 
whcthor tho invention was useful. Ancl in Russell v. Cowley (I W. 1>. C. 459), 
Lyndhurst, C. D., said that tho first CjUestion respecting the invention was, whether 
it was now and useful; and the rest of the Court concurred in this statement. 

In llill v. Tltompson (I W. P. C. 235), Eldon, L.C., concurred in the direction 
of Dallas, J., to tho Jm·y wl10 tried the case in tho Court of Common Pleas, that tho 
invention to support n patent must bo useful. Ami in Jllinter v. Wells (I W. P. C. 
129), Alderson, D., stated the same fact. Ami ngain, in .lllorqan v. Seawarcl 
(2 1\I. & W. 544; l\Im·. & H. 55; I Jur. 527; I W. I>. C. 170), tho samo learned 
judge said, that if tho invention was useful it was n subject to bo j>rotcctod by 
patent; but if it was of no uso then it was not n subject to bo prolectctl by patent. 

ln Neilson v. IIctr.forcl (8 1\I. & W. So6; I W. P. C. 33I), tl1o Court of Ex
chequer held that a machine produced according to tho inveutiou must bo boneficinl 
to the public in order that tho patent may be valid. 

(I) Chnp. I. (m) s. 6. 

' 

' 
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deserves a privilege there must be 1t?'{Jcns ncccssitas and cvidcns 
11tilitas," and that the reason why such a privilege is good in 
law is "because the inventor bringeth to and for the common
wealth; a new manufacture by his invention, costs, and charges, 
and therefore it is 1·eason that he should have a privilege 
for his reward (and the encouragement of the like) for a 
convenient time." 

Parke, D.,(n) assigned as the reason why the law requires au 
invention to be useful in order to merit protection by patent, 
"that a grant of a monopoly for au invention ·which is altogether 
useless, may well be considered as ' mischievous to the State, to 
the hurt of trade, or generally incouvenicnt,' within tho mean
ing of the Statute of J ac. I., which requires, as a condition of 
the patent, that it should not ~e so, for no addition or improve
ment of such an invention could be made by any one during 
the continuance of the monopoly without obliging the person 
making usc of it to purchase the useless invention." 

On a review of the cases it may he doubted whether the ques
tion of utility is anything more than a compendious mode, intro
duced in comparatively modem times, of deciding the question 
whether the patent be void under the Statute of Monopolies. So 
whew the evidence showcd(u) that the patent, the subject of the 
action, had never been worked, and no attempt had been made to 
ln·ing the articles, mmmfacturcd according to the method stated 
in the specification, before the public, and that the patent was 
only being used for the purpose of stopping the defendant from 
making improvements in the manufacture of candles, Pollock, 
C.B., said that in legal language it is a fraud on the law of 
patents for any person to take out a patent with a view to the 
obstruction of improvements. And again, the same learned 
judge in another case,(p) held that a patent for an invention 
which is merely to obstruct every subsequent improvement, 
which is to step in and prevent the exercise of the ingenuity of 
mankind and the introduction of other inventions adapted to 
the particular subject to which the invention may be applicable, 
could not in his judgment be supported. 

(n) Morgan v. Scnwanl, 1 W. P. C. 197. 
o) l'almer v. 'Vngstan; Newton, L. J., vul. xliii. p. 151. 
11) Crossley 1'. !'otter, 1\lucr. 1'. C. 240. 
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It is not necessary that the invention should he actually pnt J·:\'ill~ncn of 
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order that the requisite utility in the invention to merit pro
teCtion hy letters patent may be established; it is quite snfli
cient if there is evidence to the effect that the invention, if pnL 
in practice, would produce useful results.(q) . 

The kind of utility which the law requires that an invention :\!Paning nf 
"utility" must possess to make it fit subject-matter for a patent is not. · 

abstract utility, but "utility" in law means " an invention 
better than the preceding lmowledgc of the trade as to a par
ticular fabric."(1·) 

In a case in which the validity of a !latent for improvements 
in the manufacture of stays and corsets was c1uestioncd, on tlw 
ground that the invention was not useful, Grove, J .. told the 
jury that though they might be of opinion that stays arc very 
ball things in themselves they ought not to say that the inven~ 
tiou was useless for that reason. 

An invention need not, at the date of the trial of an l'ommminl 
. f . f . b . 11 £ I I ntilih·. actiOn or m rmgemcnt, c cmmnm·cw !J use n , as t w reas~lll · 

why it has not been adopted in commerce may be that it 
has been immediately superseded by simpler and better con
structions, involving the same principle,(s) though the circum
stance that it has not come into general usc raises a sLroug 
presumption against its utility .(t) There is in fact no necessary 
relationship between the commercial pecuniary success of nn 
invention and its utility in patent law.(1t) 

The law does not require that au invention, to be worthy of ,,.,.,_nnllt of 
. d fi . , 'l' b . nllhll', a patent, must possess auy c nntc amount ol uti tty ; ut It · 

has been decided, over and over again, that a very slight 
amount of utility will be sufllcicnt (;t:) provit1ml that Lhc Crown 

(q) otto 11, Linford, 46 f,, '1'. N. R. 39; 
Unitc.l1'ulephono Co .. ,, Hussnno, 3 1'. 
0. n. 3I3; Ehrlich 1•. Thlco, 5 P. 0. 11. 
450; Edison v. Hollantl, 6 P. 0. H. 277. 

(r) Per Grove, .T., Young 11. lloscn
thal, I P. 0. H. 34, 4I ; sec also Uanton 
v. l'r.rkor, Dn1·.l'. U. 327; I W. P. U. 
I92 n.; !\Innton••· ;\[anton, D. l'. C.J-tS. 

(s) Galloway's l'atcnt, I W. 1'. C. 
724; Doville ''· !\Iooro, lln1·. P. C. 36I; 
Otto v. I.infonl, 46 L. '1'. N. S. 41 ; 
United 'l'clcphono Co. v. Dassnno, 3 1'. 
0. H. 3I3: ghdiPI• 1•. IhiC!'. 5 P. 0. H. 

450; l~clison 1•. Holland, 6 1'. 0. H. 257, 
277-

(1) !\forgan v. Scaw:ml, I W. 1'. C'. 
ISS ; Tetley 11. Easton, Mncr. 1'. C. 56. 

(u) Bmlischc Anilin mal Smln Fnhrik 
1•. Lcl'instcin, lt. H. 12 App. Cas. 710, 
712; Ehdich t•. 1hlcc, 51'. 0. H. 450; 
see also Knrll'.l'. Speuce, 5 1'. 0. H. 182. 

(x) Philpot n. Hanbury, 2 1'. 0. J:. 
37 ; l'limpton 11. !\falr.olmson, L. 1l. .) 
Ch. D. 5S2 ; Otto , .. l.inli•nl, ~6 L. '1'. 
N. S. 35· 

I 
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has not been deceived as to the extent of the utility of the 
invention. Thus, when the validity of Galloway's patent for 
improvements in steam engines came into question, Alderson, 
B., told. the jury, with regard to the utility of the invention, 
that the question for them to decide was, whether the steam 
engine was a useful invention, and that he tl10ught, if Gal
loway's engine was of a different construction from any other 
steam engine, and of any use to the public, that was snfl1cient.(.if) 

If any material part of the representation, with regard to 
utility, upon tl1e strength of which a patent was granted, turns 
out to be untrue, the patent will be void, because of the 
partial failure of tl1e eonsideration,(z) and also on the ground 
that the representation being false, the Crown has been 
deceived in its grant.( a) In the words of Dallas, J.: "If any 
part of the alleged discovery, being a material part, fail, (the 
discoYery in its entirety forming one entire consideration) the 
patent is altogether void."(b) 

Thus, in the case of llfanton v. Pa?'l.:cr,(c) the whole 1mrposc 
for which the invention, in the specification, was said to be use
ful, failed, and the patent was declared to be consequently void. 
The invention was "for a hammer on an improved construction, 
for the locks of all kinds of fowling-pieces and small arms," 
ancl a material part of the invention consisted in a menus 
of letting out the air from the barrel and causing a com
munication between the 1)owder in the pan and in the barrel. 
The evidence, however, showed that the powder passed through 
the same hole as the air; and Thomson, L.C.n., held that the 
utility of the invention, and the purpose of tl1e hole, as de
scribed in the Sl)ecification, wholly failed; for the purpose of 
tho hole ns described, was to let the air pass through, and, at 
the same time, secure the powder from passing though. 

Again, in Eastcrbmol1- v. Tltc Gnat 1Vcstcrn Railway Com
pany (d) the main object of an invention of "improvements 

(y)l\Torgan 1'. Senwnnl, I w. r. c. 
172, !86. 

(z) 1Iil111. Thompson, 8 Taunt. 37 5 ; 
2 H. Moore 448 ; 1 W. 1'. C. 232 ; lllox
nm 1>. Elsce, I Car. & 1'. 558; 9 Dowl. 
& Ry. 2I5; 6 ll. & C. 169; 3 L .• T. (0. 
K) <J B. 93 ; United Ilorso Shoe & Nail 
C.:o. ,·.Hwcdish IIorsennil C.:o. 6 P. 0. n. 8. 

(a) l\Iorgnn 1'- Sonwnril, 2 1\I. & W • 
561 j I W. 1'. C, 172 

~b) Hill v. 'l'hom}Json, 8 Tnunt. 375; 
2 ll. Moore, 448. 

(c) Dnv. P. C. 327; 1 W. P. C. 192 
n., 484 n. · 

(ell 2 P. o. n. 201. 
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in machinery and apparatus for actuating anrl cont.rolling rail-
way points and signals " was to prevent points and signals 
being set antagonistic to each other. The defendants, wlw set 
up the invalidity of the patent, upon the ground (inter alia) 
of absence of utility in the invention, proved at the trial that 
tlw apparatus could be so worked as to give conflicting signals, 
or signals conflicting with the points. The Court held that 
the patent was bad, because the invention was not only not 
useful, but dangerous. 

• 

' 

It has been held that when an invention, only dilferrcd from JII\:Pntion . 
· · 1 1 1 · . . wh1ch Pons1~ts a prevwus one m t mt t w attcr contamcd an mgrcchcnt which only in tho in-

1. 1 'th J 1 tl f'' . .1. . ti'Oilnction of c u nm er 1arm nor gooc, 1cre was not su 1ICICllt uti ItY m nn ing'l'<·•licut 
• • • u which docs 

tl1e latter mventiOn to merit a patent.( c) ucitlwr Imrm 

If t t I • I • t' 1 ]' ffi nor good a 1)a en ec c anus severn mvcn IOns 1mc or c 1 m·cnt 
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heads, and it turns out that any one of them, which is essential, !'~~to Iu:nlls of 
mvcnhon. 

is useless, the patent is void.(/) 
In Ttt1'1W1' v. 1Vintc1' (f!) the })lain tiffs patent was declared 

void, on the ground that it claimed to produce three different 
things by one and the same process ; and the evidence rlis
tinctly showed that the process would not produce one of them 
(white lead) at all. On a motion for a new trial, made in the 
Court of King's Bench, Ashurst, J., laid down that : '' If the 
process, as directed by the specification, does not produce that 
which the patent professes to do, the patent is void." And 
Buller, J. : "If the patentee says that by one process he can 
produce three things, and he fails in any one, the consideration 
of his merit, and for which the patent was granted, fails, and 
the Crown l1as been deceived in the grant." 

Bloxam v. Elsec (h) was an action brought for the infringe
ment of two p~tents belonging to the plaintiff. Both patents 
were, however, held void on the ground that the second 
depended on the first, which was bad for want of utility. 

Abbott, C.J., said, that by the patent (the first patent) it 
appeared that the patentee had represented to the Crown that 

(e) Lawrence v. Perry, 2 P. 0. R. 
I8o, 184. 

(f) l\forgan 11. Scawnrd, I W. P. C. 
171 ; 21\l. & W. 558; Simpson v.llolli
dny, T". H. I H. L. 315; ~'empleton 1'. 

1\Incfnrlnnc, I IT. r .. Ca•. 595; United 

llorscnail Co. v. Stewart, 2 P. 0. R. 122, 
132, 

q I T. R. 602; 1 W. P. (', 77· 
l1 I Cnr. & 1'. 558 ; 9 ll••wl. & Uy. 

215; 6 B.'& c. I69; 3 J,, J. (0. S.) Q. 
ll. 93· • 
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he was in possession of a. macld1w for making pnpor in single 
sheets, without seam or joining, from one to twelve feet and 
upwards wide, and from one to forl•y-fivo feet and upwards in 
length.· Upon this representation tho patent was granted. 
The consideration for tho grant was tho invention of a machine 
for making paper in sheets of width and length varying within 
the limits designated. If any material pnrt of the repre
sentation was not true, tho consideration had failed in part, 
and tho grant was consequently void, ami a defendant in an 
action for infringement had a right to say that ~t was so. If 
tho representation was (as the learned Chief Justice thought it 
was) that paper of various widths might be obtained from one 
aml tho same machine, the evidence must be looked to to dis
cover whether tho patentee was possessed of a machine, or of the 
invention of a machine, capable of accomplishing that objeet, 
and, unfortunately the evidence showed that he was not. The 
patentee was at the time possessed of one machine, and one 
only, and that adapted to one degree of width and one degree 
only. And he was not then possessed of any method by 
which different degrees of width might be manufactured by 
that machine, or by any other. 

A patent, tho title of which was, "improvements in steam 
engines, and in machinery for propelling vessels, which im· 
provements arc applicable to other purposes" was declared 
void by the Court of Exchequer on tho ground that, upon tho 
face of the patent as set out in the record, it appeared that an 
improvement iu steam engines was suggested by the patentee, 
and that the jury having found that the invention was not an 
improvement in steam engines, though it was an improvement 
in machinery for propelling vessels, the grant was void for 
false suggestion.( i) 

Again, in another case in the Court of Exchequer, J,ord 
Abinger, C.B., directed the jury to consider whether an in
vention of improvements in wheels for railway carriages was 
worth a llatent or not, or whether tho improvements were, 

• • • 

as the defendant alleged, only b'iflhlg and insignificant alter-
• 

ations. The ,jury found that there were substantial improve-
• 

(i) Morga1111. Scawrml, 2 ~1. & W. 544; l\lnr. & II. 55; 1 ,Jnr. 527; 1 W. 1'. C. 187. 
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mcnts in the invention, but, had they come to the opposite con
clusion, the Court would no doubt have declared the patent 
bad on the ground of false suggestion. 
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If an invention is useful for the generality of pur1Joses for Invention 

1 • 1 • • .1 • 1 'fi . 1, l l , ~;encmlly USC• w HC 1 It IS stateu l1l t 10 spem catiOn Ro to ue, t 1e fact t mt It ful. 

is altogether useless for one purpose falling within the statement · 
will not vitiate the patent. 

Thus, in Haworth v.lli.mlcastlc,(!J) the patent was for" certain Haworth 1•, 

1 , l .I f .1. l . f llanlcaslh•, mac nnery, or apparatus a( npteu to ac1 ttate t 10 operaLwu o 
drying calicoes, linens, or other similar fabrics," and on a 
motion for a nonsuit and to set aside a verdict given for the 
plaintiff on the tinding of a jury that the invention was new 
and useful on tlJC whole, but that the machine was not useful 
in some cases for taldug off goods, the Court consisting of 
Tindal, C.J., Parlw, Gaselee, and Bosauquct, JJ., held that 
they would not be justified in setting aside a verdict given on 
such a finding, and in holding that the patent wns void on the 
ground that the machine was altogether useless for one of the 
purposes described in the specification. . 

If an entire machine or subject is, as a whole, useful, a want ~\'nut of ntility 
111 n uou-e~~t·u-

of utility in a 11art or parts, })l'OVided that the useless part or tialtmrt. 

parts form no part of the consideration in respect of which the 
patent was granted, will not vitiate a patent in respect of such 
machine or subject.(/) 

If an invention as a whole is useful, it is not necessary that 
each part of it should possess the same amount of utility.(m) 

A patent is void if an essential pmt of the invention is 
impracticable and useless,(n) but if part of an invention, as 
described in a specification, tum out not to be necessary, the 
inutility of that part will not vitiate Lhe patent unless it is 
elnimed as csscntial.(u) 

In the case of Lewis v . . Afadhz[J,(lJ) the patent was for improve- Lewis ,., 
l\Iarliug. 

(/.:) 4 l\I. & Sc. 720; 1 Ding. N. S. 
182 ; I w. P. c. 480. 

(I) :\forgan 1>, Seaward, 2 1\I. & W. 
544 i :\lnr. & ll. 55; 1 .J ur. 527; 1 W. 
1'. C. 187; Lewis v. l\Iarlinl!, 1 W. 1'. 
C.490; United Jlorsonail Co.v, I:Hcwnrt, 
2 1'. 0. U. 1221 IJI. 

(m) Ehrlich v, lhlcc, 5 P. 0. H. 103. 

(11) United llorscunil Co. 11, Stewart, 
2 1'. o. R 122, IJ2. 

(o) Lewis 11, lllarliug, 10 B. & C, 22; 

1 W. 1'. C. 493; :'llorL(nn ''· Hcawanl, 2 
l\[, & W. 544; I W. l'. U. 167 ; 6 I,,,), 
Ex. 153 ; United Horscuuil l'l•. 1>. 
Stewart, 2 1'. 0. H. 132. 

(p) 10 ll. & C. 22; 4 Car. & 1'. 57; 
I w. P. c. 493· 
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ments in shearing machines, for shea1ing or cropping woollen 
and other cloths. And it appeared in evidence that a brusl1, 
described in the specification, and intended to raise tl1e wool, 
was unnecessary and useless. The Court of King's Bench 
held that the inutility of this brush, which was not claimed 
as essential, did not render tlw patent bad. Tenterden, C.J., 
saying : " As to the objection on the ground tlmt the 
application of a brush was claimed as part of the invention, 
adverting to the specification, it does not appear that the 
patentee says the brush is an essential part of the machine, 
although he claims it as an invention. When the plaintiffs 
applied for the patent they had made a machine to which the 
brush was affixed, but before any machine was made for sale 
they discovered it to be unnecessary. I agree, that if the 
patentee mentions that as an essential ingredient in the patent 
article, which is not so, nor even useful, and thereby misleads 
the puhlie, his patent may be void; but it would lm very hard 
to say that this patent should be void because the plaintifl:S 
claim to be the inventors of a certain part of the machine not 
described as essential, and which tmns out not to be useful." 
Dayley, J., saying: "Now, at the period when tl1is S!lccifl
cation was made, the brush was in use, and there is no reason 
to believe that this patentee did not thiuk it was a useful 
part of the machine. His patent is for an instrument wlwre 
something of that kind was always thought material ; and I 
am of opinion that the subsequent discovery that the brush 
was unnecessary is no objection to the validity of the patent. 
If the party lmew that it was unnecessary, the patent would 
1Je bad, on the ground that this was deception, hut if he 
thought it was proper, and only by a subsequent discovery 
finds out that it is not necessary, I think tl)at it forms no 
ground of objection." 

·"'""! ,.r.utility In the case of a patent for an invention which is an improve-
Ill pnor IUYeU· f' • . ] f ']' • f 
tiv•·· mont on a ormer mventwn, t 10 want o nt1 1ty m the ormer 

invention will not vitiate a patent, for the improvement 
which will be perfectly valid as regards utility, if the macllinc 
manufactured according to it is useful.(q) 

(,,) Lewis r, lln\'it·N, J VuJ', & 1'. 502 ; 1 W. 1'. C. 4SS; 1•cr I.ord 'fcntcrdcn, 
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The case of Bloxwn v. l!:lsec(1·) at first sight appears to be a 
decision contrary to the above proposition, but it must be 
observed that Bloxam v. Elsec was decided on the ground that 
the snbser1uent 1mtent was granted on the sLreugth of the 
suggestion contained in tho prior patent, which tnmed out to 
be false. 

In the case of a patent for au invention which is an improve
meut on a former patented invention, the question always is, 
What is the representation on the strength of which the second 
patent was granted? If t11C second patent was grantell on the 
same representation as rendered the first voiu, it is bad also; 
but if the second patent was grauted on a true represcntatiou, 
the fact Lhat the first patent was bad will not vitiate tl10 
second. 

C .• J. ; 'l'etlcy "· Easton, l\Iacr. l'. C. 56; Murray r. Clayton, r,. H. 7 Ch. 581 ; 
:llm·gnu r. Wimlo\'cr, 5 1'. 0. H. 303; Junes L'. l'cnrcc, 1 W. 1'. C. 121, 122; 
Hlmw v . • Tunes, 6 1'. 0. H. 336. 

(r) I Cal', & 1'. 55S; 9 !Jowl. & Hy. 215; 6 ll. & <:. 169; 3 L. J. (U. K) <J. H. 
93; ~cop. 135 au/e. 

• 
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CHAPTER V. 

TID~ SPECIFICA'l'IONS. 

0mGIN AND DEVELOl'MENT OP SPECIPICATIONS TITLE PROVISIONAL 

S!'ECII'WA'I'ION CmiPLETI~ S!'ECIPICATION CLAms CoNs·muc

·rwN OP f:lPECU'ICA'riONS, 

Ori!Ji'lt and Development. 

Jmp_ortaut.tlmt. 'VIIEX a person uecollles the recipient of the exclusive 
tlw lllVelli!Oll • •1 f . • · } l f 1 
Hhuul!l uu de- pn VI egc o exermsmg any purtwu ar art um era grant o etters 
Hued. ' t f tl C · · f 1 ' · tl pa~en rom 1e rown, It IS o t 10 utmost Importance, m 10 

interests of the rest of the community, that definite iufornm
tion should be given as to what it is they are, without the sanc
tion of the patentee, prohibited from doing during the existence 
of the monopoly. It is also very essential in the interests both 
of the patentee himself, and the public, that the exact inven
tion which forms the subject of the grant of letters patent 
should be clearly defined. An invention without the know
leuge of the means of putting it 5uto practical operation is of 
no use to its ·possessor, and pa:·t of the bargain between the 
patentee and the Crown is that the former shall disclose the 
means of putting the invention into practice for the benefit of 
the public, so that after the expiration of the time for which 
the patent is granted all may alike enjoy the benefits of the dis
covery, if minded so to do.(a) 

J·:arly pmdicc. It was formerly the practice to insert in the letters patent 
a recital, amounting to a description of the invention, which 
was the subject of the grant, and this recital, which was usually 
very meagre, was the only source of information as to what the 
invention really was and how it was to be performed. 

Great inconvenience was found to arise ft·om this practice, 

(a) p. 88 ante. 
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and during the reign of Queen Anne the Attorney-General Origin of 

Tl 
. l Hpucilicl\tions. 

devised a plan to obviate this objection. ns p an con-
sisted in making it a condition that the patentee should, 
within six months, particularly " describe and ascertain the 
invention, and the manner in which it was to be performed," 
and in inserting in the letters patent a declaration that an 
omission to do this would render the grant null and void. 
This was the origin of the modern instruments generally known 
as specifications. Before this period of six months had elapsed, 
as well as before the adoption of the specification, it must have 
been a question of evidence as to what was the invention for 
which the patentee went to the Crown, and for which the 
Crown granted a monopoly.(b) 

• 

The Patent Act of I 8 52 introduced a further improvement I>rnctice mult~r 
. • l'ateut Act of 

by prov1dmg that when persons applied for letters patent they 1852. 

should deposit a provisional specification, a very different' in-
strument to that required under the former practice. Instead 
of requiring that the patentee should, in the provisional specifi-
cation, " particularly describe and ascertain the nature of the 
invention, and in what manner the same shall be performed," 
the Act of I 8 52 only insisted that in the provisional specifica-
tion, which the applicant was to leave with the law officer of 
the Crown when he applied for a patent, he should state the 
nature of the invention, and further provided that when 
the law officer of the Crown had looked at the specification, if 
he were of opinion that it did not state the nature of the inven-
tion, he should be competent to require the doemnent to be 
amended in that particular, but if he thought it properly stated 
the nature of the invention, he could grant a certificate 
authorising the applicant to use the invention pulJlicly withO'o.lt 
thereby making a publication which would render the patent, 
if granted afterwards, invalid. 

The provisional specification was introduced for the benefit o.b~uct of pt·o~ 
• • I • VlS1011ttl ~lJt.!Cl· 

of the patentee, who durmg the penod of protectiOn from the Hcatiou. 

cflects of publication which the certificate of the law officer 
of the Qrown secured, was enaulccl to make further experi
ments and improve the means. of carrying out his invention 

(b) Railc.v 1'. Iloucrtou, 3 App. Cas. 1074, pet· Lord JJiackLum. 

• 
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before filing his second and complete specification, in which 
he was required not only to "describe the nature of his 
invention," but to " state in what manner the same shall 
be performed." It was, moreover, under the Act of I 8 52, 
competent for the applicant, if he thought fit, to file his 
complete and final specification on making application for the 
grant of letters patent, instead of putting in a provisional speci-
1icatinn, but it would clearly not be his interest as a rule to do 
so, for he would thereby deprive himself of the right to make 
further legitimate improvements before obtaining the great 
seal. 

The practice in this matter under the Patents, Designs, and 
Tnu.le 1\farks Act, 1 8 8 3, is practically the same as that under 
the Act of I 8 52, excepting that the leaving of a complete speci
fication is now always a condition precedent to the grant of a 
patent, for it is enacted that an application for a patent must 
ue accompanied by either a provisional or a complete specifica
tion, and that a provisional specification must describe the 
nature of the invention, whilst a complete specification, whether 
left on application or subsequently, must particularly describe 
and ascertain the nature of the invention, and in what manner 
it is to be performed ; and a provisional or complete specifica
tion must, if rec1uired, be accompanied by drawings.(c) The Act 
of I 8 8 3 also especially provides that where an application ior 
a patent in respect of an invention has been accepteu, the in
vention may, during the period between the date of the applica
tion and the date of sealing such patent, be used and published 
without prejudice to the patent to be granted for the same ; and 
such protection from the consequences of use and publication is 
in tho Act referred to as provisional protection.( d) 

This provisional protection only proi.ccts the patentee against 
the consequences of his own publication of tho invention, and 
thus enaUles him to employ workmen and assistants in helping 
him to perform experiments and exercise the invention with a 
view to bringing it to a state of llerfection before filing the 
complete specification.(e) It does not confer on the patentee 

c) 46 & 47 Viet. c. 57, s. 5, sa. 2, 3, 4; P. U. 1Sgo, sa. 26-33, sec Appendix, 
rl) 46 & 47 Viet. c. 57, ~. 14. 

(e) H~; pw·te Jlat<'s nml Hcugatc, L. H. 4 Ch. 577· 

• 
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any rights against the public, and it is expressly provided that 
he shall not institute any legal proceedings for infringements 
committed before the publication of the complete specifica
tion.(/) 

Tlte Title. 

A specification, whether provisional or complete, must com- 1'itle. 

mence with the title,(?) which is virtually a short and concise 
statement of the invention,(k) and must conform to the follow-
ing rules :-

13!) 

• 

I. Tlw title ?nust 1wt be too eJ:tcnsive so as to embmce more :Must not 1m 
· too oxtcusi vc 

than the patentee lws ?'cctlly discorcrcd, jm· tMs will make · · 
tlw patent void on the uround tltat it ltas been umntcd 
fol' more than tlw patentee is cntWctl to. 

Thus, in Cochrane v. Smcthurst,('i) where a man had invented Exnmples: 

1 l 1 l b . d f . l I , 1 Oochmne r•. a g azct street amp, am o tame a patent or It um er t 10 tit e Smotlmrst. 

"au invented method of more completely lighting cities, towns 
and villages," he was nonsuitcd in an action for infringcmen~ 
of his patent on the ground that he had obtained it, not for an 
improved street lamp, but for an improved method of lighting 
streets, towns, and villages.(!.:) And in Felton v. Gnm:cs,(l) where l!'olton t·. 

1 
. . Greaves. 

a man took out a patent um er the title "a maelnne for an ex-
peditious and correct mode of giving a fine edge to knives, 
mzors, scissors, and other cutting instruments," and the machine, 
as described in the specification, was not capable of giving an 
edge to scissors, the patent was held to be bad for want of 
sufllciency. 

In Campion v. Benyon (m) a mle nisi to set aside the verdict Campion 1·. 

1 1 • '{f. l . 1 b 1 b Benyon. for t 1e p amt1 , am to enter a nonsmt, was mac e a so ute y 
the Court of Common Pleas. The title of the patent in 
question was "an improved method of making and manu
facturing double canvas and sail-cloth with hemp and flax, or 
either of them, witlwut any starck ~oluttm:c1'." It was sought, 
on the part of tlH.' plaintiff to show from the specification that 

(f) 46 & 47 Viet. c. 57, s. 13. 
(y) 46 & 47 Viet. c. 57, s. 5, ss. 5· 
(It) llouschill Co. v. Neilson, 1 ·w.P. 

u. 678. 
(i) 2 Uoup. Ch. Ct~s. 57 ; 1 Stark. 

H. 205. 

(!•) Sec l"cmnrks of Timlt~l, C.J., Cook 
v. l'carce, SQ. ll. 1054, 1062; 13 L. J. 
Q. n. rSg. 

(t) 3 Car. & I'. 6u. 
( m) 6 ll. l\Ioo. 71 ; 3 llroll. & Dins. 5· 

• 
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tho omission of the use of starch (which was old) was nu part 
of what the plaintiff claimed. Dallas, C.J., delivering his judg
ment, said : " With respect to patents, every patent being a 
monopoly, that is, an infringement of public right, and having 
for its object to give public warning of the precise extent of 
the privilege conferred on the patentee, the Court (without 
going into the controversy, whether it is politic that such 
privileges should be conferred or not) is bound to require that 
such warning should be clear, and accurately describe what 
the inventor claims as his own. If the instrument contain 
an ambiguity on a material point that is a ground on 
which it may be avoided altogether. From the first time I 
read this pateut down to the present day, I thought that the 
object of the patent was to make cloth without starch. Then, 
as to the specification, if that he different from the patent, tho 
whole is void ; if it coincides it is open to the same objection 
as tho patent. 'Whether we look to the patent or the speci
fication, I have no doubt that the claim of the plaintifl' is too 
extensive ; it is not confined to an improved method of weaviug 
the cloth, or twisting the threads, but also comprehends another 
mode of proceeding, which is not a new discovery." 

It has been held, on the other hand, tlmt where the title 
was "improvements in the manufacture of plaited fabrics," 
the objection that only one improvement was disclosed by 
the specification was not sufficient to upset the patent, 
1'indal, C.J., remarking : "This is, certainly, a most subtle 
objection; if the term improvement had been used, it iHittld 
have been nomen collcctivwn, aml would have covered any 
number of improvements. I cannot see why the variance, if 
it be one, should vitiate the patent, the objection being merely 
to the title of the })atent, without fraud upon the Crown or 

• 
detriment to the public.(n) 

And, again, where the word "improvements" being in the 
plural number, was relied on as an objection to the patent in 
r1uestion, Lord Abinger, C.B., thought that it wns of no conse
quence, because the plaintiff might mean every part of his process 

• 

to lJe treated as an improvement, fanning, together, a series.( u) 

(n) Nickels v. Haslam, 7 !\[. & G. 378; 8 Scott, N.H. 97; 13 L. ,J. U. 1'. 146. 
(o) Dcrosnc ·n. Fairic, 5 'l'yr. 393; 2 Cr. M. & R 476; I W. 1'. C. 154· 

• 
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II. Tlw title nmst 1wt be too na1•row, so as to exclude some- :Mnst. not IK' 
too nnrrow 

thing 10Mek tlw patentee Aas invented, j01·, if it be so, li,c · 
1oi11 not obtain pmtcet-ion in 1'Cspccl of thu t to 1ohich lu! 
11uty be justly entitled. 

Thus, in Oroll v. Et~r;c,(21) a patent was granted under the Exnmpl,es: 
. I , . I f f f I Crollr. l~llgr. tit e " nuprovements m t w mann acture o gaf'l or t 1e purpose 

of illumination, and in apparatus used when transmitting and 
measuring gas." From the specification it appeared that the 
patentee had invented an improved method of making retorts. 
In that instrument it was stated that the invention consisted in 
" improvements in the manufacture of gas for the purpose of 
illumination, and apparatus used therein, and when transmitting 
and measuring gas," hut the Court held that the patentee was 
not entitled to protection in respect of the retorts, as the title 
did not llrofess to comprehend improvements in any apparatus 
used in making gas, and that the insertion of the wonls 
"therein and " amounted to a substantial extension of the 
grant of the Crown. . 

In O.rh,IJ v. Holdcn,(q) in which the title of tlw pateut was Oxlnp. 
• • , II oltl!'ll. 

" Improvements m the doors and sashes of carnages," the 
specification stated that tlw patentee had shown the invention, 
as applied to railway carriage doors and window fittings, 
although it was equally applicable to the doors and windows 
of any other description of carriage, or in any case where 
winc~ows and doors are suhject to Jar and vibration. The Comt 
hehl that tlw invention claimed was not larger than the title, 
and the judgment of Erie, C.J., contained the following 
passage : " The invention specified and claimed is truly an 
improvement in the doors and winclo\vs of carriages, not the 
less because it is also applicable to other doors and windows. 
It seems to us reasonable that the claim should be construed 
with reference to the title, and confincrl, accordingly, to the 
doors and windows of carriages. 1'he present case has no 
analogy to the decision of this Court in 01'0/l v. Ed!Jr,(l') where 
the patent was, in effect, for improvements in the apparatus 
for the manufacture, and also in that of the transmission, of 

' 

(J') 9 U. B. 479; 19 L .• r. (), P. 261. 
(tJ) 8 C. B. N. S. 666; 30 L. J. C. P. 68. 

' 
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gas. The specification, therefore, reh cd to an apparatus, ad
ditional to and beyond that referred to in the title. Here the 
title and the specification relate to one and the same apparatus." 

• 

III. The title slwuid not be va[J?U! or ambi[Jnous; mul tlw1·e 
is a?tthority fm· saying tliat the men va[Jnencss m· 
ambiguity of tlw title is an object-ion which may well be 
taken on the prwt of tlw 01·o 10 n that ·is to say, by the 
Oompt1·ollcr-Gencml,(1·) bcfo1·o rt patent is rp·anted, bnt 
it aifo1'Cls no [J1'0und .for avoidin.fJ the patent rtjtc1· it ltas 
been ff1'anted,p1'ovidcd tltat the ambi,r;1dty is explained by 
the specification, and tlw title is not at vm·iancc 1vith it.(.~) 

Thus, in Stnrz v. JJo la Rue (t) a patent for a method of 
fixing folding shutters in caningcs in which Gc1'man shutters 
were used, was upheld, notwithstanding the objection that the 
title 11 improvements in carriages" was too vague. 

And in Neilson v. 1Ict1fo1'Cl (1t) a patent for tlw application 
of the hot blast in the smelting of iron, under the title 11 an 
improved application of air," was upheld. 

IV. Tlw title ?mtst not contain a ?nisdescription of the inven
tion, fm· this has been ltcld to be rt fatal objection. 

Thus, in Rex v. i1lctca1j,(x) a patent under the title " a 
tapered hnh· or head brush," was upset, on the ground that from 
the description in the specification it appeared that the brllsh 
invented by the patentee did not taper, but was only unequal.(y) 

In Bcdnb1·idgc v. TVri[Jlcy,(z) Lord Ellenborough held a patent 
void which was for "certain improvements in the flageolet or 
English flute, whereby the fingering will be 1·enderedmore easy, 
and notes produced that were never before produced," on the 
ground that the instrument described, as a matter of fact, pro
duced only one new note. 

In Fislw1· v. JJcwicl,: (a) the title of the patent in question 
was 11 improvements in machinery for the manufacture of 

(r) Chnp. VII. 
(R) CooK v. Pcnrcc, 8 Q, B. 1044; 13 

L. J. Q. n. 189. 
(t) 5 Russ.322; 7 L .. J.(O. S.) Ch. 47· 
(n) 1 W. P. C. 295; 8 M. & W. So6; 

2 Coop. Ch. ca,, (i I . I I L. ,J. Ex. 20 • 

• 

x) 2 Stnrk. R. 249· 
1/) Sec also Neilson v. llnrfunl, 1 W. 

P. C. 333· 
z) Pnrl. Rep. I97· 
a) 4 Wng. N. C. 706. 
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bobbin net lace," and the defendant objected that the title 
misdescribed the subject-matter, the invention l1eing only for 
making a spot during a particular part of the process, and 
being useless when that addition war r••;t wanted, and that the 
title should have been '' for a mode of making spots in bobbin 
net lace." Coltman, J., ruled that the invention was inappli
cable to anything but the making of bobbin net lace, and that it 
was an improvement. The Court of Common Jlleas suppC'·:.cd 
the rul;ng of the Court below, Tindal, C.J., observing that it 
could not, without great refinement, he said that the invention 
was not an improvement in the manufacture of hobLin net lace. 

148 

• 

v. A false Slt(J!fCStion /n '"'' Wlc will be falttl lo the q·olitlil,lj M.ust nnl. Cfoll-
1 • • , t:nn n false 

Oj t/i C JHI {t: Ill, .fm• f li C 01'0 IV)/, 101/l have lJCI'/I, tlt~CI' /.VI'([ Ill ~II!J'f!'"SI inn. 

its fJI'ant. 

Thus, in llfmyan v. Sea.wm·d,(b) the case of Galloway's patent BxnmpJps: 
111 nrg:on ,., 

for "improvements in steam engines and in machinery for Serlwal'll. 

propelling vessels," the defendants in an action for infringmll'mt 
obtained a verdict on the issue that the invention was not ali 

improvement in steam engines. 
In Bloxmn v. Elsee (c) the patent was held void on the llloxnm ,., 

gt·otmd of false suggestion, it appearing that the patentee had 
1"s''"· 

by the title represented that he was in llossession of " an in-
vention of making paper in single sheets, without seam or 
joining, from one to twelve feet and upwards wide, and from 
one to forty-five feet and upwards in length" whereas from the 
evidence it allpcared that the machine he claimed to have 
invented would only make paper of one particular degree of 
width and length. 

It is not uncommon to find the titles of patents commencing "New or im-
• • , provcllmt•tl,otl 

With the words " a new or unproved method or process " and 1t o1· pmccss." 

would appear that if the method or process be 11artly new, so 
as to produce a result which as a whole is new, or if the 
method or process be entirely new, it may lH'operly be called a 
new or improved method or process; (d) whereas, if the methml 

(b) 2 l\1. & W. 544 ; I W. P. C. I67; 6 L. J. Ex. I 53· 
(c) I Cnr. & P. 558; 9 Dow!. & Hy. 2I5; 6 D. & C. 169; 3 L . • 1. (0. S.) Q. B. 91· 
(d) Dcnrd ·v. !~gerton, 2 Car. & K. 667 ; 3 0, B. 97 : S (', H. rli5 ; r 5 L. ) . 

C. 1'. 270 ; I9 L .• J. C. 1'. 36. 
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or' process be not new, but improved, the patent with such a 
' 

title will be bad.(c) 

:Must be 
comprehonsivo . 
nnongh to in
cludo tho in
vention, 

VI. If the title in<n~fjlcir.ntly 07' inacwmtcly describe ~dwt is 
' 
?'Cally tlw invention, it will not ?'Cndcr the patent void, 
if it is eomprclwn,~ivc mWU[Jh to incl1ulc the actual in
~;ention. 

Examples: 
Hill v. Tho 
r.omlon Gns 
T.i~ht Co, 

In Hill v. The Lontlun Gas L~qltt Company (j) the title a& 
amended was " an improved method of pnrifying coal-gas," aml 
it appeared from the s11ecification that the invention really con-

. sisted in a method of removing the sulplmretted hydrogen which 
occurs as an impurity in coal-gas. The Court of Exchequer 
overruled the objection that the invention specified was dif
ferent from that for which the patent was granted, ·watson, 
n., saying : " The patentee made a mistake in stating for 
what he wanted his patent, but in reality he wanted a patent 
for his invention, it has been granted to him for that aml the 
title comprehends it. If, indeed, the jmy had found either 
that when he applied for the patent he had not invented the 
thing specified, or that, in truth, he did not apply for it, a 
different question might have arisen ; but the jnry must he 
taken to have found that, although he has inaccurately or in
sufficiently decribed what he was asking for, in reality, he was 
asking for a patent for this invention."(!!) 

'l'hn Electric In T/i.c Electric Tclcgmph Oompctn1f v. B1·ctt,(h) the defendant 
'J1t>lrc'l':lph Co ' 
,., Jh·~tt. · o~jected that the plain tift's' patent being described in the title 

as an " Invention of improvements in giving signals awl 
sounding alarums in distant places, by means of electric Cll1'J'cnt:; 

tmnsmittccl tlwouuh metallic ci1'Cz~its," it was impossible for them, 
the defendants, to infringe as long as the circuit they used was 
not metallic throughout, but to a substantial extent non-ml'lallic. 
The jury, however, found a verdict for the plaintifls, which 
was upheld by the Comt of Common Pleas, Creswell, ,f., saying : 
''Now the patentees, by their specification, do not make any 
claim to metallic circuits. What they claim is improvements 
in giving signals by means of electric cnrrents tmusmittcd 

e) Gibson ?1, nrand, I w. 1'. c. 634· 
f) 29 J,, .T Ex. 4~"9: 5 11. & ~. 

312. 

(f!) See r !so Tie~nn 11, 1\Iill, 10 C. 11. 
389; 14 Benv. 312; 20 1.. ,J. (). 1'. 1f1. 

(h) IOU. B. 838; 20 L .• T. U. 1'. 123. 



THE SPECIFICATIONS. 145 
• 

through metallic circuits, and the improvements, as appears by 
the specification, consist entirely in the methods an'd instru
ments for using the electric current. The circuit used by the 
defendant is metallic in all that part which operates in giving 
signals, and it is no condition necessary to the existence of the 
improvements that the circuit should be metallic in any other 
part than that which contains the coils, and operates ou the 
needles. It appears to us reasonable to hold that a claim for 
a patent for improvement in the mode of doing something by a 
known process is sufficient to entitle the claimant to a patent 
for his improvements when applied either to the process as 
known at the time of the claim, or to the same process altered 
and improved by discoveries not known at the time of the 
claim, so long as it remains identical with regard to improve-
ments claimed, and their application." 

• 

The title and the specifications are always to be read together, 'l'he titl•: ~nd 
, tl10 Rpt•mhra-

and the one may be explamed by reference to the other. tions m·o to 

T} · 7tr. Tr 1 ( ') I I . f · . bn r••ntl to-
lUS, m .~.rcwton v. r a~WtW1', 2 on t 1e warmg o a motiOn gether. 

for a new trial, Parke, B., was in doubt as to whether from · 
reading the specification itself the plaintiff's invention was 
simply for the application of soft. metal for the purpose of pre-
venting frietion when there is pressure and motiou, or whether 
it was also for the application of soft metal in cases of stufliug 
rods for the purpose of excluding air, water or other fluid. 
The determination of this fact materially affected his llecision 
in this matter, and on reading the specification and title together, 
as was proper, he had no doubt that the plaintiff's claim was 
confined to cases where there is pressure and motion.(/.:) 

• 

Since the passing of the Act of I 883, defective titles lw.ve DPfectivotitlrn 
1n·o uot Jik,.Jy 

not been, nor are they likely to be, so frequent as they were to ll<J commou 

formerly, for it is expressly provided by the 6th sec. of that uow. 

Act tl1at the Comptroller shall refer every application to an 
Examiner, who is required to examine the specification null to 
ascertain that the title sufficiently indicates the subject-matter 
of the invention. Still, if the title after it has passed the 
Examiner, or after amendment remains defective, it is an 

(i) 6 J•:xch. 866 ; 21 L. J. Ex. 30_<;. 
(k) Sec ulso Neilson ·n. Hadiml, 1 \\'. 1'. (), 312, 373; I,istcr v. Nol'ton, 3 1'. 0. 

n. 20J. 

K 
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objection to the validity of the patent, and it must not be for
gotten that under the practice before the Act of 1 8 S 3, an 
examination of the title was supposed to be made by tl1c l,atcnt 
Clerks of. the Law Officers of the Crown before the Great Seal 
was obtained, and that, notwithstanding this precaution, it was 
not uncommon for patents to be vitiated through defects in 
their titles. 

'1'/u; Provisional SjJccificat-iun. 

Application An applicant for a patent is required to accompany his 
must he ncrom- 1' . l 'fi t' b t 't. t' 1 1 tJ tl • 1 11 p:mit·<l-hy a npp ICntwn )y a spcCl wa 1011, n 1 lS op ·wna w lC 1cr us s 1a 
~l"'cifimtion. be provisional or complete.(/) It is, however, in virtue of the 

fio•IIPI':l)J\• :t 
• 

1 n·ovi :-;i' 111 n.l 
:-' pf'ci fie at ion. 

difference in the requisites of the provisional and complete 
spccif1cations, very rarely to the interests and advantage of a 
would-be patentee to depart from the general practice of accom
panying his application by a provisional specification, and 
availing himself of the time allowed him under the Act wherein 
to consider and fulfil the obligations which the necessity (,f 

• 

filing a complete specification imposes upon him. 
Difference h~- The provisional diiTcrs from the complete speCification in 
iii'Pcn pro- I 1 f 1 'b tl t f tl . • l l'i~iounl nllll t 1at t lC ormer must ( cscr1 c 1c 1m nrc o 1e mvcntwn, Ulll 

''"luplt•flo <pt•ci- I 1' t t . 1 1 1 'b 1 t . I f fientiou~. · t te utter mus pm· ICI' a,· /f ( escr1 e am ascer am t w nature o 
the invention and in ~d/flt 11111 i/IWI' ·it ·is to bt: pclfurmcd.(m) It 
thus appears that, as regards the description of the invention, 
there is a difference in the accuracy with which this is required 
to be given hy the two specifications. The provisional specifi
cation uec1lnot enter in detail into all the means by which the 
inYention is tf\ be canied ont.(n) and it was never intended to 
he more than a mode of protecting an inventor until the time 
for 1iling the complete specification ; or to coutain a complete 
description of the discovery so as to enable any workman of 
ordinary skill to carry it out.(o) It is quite sufficient if the 
provisional specification iuform the Comptroller-General roughly 
what the invention is, for which the protection of letters patent 

(/) 46 & 47 Viet. c. 57, s. 5, ss. 2; 
for forms of pro\'iHional allll complete 
spccificatiou, sec 1'. H. 1890, Form Jl 
aiHI Form U. 

( 111) 46 & 47 Viet. c. 57, s. 5, ss. 3, 4· 
(u) Jt,. ~ .. wall n, Elliot, 4 0. ll. N. :S. 

269 ; 1 II & C. 797: 32 L. ,J. Ex. 120; 

10 ,J ur. N. S. 954; Penn v. lliLhy, L. It 
2 Ch. 127, 132; Lut·ns 11. 1\lillcr, 2 1'. 
0, H. I 55 ; :'llo>elcy ·iJ, Victoria I!nhhcr 
Co., 4 l'. I l. H. 241 ; Mo.rgan r. WiJHI
olcr, 4 1'. 0. H. 422; 5 1'. 0. H. 295. 

(u) ::;toucr v. 'l'Otlu, 1 .... U. 4 Ch. ·n. 
ss. 
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is sought; but it must do this fairly aml honestly, allll mu::;t 
indicate tho whole invention of which the wouhl-he patl'ntce 
is in possession at the date of his application, and for whit:h lw 
desires to obtain protection.(21) 

The object of tl1is is to show tlwt the invention snbselpJCntly Ohj··~t.nr tho 

f II 'fj d · tl 1 1 • 1 · l I pt·ovt:<lotml u y speer o IS w same as t wt w uc 1 IS presente1 to t 1e ~l'"•·ilkutiou. 
Comptroller in the first instanco.(q) 

In cases of subsequent dispute, the question is not wlwLher 
the provisional specification is defective, but whether the com
plete specification is excessive.('1') 

In the language of Lord Chelmsford, L.C.,(s) ''it secmf: clear p,.,. T.m:•I 

1 t I ffi f I . . I 'fj . . I 'I I Clll'hll"llll'<l, t 1a t 10 0 ICC 0 t Ie prOVISlOilfi speCI catiOU IS to ( escri Je t 1e I .. l'. 

Hatnre of the invention, not with minute particularity, but with 
sufficient precision and accuracy to iuform the law ollicers "(uo\v 
the Comptroller-General) " what is to be the su1J,iect-matter of 
the patent. It is not at all necessary that the provisional 
specification should describe the mode or moues carried out. 
That is left to the complete specification."(.s) 

The effect of tiling the provisional specification i8 to secure hnl'i"i.mml 
. ] ' . . 1 . ( ) l 1 1.. f I . prolc•etwu. mne mont 1s provisiona protectiOn, t am t w OuJect o L Jlil 

protection evidently is to enable the patentee to perfect his 
invention by experiments which, although open and knowu, 
will not be a use, and publication to the prejudice of letters 
patent to be afterwards granted, so that he may be in a condi-
tion to describe in the complete specification, as the result of 
experience, the best manner of performing the invention. It 
clearly appears, tlwrcfore, that the complete specification is in 
a sense supplemental to tlw provisional SJlOcification, not going 
beyond nor varying from it as to the nature of the invention, 
but conveying additional information, which may have been 
acquired during the currency of the provisional SJ1ecification, 
as to the manner in which the invention is to be per-
formed.( n) 

(11) Stoner v.Totltl, I.. n. 4 Ch.ll. sS; 
United 'l'clephone Co. r. H!\nisun, J,. 
H. :!I Cb. ll. 718, 747; \\'ootlwanl ''· 
Snnsnm, 4 P. 0. H. 166, 174; Siducll1•. 
Vickers, J,. H. 39 Ch. Jl. 92. 

{'J) Ne1~!\ll ''· Elliot, 1 II. & C. 797; 
32 h J. hx. 120; 10 .T111'. N. S. 954; 4 
l !. n. N. Fl. zoo . 

• 

(r) Hidt!cll v. Vickc•·~, L. I:. J:J Clr. 
H. 92, 97; l'01·tis 1•. Platt, Grill: L. o. 
u. 53 ; 5 1'. o. H. 87 II. 

(·') l'c·nn 11. lli.Luy, J,. H. 2 Ch. 12:-. 
(t) 46 & 47 Yll't. c. Si· "· S. 
(u) }J,i,/, 

• 
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The provisional protection granted to the patentee on lodging 
his provisional specification applies only to the consequences of 
publication on the validity of the patent subsequently granted, 
and does not give any right of action against any other person 
using the invention in the meantime.(x) · If, therefore, the 
complete specification, after having been accepted by the 

' 

Comptroller-General, describe and claim any invention different 
from that described in the provisional specification, it is evident 
that the patentee has never ~pplied for a patent or 1·eceived 
provisional protection in l'espect of that different invention, 
and the whole grant .is void, because the specification claims 
that which has never been granted, and consequently that to 
which the patentee l1as uo right-viz., the monopoly of the 
invention which differs from that described in the prQvisional 
specification.(y) 

Lord Blackburn,(z) commenting on the effr.ct of experiments 
made during _the period of provisional protection, pointed out 
that the proper process is to say : " Look at the nature of the 
invention described in the provisional specification, and say 
whether this which you have been doing, and which you say 
was a part of the patent, is fairly within the nature of the in
vention you have described, in that case you are protected; 
but if it is a new and separate invention and a different one, 
then you are not protected." The learned lord also pointed 
out that it becomes pretty clear, when the nature of an 
invention has been described in the provisional specification, 
if something were found out during the period of pro
visional protection to make the invention work better, or 
with respect to the mode in which the operation may he 
performed a thing which is very likely to happen when, 
in carrying out his invention, the inventor finds that some 
particular will not work as smoothly as he expected, and that 
it is necr.ssary to supplement it still the nature of his inven
tion remaining the same, it is no objection that in the co~plete 

• 

a: 46 & 47 Viet. c. 57, s. 13. 
Jf W ntling 11. Stevens, 3 P. 0, R. 

151 ; Newnll 11. Elliott, 10 ,J ur. N. S. 
955, 4 C. ll. N. S. 269; Fo~woli?J, Bos
tock, 4 Du G. J. & S. 298 ; Si!ldoll v. 

' 

Vicker~, L. R. 39 Ch. D. 92; 5 P. 0. R. 
81, 416. 

(z) llniloy 11. Uobcrtou, L. U. 3 App. 
Cns. 1074. 
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specification which comes afterwarus, tlw invention or applica
tion is described more particularly and in more detail, or even 
if it be shown that there has been more discovery made, so 
as to make the invention which he has described in the pl·ovi
sional specification rea1ly worlmble. If there is nothing more 
done than that, in the opinion of the learned lord, the patent . 
is good, but as soon as it comes to be more than that, and the 
patentee says in the provisional specification, I describe my in
vention as A., and in the complete specification I l~ereby de
scribe A. and also B., then as far as regards B., it is void, 
because the patent was granted for the invention that was 
described in the provisional specification and does not covet· the 
invention that is described in the other.(n) 

• 

IIi will be seen hereafter(b) that in such a case so long as n. 
remains in the complete specification it renders the whole grant 
bad, but the defect is one which may ue amended by excision, 
so as to secure to the patentee protection in respect of A. 

' 

Improvements in the arrangement of the machinery, of the 1mtrove•u?uts 
• • • • • tlnrmg perw!l 

relative positiOn and adaptatiOn of the different parts with a of prov!sioual 
. f d . I I I b . . f h. . protcctwu. view o pro ucmg t 1e same resu ts, t 1e sn stitntwn o mec am-

cal equivalents, and modifiQations and developments within the 
SCO})e of the invention set out in the provisional specification, 

· are allowable, and cannot be successfully relied on for the pur-
11ose of invalidating a patent on the ground of disconformity.(c) 

If the provisional specification descril.Je a method of carry- l'rovisioual 
. 1 . . . ~ t l t t 11 l'fl' t tl d . null complcto mg t 10 mventwn mto euec , :tnc a o a y c 1 - eren me 10 IS specificatiou8 

described in the complete specification, the latter document 3frr~:-~~~·g 
will not be void for disconformity if the two methods are mctl.w!ls w!tltiu 
' ' I < the lllVCUtiOU, 

within t1Ie invention described in the two specifications.(d) The 
reason of this is that the patentee is bound to describe the 
best and latest method known to him of carrying out the in
vention.( e) 

The provisional specification must contain a description of 'l'hu iluscrip
tiou of tlw iu-

(a) Sec also Crampton ·v. Patents 
Jnvc8tmcnls Co., 5 I>. 0. R 382, 393 ; 
Siddell v. Vickers, 5 1'. 0. H. 81, 426; 
Wootlward v. Snnsnm, 4 J>, 0. 11. I78. 

b) Chap. VI. 
c) Pm· Loi•cs, L.J., Woodward o. 

Snusum, 4 P. 0. U. I 78. 

• 

(tl) Woodward 1.•. Snnsnm, 4 P. 0. H. 
175;; Lucas v. Miller, 2 P. 0. 11. IS'i; 
1\lusolcy 11. Victorinllui.Jllc•· eo., 4 1'. h. 
H. 24I ; 1\[orgnn o. Windovcr, 4 P. 0. H. 
422 ; 5 P. 0. U. 295· 

(e) p. I 54li08t. 
• 

-
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. ·.·.·• .· vontio~ illtho the invention for which the patentee desires protection, and 
provlalonnl l h I . d . . b 1 }' · · b · · speoifi011tion t wug us escnptwn may e a mere roug 1 out me, It IS a so-
must bo honest, l t l . l h · l ll b h f · 1' 't d '.1 • . fnir, o~£Iicit, u· e y essentm t at It s 111 e ouest, au·, exp ICI , an Wlue 
~~~u~J1 ~o in- enough to comprise all that is described and claimed in the 
elude nil that fi l 'fi • h 1 · · fil d .1 k' is described na spec1 catwn w en t 1at Instrument IS e , anu spea mg 
i~~~~~~~J~;,d generally, the two specifications ought not so to differ that the 
specification. nature of the invention described in the one is materially 

• 

E~mmplcs of 
Jmtcnts rcu
tlorC!] void hy 
tlisconformity 
of tho spccifi
cntions. 

llailt:y r. 
ltuLCJ·tuu. 

' 

different from that described in tlw other.( f) 
There are many instv.nces in which patents have been 

rendered void because the patentee has in his final specification 
described and claimed inventions which the Courts have held 
were not included in tlw description given in the provisional 
specification. The following two cases may be taken as illus
trations of patents which have been so vitiated.(g) 

In Brti!c,IJ v. Robc?·lon,(h) the patent related to a method 
of preserving meat. The patentees in the provisional specili
cation stated : "We dissolve the ordinary commercial gelatine in 
uoiling water, using about 2 lbs. of gelatine to I o lbs. of water. 
We then add, while hot, a volume equal to the volume of solution 
of gelatine of a solution of bisulphite of lime (Ca02S02) in 
water of about the specific gravity '10 ;o. While the solution 
of gelatine and bisulphite o£ lime is still warm and liquid, we 
coat the substance to be preserved with it, either by dipping 
the substance in it, or by brushing it over with two or three 
coats of the solution." The complete specification described a 
solution consisting of bisulphite of lime alone, and laid claim to 
the use of this solution by itself for preserving animal sub
stances. The House of Lords held that the patent was invalid 
on the gt·omul that the claim to the use of bisulpl1ite of lime 
alone was not foreshadowed by the provisional specification. 

Lord Caims, L.C., pointed out that it could not be doubted that 
the invention, which those who wrote out the provisional speci-

1ication conceived, was not an invention merely of the chemical 
application of bisulphite of lime to animal substances, such as 

meat and fish, but was a mode of applying a coating or film to 

(j) :Foxwcllv. Bostock, 4 De G. J. & 
ti. 298. 

(f/) Sec al~u liOI'l'OCkB v. StuLLs, 3 r. 
0. H. 233, 236 ; Hutchison 11, Pntullo, 

5 P. 0. H. 351 ; King, Brown & Co. 11, 

Anglu-Amcricnn Brush Cm'IJOI'!Ition, 6 
1'. o. H. 414. 

(/1) J,, H. 3 App. Gus. J055· 
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the outside of animal substances, which coating or film was to 
consist of gelatine, or some substance of tlw same kind mixed 
with a solution of bisulphite of lime. The patentees could only 
claim the use of the solution of bisulpllite of lime separately 
by claiming an invention through the medium of the complete 
specification which was not ment.ioued in the provisional specifi~ . 
cation, and as to the mode of exercising or applying which tl~ey 
could uot, in that specification, point out any claim, or any in
formation given to the public. 

In United Tdt11hu1w Co. v. Hm·ti.~on('i) Edison's patent for Uuitc1l 'l'clc-

1 1 1 1 1 
. l . . . plwuo f.'o. t•. 

t Ie te ep wne UIH er t 10 tit e " uuprovements m mstrmnents Harri6ou. 

for controlling by sound the transmission of electric currents, 
and the reproduction of corresponding sounds at a distance," 
was held jnvalid by :Fry, J., and afterwards by the Court of 
Appeal, one of the grounds for so doing being the fact that the 
1inal S}1ecification described and claimed the phonograph \Vhilst it 
wns not disclosed in the provisional specification, although it wns 
admitted that portions of t.lw provisional specification explained, 
or might be held to refer to, an instrument like tlw phonograph. 
l•'ry, J., after stating the fact tl1at Edison had discovered an 
instrument of the l1ighest ingenuity, the phonograph, whicl1 is 
purely meclwnical, and lws nothh1g to do with electric or 
magm·tic sciCJJCO, and n!Jthing neccssariJy to do with the tmns-

mission of sound to a distance ohservcd: " Has that remarkaulc 
invention so made by Edison ueen in any manner described in 
tlw provisional specification? .... Now, no douLt some of 
these words do explain or might be held to refer to an in
strument like the phonograph, but when I ask myself whether 
they in any manner describe the 11ature of the invention, I 
am uonnd to say that they do not. . . . . I agree that the pro
visional specification need not describe the nmnner in which 
an inv<'ntion is to be carried into effect I ngree thnt it; need 
not describe the nature of the invention otherwise than rongl1ly; 
uut it ought to do so fairly and honestly ; and if l\fr. Edison 
was at the time at wllich these letters pat<::nt were granted in 
J10SS£'ssion. of tlwt very remarlmble meclwnicnl invention by 
which speech could be reproduced, not necessarily at a distnuec, 

(i) 1,. U. 21 Vh. Jl. 743· 

• 
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but in the same room as that in which it was uttered, I do 
not think the provisional specification was an honest state
ment of the nature of the discovery. On that ground I come 
to the conclusion that Mr. Edison's patent cannot be upheld." 

The following two cases may be taken as instances where the 
objection was not sustained that the final specification described 
and claimed inventions not foreshadowed by the 'provisional 
specification.(/.;) 

Newall v. Elliott (l) was a case in which the validity of 
Newall's patent for" improvements in apparatus for laying down 
submarine telegraph wires" was questioned on the ground of 
discouformity. The provisional specification described the 
nature of the invention in the following words : " The cable or 
rope containing this insulated wire or wires is passed round a 
cone, so that the cable, in being drawn off the coil, is prevented 
from kinking by means of the cone, and there is a cylinder on 
the outside which prevents the coil from shifting in its place." 
The complete specification, besides containing words to the 
nbove effect, continued the description in the following terms: 
" When the cable is to be laid down I place over the cone an 
apex or top which is conoidal, as shown (the drawing showed a 
short conoidal head placed on the fiat top of the truncated 
cone) and around this I suspend scvcml 1·ings of iron by means 
of cords, so as to admit of adjustment at various heights over 
the cone. The use of these rings is to prevent the bight of the 
rope from flying out when going at a rapid speed. The two 
rings nearest the coil are Jowered to about six and twelve 
inches respectively from the coil (the drawing showed four 
rings arranged in f,'l'adations of size, the smallest being at the 
top, and acting as a mouthpiece, for the exit of the cable which 
was thus carried close over the conoidal top of. the cone)." 
The claims included one for the use of rings in combination with 
a cone as uescriued. The matters in dispute were referred to an 
aruitrator, who made an award, and stated a special· case for the 

(/.-) Sco also Penn v. Dibby, fJ. R. 2 
Ch. 127, 13S ; Lucns v. l\Iillar, 2 1'. 
0. n. ISS j w atling v. Stevens, 3 P. 
0. H. 37, 42 ; .l\'Iosclcy v. Victoria 
HubLer Co., 4 1'. 0. ll. 241; Gaulm·d & 
Gibbs' Patent S 11

• 0. ll. 533 ; Horrocks 

v. Stubbs, 3 P. 0. R. 221 ; King, Drown 
& Uo. v. Anglo-American Brush Cor· 
f.OI'IItion, 6 l'. 0. H. 414 ; Cmmpton v. 
l'ho Patent InvcstmcnL Co., 6 P. 0. H. 

294· 
. (I) 4 C.B. ~. S. 269; 27 L .• J. C. 1'. 337· 
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opinion of the Court, in which one of the questions for decision 
was : " Whether there was a fatal variance between the pro
visional and complete specification, in that the former omitted 
all mention of the rings claimed by the latter document." 
'l'he Court gave judgment for the plaintiff, and the judgment of 
Byles, J., contained the following passage : " The second . 
objection was, that the provisional specification contained no 
mention of the rings claimed in the full specification. But 
the office of the provisional specification is only to describe 
genemlly and fairly the nat1WC of the invention, and not to 
enter into all the minute details as to the manner in which the 
invention is to be carried out ; otherwise the provisional specifi-
cation must be as full as the complete specification, and drawn 

• 

with as much care and deliberation. Indeed, the statute it-
self (m) indicates this distinction between the provisional and the 
final specification ; for it calls the latter the comJJlcte specification, 
implying that the former is, or legally may he, in some respects 
executory and incomplete. Moreover, it enacts (sec. 6) tl1at the 
provisional specification is to describe the nattt1'/J of the invention 

• 

and no more ; but when the statute comes to speak of the com-
plete specification, its language is altogether different ; it enacts 
(sec. 9) that the complete specification shall describe not only 
the nature of the invention, but also the manner in which it 
shall be performed, and not describe but particularly ascertain 
it. We, therefm·e, think that this provisional specificatie>n in 
the case umler consideration sufficiently describes the nature of 
the invention though it does not enter into a detail of all the 
means by which it is to be accomplished." 

153 

• 

In TVI'i[Jlit v. Jlitclicock (n) the patent was for "improvements \~1ight r. 
· 1 f f f 'II ffi J • l I . H1tchcock. m t 1e manu ucture o n s or ru es, ailC1 m t w mac unery or 
apparatus employed therein." The provisional specification 
stated : " The invention 1·elates to a peculiar manufacture of 
frills and l'nfllcs, and to a peculiar combination of mec1mnism," 
&c., whilst the complete specification stated: "The invention 
relates to a peculiar manufacture of frills, ruJUes, or trimmillfJS, 

and to a peculiar combination of mechanism to be applied to a 

(111) 15 & 16 Viet. c. 8~; cf. 46 & 47 Viet. c. 57, s. 5· 
(u) L. R. 5 Ex. 37; 3g J,, .T. Ex. 97· 

• 
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se\vfng machine for producing the ·same." It was objected on 
behalf of the defendants that there was an inconsistency 
between· the provisional and final specification, the word t1·int-
1ning being added in the latter. Kelly, C. B., overruled this 
objection, and held that by whatever name it was described the 
thing was in substance identical. 

We have seen (o) that one of the objects of the provisional 
specification is to determine that the invention described and 
claimed Ly the final, is really one and the same as that de
scribed by the provisional specification. 'l'he patent is altogether 
void if the final comprise an invention which is not com
prehended by the provisional specification.(p) 

It is not, however, necessary that all the details of the 
invention described by the final specification should be identical 
with those indicated by the provisional specification, provided 
that the invention remain substantially the same. 'l'he com
plete specification is, in a sense, supplemental to the provisional 
specification, not going beyond, nor varying from it as to the 

• 

nature of the invention, but conveying additional information, 
which may have been acquired during the currency of the 
provisional specification as to the manner in which the inven
tion is to be performed.(q) 

Any subordinate matter, or point, or detail, may be abandoned 
in the final specification without affecting the validity of the 
patent, provided always that such abandonment does not 
change the nature of the invention, and make it really a 
different one to tlmt described in the provisional specification; 
and such an abandonment is a notification to the public that 
the inventor could not work it, or thought it useless, and 
consequently, omitted it altogether.(r) 

In Tltomas v. Welch (s) the defendant contested the validity 
of the plaintiff•s patent for a sewing machine on the ground 
that the complete specification omitted some of the in
ventions put forward in the provisional specification. It 

o) p. 147 ante. 
ll) Dailey 11. Uobcrton, L. H. 3 App. 

Cas. 1055 ; Crossley v. l'ottu, l\lncr. 1'. 
u. 240. 

(q) Per Chelmsford, L. C., Penn 1J, 

Bilby, r •. R. 2 Ch. 127. 

58 ; 46 I; . • T. Ch. 32; Hutcl1ison 1'. 

l'attullo, 5 P. 0. ll. 351 ; 'l'homas v. 
We lei•, L. H. 1 C. l'. 192; l'enn 1,, lliuuy, 
h H. 2 Cb. 127; 134; l~vcritL'R l'atcnt, 
Grin: r.. o. C. 27. 

(r) Stoner ''· Torltl, J,. H. 4 Ch. V. 

• 

(s) I.. R. 1 C. 1'. 192; 35 J •.. T. C. P. 
200 • 
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appeared that the provisional specification described a certain 
instrument, and then went on to say that " this, o1· mwtlwr 
acting tlwrcwit/t., acts to hold the work during the insertion of 
the needle." It was contended that tho complete specifica
tion conta.inecluothing corresponding to this second alternative. 
The Court of Common 11leas ovemtled this objection, and . 
lMe, C.J., in his judgment said: ".Assuming that this is so, 
I do not think the objection ought to prevail. The difference 
is a slight one, and injured nobody ; and it may be that the 
patentee had something in his mind when he filed J1is pro· 
visional specification, which he found afterwards would be 
useless. As he could not disclaim, formally, part of the 
provisional specification, he might, I think, in such a case as 

• 

the present, have omitted it from his complete specification. 
It may be, however, that one form if mentioned in the com
plete specification, which is in two parts, is what was referred 
to in the expression, ' foul anotlt'W acting therewith.' " 

155 

· If, lwwever, the patentee omits in t.he complete specification ~h? pro- .• 

l ' } ' } • d 'b .1 • } • • 1 'f' , ] VISIOJIILI Speclh· anyt ung w uc 1 1s escn eu m t 1e prov1S1011a spem lCatlOI~, 1e Mtion cnnnot 
. . d . bo rend to sup-cannot afterwards rentl the provtswnal to snpply a efeCJt m 1JJy n defect in 

1 , , tho COlllloMc. the finn spemficntwn. 
Thus, in Jlli.wl.:dt·an v. Rennie,(t) the patent related to "im- Exumplt•8. 

I>rovements in floating tlocks ;" and the 1)rovisional specification 
stated: "I construct a pontoon or vessel of ircn-frmning, sheeted 
over entirely with plate-i1·on, so as to form an air-tigl1t chamber 
subdivided into compartments." And the complete Sl>ecification 
stated : " Having in a provisional specification described the 
11ature of my invention, I will now proceed particularly to 
describe the same," and went on to CXl)lain the arrangement of 
parts, and the method of employing tllC dock, but said nothing 
about its being constructed of iron. The claim was " the 
arrangement and combination of all the parts of any floating 
doc], as represented ond described." 

It a1)pearP.d at the trial that floating docks, constructed of 
timber, were well known before the patent, and that tlw 
plainLifl''s invention consisted in constructing sucl1 docks of 
h·ou. There beiug, however, no mention of h·ou in the 

(1} IJ c. u. N. R. 52 • 

• 

• 
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complete specification, Erie, C.J.,. held that the provisional 
specification could not be produr.ed in aid for the purpose of 
supplying a deficit in the complete specification, and the 
plaintiff was nonsuited. The Court of Common Pleas refused 
a ·motion for a · new trial, and approved the course the 
learned Chief Justice had taken in. the Conrt below ; and 
indicated an opinion tl1at even if the defect had been supplied, 
the alleged invention could not properly be the subject of a 
patent. 

It must not be forgotten that a provisional, 1ike a complete, 
specification, must be accompanied by drawings, if required,(t~) 
and from a consideration of tl1e foregoing pages, it will be 
appamnt tlmt great skill and care must be expended in the 
preparation of the instrument, so as to make it comprehensive 
enough· to cover all that the patentee, after developing the 
discovery, may possibly wish to include and claim in the 
final and complete specification. 

Tlw Oomplctc Specification. 

'l'hc complete The l'atents, &c., Act, 1883, like tho previous Act of 1852, 
~pecilicntiou enacts that the patentee shall in the complete Sl>ecification parmust pnr-

~~~~t~-~~;130~8. ticu]arly describe and ascertain the nature of the invention and 
cortaiu tho !Ill- in what manner it is to he perf01med and further requires that 
ture of tho m- ' 
v('ution and i~ this instrument shall be accompanied by drawinrrs if neces-
what mnuucnt t> ' 
is to b<• per- sary.(x) 
fm~ucd. 

• 

The patentee is required to particularly describe and ascertain 
the nature of his invention so that the public may know what 
they 1n·e prohibited from doing without his leave or licence, 
during the continuance of the patent, and he is required to state 
in what manner the invention is to be performed, in order that 
the rest of the public may, when the patent expires, be able to 
put the invention into practice, and thus enjoy the benefit of 
the discovery.(y) 

In fact, the price which the patentee pays for his monopoly 
is the fulfilment of the obligation he is under of lodging such an 
account of his discovery as will enable the public at the expira-

(u) 46 & 47 Viet. c 57. s. 5. s~. 3· (x) s. 5· ss. 44; 6CC 1'. n. 1890. 
(!J) Yonng v. Howutfwl, 1 1'. 0. 11. 31; 1\Iacfarlnno v. l'rict•, I Stark, N. P. 201 • 

• 
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tiou of the time for which the grant is made, to have as free and 
unreserved use of the invention as he himself.(z) 

• 

,,,. ·' 
• • • 

. · .. .. 
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The title and provisional specification (a) are sufficient if they snfllciuncy or 
, 1 d ' I t d . t' f h . , titlo nnd pro· g1ve a mere roug 1 an mcomp e o escnp wn o t e mvenhon; visionnl spnci-

f tl th bl. t . th f . I . llcntion. rom tern e pu w, excep m e case o very stnt}J e mven-
tions, obtain but little information of the real nature of tho 
manufacture they are prohibited from using, and unless some 
specific and detailed informatim• were given res}Jecting what 
they are commanded by the terms of the grant to refrain from 
doing, during the continuance of the monopoly, it would Le un
fair to punish them for any violation of the patent right com
mitted without tho means of ascertaining its nature and 
extent. 

It is apparent that, in every case in which an action for 
infringement is brought against a member of the public in 
respect of a particular patent, it is necessary to ascmtaiu whether 
the act complained of is described in the complete specification, 
and claimed by implication, or otherwise, and whether tho ex
clusive privilege of carrying out that particular opemtion is con-
ferred upon the patentee. · 

If the specification does not sufficieutly describe some art of 
manufacture which is substantially the same as that used by the 
alleged infringer, no action lies against him. 

1'he complete specification requires the exercise of the greatest 
skill and ca1·e in drafting it, and is by no means easy to draw. 
The reason of this is that the conditions and tests which the law 
requires the document to satisfy arc very numerous, and a 
failure in any one of them will not only make the specification 
bad, but will render the whole grant void. 

• 

It must be borne in mind that the object for wltich the com- OLjHct of tho 

1 'fi · · t · t · ffi · t d I . f complcto S!J~ei-p ete speCl cat10n ex1s s 1s o giVe su 1e1cn an comp etc m or- ficntiou. 

mation to the public of what they are prohibited from doing, 
without the sanction of the patentee, during the continuance of 
the patent, and what they will be able to do after it has expired. 
The following are the chief conditions which the law requires 
the complete specification to satisfy::-

(z) Gibson v. Brand, I W • .P. C. 627; 4 1\f, & G. I79; 4 Sc11tt, N. H. 844 ; I I L. 
J. C. P. 177; Woutl v.Zimmcr, Holt, N. P. 58; I W. !>, 0. 82 u. 

(a) ante. 

• 

• 

. ' ' . ' 
• • .. 

• 
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I. The complete specification must be framed with the utmost 
good faith, and must not contain any false representa
tion or misdescription of the invention or any materinl 

part of it. 
· II. The complete specification must be intelligible to an 

ordinary workman, pu,sessing tlw ordino.ry skill and 
knowledge of that branch of the useful arts to which -
the invention relates. 

III. It is not necessary that a complete specification should 
describe the invention and the manner in which it is 
to be performed so fully as to instruct persons wholly 
ignorant of the subject-matter. 

IV. The complete specification must particularly describe 
and ascertain the nature of the invention. 

Y. The complete specification must be perfectly intelligible to 
the class of persons to whom it is addressed, so as to 
communicate to them what the art or invention is to 
which the patent applies, and that no person may be 
deceived or misled, but may be enabled to perceive the 
uature of the invention and also to put it into prnc
tical operation. If the invention consist of more 
than one part, the specification must contain a full, 
accurate, and intelligible description of every such 
part, and the means of carrying it into effect. 

VI. The complete specification must not be framed in ambi
guous language, but must be as clear and concise as 
the uature of the subject will admit. 

VII. The complete specification need not describe any step 
or process which is necessarily implied. 

VIII. The complete specification need not describe minutely 
any known thing to which it refers. 

IX. The complete specification need not describe the par
ticular shape of any article or part, if the form thereof 
is not of the essence r•f the invention. 

X. The complete specification must desr}ribe the best method 
known to the patentee of performing the invention 
and all his knowledge relating thereto. 

XI. The compl1·te 8pecificntion must give any iuformatiou 
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relating to the best means of performing the invention, 
which the patentee may lmve acquired during the 
pel'iod of provisional protection pl'ior to the date of 
filing the complete specification. 

XII. The complete specification need not mention everything 
which will produce the desired result, or every mode . 
of performing or applying the invention. 

• 

XIII. If the complete specification descl'ibe anything. which 
is not new, it must clearly distinguish that whici1 is 
olU from that which is new, and claim only the 
latter. 

15!1 

• • 

I. J'lw complete spt•cijlcaf.ion must be framctl witlt. the utmost fJOOtl f; Jlona.til/e.•. 

faith, a1lll must not contain any false 1't']J1'l'SClllaNon or 111is~ 
dcsc1'iJ.Jt·ion qf tltc in·cention m· any 111atcrial pm·t of it . 

• 

A patent is to be considered as a bargain with the puLlic, and l'ntcut i~ con· 

1 'fi t' 1 t t b t l tl · · 1 f Ri!leJ'P!l n!l n t w speCI en ron oug 1 o e cons ruec on 1e same prmCI p c o hargain with 

good faith as that which regulates all other contracts.(b) If the pul,Ee. 

any statement in the specification turn out to be untrue, or of 
• 

a nature calculated to mislead or puzzle the public, the grant of 
the letters patent will thereby be rendered void, either on the 
ground that the untruth is part of the representation on the 
strength of which the grant was made, or that the patentee has 
not properly described and ascertained the nature of the in vcn
tion and in what manne1· the same is to be performed. 

It was stated by l~uller, J., in R. v. A·rkwriyltt (t:) that if the 
specification, in any part of it, be materially false and defective, 
the patent is against law and cannot be supported. His lord
ship further held that if ce1·tain things mentioned in the 
specification were of no use, and merely thrown in to puzzle, 
the patent was void. If there is anything introduced into t1w 
specification which tends to mislead the public, or if the 
process as dit·ected by the S!Jecification does not produce that 
which the patent professes to do, the paccut itself is .void.(tl) 

• 

· (b) Per LoJ'll Eldon, Cartwright 1•. 
Enmcs, 14 \'cs. IJI, 136; Stui'Z 11. 
De In U!JC, 5 Uuss. 322; 7 I,, J. 0. ::l. 
Ch. 47· 

• 

• 

• 

c) Dav. 1'. U. 61 ; I W. P. C. 64. 
d) 'l'ui'IJCI' n. WintcJ', I 'l'. H. 602 ; I 

W. 1'. C. 77; l'nhncr v. Wngslnll~ New· 
fun,' L .• J. \'o!. x!iii. p .. IJI. 
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~:. :·:•' '~ ~~s~noi'~'.ire~t If the ·patente~ can make the article, which is the subject of the 

;:.- . ·· : rinsw~~ ; · · .. · msert others wh1ch wlll not produce the effects stated, the 
-· -_ .. : · · · ·~l.:\ patent will be void.( c) 

- nuistn~ti\;lp- If the patentee suppress anything, or mislead, his specifi-
pross inform- t' · b d 'f h tl d f d ' ntion or ml~- ca 10n IS a e.g., 1 e say I ere are many mo es o omg 

· lend. · ·\, a thing, when in fact there is only one, this will avoid the 
'- patent. If he maintain that as an essential ingredient in the 

patent article which is not so, nor even useful, and thereby 
n1isleads the public, his patent may be void.(!) 

A description If the specification describe two ways of doing a thing, and 
of n. method • • 
which will not it tnr.ns out that by one of the ways spemfied 1t cannot be done, 
protlnco tho l 'fi . . b d d l 'd ( ) effect clnimerl. t 1e spem cation lS a an t 1e patent VOl • [/ 

Distinction be- A false description of a method of performing the inven-
twoen n. fn.lso • . • • • 
description of twn, or a part of 1t, must not be confused w1th a cla1m to 
n method nnd • • • 
n cln.im to somethmg wh1ch turns out to be useless. In the latter case, If 
something usc- l 1 • • 1 h b f 1 Iosg, t 1e use ess part IS a non-essentta , t e patent may e per ect y 

Neilson v. 
Hnrfonl. 

• 

' ' . 

good notwithstanding the claim ;(h) but in the former the patent 
cannot be sustained. 

In Neilson v. Hmjorcl,(i) Parke, B., at the trial, said that 
his strong opinion, as then advised, was that a certain state
meut in the specification was incorrect and untrue, and that 
it being clearly untrue, it vitiated the specification, and pre
vented the llatent from being a good patent. The jury, by 
their verdict, agreed with the view the learned baron took 
of the statement in question ; but the Court of Exchequer, 
of which he was also a member, construed it dift'erently, and 
Parke, B., is reported to have said :(Ia:) "At the trial, I construed 
this passage as meaning that the shape was immaterial to the 
degree of effect in making the blast ; and, if this were so, the 
jmy having by their finding negatived the truth and accuracy 
of this statement, the specification would be bad, as containing 

(e) Ibid. sec Bickford v. Skewes, I W. 
P. 0. 211. 

{f) Lewis v. M11rling, I W. 1>, C. 
493· 

(g) Beard v. Egerton, 2 Cnr. & K. 
667 i 3 C. ll. 97 ; 8 C. 13. I65; I 5 L. J. 
C. P. 270 I9 L. J. C. P. 36; n. 1'. 
Culler, Mncr. 1'. C. 137; Snvory v. 

Plico, Hy. & 1\L 1 ; I W. P. C. 83; 
Kurtz v. l:ipcncc, 5 P. 0. R. I6I, 184. 

(It) H. v. Cutler, Mncr. P. U. 137; 
Low1s v. Mnrlillg, 10 13. & C. 22 ; I \V. 
P. C. 493· 

(i) I W. P. C. 313; 8 M. & W. 8o6. 
(I•) I w. P. c. 371. 
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' a false' statement in a material circumstance of a nature that, 
. . 

if literally acted 'Upon by a competent workman, would mislead 
him, and cause the experiment to fail. • . . . But my lords and 
my brothers, after considerable hesitation, are of opinion that a 
construction may be reasonably put upon this clause wl1ich will 

• 

support the patent ; ami though I myself still entertain great . 
doubt whether such is the true construction, I am not preparccl 
to say that it is not.'' 

In Sctvmy v. P1·ice (l) the patent was for the "invention of s,~~,yory v. 

a neutral salt, under the name of Seidlitz powder," and the 
1 

rice. 

specification set out three distinct recipes for making the in
gredients of the powder viz., (I) Rochelle salt (i.e., a double 
tartrate of potash and soda); (2) carbonate of soda; (3) tartaric 

• 

acid all of which were well-known substances before the date 
of the patent. It further stated the proportions in which these 
ingredients were to be mixed for compounding the Seidlitz 
powder. The plaintiff was nonsuited, Abbott, C .• J., saying: 
" It is the duty of any one to whom a patent is granted to point 
out the plainest and most easy way of producing that for which 

' 
he claims a monopoly, and to make the public acquainted with 
the mode which he himself adopts. If a person, on reading tho 
specification, would be led to suppose a laborious process necessary 
to the production of any one of the ingredients, when in fact he 
might go to a chemist's shop and buy the same thing as a separate 
simple part of the compound, the public are misled. If the results 
of the recipes, or of any of them, may be bought in shops, this 
specification, tending to make people believe an elaborate pro
cess essential to the invention, cannot be supported." 

As has been said by Jessel, M.R.(1n): "You must not mis
lead people by telling them to do something wrong, and leaving 
them to find out the mistake. . . . . You must not give people 
mechanical problems and call them specifications." 

The case of Blo'JJet?n v. Elsee (n) is an instance of a specifica- 1\Iisstatomcnt 
• • • of cnpnbility. 

twn winch was rendered voxd, because the patentee thereby 
represented that the machine described was capable of doing 

l) Ry. & M. I j I w P. c. 83. 
m) Plimpton v.' ~lnlcolmson, L. H. 3 0-h. D. 576. 

(1t) 6 n. & c. 169 ; r c. & r. sss . 

• 

' 

• 

.. .. 
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more than it really could do viz., making paper of different 
widths, whereas it was in reality only suited to paper of one 
definite width. And in Crossley v. Pottc?' (o) the patent was 
de.clared bad, on the ground that the specification represented 
that the machine as described was applicable to the weaving of 
carpets as well as of coach lace, whereas such was not in reality 
the case. The direction of Pollock, C.B., to the jury contained 
the following instructive passage: "In my mind, the safest 
course for patentees to adopt in framing their specifications is, 
instead of including everything, to confine themselves specifi
cally to one good thing; and a jury will always take care that, 
if it be a real invention, no man, under colour of improvement, 
shall be allowed to interfere with that which is the offspring of 
their genius." 

If the specification contain what amounts to a false sugges
tion on the part of patentee e.g., if the title be " a machine 
for sharpening knives, scissors, and razors," and the body of 
the specification disclose only a machine which will sharpen 
knives; (p) or if the specification give only an insufficient 
description of the invention and the manner of perform
ing it, the patent will in each case be equally bad. In the 
former it will be void on the same principle that an ordi
nary grant of lands or tenements from the Crown is by a false 
suggestion of the grantee rendered inoperative, not merely 
against the Crown, but in a suit against a third person ;(q) and 
in the latter it will be bad, because the statutory requirements 

statement have not been complied with.(?') But a statement in a specifi-
~~~\i~~ ii!' cation to the effect that an invention is applicable to other 
n.pplicn.blo to tl tl t 'fi d '11 t 't' t tl t t other purposes purposes 1an 1a spem e WI no VI Ia e 1e pa en , as 
!~~~\A~:;~o there j~ no o~jection to a patentee stating that what he has 

invented with reference to one particular machine may be appli
cable to other machines.(s) 

Stntemout that A statement in a specification to the effect that a certain 
something is 
important, thing is important which is in fact not so,(t) or that something 

(o 1\facr. P. C. 240. 
(p Felton v. Greaves, 3 C. & P. 611. 
(q) 'fravell v. Carteret, 3 Lev. IJS; 

Alcol'k v. Cooke, S mug. 340; Morgan 
v. Snnwartl, 2 M. & ,V, 544· 

(r) See I W. P. C., and cases tl~ero 
rclcrre1l to, 

s) Colo v. Snqui, S P. 0. R. 494· 
t) IIuddart v. Grimshaw, I W. P. C. 

ss. 



,-.····· . ' ' . . . . 

• 

THE SPECIFICATIONS. 163 

• 

is immate~·ial which is in reality material,(tt) will, it is sub- which is not 
'tt d t t t d · d so or that mt e , amoun o an attemp to ece1ve, an so render the so:Uothing is 

Patent void im~ato.rial ' Which lS 

In R. v. J.fctcalf ~'IJ) the patentee, both in the title and body ~~~~~~~~s: 
of the specificatifJn, described the object for which the patent R. 1'· Metcalf. 

was obtained to be the manufacture of " a tapered hair or head · 
brush," and the method of manufacture to consist in cutting 
J'rtir in lengths of about one inch and a quarter, and then mix-
ing it by l1and and shaking it together as unevenly as possible, 
and finally attaching the hairs so cut and mixed to the stock by 
means of wires. At the trial it appeared that the patented 
brushes had bristles of unequal length mixed indiscriminately 
together. Lord Ellenborough, C.J., held that the invention 
was improperly described, and said : " Tapering means gradually 
converging to a point. According to the specification the 
bristles would be of an unequal length, but there would be no 
tapering to a point which the description assumes. If the word 
' tapering' be used in its general sense, tl1e description is 
defective there is no converging to a point. If the ter:q1 has 
had a different meaning annexetl to it by the usage of trade, 
it may be received in its perverted sense. At present, however, 
I cannot hold out any prospect that the difficulty arising 
from the grammatical consideration can be removed." After 
further evidence his lordship advised the jury to find that it 
was not a tapm·ing, but only an unequal brush, which they 
accordingly did. A rule for a new trial was refused. 

In Felton v. fhcavcs,(y) the plaintiff had obtained his patent Felton v. 

f " l ' f d't' d t d f ' ' Greaves. or a mac nne or an expe 1 wus an correc mo e o g~vmg a 
fine edge to knives, razors, S<?issors, and other cutting instru
ments," and it appeared that the invention, which was stated in 
the specification to consist in a machine for sha1·pening various 
cutting instruments by passing their cutting edges backward 
and forward in the angle formed by the intersection of two or 
more circular files in the manner explained, was suitable for 
sharpening knives, but it would not do for sharpening scissors. 
The files were stated to be in the form of cylinders, and at the 

u.) Neilson v. Hnrfor!l, 1 W. P. C. 313. 
x) 3 Car. & P. 6u. 

• 

(y) 2 Slnrk. N. 1'. 249· 
• 

' 
• 
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~ ~ · ~·· . · · .. · .. ·, trial it nppea1·ed'in evidence that in order to adai>t the instru-
' . ·. · ··· . · mE:nt,to the sharpening of scissors it was necessary to have one 
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Bninbridgo v. 
Wigley. 

II. lliust bo 
intelligible to 
ordinary work
men. 

• 

' 

· of them smooth, which the specification did not describe, and 
Lord Tenterden, O.J., on this ground directed a nonsuit. 

In Bainb1·idgc v. Wiglcy,(z) the specification stated that tlw 
invention consisted in certain improvements in the English flute, 
whereby the fingering was rendered more easy, and certain 
notes produced that were never before produced, whilst it 
appeared in evidence that, as a matter of fact, only one new note 
was produced. Lord Ellenborough held that this was fatal to 
the patent, the consideration on which it was granted not being 
truly set forth. The patentee had stated that, by his improve
ment, he gave new notes, when in fact he had given but one 
new note. 

II. Tlw c01nplctc specification 1n1tst be intelligible to onlinm·y 
·w01·l.:mcn possessing the onlinmy slo·ill and knowledge of that 
bmnch of the ttsifttl a1·ts to wldck the invention 1·clatcs. 

In llf01'[Jan v. Seawanl,(a) Alderson, B., told the jury that a 
specification is addressed to all the world : and therefore all 
those possessed of a competent skill ought to be able to con
struct the machine by following the specification, and the 
specification should be such as to ·enable a workman of 
ordinm·y skill to make the machine.(b) Parke, B., in Neilson v. 
llmfonl,(c) laid down the law in the following terms: "You 
are not to ask yourselves the question whether persons of great 
skill a first-rate engineer or a second-class engineer ·whether 
they would do it ; because generally those persons are men of 
great science and philosophical knowledge, and they would, 
upon a mere hint in the specification, probably invent a machine 

• 

which would answer the purpose extremely well; but that is 
not the description of persons to whom this specification may 

z) Pnrl. Rep. I92; I Carp. P. C. 270. 
ct) 2 1\f. & w. 544 ; I w. P. c. I67 j 

6 L. ,J. Ex. I 53· 
(b) Seo also Gibsou 11. llrnnd, I W. 

r. c. 63 I ; Sturz v. De In Rno, I w. 

P. C. 83 ; 5 Russ. 327; Beard v. Egcr· 
ton, 8 c. n. I65 j Bickford v. SkeweR, 
I w. P. c. 2I8. 

(c) I W. P. C. 295 ; 8 111. & W. 
8o6 ; XI L. J. Ex. 20 • 
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be supposed to be addressed it is supposed to be addressed to 
a practical workman, who brings tbe ordinary degree of knqw
ledge and the ordinary degree of capacity on the subject; and 
if such a person would construct an apparatus that would 
answer some beneficial purpose, wl1atever its slmpe was, accord
ing to the terms of tllis specification, then I think that this · 
specification is good, and that the patent may be supported so 
far as it relates to tlmt." 

.. .. . 

• The following passage, from the jndgment of Jesse}, 1\f.R, Statcmout JJy 
. p·1' Jllr. l l (d) 1 b 1 f . Jesse!, :lti.H. m b'£111/)Jton v. !La co ?ILSO?t, ms een approvec o 1n recent ns to whom ' 

t t t t f th I 1 1 tiJo COIU)J!CtO cases as a correc s a emen o e aw as to w 10m a comp etc spccitic11tion 

specification must be intellicrible (c) · " It is plain that the mu~t .IJo in· o • tclhg,blo. 
specification is not addressed to people who are ignorant of the 
subject-matter. It is addressed to people who know something 
about it. But there are various kinds of people who know 
something about it. I£ it is a mechanical invention you have 
first of all scientific mechanicians of the first-class, eminent 
engineers ; then you have scientific mechanicians of the second-
class, managers of great factories, great employers of labqur, 
persons who have studied mechanics . . . . and in this class 
I should include foremen, being men of superior intelligence, 
who, like their masters, would be capable of invention, and, like 
the scientific engineers, would be able to find out wlmt was 
meant even from sligl1t hints and, still more, from imperfect 
descriptions, and would be able to supplement so as to succeed 

• 

even from a defective description, and even more than that, 
would be able to correct an erroneous description. That is what 
I would say of the two first classes, which I call the scientific 
classes. 1'1Ie otlwr class consists of the ordinary workman, 
using that amount of skill and intelligence which is fairly to be 
expected from him not a careless man, but a careful man, 
though not possessing that great scientific knowledge or power 
of invention wl1ich would enable him by himself, unaided, to 

• 

supplement a defective description, or correct an erroneous 
description. . . . . It will be a bad specification if the first 

(d) L. R. 3 Ch. D. 531, 568 i 44 L . 
. l. Ch. 257. 

(c) Edison v. Wnodlwuso, 4 P. 0. H. 
79 i .llloscloy v. Victoria Hubbcr Co., 

• 

4 1,, 0. H. 242 ; Bm.r v. Gar<ln~r, 4 P. 
0. H. 400, 406; BtliBon v. Ilollaml, 6 
P. 0. 1:. 243 

' 

' ' 

• 
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two -· classes Oi 1ly understand it, and if the third class do 
not." (f) 

The complete specification must define the invention so that 
an ordinary skilful workman may carry it out.(g) Maule, J., 
said, in reference to the specification of an invention relating 

• 

to photography : " If so much nicety of description is required it 
would be impossible to draw a specification at all. It is enough 
if it be so explicit as to enable a man of ordinary competent 
sldll, and willing to learn, to perform the operation. A com
petent workman must be taken to know the known properties 
of iodine, of silver, and of nitric acid, or else the specification 
should have included a statement of the properties of each of 
these substances."(h) 

Every inventor capable of sustaining a patent for his inven
tion adds, it is clear, something to what was known before, and 
it is submitted that the ordinary skilled workman, to whom it 
may be supposed that his specification is addressed, must be 
interpreted to mean a person having a reasonably competent 
kuo\vledge of what was known before on the subject to which 
the patent relates, and a reasonably competent sldll in the 
llractical mode of doing what·was then known.(i) 

If it appear in evidence that a person possessed of the 
highest scientific knowledge might be left in doubt as to the 
exact meaning of a direction contained in the complete specifica
tion, whereas a person possessing merely ordinary knowledge 
on the subject has no difficulty in interpreting the machine, 
the patent will be upheld with respect to the sufficiency of 
the specification.(/~) 

(.f) Sec also N cilson v. Harford, 1 W, 
P. U. 314. 

(y) Wallington v. Dale, 7 Exch. 
888 ; 23 L. ,J. Ex. 49· 

(It) IJcard v. Egerton, 2 Car. & K. 
667 ; 3 C. B. 97; 8 C. B. 165; 15 L. 
J. C. 1'. 270; 19 L. J. C. 1'. 30; see also 
Otto v. Linford, 46 L. '1'. N. S. 35; 
lladischo .Anilin und Soda l!'nbrik v. 

Lcvinstoin, L. R. 12 App. Cas. 71,0, 
713 ; 4 P. 0. R. 449 ; 1\Ioscley v. VIc
torin UubbcrCo., 4 1'. 0. U. 241, 253. 

(i) See Edison v. Holland, 6 P. U. n. 
243.280. 

(k) !3ndi~cho .Anilin und Soda Fnbri~, 
v. Lcvmstem, 12 App. Cas. 710; 4 I. 
0. R. 449· 
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III. It is 1wt ?Wccssa?'!J tltat a complete S)Jccijication sluntld desmibe III. Need not 

t' · ,, · d t' . 7 • 7 • • instruct per. 
1W ~nVC1w!W1L an 1W 11Ut1MW1' ~n 1VI~~Cib ·tt w to be per- sons wlwlly 

fi d .f. ll t • l . . ignomnt of the . m·mc so J ll 1J as o ~nst?·uct persons 1vlw .ly ?gnomnt oJ subject.mattcr. 

tlte s1wject-mattm·. 

The specification is addressed, not to persons entirely ignorant . 
of the subject-matter, but to artists of competent skill in that 
branch of manufacture to which it relates.(l) 

Lord Loughborough, in A1'l,;wrigltt v. Niglttingalc,(m) stated 1-!'kw!iglit t·. 

tl t 'fi t' . dd d t I . 1 'II . I N Jghtmgalc. . 1a a speCl ca Ion 1s a resse o persons 1avmg s n m t 1c 
• 

subject, and not to men of ignorance, and if it be understood by 
those whose business leads them to be conversant in such sub
jects it is sufficient. 

In Rex V'. A1'lw;rigld,(n) a case in wl1ich the patent called Rex t•. 

in question related to a mechanical invention, Buller, J., said, Arkwright. 

that if the specification be such that mechanical men of common 
understanding can comprehend it, so as to make a machine by it, 
it is sufficient; but then it must be such that mechanics may be 
able to make the machine by following the directions of the 

• 
specification without any new inventions or additions of their 
own. . 

When it is said ti1at the meaning of the specification is that 
others may be taught to do the thing for which the patent is 
granted, it must be understood to enaule persons of reasonably 
competent skill in such matters to make it; for no sort of spcci· Per Lor<l 

. ld b bl bl 1 l tt 1 . t EllcnborougL. ficat10n wou , pro a y, ena e a p oug unan, u cr y 1guorau 
of the whole art, to make a watch ; and a person must carry 
a reasonable knowledge of the subject-matter with him, in order 
clearly to comprehend specifications of inventions.(o) 

1'he patentee must not leave the description of the way in Knowlc<lgo 

1 ' ] I · • • b f d • 1 t t I common to tho w nc 1 t lC mventwn IS to e per orme m sue 1 a s a e t mt tm<Ic must bo 

persons desirous of carrying it out would find tlmt they had r;~~~.ght to 

virtually to solve a problem before they could do so. The 
person reading the specification is called upon to bring to bear, 

(l) Huddnrt v. Grimshaw, I w. r. 
C. 85, 87; Dickrord v. Skewes, 1 W. 1'. 
C. 218; Hornblower v. Boulton, Dnv. P. 
U. 221, 228 ; Edison v. llollnnd, 6 P. 
o. n. 243, 277, 278, 28o. 

• 

m) Dnv. P. C. 39 ; 1 W.P. C. 6o. 
n) Dav. P. C. 61; 1 W. 1'. C. 64. 

(o) Per Lord Elfenboruugh, C.J., in 
Harmlll' v. l'lnyuo, llav. 1'. V. 318; 1 I 
East, 181 • 

• 
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IV. Must 
particularly de
scribe and 
ascortuin tho 
uaturo of tho 
invention. 

common to the trade; and he must not be called upon to exercise 
anything more. The specification must be drawn in such a 
manner as not to call on a person reading it to have recourse to 
more than those ordinary means of knowledge (not invention) 
which a workman of competent skill in his art and trade may 
be presumed to have.(p) 

IV. The complete specification must JlaTticulM·ly describe and 
ascm·tain tlw 1uttn1·e of the invention. 

• 

This was speciully enacted by the Act of· 1883, s. 114; but 
before that statute the public had a common-law right to a 
fair, full, and true description ; (q) and it was laid down by 
Ashurst, J.,(1·) that it is incumbent on the patentee to give a 
specification of the invention in the clearest and most unequi
vocal terms o! which the subject is capable, and that it is of 
consequence that the terms used should express the invention in 
the clearest and most specific manner. Buller, J.,(s) declared 
that where attempts were made to evade a fair patent, he 
was strongly inclined in favour of the patent, but when the 
discovery is not fully made the Court ought to look with a very 
watchful eye, to prevent any imposition on the public. 

Whilst, in order to support a patent, it is necessary that the 
patentee should make a full disclosure to the public, yet, if he 
make a full and fair disclosure as ja?' as his lmowlcdge at tlte 
time c.?Jtends, he has done all that is required.(t) 

Ht·nson for Cresswell, J., stated the reason why a full disclosure is 
full disclosure. required, is that a party who obtains a patent is bound clearly 

to define in his S?ecification what it is he claims as his invention, 
in order that the public may know with certainty what they 
may, or may not, do without incurring the risk of an action for 
infringement of the patent,(1b) and Alderson, B.,(x) laid it down 

(p) l\Iorgun v. Sonwunl, IW.l'.C.I74• 
(q) H. 11. Arkwright, Duv. P. C. 6I ; 

1\lucfarlano v. Price, I Stark. N.l'. I99; 
1 W. P. C. 74 r .. ; Gibson ·v. Braud, I 
w. 1'. c. 640. 

(r) 'l'urncr v. Winter, 1 W. P C. 77, 
I 'l'. U. 602. 

s) lbicl. 
t) Lewis v. 1\Inrling, IO B. & C. 22; 

I W, 1'. C. 496. 
(u) Gibson v. Brand, I W. P. C. 627, 

. (x) lllorgnu v. Renwnrd, I W. 1'. C. 
174. I79· 
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• 

that the public have a right to expect and require that the speci-
fication shall be fair, honest, open, and sufficieut, and contain a 
full description of the way in which the inventio~: is to be carried 
into effect. 

It is a condition, without the fulfilment of which the patent 
is void, that the patentee sl1all state the nature of his invention, · 
in order that persons reading his specification shall know, and 
shall know with reasonable clearness and facility, what they 
are prohibited. from using by the letters patent without per-

• 

mission or licence.(y) 

169 

In the case of patents for improvements on existing inventions Im1wowmcnts. 

the patentee must be specially careful to claim only the improve-
ment and not the old invention.(z) 

V. Tlte complete spcdjlcatimb must be pcr.fcctltt intdli[jible to tlw v. llf.nst 
• • COU\1\11111 full 

class of penons to wltmn zt zs addnsscd, so as wt only to description of 
' [ t [ 1 7 t t 7 t • t • • t OVCI'Y part, C01n1n1tnwa c o TW1n 1/hUt 1tc cw 01' znvcn W1L 18 o nod tile menu~ 

n•ldch tlw patent applies, but so tltat no pc1'8Qn ?nay be i~t:~"!fc~·:.~ it 
deceived 01' 1nislecl, but may be cnctblecl tlw1'Cby to pc1'Cci·vc 
tlw nal-tt?'c of tlw invention, and also to put it into Jimc-
tical opeml'ion. If tlw invention consist of ?Jtore tlwn 
one Jlta·t, tltc spccifbeation must cm~tain ct fltll, accnmte, 
ancl intcll·igiblc clesmiption of evc1·y suck JJCt1·t, ctncl tlw 

means of ccm·y-in[J it into ~f!'ect. · 

• 

In Hill v. !17wmpson,(a) Lord Eldon, L.C., approved of tho Hill t•, Thump· 

sta1:ement of the law on the subject of patents to the jury by the sou, 

.judge in the Court below, who declared that the specification 
must be intelligible. Indeed, it is very evident that such must 
be the case, for it would be absurd to enact that a specification 
must be enrolled, and then to hold that one not intelligible will 
satisfy the conditions of the act. 

In Tnr1w1· v. Winte1·,(b) it appeared that in carrying out the T•!•,tcr 1•. 

' ' ' d' ' th t d ' tl tl WIUtcr. mvent10n m rspute 1t was necessary a urmg 1e process 1e 
materials used should be fused, though the specification only 
alluded to calcination. The specification mentioned the use, as 

(y) Philpot v. Hnnbnry, per Chovc, J., 
2 1'. 0. U. 33 ; sco nlso l~nirburn v, 
Housohol!l, 3 l'. 0. R. 128; 3 P. 0. H. 
263; Uowclilfo v. lllorriH, 3 1'. 0. H. 17. 

• 

(z) Endcs v. Stnrbock Wnggon Co., 
W. N. 1 16o ; p. 59 ante. 

(a) 1 W. . C. 237· 
(b) IT. It 6o2; I w. 1'. c. 77· 
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an alternative for other substances, of joss.U, salt, but it appeared 
· at the, trial that fossil salt was a generic te1·m, including several 
spe~ies, and that sal gem was the only species of it which would 
answer the purpose. The patent was declared void, the specifi- · 
cation not being intelligible, in so far as it did not state the degree 
of heat necessary, and the particular species of fossil salt which 
would answer the purpose. . 

~·wo !nvon- In !lfm'[jan v. Scawm·d,(c) Alderson, B., told the jury that the 
bona m one h d . h. 'fi . d 'b d . . ttont, must be patentee a m IS spec1 catwn escr1 e two mventwns, and 
sp!~if~·d:orly that the patent would fail if either of them were insufficiently 

• 

• 

specified; for if a person run the hazard of putting two inven
tions into one patent, he cannot hold l1is patent, unless each 
can be supported separately. 

He told the jury this after having previously directed them 
that, in law, the patentee is required to state fairly to the public 
what the invention really is, in order that other persons mny 
know what is the prohibited ground, and that the public may be 
made acquainted with the means by which the invention is 
to be carried into effect. 

The learned baron also pointed out to the ,jury that it is of 
great importance to the public, and by law absolutely necessary, 
that the patentee should state in his specification not only the 
nature of his invention, but how that invention may be carried 
into effect. Unless he be required to do this, monopolies would 
be given for a term of years to persons who would not on their 
part do what in justice and in law they ought to do, state fairly 
to the public what their invention is, in order that other persons 
may know what is the prohibited ground, and in order that the 
public may be made acquainted with the means by which the 
invention is ,to be carried into effect. 

If the spe~ification be not intelligible to the public to whom it 
is addressed, the patentee will not have fulfilled the obligation 
which the law imposes upon him of telling the public for what 
it is that he claims the invention.( d) And in the words of Lord 
Eldon, L.C., "in order to support a patent, the specification 

(c) 2M. & W. 544; I W. P. C. 170; 
6 JJ. J. Ex. I 53 ; soo also Uog ·v. 
Wheeler, 2 B. & Ald. 345; 1\lacnamam 
v. Hulse, Car. & M. 47 I ; Stevens 11. 

Keating, 2 W. P. C. I75; 19 L. J. Ex, 
57· 

(d) Noildon v. Thompson, 1 W. P. c. 
283-
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' 

should be so clear as to enable all the world to use the invention 
• 

as soon as the time for which it was granted is at an cnd."(c) 
If the specification is not sufficiently explicit to enable others 

to practise the invention, then it defeats one of the object:; for 
which it was required viz., "that useful novelties may be given 
to the public, of which, at the end of the term granted to the · 
patentee, they shall have the full benefit."(/) 

In R. v. Ad.:wrigltt,(g) Buller, J., directed the jury that it is n. .''· Ark· 

1 1 1 d 1 h . l . wr~gbt. c ear y sett e as aw, t at a man, to entitle urnself to the benefit 
of a patent for a monopoly, must disclose his secret, and specify 
his invention in such a way that others may be taught by it to 
do the thing for which the patent is granted ; for the end and 
meaning of the specification is to teach the public, after the term 
for which the patent is granted, what the art is; and it must put 
the public in possession of the secret in as ample and beneficial 
a way as the patentee himself uses it. 

If the patentee use a word inaccurately, but from the context A word in

it is perfectly clear in what sense he intends it to be understood, ~~~~~\~!~~ 1xs 

h · ill t b b' t' I ' h ld b explained by sue an maccuracy w no e an o ~ec wn w uc cou e ~uc- tho context. 

cessfully urged against the validity of the specification.(k) 
A specification which discloses in one set of words both the One set _of 

f tl . . d tl d f f . . . ffi words dis-nature o re mventwn an re mo e o per ormmg 1t 1s su I· closing both 
• ( • tho nature of crent. '1,) the invention, 

All that is necessary is that the specification shall be inteUi- ~r;c~~~~~r~~ 
gible to the persons to whom it is addressed, and enable them to 1t• 18 sulbcumt. 

perform the invention; and a specification so intelligible will Errors which 

not be vitiated by the fact that it contains slight mistakes and ~:o~k~!::~ry 
I ' h k f d' k'll d · would perceive errors w uc any wor man o or mary s I an experience will not vitiate 

would perceive and correct.(!.:) tho patent. 

But this last statement must be understood as -·referring only 
to errors which appear on the face of the specification, or the 
drawings therein referred to, or which would be at once dis-

(c) Newbury v. James, 2 1\Icr. 446, 
451 ; I Carp. P. C. 367. 

(f) Holmes v. London and North 
Western Ry. Co., Mncr. P. C. 13, 16; 
Hills v. London Gas Light Co., 5 H. & 
N. 312, 340. 

(gJ Dav. P. C. 61; t W. P.· C. 64. 
(It) Dorosue v. Fairie, 1 W.P. C. 154, 

157; Minter v. Mower, 1 W. 1'. C. 141; 

• • 

sco also R. v. 1\Ir.tcnlf, J W. I>, C. 141 
n.; 3 Car. & P. 6u. 

(i) Edison v. Holland, 6 1'. 0. H. 
280. 

(k) Simpson v. Holliday, 5 N. R. 340; 
L. U. 1 H. L. 315; 35 L. J. Cb. Su; 
Otto v. Linford, 46 L. •r. N. S. 35 ; 
1\Iorgun v. Seawar<l, 1 W. P. C. J'/6. 
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LETTERS PATENT' FOR INVENTIONS. 

covered and corrected in following out the instructions given, for 
such errors cannot possibly mislead ;(l) and it must not be under-

• • • 

stood as a correct statement of the law where errors are discover-
able only by experiment and further inquiry. The proposition, 
moreover, is not true of an erroneous statement in a specification· 
amounting to a false suggestion, even though the error would be 
at once observed by a workman possessed of ordinary knowledge 
of the subject. For example, if a specification describe several 
processes or several combinations of machinery, and affirm that 
they will all produce a certain result which is the object of the 
patent, and some one of the processes or combinations is wholly 
ineffectual and useless, the patent will be bad, although the 
mistake committed by the patentee may be such as would nt 
once be observed by an ordinary workman.(11t) 

A workman is not to be called upon to correct any error 
unless there is something to correct it by.(n) Thus, in the case 
of Rinks' patent for the parafiin lamp the drawing did not show, 
and the letterpress did not describe, a certain small opening in 
the second burner which was necessary to the effective work
ing of the lamp. Jesse!,· M.R., held this to 1Je a fatal defect 
which a workman could not be called on to remedy. In the 
case of an invention the whole merit of which is very small 
indeed, if people are told how to do things better, they must 
be told properly, without the exercise of invention or much 
trouble.( o) 

Objections to the working of a patent are not usually allowed 
when a patent has stood for a long time the test of inquiry.(p) 

The objection to the sufficiency of a specification, on the 
ground that it made use of F1'Cneh expressions, such as vis de 
pression, vis cle npulsion, and vis de naction, for different screws, 
and ccntimct1·es for inches, was taken in Bloxa1n v. Elscc,(q) but 
was not sustained, as it appeared that, although these terms would 

(/) p. 159 ante. 
(111) See remarks l•y Lord Westbury, 

L.C., iJ, Simpson v. Holliuuy, 13 W .. U. 
577 ; 5 N. R. 340; 35 L .. J. Gh. 811 ; 
L. H. 1 II. I,. 315; p. 89 ante. 

(n) British lJynmuito Cu. v. Krebs ; 
(1. P. C. I!JO; Hinks v. Safety Lighting 

Co., 4 Ch. D. 615; United Telephone 
Co. v. H:m-ison, 607 L. H. 21 Ch. D. 
720. 

(o) Hinks v. Safety Lighting Co., 
L. H. 4 Ch. D. 615; 46 L. J. Ch. 185. 

(p) Botts v. Neilson, L. U. 5 H.L. 121 ; 
per Lord W estbnry, L.C. 

(q) 1 Car. & P. 558; 6 D. & C. 169 . 

• 
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not be understood by English mechanics, yet a skilful work
man could construct the machine by the aid of the drawings 

• 

annexed to the specification, Abbott, C.J., saying: "An inven-
tor of a machine is not tied down to make such a specification, 
as by words only would enable a skilful mechanic to make the 
machine, but he is allowed to call in aid the drawings which he · 
annexes to the specification; and if by a comparison of the words 
and dmwing the one will explain the other sufficiently to enable 
a skilful mechanic to perform tbe work, such a specification is 
sufficient." 

The use of the word " discolour," as meaning " discharge the 
colour," being a bad translation of the French word '' discolour " 
lws been held not to be of sufficient importance to upset a 
specification.(?') 

173 

.A specification will be sufficient which contains dh·ections Specification 
, . l vnliil though 

enablmg a person havmg a reasonab y .competent knowledge and t.illls' nro no-

skill of the subject to make the article described without further ~~~~~7s.10 

invention, though it may be necessary for him to make some 
trial and experiment before succeeding,(s) but a specification 
which does not contain sufficient information to enable this to 
be done is absolutely fatal to the validity of the patent.(t) 

VI. The complete specification must not be fmmcd in ambiguous VI. Must uot 

l b t b l l · 1 ,.p bo ambiguous. 
ct1l[J ltagc, 1tt nws c as c em· mu conczsc as ltW nat-u·rc oJ 

tlw subject 1vill admit. 

In the language of Aslnust, .J., "It is incmnheut on tho I'l'r A~hnr~t, .1. 

patentee to give a specification of the invention in the clearest 
and most unequivocal terms of which the subject is capable, 
and if it appears that there is any unnecessary ambiguity 
affectedly introduced into the specification, or anything which 
tends to mislead the public, in that case the patent is void. . . . . 

• 

It is certainly of consequence that the terms of a specification 

(r) Tetley v. Easton, Newton's L. J. 
vol, xlii. p. 58; rS C. D. 643 i 25 L. J. 
0, P. 293. 

n Edison v. IIollantl, 6 P. 0. R. 243. 
t Liardct v, J olmson, I W. P. C. 53; 

n. v. Arkwright, I w. J>, c. '/0 ; Ncilsou 
v. lllwford1 1 W. P. C. Jl'/ ; llinks v . 

• 

Safety Lighting Co. I,, R. 4 Cb. D. 6o'J; 
Dniloy 11. Robcrton, L. R. 3 AJll'· Cas. 
1055 ; Pooley v. Pointon, 2 P. 0. R 167 ; 
Hutchison v. Pntullo, 5 P. 0. H. 351 ; 
Ellington v. Clark, 5 P. 0. U. 327 ; 
Goulard v. Gibbs, 5 P. 0. R. 525, 535· 

' . 
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· manner; so that a man of science may be able to produce the 
thing intended, without the necessity of trying experiments,(n) ' • 

' 

• 
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and, as was pointed out by Dallas, L.C.J.,(x) if the instrument 
contains an ambiguity in a material point, that is a ground on 
which it may be avoided altogether. 

want of clear- If there is a want of clearness in the specification, so that the 
ness or studied bl' t ft d '1 th 1 f tl · t' d ambiguity. pu 1c canno a erwar s avm emse ves o 1e mven wn, an 

if there is any studied ambiguity in it, so as to conceal from the 
public that of which the patentee is, for a term, enjoying the 
exclusive benefit, the patent itself will be completely void.(?/) 

Inc!urling Again, if the specification in describing any materials or 
~t~t ~~m· :~td ingredients which are necessary for the purpose of carrying out 
answer. the invention, uses language wide enough to include what is 

Afrnni ng of 
t011ns liable to 
change. 

unsuitable as well as what is suitable for the purpose, the am
biguiLy will be fatal.(z) · 

It must not, however, be forgotten that the meaning of 
words is liable to change with the progress of science and dis-
covery, and a term, which, for the purpose of the specification, is 
sufficiently accurate, may, in future years, include that which 
will not answer the purpose the patentee has in view. In such 
a case the specification will be read with reference to the state 
of knowledge at the time it was prepared, and if the term used 

Interpreted include nothing tltcn known that would not answer, it will not 
with mfercnce be held to be ambi!!uous, thou!!h the use of the same term 
to their mean- ~ ~ 

ing at dnto of subsequently might be.( a) This is only equitable, for a patentee 
specific.\tion, 

is not entitled to a monopoly of ingredients and materials un-
• known at the date of the specification, even though the lan

guage used be sufficiently wide to include them.(b) It would 
be manifestly unfair to hold that language whicl1, by the advance 

(u) 'furner v. Winter, 1 T. R. 602 ; 
1 W. P. C. 77· 

(x) Campion v. Uenyon, 6 B. l\1oo. 71; 
3 Drod. & D. 5 

(y) Per 'findal, C.J., Galloway v. 
Dleaden, I W. P. C. 521. 

(z) Ralston v. Smith, 9 C. D. N. S. 
II7 j II c. n. N. s. 471 j II II. L. Cas. 
223 ; Dooth v. Kennard, 2 H. & N. 84 ; 
Hnwortb v. Hardca&tle, I W. P. C. 484; 
Saunders 1'· Aston, 3 D.& Ad. 8!lr, 886; 
1 W. P. C. 75 u. ; Kurtz v. Spence, 5 
P. 0. R. 161 ; Rt~vens v. Keating, 2 

W. P. C. 194; llfuntz v. Foster, 2 W. 
P. C. 109; Hills v.London Gas Light Co., 
5 H. & N. 312; 27 L. J. Ex. 6o; 29 L . 
. r. Ex. 409; Bailey v. Robcrton, I,. II. 
3 App. Cas. 1070. 

(a) BadiscllC Anilin nnd Socia Fnbrik 
v. Le ... instuin, L. H. 24 Ch. D. 156; 12 
App. Cns. 410; 4 P. 0. U. 449 ; CJ·oss
lcy 11. Beverley, 3 Car. & P. 513; 1 W. 
P. C. 112. 

(b) Tetley v. Ens ton, 1\fncr. P. C. 77; 
r8 C. D. 643 ; 25 I, .• r. 0. & P. 293. 
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of knowledge, has come to include more than the patentee con
templated, should vitiate the patent. 

' 

175 

In Wcgrnann v. Oorco1'an (c) the Court of Appeal upheld a Exnmplo: 
. , · . f . 'v cgmtmu ,, 

declSlon of the Court below declarmg a patent or an unproved CoJ"comn. 

machine or apparatus for treating or preparing meal, void on the 
ground of the ambiguity of the language used by the specifi
cation. The patentee stated that the squeezing rollers of the 
improved machine were to have "a surface consisting of a 
material containing so much silica as not to colour the meal or 
flour" and went on to say that he preferred to make them o£ 
"iron coated with china, and finely turned with diamond tools." 

• 

It was proved in evidence that there are two kinds of china.-
Oriental or. Chinese china, containing 73 per cent. of silica, 
and very hard, and the china usually made in this country, 
containing only about 40 per cent. of silica, and much softer. 
The evidence also established that the first kind of china would 
answer the purpose, but the second would not, and that the 
invention was useful in milling operations. The Courts held 
that the specification was bad, as being ambiguous and iuade~ 
quate in so far as it did not state what kind of china was to be 
employed. 

• 

It is always a question for the jury, or the Court acting as a AccuJ"nry 

jury, to say whether or not the specification describes with 2~i;i,~:~::.or 
sufficient accuracy the ingredients or materials which the 
patentee directs to be used,(d) but a patentee is not obliged in 
referring to materials and ingredients to enter into minute 
details as to them, if they are known in commerce and can be 
readily procured under the names which he gives them.(c) 
The names of articles mentioned must be taken to be used in 
their ordinary commercial sense.(./) 

The specification of Medlock's patent for improvements in Exounplcs. 

the preparation of red and purple dyes directed the use of dry 

(c) L. It. 13 Cb. D. 66. 
(d) Dickford v. Skewes, I W. P. C. 

214; Derosne v. l•'airic, r W. P. 0. 154; 
Elliott v. 'I'umc1·, 2 C. D. 446; Walling
ton v. Dale, 7 Exch. 888. 

(c) 1\Iaclntosh 1•. Evcrington, 2 Carp. 
U. 18o, rgr. 

(/) Simpson v. Ilolliday, 2 Newton, 

• 

L. J. uS; 5 N. It. 340; L, H. I II. L. 
315 i 35 L. J. Cb. Su; Stevens v. 
Keating, 2 W. P. 0. 183, 187 ; 19 L. ,J. 
Ex. 57; 1\Iuntz 11, Foster, 2 W. J>. C. 
104 ; Stmz v. De In Run, 1 W. 1'. C. 
83 ; S Russ. 327; l.ludischu Auiliu nml 
Soda .l!'uhrik ''· Lcvinstcin, L. H. 24 Ch. 
D. 156; 12 App. CnH. 710; 4 1'. U. U. 
449· 
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LETTERS PATENT FOR INVENTIONS. 
• • 

• • 

arsenic ~J.Cid in a p11rt of the process, and this was held by Lord 
Westbury, L.C., to refer to the ordinary arsenic acid of com
merce (which is dry to the touch, although it contains water of 
hydration), which would answer, and not to the anhydrous form, 
which would not answer ;(g) but in a case where t.he specifica
tion directed the use of "the finest and purest chemical white 
lead," and it appeared in evidence that there was no substance 
known in the trade by that name, but that white lead only 
was known, the specification was held to be defective on the 
ground of ambignity."(lt) 

Whore propot·- In the case of an invention of a new use of known substances 
lions nro . • ( ') 1 t • 1 • 1 'fi 

-

essent.inl, m new proportiOns, t t 1e pa entee m us comp ete spem en-
tho most · ' b d t t t tl t 't bl ' ' 1 ' l ' suitnblo must twn Is oun o s a e 1e mos sm a e proportwns w1t nn us 
bo stnterl. lmowledge,(k) but he is not obliged to limit his claim to the 

precise proportions mentioned.(l) 
Exnmplcofnn In Hastings v. Brown,(n~) a patent granted for "certain im-
nmbi~uous 
spccificntiou. proved arrangements for raising ships' anchors and other pur-

poses" was upset, on the ground that the language used in the 
specification was ambiguous. The patent related to a windlass, 
the drum of which was grooved in a V form, the sides of the 
V groove being scalloped or recessed into a series of shell-like 
indentations, which formed a hold for the links of a chain 
cable, and the words used in the specification to describe the 
object of the invention were, " the scallop shell is upon a new 
plan, intended to hold, without slipping, a chain cable of any 
size, as shown by the opening form of the scallop at the top and 
bottom of Figure 2." The drawing referred to (n) merely 
slwwed an indented V groove. It was established in evidence 
that before the date of the patent no cable-holder was known 
which would hold chains of different sizes, and the invention 
claimed by the pleadings as a novelty was the application of a 
single windlass to different sizes of chain cable. It was also 
established that a windlass, capable of holding a chain cable of 
a given size, was no novelty. The defendant's case was that 

(fl) Simpson II, Holliday, 5 N. n. 340; 
L. n. I II. L. 3I5. 

(l•) Sturz v. De In Rue, I W. P. C. 
83 ; 5 Russ. 327. 

(i) Chap. II. p. 65. 

• 

(/~) Sec post . 
• (l) Tho Patent Type Foundry Co. v. 

Rwlmnls, 6 Jur. N. S. 39· 
m) I E. & B. 450; 22 f,. J. Q. B. 161. 
n) Fig. 2. 
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• 

the patent was void because the language used in the specifica: 
tion left it doubt~ul whether the claim was for holding a chain 
of a given size, or for holding chains of different sizes. The 
jury gave a verdict in favour of the patent. The Court of 
Queen's Bench subsequently, however, directed a nonsuit to be 
entered, on the ground that the specification was bad, Lord 
Campbell, C.J., saying: " It is clear that the patentee ought to 
state distinctly what it is for which he claims the patent, and 
describe the limits of the monopoly. This is not done by this 
specification. The claim is for an invention by which a single 
windlass may raise cables of different diameter, which is allowed 
to be a great improvement. But is that pointed out by the 
specification? The words are at best equivocal. If he claims 
for a windlass that is fitted for one cable only, of whatever size, 
there is no novelty; and the vice of the specification is that it 
does not assert that more can be done by the invention. The 
title tells us nothing. The words of the specification are, 'a 
chain cable of any size.' ' A' applies to one only. At all events, 
the phrase is capable of that meaning ; and the specification, if 
it be equivocal, is bad. I see nothing in the words, or in the 
drawing, that necessarily indicates the contrivance to be for 
fitting more than one cable. You might make a windlass 
according to the drawing which would do no' more than that." 

• 

• • 

• 

It is settled law that a person, to be entitled to the benefit Directions. 

of a patent, must disclose his secret and specify his invention 
in such a way that others of the same trade may be taught 
to do that for which the patent is granted, by following the 
directions in the specification, without any new invention or 
addition of their own.(o) And the specification ought to be 
framed so as not to call on a person to have recourse to more 
than those ordinary means of knowledge (not invention) which 
a workman of competent sldll in his art and trade may be pre~ 
sumed to have. 

In judging of the sufficiency of the specification, the proper Orito:ion of 
. . . h h b . l h . . sufficJCncy. cntenon 1s w et er a person, y usmg on y t e ex1stmg 

knowledge common to the trade at the date of the patent, 

(o) Per Duller, J., R. v. At-kwright. Dav. P. C. Io6; I W. P. C. 66, and note • 
• 

• 

• 

• 
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• 

would be able to exercise the invention without using informa:. 
• • 

tion derived from any other soli:-11e.(p) Tindal, c:J.,· directing 
the jury ·in M1tntz v. Fostt?' (q) as to the sufficiency of the 
specification, used the following words : · .. People are not to go 
on and. make experiments, at a great expense to themselves, 
which shall turn out to be bootless and fruitless ; but they rely 
on an honest and open and candid exposition by the patentee of 

• 

everything that is necessary for the easy and certain procure-
ment of the commodity for which the patent was granted; that 

• • • 

is a question upon the evidence." And, in the language of 
J essel, M:n.., "you are not to tell a man to make an experi
ment, but to tell him how to do the thing."(?') · 

In Stevens v. Kcatin{J (s) the Court of Exchequer upheld the 
verdict, given in the court below for the defendant, on the 
question of the sufficiency of the plaintiffs specification.· One 
of the patents in question in the action related to a method of 

• 

making cement, by mixing gypsum, limestone, or chalk, each in 
a state of powder, with a strong solution of pearlash in water, 
and then adding sulphuric acid in sufficient quantity to neu
tralise the alkali. A stated quantity of water and of the 
powdered material was next added, ·and the product was dried 
and heated to a red heat. The specification stated : " Other 
alkalis and acids, besides those hereinbefore mentioned, will 
answer the purpose of my invention, though some that I have 
tried answer as well as the alkali and acid hereinbefore set 
forth ; " and concluded with a claim for the process of mixing 
the powdered materials, alkalis, and acids, as described, and 
snbsec ... 1ently burning, heating, or calcining the same, for the 
purposes set forth. 

Pollock, C.B., in the Court of Exchequer, upholding the ver
dict below, pointed out in his judgment that only one alkali 
(potash) and one acid (sulphuric) were mentioned in the speci
fication, but manifestly the inventor did not confine himself to 
them ; if he did, the defendant would be entitled to· a verdict, 

(11) Per Alderson, B., 1\Iorgan v. Sea
ward, I W. P. C. I7J, 174; Bndiscbe 
Anilin urul Soda Faurik ·11. I.evinstein, 
L. R. I2 App. Cas. 7Io; 4 P. 0. R. 
463 ; British Dynamite Co. v. Krebs, 
G. P. U. 88 ; Neilson v, Harford, I W. 

• 

P. C. 37I; Rex v. Arkwl'ight, I W. P. 
c. 66. 

q 2 W. P. C. g2, mg. 
·r 'British Dynamite Co, v. Krebs, G. 

P. C. go. 
(s) 2 W. P. C. I75; Ig L. J. Ex. 57· 
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on the plea of. no infringement, for he ·used neither. " To what 
extent, then, · does the claim go beyond the · alkali and acid 
namod ? If it be a claim of all acids and alkalis, it is clearly 
bad, as there are some that will ·not answer the purpose. If it 
be a claim of those only which will answer the purpose, it is 
clearly bad, in consequence of not stating those which will · 
answer the purpose and distinguishing them from those which 
will not, and so preventing the public from being under the 
necessity of making experiments to ascertain which of them 
will succeed and which will not; and this was expressly so 
determined by the Court of Queen's :Bench in R. v. "fVlwclcr,(t) 
where they say that a specification which casts on the public 
the expense and labour of experiment and trial is bad. In my 
view, therefore, this specification is defective." 

179 

If the specification be such that the persons to whom it is Specification 

dd d bl b f 11 , , d' , d ncccssitatinl!' a resse are not a e, y o owmg 1ts nect10ns, to pro nee ~xpori!uon~s · 
any beneficial result without the further necessity of perform- ~':J~~~g m. 

ing experiments and trials involving invention, it is bad. It 
will not, however, be bad if a beneficial result can be obta~ned 
by strictly carrying out the directions given, though further 
experiments may be necessary to obtain the result in a higher 
degree,(1t) provided that the patentee has given the best means 
known to him of carrying out the invention.(x) 

If the specification contain language which is calculated to Misleading 
. 1 d I bl' . f • . 1 . 1 1 laugnago. m1s ea t 1e pu IC mto per ormmg experiments w uc 1 t w 

patentee knows must fail, such language will be a fatal defect 
in the specification. Thus, in Crompton v. lbbotson,(y) a patent Crompton ,., 

for "improvements in dyeing and finishing paper" was held bad Ibbotson. 

on this ground. The specification stated : "My invention con~ 
sists in conducting paper by means of a cloth against a heated 
cylinder, which cloth may be of any s1titable material, but I 
JWejc1' it to be made of linen warp and woollen weft." One of 
the witnesses for the plaintiff admitted that as to the conducting 
medium he bad tried several things, but he was not aware that 

t) 2 n. & Altl. 345· 
u) Neilson v. Harford, I W. P. 0. 

295, 318; i\Tncunrnnra ?J, Hulse, Car. 
& 1\f, 471; 2 W. P. C. 128 n.; Otto 1J, 

• 

Linford, 46 L. T. N. S. 39 ; Edison ?1• 

Holland, 6 P. 0. U. 243· 
x) p. 183 po.!t, 
?J) Dnn. & L. 33; 6 L. J. 0. S. K. B. 

214 • 

' 
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anyth~ng WC?nld an~wer the purpose except the material which 
• • • 

the patentee said he preferred, and the plaintiff was non-. . . . -

suited. The Court of King's Bench refused to set the nonsuit 
aside, Lord Tenterden, C.J., pointing out that the patent was 

• • • 

obtained for the discovery of a proper conducting medium, and 
. . ' 

that the plaintiff found, after repeated trials, that nothing would 
' 

· serve the purpose except the cloth described in the specification, 
whilst he said that the cloth might be of any suitable material, 

• 

and merely that he preferred the particular kind in the specifica-
tion mentioned. Other persons, misled by this statement, 
might be induced to make experiments, which the patentee 
knew would fail. The public, therefore, had not the full and 
entire benefit of the invention. In TVintc1· v. Tm"'W1' (z) a pa
tent was held void on the ground of a similar ambiguity in the 
specification. 

Absolute or perfect precision in the specification is impossible, 
and cannot therefore be required. It will be quite sufficient if 
the document is comprehensible to the ordinary workman in the 
trade to which the invention relates. 

The following remarks of Grove, J., are instructive upon 
this point: "Every word I give will be open to exception, 
and no human being probably could criticise my language more 
than I could myself, if I were to sit upon it, because I am one 
of those who believe that there is no form of words which can 

' . 

be used with such accuracy as to exclude every other conclusion 
but the one which the speaker or the writer intends to express . 

• 

I have never yet seen any form of words, even of moderate 
• 

length, upon which a person reading it in an adverse spirit 
might not put a different conclusion from that which the author 

• 

intends, and those who have written books, or have had to deal 
with drawing legal documents, or other matters of that sort, 
know how impossible it is to give any definition, or use any 
form of words, which may not be excepted to."(a) 

z) I T. R. 6o2; I W. P. C. 77· 216; Al'kwl'ight v. Nightingale, Dnv. 
a) Philpot v. llrmbury, 2 P. 0. R. P, C. 37• 

38 ; see also Boulton v. Dull, Dav. P, C. 
• • 
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• • • I ' ' 
• 

• 

VII. Tke C011LJJlete specification need not desc1•ibe anJJ step m· 
. process 1vMclb is neecssa?·ily implied. 

· VIL Neod not 
doscribo nny 
step or procoss 
implied. 

For instance, in the case of a specification of a newly invented Examples. 

chemical process, which directed that some particular chemical 
substance should be poured upon gold in a state of fusion, it · 
would not be necessary that the specification should describe 
the obvious fact that, in order to carry out this direction, the 
gold would have to be put jnto a crucible and melted; nor 
would it be necessary to specify the manner in, nor the utensils 
with, which the operation of putting gold into a state of fusion 
was to be performed, these being mere incidents with which 
every man acquainted with the subject must be familiar.(b) 

• 

In Crossley v. Beverley (c) it was sought to upset a patent for 
an "improved gas apparatus," on the ground that the specifica
tion did not specify the use of a condenser, without which the 
apparatus would not work satisfactorily. Lord Tenterdcn, C.J., 
however, overruled this objection, holding that any workman 
capable of making a gas apparatus would know that he n~ust 
put in a condenser, and the specification did not direct that the 
condenser should be left out. 

In Russell v. Cowley (d) the specification of an invention for 
the manufacture of iron tubes without the use of a mandril was 

• 

held sufficient, though it did not specifically state that the 
mandril was to be left out. The ground of the decision was 
that an ordinarily intelligent workman would, from the general 
purport of the specification, sufficiently understand that the 
mandril was to be omitted.(e) 

VIII. The complete sjJccijication need not nccesscu·ily desc1ibe 
1nin1ttcly ctny know?~ tMng to whick it njc1·s. 

VIII. Need 
not describe 
minutely nny 
known thing. 

-:b'or example, in the case of an invention which consists of an [J.g., -'\n old 
mvcntion. 

improvement on an existing machine, it would not be necessary 
for the patentee in the specification to enter into a minute 
description of the old machine, but it must not be forgotten that 

(b) Boulton v. llull1 Dnv. P. C. 162; 
2 H. lll. 498. 

(c) 3 Car. & P. 513; I W. P. C. xo6. 
(d) l w. p, c. 459· . 

• 

(e) Sec also llcnrd v. Egerton, 8 C. ll. 
165; 15L.J. C.P.27o; xgL.J.C. P. 
J6. 

• 
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IX. Need not 
deseribo tho 
1mrtieulur 
shnpc of uny 
pnrt, if tho 
fonn is not 
essential, 

tion from that which is old.(!) 
· In Haru~a1· v. Playne (g) the patent related to improvements 

in machinery secured ·by previous letters patent. It was ad
mitted by the defendant that the improvements for which the 

• 

second patent was granted were included in the second specifica-
tion, which gave a full and proper description of the whole 

• 

machine in its improved state. It was objected, on the other 
hand, that the second specification did not, in any manner, point 

· out 01 explain the improvements upon the former patented 
machine, for which the second patent was granted, and, there
fore, that it was insufficient. The Court of King's Bench, how·· 
ever, held the specification sufficient, Lord Ellenborough, C.J., 
remarking that the difficulty which pressed most was, whether 
this mode of making the specification was not calculated to 
mislead a person looking at it, and induce him to suppose that 
the term for which the patent was granted migl1t extend to 
preclude the imitation of other parts of the machine than those 
for which the new patent was granted, when he could only 
tell, by comparing it with some other patent, what were the new 
and what were the old parts ; and if that might be done with 
reference to one, why not with reference to many other patents. 
so as to render the investigation very complicated 1 

It may not be necessary, in drafting a specification of a 
patent for an improvement, to state precisely all the fot·mer 
known parts of the machine, and to apply to those the improve
ments, but it may btl sufficient to refer generally to them ; e.g., 
in tlle im;tance of a common watch, it may be sufficient for the 
patentee to say, take a common watch, and add or alter such 
and such 1mrts, describing them. · 

IX. Tlw cmnplctc spcdficat£on need not describe the particular 
slutpc of any Mticlc or pa1·t, if tlw jo1·m tlum()f is not of 
tlw essence of tlw invention. 

Thus, inN eilson's specification of his invention of an improved 
application of air in furnaces, the patentee stated that the form 

• 

( f) Sec post. (o) 14 Vcs. 130; II East, 101 ; Dav. P .. C. 311. 
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of the vessel in wl1ich ·the air was heated was quite immaterial, 
and the Court of Exchequer ruled that, on tl1e evidence, tlw 
specification was sufficient in that particular.(h) 

183 

X. Tlw comJJletc specification must describe tlw best metlwd known x. 1\Iust de. 

t 1 t ,.; ,,f'. • 1 • t · l ll 1 , scribe tho beNt o ltW paten cc O.t J1C1jOl'lllW[J lttC 'l.?W£'11 wn, mu a tl'tS method known 
7 l l l · · 1 to tho ,.;now et {JC ?'C at'l.n(J tttC1'cto. patontoo 1 

It is expressly enacted that the patentee must, in the complete 
specification, describe the manner in which the invention is to 
be performed,(i) and the description will not be sufficient unless 
it include the best means known to him at the time of filing 
the document. In fact, a man l1as no right to patent an in
vention and give the public only the humblest means that can 
be devised for carrying it into efiect, and reserve to himself all 
the better part of it, and to box up l1is improvements, and to 
say to the world, "You are at liberty to perform my invention 
in this way, but it will be of very little use."(k) He must, on 
the other hand, put the public in possession of the discovery in 
as ample and beneficial a way as he himself uses it,(l) ·and 
place them in a position to derive the same benefit from it 
which he himself does.(1n) 

To use tl1e words of Gibbs, L.O.J.: "There is another con- Per Gi!J!JN, 

sideration rtspecting the specification which is also a material L.C.J. 

one, and that is, whether the patentee has given a full specifica-
tion of his invention, not only one that will enable a workman 
to construct a machine answering to the patent, but one that 
will enable a workman to construct a machine answerable to 
tlw patent to the extent most beneficial within the knowledge 
of the patentee at tliC time; for a patentee who has invented a 
machine useful to the public, and can construct it in one way 
more extensive in its benefits than another, and states in his 
specification only that mode wllich would be least beneficial, 

It) I W. P. G. 2951 328. 
i) 46 & 47 Viet. c. 57, s. 5, s~. 4· 
/;) Tetley 11, Easton, 1\lac. P. C. 48. 

ll) U. 11, Arkwright, Dav. P. C. 61 ; 
r w. r. c. 64. · 

(m) Tumcr t•. Winter, I '1', It 602 ; I 

W. P. C. 77 ; Dovill v. 1\Ioore, 2 Co"}'' 
Ch. Cns. 56 ; Dav.l'. C. 36I ; 211Iarah, I. 

• 

' 

2ll ; Wood v. Zimmer, Holt, N, P. 
57 ; '!'otley 11. Easton, Mac. P. C. 48 ; 
Havory t>, Price, I I!y. & Mo. I ; I W. 
P. C. 83; Walton ·v. Bateman, I W. 1'. 
0. 6I3 ; Heath v. Unwin, 2 W. P. C. 
243; Plimpton v. l\Iulcolwsou, L. ll. 3 
Oh. D. 531, 582, 

' 

• 
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• 
• 

not neces
sarily tho 
best possible 
method. 

Imported 
iuvcutious, 

• 

in his specification a machine to which the patent extends, yet 
he will not have satisfi~d the law py communicating to the 
public the most beneficial mode he was then possessed of for 
exercising the privilege granted to him."(n) 

If a patentee is acquainted with any particular mode by 
which his invention may most conveniently be carried into 
effect, he ought to state it in his specification.(o) 

It is evident that the patentee may not be in possession of 
the very best possible way of carrying out the invention. In 
that case, the specification will not be bad if it turn out after
wards that it does not describe the best possible way of perform
ing the invention; all that is necessary is, that it should give the 
best method known to the patentee.(p) 

In the case of an invention made abroad it is the usual 
practice for the foreign inventor, who is desirous of protection in 
this country, to employ an agent to take out the patent for him, 
and the grant is made to the agent, who is therefore in law the 
patentee.(q) Under such circumstances the fact that the 
foreign inventor was possessed of lmowledge not in the specifi
cation will not render that instrument bad, if it appear that 
the agent did not possess such knowledge, for the agent is the 
patentee, and it is only necessary that the specification should 
contain a description of the best means known to him of carrying 
out the invention.(?') On the other hand, if the agent, the actual 
patentee, be possessed of knowledge ·not in the specification, it 
is no answer, to an objection on the ground of insufficiency, to 
say that the specification contains all the information which the 
agent received from the foreign inventor.(s) 

(n) Bovill v. l\foore, 2 CooJl. Ch. Cas. 
56; Dav. P. C. 361; 21\Iarbh, 11. 2II. 

(o) Per Aldersou, B., l\lorgau v. Sea-
ward, I ·w. P. C. I74· · 
• (ZJ) Neilson v. Harford, I W. J>; C. 
317, 356; Tho Househill Co. v. Neilson, 
1 W. P. C. 693; Woocl v. Zimmer, 
Holt, N. l'. 57; I W. 1'. C. 82 n.; 
Sa\'ory ·v. !'rice, I lly. & l\Io. I; 1 W. 
1'. ll. 83; 'fumct• v. Winter, I W. P. C. 
81 ; l\lorgau v. Seaward, I W. P. C. 

I 70 ; Sturtz v. Do Ia Rua, I Carp. Rep. 
463 ; 5 Russ. 322 ; I W. P. C. 83; 'fct· 
Icy v. Euston, Mac. P. C. 76; lJcrosuo 
v . .l!'airic, 1 W. P. C. 158; Walton v. 
llntemau, 1 '\V. 1>. C. 622 ; Heath v. 
Unwin, 2 W. P. C. 243· 
: ('J) Chap. V 11. post, 

(r) 1'1ilupton v. 1\Iulcolwson, 3 Ch. D. 
531, 582. 

(s) Wcgnmun v. l'orcciran, 13 Cb. D. 
· 66; 41 L. fl'. N. S. 358. 
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. The. question may ariSe. rui to 'whether; if an . inventor Improvements 

f . h . . 1 d d. . . . 1 b t b f fili between a ter avmg o ge a prOVlSiona , u e ore ng a ·.com- pro-visional ' 

plete specification, discover an improvement on "the invention :;gcifi!ti~!:.· 
covered by such provisional specifimition; he must include a 
description of the improvement in his final specification (on 
the ground that the document would be insufficient without it, · 
the 1mprovement being the best means known to the patentee 
of· performing the invention), or whether the improvement may 
form the subject-matter of a separate and further patent. In 
such a case it would appear that the real point to decide would 

• 

be the nature of the improvement in question. It is sub-
mitted that, if the evidence establish this to be only a method 
of carrying out the invention covered by the provisional speci
fication, the omission of a description of it would render the 
final specification bad on the ground that the document did not 
contain the best method known to the patentee of performing 
the invention. It is further submitted that if the patentee were 
to obtain a "second patent in respect of the improvement, he 
would thereby obtain an extension of the monopoly and impose 
on the public 'the necessity of taking out two licences if they 
desired to use the improvement, whereas they ought to have the 

• 

benefit of it under a licence to use the first patent. If, how-
ever, the improvement consist in an invention which is really 
distinct from that comprised by the provisional specification, it 
may be capable of forming the subject of a separate patent,(t) and 
the insertion of it in the final specification would be a fatal 
defect; for the claim to the improvement in that case would be 
a claim to an invention in respect of which the. provisional 
specification gave no protection, and the patent therefore could 

• • 

not include it.(~b) 
If the specification do not describe everything which is 

necessary to the working of the 1nvention to the best of the 
patentee's abifity, it will not "particularly describe and ascer-
tain the manner in which the invention is to be p·erformed," as · 
required by the Act of 1883. Hence the patentee must give 

(t) EdiHou v. Woodhouse, L. R. 32 
Cb. D. s2o. 

(u) Edison ·v. Woodhouse, L. It 32 
Ch. D. S20; Crossley v. Potter, Muc. 

• 

P. C. 240; Bailey v. Robcrton, L. R. 3 
& 5 App. Cas, IOSS; Penn v. Bibby, 
. L. R. 2 Ch. 2'/ ; Siddell v. Vickers, L. U. 
39 Ch. D. 105. . 

• 
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, · · · the public every information which is necessary to enable them 
Gcncmt rofer- completely to. perform every part of the invention, although it 
onco to what · b · ffi • t f • 1 t h hi d 1~ old; omis- may e su Clen to re er m genera erms to sue t ngs an 
alon of nny. . . ld . And . 1 f 11 th t 'f t • 1 thing useful. processes as are o . 1t a so o ows a 1 a ma ena 

part; or anything which the patentee knows to be useful, is 
omitted; the specification will be insufficient. 

Ex~tmplos. In a patent for trusses for ruptures, the patentee omitted 

• 

what was very material for tempering steel, which was rubbing 
it with tallow, and for want of that Lord Mansfield held it 
void.(x) 
· In the case of Galloway's patent for improvements in 
steam engines and machinery for propelling vessels. it appeared 
that a slight difference in the length of certain rods was a 
necessary feature in the successful working of the invention, 
and the specification did not state this fact. At the trial of 
an action (y) relating to this patent, Alderson, B., told the 
jury that the small necessary difference in the lengths of 
the rods ought to have been specified; and if it could not 
have been ascertained fully it should have been so stated. 
The small adjustment of the different lengths might have been 
made for the purpose of maldng the machine work more 
smoothly, and, if so, it was just as necessary that it should be 
so stated in the specification as it was that the tallow should be 
menthned in Lim·dct v. Johnson. The true criterion is this: 
"Has the specification substantially complied with that which 
the public has a right to require ? Has the patentee com-
municated to the public the manner of carrying his invention 
into effect ? If he has, and if he has given to the public all the 
knowledge he had himself, he has done that which he ought to 
have done, and which the public has a right to require from 
him." 

Full disclosuro It has been previously shown that a patentee suppressing 
ofiJcstmodu l' • 1 d' tl b d }' 'fi · of cnrryiog out· anyt ung, or m1s ea mg, 1ere y ren ers ns spem catiOn 
invention b d ( ) f · · 1 d f d · a , z or 1t 1s t 1e uty o a patentee, possesse of a mode 

of carrying on his invention in a beneficial manner, to dis-

• • • 
x) Linrilct v, Johnson, 1 W. P. C. 53· 

. y) 1\lorgnn v. Scnwnril, 1 W. P •. C. 
182. . 

• 

(z) Lewis v. 1\fnrling, 10 D. & C. 
22; 4 Cnr. & P. s6; I W. P. c. 496; 

,p. 173 ante, 
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Close 'the ·means of producing it ·in equal perfection, ·and 
with as little expense and labour as he himself incurred. 
To enable the public, at the expiration of the monopoly, 
to perform the invention in the same way, and with the 
same advantages as himself, is the price which the grantee 
pays for the patent, and the specification is void if anything · 
·which gives an advantageous operation to the invention be con
cealed. Thus, in the case of Wood v. Zimmer,(ct) a patent for a 
method of manufacturing verdigris was held void on the ground 
of the insufficiency of the specification, which did not disclose 
the fact that the patentee was accustomed to use (tr]1Ut j01·tis 
in a boiler to facilitate the solution of copper, the evidence 
having established that the use of aqua j'01·tis enabled the 
operation to be carried on in a much more satisfactory manner 
than the method described by the patentee. 

In the case of the Rinks patent for the duplex lamp, the Exnmplt's. 

drawing attacl1ed to the specification did not show, and the 
letterpress did not describe, a certain aperture through which 
air was admitted to the second burner, and without which . the 
lamp would not work. Jesse!, M:.R., on this ground, held that 
the specification was bad.(b) 

In the case of Mackelcan's patent for improvements in float
ing docks, the patentee was unable to support l1is contention 
that his invention consisted in the use of i1·on for the construc
tion of the floating dock described by the complete specification, 
because that document omitted all mention of the material of 
.which the dock was to be constructed, and the patent was 
accordingly declared void, as it appeared that floating docks 
constructed of 1L'oocl and of design similar to that described by 
the patentee was old.(c) . 

In the case of Dm·osne v. · Fai?·ie (d) it appeared that it wa!3 de
sirable and necessary for the most beneficial working of the 
plaintift•s patented process for extracting sugar or syrup from 
cane juice and other substances containing sugar, and for refin
ing sugar and other syrups, to remove all iron from the bituminous 

(a) Holt, N. P. 58; I W. P. C. 82 n. 
(b) Rinks v. Sutcty Lighting Co., 

IJ. R. 4 Ch. D. 6o7 ; 46 L. J. Ch. rBs. 

• 

(c) Mnckclcan v. Rennie, 13 C. D. 
N. S. 52. 

(<l) 5 'l'yr. 393; r W. P. C. t54· 

• 
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'schiqtus used in the operation, and the complete specification did 
.not state how tliis was to be done. The Court of Exchequer set 
,aside the ·verdict given: for the plaintiff, and directed a new trial, 
• • 

·Lord 'Abinger, C.B., saying that nothing he had heard had re-
moved his original impression that there was no evidence to show 
that the process carried on with bituminous schistus in combina
tion with any iron whatsoever would answer at all. The plain
tiff had himself declared that in the bituminous schistus which 

• • 

he himself furnished, the whole iron was extracted, and it 
appeared that it was admitted by counsel that the presence of 
iron would not only be disadvantageous, but injurious. In the 
opinion of the learned lord, without considering whether or not 
the patent would be avoided by the patentee keeping secret the 
means requisite to extract the iron from the bituminous schistus, 
the patentee had not shown that what he had described in the 
patent could be used as so described without injury to the 
material going through the process. Under all the circumstances, 
the Court thought the plaintiff ought to have given some evi
dence to show that bituminous schistus, in the state in which it 
is found and known in England, could be used in the process 
with advantage ; and, as he had not done that, the defendant 

• • 

was entitled to a nonsuit ; but, at the same time, as it was 
alleged that the plaintiff might, on a new trial, supply the defect 
of proof as to the schistus by other evidence, the Court was 

. desirous that the patent, if a good one, should not be affected by 
their judgment, and therefore they granted the new trial. 

It was laid down by Parke, B., to the jury in Neilson v. 
Ha1jonl,(e) that if the patentee knew that internal partitions in 
a certain cylinder, interposed between a blowing apparatus and 
a furnace, were useful, the omission to state that fact in the 

• • 

specification would be a fatal defect.(/) And in the case of Re.v 
v. A?'l.nm··i{jltt (g) it was proved that for the successful working 
of the defendant's spinning machinery it was necessary that the 

. difference in the velocity of certain rollers should be adjusted, 
and the specification was silent on this point. Buller, J., com-

• 

e) I W. P. C. 317, 321. · . . 
f) See also Macnamara v. Hulse, Clir. & :M. 47 I ; 2 W. P. C. 128 n . 

. ~.~~~n~ . : . . . . 

• 
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menting on the evidence which the defendant adduced to show 
what his invention really was, used the following words: "The 
man that comes to give an account of the invention says,' I had 
calculated it, and the difference of the velocity was to be as fi vc 
to one; this is the way I made my rollers.' Now the defendant 
has not said a word of that in his specification. In that he has . · 
kept back the knowledge he had as to the size of the rollers and 
velocity, and it is left to people to find it out as chance may 
direct." The Jury gave a verdict against the patentee, the suffi-
ciency of the specification being one of the issues. 

189 

• 

It is not necessary that all the processes described in a speci- !'rocesses do-
• • scribed not 

ficatwn should prove equally successful, or of equal commerCial equally suc-

1 d I f t I I 1 'fi . . ccssful or va ue, an t 1e ac t 1at persons to w 10m t 1e speC! catwn IS of cqu111 com-

dd d h t t th t d t . I . h . tl b t morcifll vnluo. a resse ave o ry em o e ermme w uc Is 1e es com-
mercially, or that even the patentee himself does not ]mow which 
is the best at the time, will not invalidate tl1e pat,ent.(h) 

Lord Herschell, in his judgment in the House of Lords in Vnrintio~ of 
mt v l' 1 A 'l' l c:t l p b .7 • L . . ( ') f commcrcml .LIW .v(U ~SCtW n~ ~n 1tnc 100C a J.' (t 1'~'~ v. .cvtnstc·m, t a ter vntuo. 

having pointed out the causes wl1ich may give a diffarent com-
mercial value to a given product at different times, coutinued: · 
"It was urged by the learned counsel for the respondents that a 
patentee is bound to disclose the means by which his invention 
may be carried into effect, and that, if he leaves this to be ascer-
tained by experiments, his patent cannot be supported. This is, 
no doubt, correct. But I think the patent under consideration 
does sl10w how the colouring matters are to be produced, and 
that what it leaves a skilled person of the class to whom the 
specification is addressed to discover, is only which of these 
colouring matters will best answer his purpose at any particular 
time. There is, in my opinion, no ·warrant for asserting that 
this invalidates the patent." 

(h) Otto v. Linf'ortl, 46 L. T. N. S. 35 ; 
lludischc Anilin und Soda Fabrik v. 
Lcvinstoin, 4 P. 0. n. 449 ; L. U. 12 

• • 

• 

• 

App. Cas. 710; Thomson v, Batty, 6 
P. 0. R. 84, 97· 

(i) 4 r. o. n. 466. 

• 

• 
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XI. Must glvo XI. 
nny infonnn· 
tion rolnting to 

Tlw cmnplete tpccificatimL ?JMtSt give ltny injm'1natwn nlatin,q 
to the best nwans o.f J1m;(m·1ning tltc invcntwn, wldch tlw 
patentee may lm·~·c acqni1·cd, cllwing tltc pc1·iorl o.f pm-
1~isimzalJn•otccUon, J11'W1' to tlw date of filing tlte complete 
spccijicatwn.. 

tho best means 
of performing 
tho invention 
prior to tho 
date of filing 
tho complete 
speciflcntion; 

' 

Provisional protection is granted to the patentee for the 
express purpose of enabling him to bring the invention to a 
state of perfection, and it is only equitaule that he should he 
compelled to disclose the latest and best information he possesses, 
so that the public may profit by it when the patent expires.· 

hut not im- If the improvements made during the period of provisional 
~~~~~~i:UJ~~ot protection be of such a nature as not to fall within the limits of 
fnll within tho tl • · 1 th t t b · t d · tl fi 1 'fi limits of the 1e proviswna , ey mus no e mser e m 1e na , speC! -
J•rovisiounl. cation, as a claim to them would probably render the patent 

Ohscrmtions 
of llailey, J. 

" 

void; (7.:) moreover, the patentee, by a general claim, cannot in
clude in his patent improvements of which he was ignorant at 
the date of the patent.(l) 

Bailey, J., speaking at a time when the patent was granted 
before, and subject to, the filing of a final specification, said : " It is 
the duty of the inventor, if between the period of taking out the 
patent and enrolling the specification he makes discoveries which 
will enable it better to effectuate the thing for which the 
patent was obtained, not only that he is at liberty to introduce 
them into his patent, but that it is his bounden duty so to do, 
and that it is not sufficient for him to communicate to the 
public the knowledge which he had at the time he obtained 
the patent, but he ought to communicate to the public the 
knowledge he has obtained before the specification."(m) 

Ohservntions And Tindal, C.J., speaking at a like period, declared that a 
of 'l'indnl, lJ.J. t t . b d t . . 1 • 'fi t' tl . d pa en ee IS oun o gtve m us spem en IOn 1e most Improve 

state of his invention up to the time of enrolling his specifi
cation.(n) 

A patentee filing a provisional specification which shows the 

l•) p. I 54 ante. 
1) 'l'etley v. EaRton, 1\lncr. P. C. 77. 
m) CroRsloy v. llcverloy, 1 W. P. C. 

117 ; 3 c. & P. 5IJ. 

(n) Jones v, Henton, I W. P. C.404n.; 
sec also Crossley v. Beverley, I W. P. C. 
117; Woodward v. SnnRuru, 4 P. 0. R. 
I66 ; Crnru11ton v. Patents Investments 
Co., 5 P. 0. R. 397 • 
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nature of his invention is not bound to describe therein any 
mode of canying it into effect, but if he does so, and before 
filing his complete specification discovers an improvement in 

• 

such mode, he is bound to give to tl1e public in his complete 
specification the benefit of what he has discovered as to the 

• 

mode of carrying the invention into effect ; and a statement in · 
the complete specification of improvements in the arrangement 
of the mechanism, in the relative position and adaptation of 
the different parts with a view of producing the same results, 
the substitution of mechanical equivalents, modifications and 

• 

developments within the scope of the invention set out in the 
provisional specification will not invalidate a patent on the 
ground of disconformity between the provisional and complete 
specification.( o) 

When a patentee explained the objection to his specification, 
that it did not contain all the lmowledge he possessed relative 
to carrying out the invention, by saying that, at the date of the 
patent, he did not think a certain substitute for a method 
given equally good to that described, and that, though since the 
date of the patent he had actually patented the new method, 
he had in fact returned to the original, the Court held that 
the patent was not invalidated.(p) 

And when, during the interval between the filing of the pro
visional and complete specifications of an invention of an electric 
lamp with a carbon filament made in a particular manner, the 
patentee lodged a provisional specification of an invention for 
another method of making the carbon filament, the Court held 
that it was no objection to the validity of the patent for the 
first invention that the patentee did not in the complete speci-

• 

fication, filed in respect of it, disclose the method of making the 
filament, which formed the subject of the invention disclosed by 

• 

the second provisional specification.(q) 

(o) Woodward v. Sansum, 4 P. 0. R. 
166 ; Siddell v. Vickers, L. R. 39 Ch. D. 
92, 103 ; Plimpton v.ll!ulcolmson, L. It 
3 Ch. D. 531, 580; l\Ioscley v. Victoria 
Hubber Co., 4 P. 0. R. 241 ; Crampton 

• 

v. Patents Investments Co., 5 P. 0. R. 
382, 397· 

(11) 'l'homson v. Batty, 6 P. 0. R. 84, 
100. 

(q) Edison ?J, Woodhouse, L. R. 32 
Ch. D. 520 • 

191 

• 

• • 

• 
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xu. Need not XII. .P!w c.Oinplctc spccijWa,tion need not ?ne?ttiQn C'I{C?'ything 1vhich 
mention ovary· · ;ll' d 

' thing which . 1m · p1·o 1tcc the dcsi1•cd ?'c..cmlt, or every mode .of pe1·-
. will produce 
tho result. . fm"Jning or applying the invention. . 

• 

• 

• 

n· is not necessary that the specification should state precisely 
every means that will produce a given effect. Th~s the specifi
cation of Bickford's miners' safety fuse, which was formed of 
several strands of flax; hemp, &c., enclosing within the interior 
a small core of fine powder, stated : "I manufacture flax, hemp, 
cotton, or other suitable materials, spun, twisted, and countered, 
and otherwise treated in the manner of twine spinning and cord 
making, by means whereof I embrace in the centre of my fuse a 
small portion or compressed cylinder or rod of gunpowder or 

• 

otlw1· Jl1'0J1C1' com7Yltstiblc ?nattcr, prepared in the usual pyrotech-
nical manner of firework for the discharging of ordnance." It 
• 

appeared in evidence, at a trial in which the sufficiency of the 
specification was in issue, that gunpowder was, in fact, the 

• 

material used by the patentee, but, in the opinion of one witness, 
detonating powder would answer the purpose, but less effectively. 
The jury gave a verdict for the patentee on the issue of suffi
ciency, and a rule nisi for a new trial was discharged by the 
Court of Queen's Bench, who were of opinion that it was 
immaterial if other materials, not specified, but within the de-

• 
scription given, would answer the purpose, and that it was 
certainly not necessary to specify all.(1·) 

If the specification state the best method known to the 
patentee of carrying the invention into effect,(s) it is not 
necessary to give every means of so doing, though a general 

• 

claim will not entitle the patentee to improvements of which he 
was ignorant at the date of the patent.(t) 

(r) Bickford v. Skewes, 1 W. P. C. 
211, 218. 

(s) p. 183 ante. 
• • • 

• 

• 

• 

(t) Neilson v. Harford, I W. P. C. 
356 ; Bndische Anilin und Soda Fabl'ik 
v. JJevmstein, L. R. 24 Ch. D. 156; 4 . 
11

• 0. R. 449; 12 App. Cas. 7Io, 
• • • 

• 
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XIII. If tlw complete specijieation clcseribes anytMng 1vkhk is not XIII. Must 
't t l l d • t • · 7 1 t 1 • 7 • ll f. distinguish -new, ~ '111-118 c ear y w ~n[J1tWtb t,ba 'WtbWib ~s o c 1'0'llt thnt which is 

t1 t .1 • .1 • • .:1 l • l 7 l old from thnt 
tta ·1VtbWtb ~s new, ((.1~~ c a~m, on y lttc atte1·. . which is new, 

· nnd claim only 
. The Act of I 883 tequh·es· that the complete specification shall tho lnttor. 

particularly describe and ascertain the invention; it is im- · 
possible to contend that a specification does this, if it describes 
things which are old as well as the novelty without distinguish-
ing the orie froni. the other. The point to be carefully borne in 
mind in considering this question, is whether or 'not the claim 
amounts to a claim to anything which is old, in which case the 
specification will be bad, and the patent void, on the ground 
that the patentee has claimed something which Jacks the 
essential feature of novelty.(1t) 

In the case of a patent, for a combination, which consists of If n, combinn· 

d ld t 'f th b' t' 1 1 · 1 · l . tion ns n wholo new an o par s, 1 e com ma 10n as a w 10 e lS c mmec , 1t is new, it is not 

is not necessary to specify which of the parts are new and ~~~~ft;~~~~~lt 
Wlll'ch old { ,.,,\ of tho pnrts.aro 

•\w 1 old nud which 

An improvement on an existing machine may be the subject- Iufcwtl. b' 
10 SU JCCt• 

matter of a new patent; (y) but if the specification does not !fintte!'is nu 
unpro·/om~nt, 

distinguish clearly the improvement from the old parts, and t!Jo upecificn-
• . tion tnust 

claim only the new improvement, the patent Will be vmd, for it dis~inguishand 
' 1 d b h h dd' ' d h h 1 1 ' ( ) clnim only tho cannot me u e ot t e a 1t10n an t e w o e mac une. z improvement. 

Aud, if, in the case of a combination patent, the combination Combination 
· h . . l . ns o. whole 

as a whole is not new, but t ere IS some partwu ar Improvement not now. 

in some particular part, the specification will be insufficient if it 
claims the whole combination as new. It must condescend 
upon that which is improved, and specifically lay claim to that 
and that only.(a) 

Thus, if a compensation pendulum were now for the first 
time invented, it would not do to patent improvements in clocks 

. ' 

u Seo Chnp. III. 
a: llfoore v. Dennett, I P. 0. R. I291 

142 ; .l!'oxwell v. Bostock, 4 Do G. J. & 
S. 298 ; H nrrison v. Anderston Foundry 
Co., I,, R. I App. Cns. 574; Watling v. 
Stcwns, 3 P. 0. R. 37; Proctor v. 
Dennis, 4 P. 0. R. 333, 358; Kaye v. 
Chubb, 5 P .. 0. R. 641 ; Clnrk v. Adio, 
L. R 2 App. Cas. 315, 328. 

(y) p. 57 ante. . . 

• 

• 

(z) Rex v. Elso, I W. P. C. 76; Bovill 
v. M:ooro, 2 Coop. Ch. Cas. 56; Dav, P. 
C. 361; Potter v. Pan, 2 D. & S. 21611.; 
Moore v. Dennett, I I'. 0. R. 129, 143 ; 
Harrison v. Audorston Foundry Co., L. 
R. I App. Cns. 574; Parkes v. StevenA, 
L. R. 8 Eq. 358, 366. · 

(a) Moore v. Dennett, 1 P. O.ll. 129, 
143; Philpot v. llaulnuy, 2 P. 0. U. 33, 
~g . 
~ I ' • 

N 

• 

• 
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• • 

in general terms, introducing somewhere in the course of the 
description the mode of making a compensation pendulum, and 

• • 

then end by claiming the arrangement and combination. The 
patentee ought to say expressly : " I claim the invention of a 
compensation pendulum, and make it thus."(b) 

A new combination of old parts, or partly old and partly new 
parts, may form the subject-matter of a valid patent.(c) If a 
combination of a certain number of these parts existed before 
the date of the patent, and if the patentee's invention sprung 
from that point, and added other combinations to it, then the 
specification will be bad if it state the whole machine as the 
invention.(cl) If, on the other hand, all the parts are old, the 
specification will be bad unless it claim only the new combina
tion.( e) A. patentee is required to set forth in the complete 

· specification a true account and description of his invention, 
and it is necessary that he should state what his invention is:
what he claims to be new, and what he admits to be old ; for, if 
the specification states simply the whole machinery which he 
uses, and which he wishes to introduce into use, and claims the 

If spocificntion whole of that as new, and does not state that he claims either 
does not dis- t' I t th b' • f h 1 I tinguish now any par lCU ar par , or e com mat10n o t e w 10 e, as new, 
from oltl, tho 1 h' t t b k b f h patent is con- t 1en lS pa en must e ta en to e a patent or the w ole and 
~1h~cd as for for each particular part, and his patent will be void if any 

particular part turn out to be old, or the combination itself not 
new.(/) 

Aud tho pn- Again, if the specification describe both oiJ and new parts 
tontllo is taken • • • 
to lay claim to Without clearly makmg 1t appear that that which is old is not 
both. I · d th b · c atme , e patentee must e taken to lay clatm to all, and the 

specification will be consequently bad.(g) But this rule may, 
perhaps, admit of some modification in favour of the patentee, 
in respect of things incidentally mentioned, which are old and 
universally known to be so ; for, if he had occasion to introduce 

(b) Per James, V.C., Parkes v. 
Stevens, L. R. 8 Eq. 358, 365. 

(c) p. so ante. 
(d) 13ovill v.Moore, perGibbs,L.C.J., 

Dav. P. C. 404. 
(e) Lister v. Leather, 3 Jur. N. S. 

8 II ; 8 E. & B. I004 ; Seed v. Higgins, 
8 II. I,. Cas. 550; Potter v. Parr, 2 .B. 

• 

& S. 2I6 n.; Kay v. Marshall, 2 W. P. C. 
71; Moore v . .Beur.ott, I P. 0. R. I29; 
Proctor v. Binn is, 4 P. 0. R. 333, 358 ; 
Clark v. Adie, L. H. 2 App. Uas. 315, 
328. 

(f) Carpenter v. Smitl1, I W. P. C. 
530-

(g) Tetley v. Easton, Tlfacr. P. C. 48. 
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• 

a hinge into his machinery, it would be absurd to expect that 
he should point out that the hinge was not new.(k) · 

In the case of an invention which is alleged to be an im- If tho snbjoct-

t th. h' l h b d b f . . mnttoris an provemen on some mg w 1c 1 as een one e ore, It IS improvo~ent, 

necessary that the complete specification should state in what tPo~8[h;~y;-
tl · t ' t If th · t' b 1 · d stnto tbo im-le 1mprovemen cons1s s. e mven 10n e c a1me as an prov(lmcnt. • 

improvement, and nothing is said of any previous use of which 
the thing proposed is an improvement, the patent may incur 
the risk of being construed as a claim of entire ancl original 
discovery.( i) 

In the case of Hol1ncs v. The London ancl Nortk- JV e-stc1·n Rail- Ex•\mplcs. 

1octy Oo.(k) it appeared that the plaintiff had obtained a patent 
for "an improved turning-table," all the component parts of 
which, except one, were comprised in a prior patent, the 
specification of which was not enrolled until after the date of 

the plaintiff's patent. The plaintiff, in his specification, claimed 
"the improved turning-table hereinbefore described," without 
showing that any part of it was old. The jury found that the 
introduction of certain suspending rods made the table a new 
instrument, and gave a verdict for the plaintiff, which was, 
however, ordered by the Court of Common Pleas to be entered 
for the defendant, on tl1e ground that the specification was bad, 
as not distinguishing between the new and the old. 

So in M.rtcja1•lane v. P1·ice (l) the omission of a distinction 
between the new and old matters mentioned in the specification 
proved a fatal defect to the plaintiff's patent for "improve
ments in umbrellas," and in Sa1£nde1·s v. Aston (m,) a patent for 
''improvements in making buttons" was declared void on ac
count of a like omission in the specification.(?~) 

Lord Westbury, L.C., in Foxwell v. Bostock,( o) laid down the Rule in 

1 f 11 · f 1 d 'd d th ' t f Foxwell t•. ru e, as o owmg rom t 1e eel e cases, at m a pn ent or an Dostock. 

improved arrangement or new combination of machinery, the 
specification must . describe the improvement and define the 
novelty, otherwise, and in a more specific form, th.::.n by the 

k) Per Colcritlgc, J,, Mncr. P. C. 87. 
i) Hill v. Thompson, 1 W. P. C. 

247· 
(/•) l\Incr. 1'. C. 4; 12 0. B. 831; 22 

J,, J. c. 1'. 57· 

• 

(l) I Stnrk. R. 199. 
m) I W. P. C. 75· 
n) See also Mncliclcnn v. Ronnie, 13 

0. B. N. S. 52. 
(o} 4 De G. J. & S. 298, 313 . 

• 

• 
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, .. 
general description of the entire machine; it must assign the 
diffm·entia of the new combination. · 

Clnim mny bo · In 'an improved machine, which is the result of several com- · 
for a. combinn- b' · 1 1 · b f d h t th 1 b' tiou ns n wholo matwns, t 1e c a1m may e so rame t a e severa com l-
or for parts t~ 1 d' t h b' t' b th 1 
6opnmtoly. na 1ons ea mg up o t e one com ma wn may e emse ves 

Lister t•, 
Lcnthcr. 

-
divided into several parts in which each specific combination, A, 
B, and C, may be considered as a separ,•te integer, and each such 
integer may in itself be a subject of letters patent, and also in 
their combination the several inventions, .A, B, and C, may pro
duce a total result which may also be a subject of letters patent.(p) 

In Listm· v. Lcathm· (q) it was stated by Lord Campbell, C.J., 
and approved by the Court of Exchequer, that if the combina
tion, the subject of the patent, was new and useful, though each 
of the parts which entered into it were old, still the combination 
might be the subject of a valid patent, and a patent for a com
bination is not a claim that each part thereof is new. On the 
contrary, each part may be old, and yet a new and useful combi
nation of such old parts may be valid, as has often been decided. 
]'urther, a valid patent for an entire combination for a process 
gives protection to each part thereof that is new and material for 
that process, without any express claim of particular parts, and 
notwithstanding that parts of the combination are old. 

'l'ruo meaning The decisions in Foxwell v. Bostock, and Listc1' v. Leat!W1', de-
of tho decision f 1 'd • d h f d th b' t f ' di in Foxwell v. serve care u cons1 erat10n, an ave orme e su ~ec o JU -

llostock, cial explanation and comment. First, Fo:J.:1.vcll v. Bostock must 

• 

not be taken as deciding that where there is a patent for a 
combination there must be a discovery or explanation of 
the novelty of each respective part, and that the specification 
must also show what is the novelty and what the merit of 
the invention. On the contrary, in the case of a patent for 
a combination the combination itself is, ex necessitate, the 
novelty, and the combination is also the merit, if it be a 
merit, which must be proved by evidoJnce. And the claim to it 
is a sufficient description.(?') The rule in Foa:well v. Bostock, 

(11) Clnrk v. Adic, J,, R. 2 App. Cas. 
315, 327. 

(q) 8 E. & D. 1031; 27 L. J. Q. D. 
295; 4 Jur. N. S. 947• 

(r) ~arrison v. Anderston Foundry 
Co., L. H. ~ App. Cas. 5~6, 580; Proc· 
tor v. Dcnms, L. R. 36 Gb, D. 740; 4 
P. 0. U. 333· 

• -

-
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when properly explained, really only means· that when a claim· is· 
made to a general combination 'and arrangement of the different· 
parts of a ·machine, if ·the combination is not new, but there is 
some particular improvement in some particular part, it will not· 
do to claim the wh~1e combination as new, but the patentee must 
condescend upon that which is improved. For example, if a 
machine exactly similar to another had been in long use in a par
ticular trade, and some particular improvement, say, in· the 
arrangement of a cog, or in the arrangement of some other 
portion of an old combination, which was new and useful, had 
been made, the general combination remaining the same, then it 
would be a misdescription to describe it as a new combina
tion, because. the thing discovered would be a particular im
provement upon a particular part or element o£ that combina
tion.(s) 

If it is clear that the claim is for a combination, and nothing 
but a combination, there can be no infringement of the patent 
unless the whole combination, or such combination of some or all 
other parts as amounts only to a colourable imitation, be used; (t) 
and it 'is in that way immaterial whether any or which of the 
parts are new. It might, however, be left open on the specifica
tion for the patentee to claim not merely the combination of all 
the parts as a whole, but also certain subordinate or subsidiary 
parts of the combination, on the ground that such subordinate or 
subsidiary parts are new and material, as it was held a patentee 
might do in Listc1· v. Leatltc?'; in such a case, in accordance 
with the true meaning of the rule in Foxwell v. Bostock, it would 
appear that the specification would be defective if, by merely 
giving a general description of the whole combination, it left in 
doubt what claim to parts in addition to the claim to the combi
nation the patentee meant to assert. The specification must not 
mix up tl1e real novelty with. the old parts mentioned, and so 
render it necessary for a person reading it to get rid of a large 
portion by eliminating all that is old and commonplace, all that 
has formed the subjects of other patents and other improvements, 

(s) Moore v. Bennett, I P. 0. R. Izg, 
143; sec pp. 74, 75, autc. 

• 

• • 

• • 

(t) Clark v. Adic, z App. Cas. 315, 
JZO j p. 90 liOSt, 

• • 

• 

• 

• 

·:' . . 
' 

• 

• 
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before be is able to discover in what the new invention made by 
the patentee really consists.(1t) • 

Bowen, L.J., commenting on the decision in Foa,'Wcll v. Bostoclc, 
in a subsequent case, said: "When a combination and nothing 

' 

more is claimed, the combination being the novelty, it is imma-
terial that the patentee should point out how far he claims for 
particular portions which go to make up the combination. Those 
portions are not his claim, but it is the putting them together 
and combining them that constitutes his claim. That seems to 
me to be the true law as laid down in Ha?'1'ison v. Tlw A ndc?·stO?~ 
Fonndry Go., without a reference to which case Foa,"locll v. Bostoclc 
ought not to be read, because it is possible to misread Foxwell 
v. Bostock, unless you correct your impression of it afterwards 
by the judgment of the House of Lords, Hm·1ison v. Tlw Andc?'
ston Found?7J Oo."(t);) 

The case of Hm·nut?' v. Plaync (y) at first sight appears an ex-
ception to the rule in Foxwell v. Bostocl~, but it is not so. It tl1ere 
appeared that a patent was taken out for a machine, and that 
the inventor afterwards discovered an improvement and obtained 
a second patent for the improved machine, describing in the 
specification the whole machine without distinguishing the im
provement. The Court overruled the objection that the specifi
cation was bad, saying that the patentee had, in the second 
specification, recited the first, and that recital being in imme
diate comparison with the new specification, furnished i?~ fJ?'c?nis 
of the new patent, the means of distinguishing the new from 
the old. 

'l'r11;, mcnning The marginal note in Listc?' v. Lcatlw·, if hastily rend, is 
ft~ £i~~~~c~~ion calculated to give colour to the erroneous conclusion that it 
Leather. decided that a patent for a combination or arrangement is a 

distinct patent for everything that is new and material, and 
goes to make up the combination. A careful consideration of 
the judgment, however, shows that there is really no warrant 
for this notion. What the decision really amounts to is a de-

( u Harrison v. The Anuc!'Bton Foun· 

!'Iukes v. Stevens, . H. 8 Eq. 358, 
365 ; Clnrk v. Adie, L. H. 2 App. Cas. 
315, 328; Proctor v. llcnnis, 4 P. 0. R. 

• 

333, 350; 1\Ioorc v. Dennett, I P. 0. 1l. 
129. 

(x) l'r(lctor v. Dcunia, 4 1'. O.ll. 333, 
358. 

(y) 11 Enst, 101 ; 14 Vcs. 130; Dnv. 
P.u. 311 . 
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claration that a valid patent, for an entire combination for a 
process, gives protection to each part thereof that is new and 
material for that process; which is really nothing more than 
saying, in other words, that you not only have no right to steal 

• 

the whole, but you have no right to steal any part of a man's 
invention; and the question is in every case a question of fact 
-:is it really and substantially a part of the invention 1 (z) 
If a man is desirous of securing to himself protection by letters 
patent, in respect of not only the whole, but something less 
than the whole, of a new arrangement, construction, or combi
nation of parts, he must clearly show that he claims that some
thing less more specifically than by merely describing and 
claiming the .whole.(a) If, on the other hand, the invention is 
for the combination only, and not any of the specific parts, the 
specification must make it clear that it is the combination, and 
not any of the specific parts, which is claimed.(b) 

• 

Tlw Olcti11~. 
• 

!!)!) 

• 

Previous to the passing of the Patents Designs and Trade Provious to 

M k A 88 d. t' 1 ' t fAct of 1883 n. ar s ct, I 3, a IS met c mm was no a necessary part o distinct claim 

the complete specification, but it l1ad long been the practice to ::~c~~;ry, 
insert one, in spite of the fact that it had been held that neither 
a claim nor a disclaimer was essential ; and further, that that 
which appeared to be the invention, or part of it, would be 
protected though there were no distinct claim, and those 
matters which manifestly formed no part of the invention need 
not be disclaimed.(c) 

The Act of 1883, however, expressly provides (cl) that the Act of x883• 

complete specification must, in every case, end with a distinct 
statement of the invention claimed, but this provision is only in 
the nature of a direction, and a failure to comply with it will 

• 

(z) Per Jamcs,V.C., Pn.rkcs v. Stevens, 
L. H. 8 Eq. 365; Clark v. Adic, L. R. 
10 Ch. 674 i L. R. 2 ApJl. Cas. 315. 

(a) Clark v. Adic, L. R. 10 Ch. 667; 
L·. R. 2 Ap11. Cas. 315. 

(b) Rowclifie u.Morris, 3P. 0. R. 17; 
Murray v. Clayton, L. R. 7 Cb. 570, 
578; 'Wcslingliousc v. Lancushil'O und 

• 

Yorkshire Ry. Co., I P. 0. U. 229, 241; 
Watling v. Stevens, 3 .P. 0. H. 37· 

(c) Lister v. Leather, 8 E. & B. 1004; 
Dudgeon v. 1'homson, L. n. 3 A pp. Cas. 
341 54; Plimpton v. Spiller, L. lt 6 
Ch. D. 426. 

(cl) S. 4r SB, 5· 
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not invalidate the patent.(e) Consequently, it is no more 
necessary since 'the Act of. 1883, than before it, that. the com-

•• 

plete specification should end with a distinct claim, if what the 
patentee claims can be gathered from the specification; though 
it must not be forgotten that, independently of the provisions of 
s. 5, ss. 5, of the Act of 1883, the specification may be i>O :n
definite as to be bad, on the ground that the patentee has liot 
fulfilled the obligation of properly describing the invention for 
which he claims the protection of the law.(/) 

A " distinct statement" means something more than a sepa
rate paragraph. It should be a concise statement of the main 

• 

features of the invention, something to which the reader may 
readily refer, and learn therefrom, without referring to the body 
of the specification, what are the characteristic features of the 
invention claimed.(g) 

The claim is not to be considered as a description of the 
means of performing the invention, but it is introduced as a 
security for the patentee. It is evident that the patentee may 
in the specification have alluded to things which are not new, 
in his endeavour to describe the invention and the manner of 
performing it ; in such a case, the claim is introduced, not with 
the object of aiding the description, but so that the patentee 
may limit his claim to protection only to such matters as he 
can prove are his invention and new.(h) The real object is 
not to claim anything which is not mentioned by the specifica
tion, but to limit the claim, and, in the language of James, L.J., 
"A man who has invented something gives in detail the whole 
of the machine in his specification. In doing that he is of 
necesuity very frequently obliged to give details of things which 
are perfectly known and in common use. He describes new 
combinations of old things to produce a new result, or some
thing of that ki_nd. Therefore, having described his invention, 
and the mode of carrying that invention into effect, by way of 
security, he says, ' But take notice, I do not claim the whole 
of that machine: I do not claim the whole of that 

(e) Siili!cll v. Vickers, 5 P. 0. ll. 
431-3; L. H. 39 Cb. D. 92. 

f) Ibid, . . 
yJ ~iili!cll v. Vickers, L. R. 39 Ch. 

D. 109; but sec Smith's Patent, Griff. 
P. C. 268. 

{II) Kay v. Mal'l!hull, 2 W. P. C. 39. 
• 

• 
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' 

modu,s. operandi, but that which I claim is, that which I am 
' 

now about to state.' That surely is the legitimate object of a 
claim, and you must always construe a claim with reference to 
the whole of a specification."(~) 

• 

It is a frequent practice for a patentee in his specification to Discl11imcr 

t h h d 1 . l d h tl • d 'b d not nccc6sary. s ate. t at e oes. not c a1m sue 1 an sue a ung escn e ; 
but this is not necessary, for when a distinct claim is made the 
patentee is not bound further to distinguish between wha.t is 
claimed and what. is disclaimed, for everything which is not in-
cluded in the claim is thereby disclaimed.(k) And consequently, 
if a patentee has described in his specification a number of dis-
tinct inventions which are all new and useful, but so related as 
probably to. come within one patent,(l) and he has chosen to 
claim only one, he has thereby made a present of the rest to 
the public, and he can only be protected in respect of the one 
he has claimed.(1n) Thus, where a patentee claimed a general 
combination, and also certain subsidiary parts, the House of 
Lords held that the claim to those specified subsidiary parts ex-
cluded the possibility of a claim for any other pat·ts.(n) . 

The following are the chief features to be observed in drafting Fcatut'c6 d 

I · • 1 · claims. c a1mmg c auns ::-

I. The claim must not be too extensive, so as to embrace 
more than the patentee has invented. 

II. The claim must be specific, and not of a vague, ambiguous, 
speculative, or hypothetical·nature. 

III. If the invention comprise one or more subordinate parts, 
the patentee will not be entitled to protection in re
spect of those subordinate parts unless he claim them 
specifically. • • • 

IV. A claim to something old, whe.n that claim is not made 

(i) Plimpton v. Spiller, L. R. 6 Ch. D. 
426 ; sco Edison v. Woodhouse, 32 Ch. ·D. 
520; Daw v. Elcy, 14 W.lt 126; L. R. 
3 Eq. 496; Husscll v.llowloy, I W. P. C. 
465; 'l'homas v. Welch, L. H. I C. P, 
192. 

(7•) Harrison v. 'l'ho Andcraton l•'oun
dry Co., I App. Cus. 5741 579; Easter
brook v. Great Western Uy. Co., 2 
P. 0. R. 201, 208; Lucas v. l\liller, 2 
P. 0. R. 159 ; Hinks v. Safety Lighting 

• 

Co., L. R. 4 Ch. D. 6o7, 612 ; United 
'l'clephono Co. v. Harrison, L. U. 21 
Ch. D. 721, 741· 

(l) Cbup. VII. tJOBt. · 
{m) llinks v. Safety Lighting Cu., 

L. U. 4 Ch. D. 6o7, 612; Jackson v. 
Wolstcnhulrucs; I P. 0. R. 105; Pair
burn v. Household, 3 P. 0. R. 263. 

(n) H1mison v. Anderston .l!'oundry 
Co., L. R. I App. Cas. 574, 578. 

' . 
. ' 

' 
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in gross, but only as appendant to something new, will 
not vitiate the patent, 

V. A patent for the production of a new and useful material 
will not be vitiated by a claim to a particular use of 

· that material, though that use could not itself form 
the subject-matter of letters patent, 

I, Must not bo 
too extensive. 

I. Tlte claim, 11Mtst not be too ca:tcnsivc, so as to embrace more 
tlwn tlte patentee ltas invented. 

• 

• 

" 

. If the patentee lay claim to anything he has in fact not in
vented, he will thereby render his patent bad,(o) notwithstanding 
that the specification may describe and claim things wl1ich are 
new and of which he was the undoubted discoverer e.g., if the 
specification describe both. a machine and a method of using it, 
and the evidence establish that the machine was old, but that 
the method was uew, then the patent cannot be supported, 
unless the claim is strictly limited to the method of using 
the machine.(p) 

The patentee must not lay claim to every mode of carrying a 
principle into effect, for such a claim amounts to a claim to the 
principle itself,(q) and a principle alone cannot form the subject
matter of a valid patent ;(1·) moreove1·, if a claim be so wide in· 
its terms as to amount to the enumeration of a known truth, it 
cannot be supported.(s) 

Hill's patent, for an invention of improvements in the 
smelting of iron, was rendered void because in the specification 
he claimed both the usefulness of lime in the process, and the 
use of a certain specified quantity, whereas it appeared in 
evidence that the use of lime for the purpose was not new. 
The patent was therefore declared void, although it might 

(o) n. v. Else, 1 W. P, C. 76; Thomas 
v. Foxwell, 5 Jur N. S. 37; 6 .Tur. N. S. 
271 ; Crossley v. Pottt~r, Macr, P, C. 
240; Ralston v. Smith, 9 C. D. N. S, 
II7; II C. B. N. S. 471 ; II 11. L. Cas. 
223; Booth v. Kennard, 2 H. & N. 84 ; 
Saunders 11. Aston, 3 B. & Ad. 88 I ; 
I W. P. C. 75; Haworth v. Hnrdcastle, 
I W, P. C. 484 ; J ordau v. Moore, L, 
R. 1 C. P. 624; Patterson v. Gaslight 
nod Coko C:o., L. H. 2 Ch. D. 812; 3 
App.Cas, 239; Bailey v, Roberton, L. R. 

3 App. Cas. 1055 ; Cropper v. Smith, 
1 P. 0. H. 81 ; Gaudy v, Rcddnway, 2 
P. O. R. 49 ; Lcadbcatcr v. Kitchin, 7 
P. 0. R. 235. 

(1•) Hi111,, 'l'hompson, 1 W, P. C.232; 
'l'ctlcy v. Easton, 2 E. & B. 956; but 
sec pp. 62- 84 ante. 

(rz) Neilson v, Harford, 1 W. P. C, 
35 . 

1' p, 35 ante. 
B Pnttcrson v. Gas Light nnd Cuke 

Co.,L. H. 2 Ch. D. 812; 3 Axlp.Cas. 239· 
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possibly have been good· if the claim had been limited to the 
use of the specified quantity.(t) 

Minter's patent for an improvement in the construction of 
chains suffered from a like defect in the specification, and was 
consequently declared void by the Court when its validity was 
questioned. It appeared that a chair on the same principle as . 
Minter's, had been invented before the patent, but encumbered 
with additional parts, and, unfortunately for Minter, the claim 
in his specification included not only the chair as made by him, 
but also the former one, and covered, therefore, more than he 
had invented. In fact, it would, if upheld, have prevented the 
former inventor from continuing to make the same chair that 
lw had made before Minter's discovery. 

A claim may be so extensive, as of itself, quite independently 
of evidence, to vitiate a patent ;(1t) but a claim must be very 
extensive indeed to justify the Court in saying, without evidence, 
that it is impossible to sustain a patent based upon it.(;v) 

The claims are not to be read as isolated sentences, but they 
must be interpreted by a reference to the body of the specifica
tion of which they form a part.(y) Consequently, a claim 
which, isolated, would be bad as being too extensive, may, when 
explained and narrowed down by a reference to the specifica
tion, be perfectly valid.(z) 

Also a claim which at first sight appears to be too general, may 
by evidence be shown to be perfectly definite e.g., if the claim 
is for the use of a whole class of articles, and only one kind will 
do, but the evidence shows that although the words of the 
claim do on the face of them claim the whole class, yet no 
ordinary workman of ordinary skill and knowledge would think 
of taking any more than one part of that class, then the claim 
might be construed as being for that part which an ordinary 
workman would take, and not for that part which an ordinary 
workman would not take.(a) 

t) Hill v. Thompson, I W. P. C. 232. 
u) Neilson v. Hnrlord, I W. P. G. 

355 ; Arnold v. Drmlbury, L. U. Ci Ch. 
706. 

(x) Arnold v. Drudbury, L. R 6 CIJ. 
7o6; Wyeth v. Stone, I Story, 273· 
. {y) Edison v. Woo<IIJouso, 4 1'. U. R. 

107 ; p. 2241108t. 

(z) Arnold v. DrndLury, L. It 6 Uh. 
7o6 ; Edison v. Woodhou~o, 4 P. 0. H. 
107; 1\:uy v. 1\lurshnll, 2 W. 1'. C. 36; 
lJeunl ·v. Egortou, S C. D. I65, 215. 

(a) Gundy v. Hcddawuy, 2 1'. U. n. 
52; Edison v. Woodhouso, 4!'. U. U • 
107. 

" 
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H. Must be 
spt•cific, nml 
uot of n vnguc, 
nmbignons, 
specnlntive, or 
hypotheticnl 
untnrc. 

• 

· if tl1e patentee 'includes· ri:10re- in· his claim than he ·bas 
invented, he by so doing makes his patent null and void. But 
if he thinks be has invented more than he has in fact invented, 
and describes the advantages which arise from tl1at which is 
not as well as tlmt which is his own invention, it does not follow 
that the patent may not be a good one, for it cai.l be sustained 
if the invention, as claimed, is so limited as to iail to cover the 
actual thing in use, while it does cover some of the advan
tages mentioned.(b) 

If the complete specification dcs~,;ribe any method of carrying 
out the invention vrhich will not answer, and so leads the 

• 

public t(l IJOl'iorm operations which must necessarily fail, the 
j'awnt will be bad ;(c) much more, then, if a distinct claim is 
made to any such useless method must the patent be void. If 
the specification claims a number of methods, and one only of 
them turns out to be bad, the whole patent will be void.(d) 

II. T!tc claint 1n11st be specific, and not of a ~·ague, amb'iuuous, 
spccnlaUvc, or hypotltctical natwrc. 

The law will allow a patentee to claim that which he has 
invented by means of successful experiments or otherwise, and 
which he has given to the public, but it will not allow him 
to claim that which is the mere subject of his speculation and 
imagination, or of his endeavouring to possess more than he is 
entitled to ; and while the Court is bound to give as far as 
possible the fullest effect to an invention, it is also equally 
bound to oppose endeavours to make a patent embrace matters 
that were never in the bead of the inventor.(c) Moreover, a 
claim which is general will not entitle a man to improvements 
of which he was ignorant at the date of the patent.(/) 

In the language of Pollock, C.B., the safest course for 
patent0es to adopt in framing their specifications is, instead of 
including everything, to confine themselves especially to oue 
good thing, and a jury will always take care that if that be 

• 

the real invention, no man under colour of improvement shall 

(b) Frcnrson v. Loc, L. ll. 9 Ch. D. 
48,S8. . . 

c) p. 169 ante. 

Co., L. R. 2 Ch. D. 812, 833; L. ll. 3 
App. Cas. 239, 

·(c) Tolley v. Enston,lllncr. P. C. 48, 76. 
(f) Ibid. d) Patterson v. Gns Light nnd Coke 
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be allowed to interfere With that which is the offspring of their 
genius.(g) · · · · 

If tl1e patentee claims to perform the operation by the use of 
one :Jr more of several substances, and it turns out that some of 
them will not answer, the patent will be void.(k) 

Stevens v. Keating ( i) was an action brought to restrain the · 
infringement of two patents belonging to the plaintiff, one o£ 
which :.:elated to a method of making cement by mixing gypsum, 
limestone, or chalk, each in a state o£ powder, witli a strong 
solution of pearlash in water, and then adding sulphuric acid 
in sufficient quantity to neutralise the alkali. .A stated (ptan
tity of water and of the powdered material was next added, 
and the product was dried and heated to a red heat. The 
specification stated that " other alkalis and acids, besides those 
hereinbefore mentioned, will answer the purposes of my inven
tion, though none that I have tried answer so well as tho 
alkali and acid hereinbefore set forth ; " and then claimed " the 
process o£ mixing the powdered materials, alkalis, and acids, 
as hereinbefore described, and subsequently burning or cq.lcin
ing the same for the purposes hereinbefore set forth." It was 
proved at the tl'ial that though there were certain acids other 
than sulphuric that would answer, there were other acids that 
would not answer the purpose of the patentee at all ; and 
Pollock, C.B., directed the jury that if the construction was that 
every acid was claimed, then all acids would not do, and the 
specification was bad ; and if the construction was that some 
acids were claimed beyond sulphuric acid, the patentee did not 
say whether that was claimed which would do or that which 
would not do, and to take it, as he in his second specification ex
plained, he said, "I claim all that will succeed." No person 
can be allowed :.o take that course, and to say, " ·whereas other 
substances will succeed, I claim all those substances that may 
succeed."(J') .And his lm·dship directed a verdict for the de-

(g) Crossley v. Potter, Macr. P. C. 
256. 

(lt) Stevens v. Keating, 2 W. P. C. 
J8I ; •.rctloy v. Easton, Iliucr. 1'. e. 
48 ; Hills v. London Gas Light Co., 5 H. 
& N. 312; Ralston v. Smitli, 9 C. B. N. 
s. 117; n c. D. N. s. 471 ; II II. r,. 

• 

Cns. 223 ; Dooth v. Xennard, 2 H. & N. 
84 ; Haworth v. Hnrdcnstlc, I W. P. C. 
480; Saunders v. Aston, 1::; D. & Ad. 
881; I W. l>, C. 7511.; Kurtz v. Spence, 
5 I>, o. R. I6I. 

(i) 2 W. I>, C, 181. 
(J) lbicl • 
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fendant on the issue of the sufficiency of the specification, 
which was upheld by the Court of Exchequer. 

Pollock, C.B., also, in a case where a patentee in his specifica
tion had described the use of atmospheric air to charge a certain 
portion of his machinery, and stated : "If any gases or elastic 
media, other than atmospheric air, are used, with which to 
charge the case, I claim the sole right to do so," directed a jury 
that the patentee had, in point of law, no right to make such a 
claim, and that the law would not permit a patentee to claim 
more than he had invented. The learned baron also, in the 
same case, told the jury that a statement made by the patentee 
in the specification, to the effect that he proposed to construct a 
certain wheel of every variety of configuration, so long as it 
was constructed with a channel in the interior, would not do. 
It appeared that the defendant had used a wheel with cn?·rcd 
hollow arms, and the patentee desired to treat this as an infringe
ment of his wheel, in which the arms were not curved, but, as 
the judge directed, the patentee's claim to every shape of arm 
would not stand. To hold that it was good would be to reward 
a man who had rashly and ignorantly taken out a patent on a 
subject he had not appreciated.(k) 

In the case of Hills v. London Gas Li,qht Oo.,(l) the plaintiff in 
his specification claimed the use of " hydrated m· precipitated 
oxide of iron " for the purification of gas. It was proved that 
some of the hydrated oxides of iron would not effect the pur
pose the patentee had in view. It was objected on behalf of 
the defendant that the claim included all hydrated oxides of 
iron, and was therefore bail. The Court of Excl1equer, how
ever, admitted that the language was not accurate, but, in its 
desire to uphold the patent, decided that the patentee meant to 
refer to such hydrated oxides as were precipitated. A claim to 
the use of "the alkaline and earthy sulphites " in a specifica
tion under a patent for improvements in preserving animal sub
stances was held by the House of Lords, in Bailey v. Robcrton,(nL) 
t) be had, on the ground of ambiguity. It appeared that some of 

(k) Tetley 11. Easton, Mucr. P. C. 48. 
(lj 5 H. & N. 312; 27 L. ,J, Ex. 6o; 29 JJ. J. Ex. 409. 
(m) L. R. 3 App. Cas. 10551 1078. 
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the earthy sulphites are poisonous, and that some of the alkaline 
sulphites possess properties which render them unsuitable for 
the purpose the patentee had in view. It was held that the 
claim was too wide and vague, and that the specification ought 
to have defined more precisely the materials to be used. 
Booth's patent for "improvements in the manufacture o£ gas" · 
was declared to be invalid, on the ground that the claim was a 
claim, not to any particular mode of manufacturing gas from 
seeds, but to the manufacture of gas from seeds however carried 
out.(n) 

207 

III. If tltc invention comprise one m· more subordinate pm·ts, tltc III. Mustclnim 
'll t 1. • l l · · t ,J! t7 subo1·dinnto JJcttcntcc ~Vl no uc cnttt ct to p1'olcctwn tn nspcc OJ ,wsc parts, if pro-

7. d' z 1 l · :r, .. ll toctiou is do-Sltu01' uudc JXt1'ls 1tn css ttc c cmn tltcJn SlJCC~;JWCu !f• sired. 

It is evident that an invention may consist of any number of 
different parts A, B, 0, and D of which A may be a totally 
new thing, and B may be a combination of things which in 
themselves are perfectly old, but which have never been com
bined in that particular way before, and 0 and D may be old 
parts. Now, in such a case, the inventor would in law be 
entitled to protection, both in respect of the whole invention, 
consisting of the combination A, B, 0, and D, and also in respect 
o£ the sub01·dinate inventions A and B; but he would not 
obtain such protection in respect of the subordinate parts alone 
by laying claim to the combination of the four elements. He 
must, if he desire it, specifically claim protection in respect or 
the new subordinate integers of the larger invention.(o) 

In considering the above paragraph, the reader must be 
careful to notice that the integers of the supposed invention are 
perfectly distinct and separate from the combination A, B, 0, D, 
as a whole. A claim to a combination will no doubt protect 
the patentee against the use of any of the elements of that 
combination, if. the use of such elements, either alone or 
together with others, would amount to only a colourable de
parture from the patentee's specified combination; (p) and very 

(n) Doot11 v. Kennard, 2 H. & N. 84; (p) Clark v. Ailic, J,. R. 2 App. Cas. 
26 L. J. N. S. Ex. 23, 305. 320 ; l'· 197 ante. 

(o) Clark v. Adie, L. R. 2 App. Cns. 
320, 321; Vr·opporv. Smith, 1 P. 0. II. 87 . 

• 
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little merit will 'do to support a claim to a subsidiary part of a 
great invention.(q) 

In Olm% v. Adie (1·) it was alleged that the defendant had 
infringed a patent for "improvements 1.n apparatus for clipping 

• 

·Or shearing horses," granted to one Gmyson, but at the date of 
the action the property of the plaintiff, Clark, by purchase. 
The specification described the instrument or clipper by refer
ence to drawings, and showed a fluted guide or comb-plate, 
with a straight edge, like a musical box comb, the points of 
the teeth being tapered so as to be raised a little above the 
surface. A thin plate of steel, with V-shaped cutters, traversed 
to-and-fro over the comb, being guided by steerers working in 
rectangular slots, cut parallel to its edge. The drawings showed 
the cutter-bar in plan and section, the latter view representing 
it as somewhat arched or convex in the middle, so as to take its 
bearing only at the edges. The specification, however, did not 
allude by any words of description to this peculiarity of form. 
The two handles were pivoted on a strong stem, set in a square 
hole in the comb-plate, and secured by a nut on the screwed 
cud of the stud. One of these handles worked the cutter, and 
the other took its bearing at the rear of the comb-plate, and 
was capable of being set and clamped in different positions, to 
suit the convenience of the operator. At the end of the work
ing handle a sliding block was pivoted, having slots correspond
ing with those on the cutter, and the comb could be regulated 
by means of nuts and washers. By the removal of the nuts on 
the stems and stud, the instrument could be readily taken to 

• pwces. 
The claim was in the following terms : " The general 

arrangement, construction, and combination of parts, whereby I 
am enabled to construct an apparatus fo1· clipping and shearing 
horses and other animals, in such a manner that the apparatus 
may be adjusted to numerous angles or positions to suit the 
varying surface of the animals; and whereby the shearing or 
clipping may be regulated to the exact extent required, without 
shaving the hair too closely, and, without injuring the animal, 

(g) Unit~d Tlllllpbono Co. v. Hm·rison, . (1') r •. n. IO Cb. 667; 2 App. Cl\s, 
L. H. 21 Ch. D. 720. 315. 
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leaving a smooth surface without marks, the apparatus being 
capable of being taken to pieces and adjusted for slmrpening or 
renewing the cutter-bar, or for other purposes, all substantially 
:as herein specified and shown." 

It appeared that the plaintiff had bought G-rayson's patent iu 
order to free himself from any interference in respect of a . 
horse-clipper, made by himself but not patented, which incor
porated the arched cutter-Lar, the movement t1wreo£ parallel to 
the line of the comb, and the substitution of strong stems 
secured by nuts and washers instead of being screwed into the 
comb-plate, but which did not resemble Gmyson's instrument in 
other respects. 

The alleged infringement consisted in the making of horse
clippers in exact imitation of those brought out by 0/ark, as above 
stated, arid it was contended t1wt tl1ere 1Jad been infringement 
of Gmyson's patent in four particulars viz., (I) In the usc of 
fixed stems which could not be shaken loose; (2) In applying 
nuts antl washers to the top of tile fixed stems above the cutting 
plate so as to adjust the friction ; (3) In forming the cutter
plate in an arch and thereby rendering it elastic; (4) In· the 
mode of communicating motion to the ll} per C·l' cutting plate, so 
as to bring it to the true line of cutting. It was argued, that 
although the defendant had not copied the whole of the appa
ratus 1)atented, yet he had taken so much of that which was the 
pith and marrow of it, as to make up a subordinate integral 
part of the invention, and that by taking such subordinate 
integer, which was in itself matter of protection, he had infringed 

the patent. 
Bacon, V.C., decided the case iu favour of the plaintiff, but the 

Court of Appeal and the House of Lords uoth decided that the 
defendant had committed no infringemeut, not l1aving taken 
anything claimed by the 1)atent. 

Lord Cairns, L.C., pointed out that the suuordinate integer 
wl1ich was said to be 1•rotcctcd, :mtl which the respondent was 
alleged to have takeu, was described as consisting of four 
difl'crent matters viz., in the first place, what was called the 
lixed stems, springing from the tUH.lcr or comb-plate, which 
could not be shaken lo(Jse ; in the second place, the nuts ami 

0 

. . ·~· .--. ,,. ' ' . . , .. · ... , . . ' . . -
• 
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washers applied to the top of those fixed stems, above the 
cutting plate, so as to adjust the friction ; in the third place, the 
shape ol. the cutter-plate made in an arch, by which the bearing 
of the cutter-plate upon the comb-plate was better adjusted; 
and ·fourthly, the mode of communicating the motion to the 
upper or cutting plate, so as to bring it to the true line of 
cutting. In reference to the third of these items, his lordship 
said that he had read with great care the specification of Gmyson, 
and there was not a word in the letterpress of that specification, 
from beginning to end, which referred in any shape or form to 
the arching of the cutcer-plate or to the advantage to be derived 
from that arching; and in answer to a suggestion of the appel
lant's counsel that the arch form of the cutter-plate was designed 
in order to bring into play elasticity as produced by the arching, 
his lordship pointed out that the cutter-plate was adjusted and 
fitted to a solid rigid bolt at the back thereof, which restrained 
o.ny elastic yielding, and stated that he was compelled in the 
first place to put aside altogether the idea of the advantage of 
the elasticity of the cutter-plate as an after-thought, which was 
in no way present to the mind of the patentee. It might be an 
advantage, but if it was an advantage, it was on advantage which 
subsequent practice and experiment ·had brought to light, and it 
was not an advantage which appeared to suggest itself to the 
mind of the patentee when he made the specification. 

In reference to the remaining three items which were said to 
produce the combination, his lordship remarked that each of 
them was not, in itself, a new invention, but an old step well 

. known in the making of a clipper, and said : " I have read and 
re-read, with tho greatest anxiety, the specification in the present 
case. I cannot find from beginning to end of it any sentence or 
any number of sentences, as to which, by any reasonable inter
pretation, you can say that they make a claim to a subordinate 
combination of these particular items as constituting in itself a 
novelty, a uew manufacture; a thing to be protected by the 
patent." 1'he House agreed with the conclusions arrived at by 
the Lord Chancellor, and decided in favour of the respondent. 
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IV. A elain~ to somctMng old, wlwn tlwt clai11~ is not made -in IV. A claim to 
. something old, 

{/1'088, but only as appendant to somctlmi[J new, ~vill not not made iu 
't • t t 1 t t gross, will not 

• 

Vt 'Ia e ttc pa en . vitiate tho pa-

A claim which is only subsidiary, even though tl1e thing tent. 

claimed is old, will not vitiate a patent when that subsidiary · 
claim is not for a distinct and substantive invention, but only 
for one of the merits and advantages of the entire construc
tion which the patentee has described and claimed, and does not 
in any way enlarge the monopoly.(s) 

Thus, in Pltc United Tcleplwne Co. v. Harrison (t) one of the Examples. 

. questions in issue was whether the claim in the plaintiffs patent, 
which was in the words, "In au instrument for transmitting 
electric impulses by sound, a diaphmgm or tympan of mica, 
substantially as set forth," amounted to a claim for the mica 
diaphragm or tympan in all instruments for transmitting elec
trical impulses by sound, in which case it would be bad, as being 
merely a claim to the application of an old thing to a particular 
purpose, without the use of any ingenuity in that applica~ion; 
or whether it was a claim only to the mica diaphmgm or tympan 
in the particular instrument for transmitting electrical impulses 
by sound described in the specification. Fry, J., was o£ opinion 
tliat the claim related only to the mica diaphragm iu combina
tion with the rest of the instrument, and that the specification 
was good in regard to that objection. This ruling wns upheld by 
the Court of Appeal, consisting of J essel, 1\f.R., Lindley and 
Bowen, L.JJ. 

In Tltc Btitisk JJynamitc Co. v. ICtrebs (1t) it wns sought to 
upset a patent for " improvements in explosive compounds, 
and in the means of igniting the same." The specification 
stated : "This invention relates to the use of nitro-glycerine 
in an altered condition, which renders it far more practical 
and safe for use. The altered condition o£ tho nitro-glycerine 
is effected by causing it to be absorbed in porous unexplosive 

(s) Neilson v. Betts, L. ll. 5 H. I". 
21 ; 40 L. J. C!J. 317; l'limpton v. 
Spiller, L. n. 4 Cl1. D. 286 ; 6 Cl.J. 
D. 412; British Dynnmito Co. v. ltrebs, 

• 

G. P. C. 94 ; Ehrlich v. Ihlee, 5 P. 0. ll. 
437· 

(t) L. n. 21 Ch. D. 72o; 51 L. J. Cb. 
705, 

(u) G. I'. C. 88 • 

• 
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substances, such as charcoal, silica, paper, or similar ma~erials, 
· · · whereby it is converted into a powder which I call dynamite 

or Nobel's safety powder. By this absorption of the nitro-
• 

• 

glyce:dne in some porous substances it acquires the property 
of being in a l1igher degree insensible to shocks, and it can 
also be burned over fire without exploding. The aforesaid 
safety powder or dynamite is exploded :-

" Fb·st, when under close or resisting confinement, by means of 
a spark or any mode of ignition used for firing ordinary gun
powder. Secondly, without or during confinement by means of 
a special fulminating cap, containing a strong charge of ful
minate which is adapted 'to the end of a fuse and is strongly 
squeezed to the latter for the purpose of more eflectually 
confining the charge so as thereby to heighten the effect of 
the detonation. Thi1·dly, ·by means of an additional charge of 
ordinary gunpowder, the explosion of the latter will cause the 
dynamite to go off even when it is only partially confined. 

" Claim : I claim, as the invention secured to me by letters 
patent as aforesaid, the mode herein set forth of manufacturing 
the safety powder or dynamite herein described, and also the 
mode of firing the same uy S!lCcial ignition as herein set 
forth." 

:Fry, J., on trying tllC case, gave judgment for the plaintifl: 
with costs, but the Court of Appeal (Jessel, M.H., James and 
Thesigcr, L.J J.) reversed the order and dismissed the action, with 
;;osts, on 'i,_ ground of the insufficiency of the specification and 
that the claim, in so fa:c as it claimed the modes of firing the 
dynamite by special ignition .set forth, claimed that which was 
not new. On appeal, lwwever, to the House of Lords, the order 
of the Court of Appeal was reversed, and the order of :Fry, J., 
was restored, with costs to the appellant~:~, on the ground tl1at the 
specification was sufficient, and that the patentee did not claim 
the means of explosion ~·n [J1'0ss, but only .as appendant to 
dynamite. 

Earl Cairns, L.C., speaking on the question of the extent of 
the claim, made the following instructive opservations: "I will 

• 

assume that the modes of firing -by special ignition, or some of 
' 

them, were known bqforc the· date of the pateut, and therefore 



• 

THE SPECIFICATIONS. 

that if the patentee claimed them as independent inventions 
(inventions, if I may use the expression, in ,r;ross), his claim 
would be too large and his patent void. But is that what he 
here does or means to do ? It is to be observed tlmt tlw mere 
manufacture of an explosive substance, such as dynamite, would 
not, pc1· se, lutve constituted an invention, or, at all events, a usc- · 
ful and practical invention, which could be protected by a patent. 
An explosive substance like dynamite would be of little or no 
utility unless there were the means of bringing to bear upon it 
a method of detonating explosion which would be at once 
economical and easily applied. . • . . I look upon the means of 
explosion, even as'>uming them to be known as applicable to 
the other substances, to be part and parcel of the invention, 
which the patentee was bound to give to the public as a com
plete invention, and I understand him to claim thc.se menus of 
explosion only as part and parcel of this invention. He does 
not, as it seems to me, claim the means of explosion in gross, 
but only as ctppc1Ulant to dynamite, and he woitld not be 
nllowed, under this patent, to claim them for any other purnosr.. 
In other words, he claims, in the first claim, the dynamite, the 
substance itself; and in the second claim the only mode of using 
the dynamite with which he was at the time acquainted. It is 
possible that, having stated the means by which the dynamite 
could be exploded, he might have omitted :his second claim, and 
contented himself with the first. But the scJond being, as it 
seems to me, merely a claim to the use of tlu:tt which is included 
in the first, I cannot think that the patent should be avoided by 
the introduction of that which is merely useless." 

In the case of Plimpton's patent for the roller skate (.?J) the 
speci~cation stated that the invention related to an improvement 
in attaching the rollers or runners to the stock or footstand of a 
skate, whereby the rollers or runners were made to turn or C(lnt 
by the rocking of the stock or footstand so as to assume 1·adii 
of a circle, and facilitate the performing with case gyrations or 
evolutions without taxing tmduly the muscles of tl1e foot or 
ankles. The specification then went on to describe the con
struction of the skate as a whole, including a description of a 

• • 

(x) Plim{Jton 1;. Spillc1:, 4 Ch. D. 286; 6 Ch. D. 412 . 

• 

• 

213. 
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mode of attaching the runners and making them reversible, and 
the two claims were 1. Applying rollers or runners to the 
stock or footstand of a skate, as described, so that the said 
rollers or runners may be cramped or turned, so as to cause the 
skate to run in a curved line, either to the right or left, by thu 
turning, canting, or tilting of the stock or footstnnd. 2. The 
mode of securing the runners and making them reversible as 
above descriued. It was lJCld by the Court of Appeal that the 
want of novelty in the method included in the second claim 
would not vitiate the patent, as this only amounted to u claim to 
one of the merits and advantages of the entire construction which 
the patentee had described, and not in any way to a claim which 
would enlarge the monopoly seemed under the first claim. 

It is important to bear in mind that the a hove cases are merely 
authorities for the construction to be placed on the specifications 
in particular cases, and, when a claim contains particular 
subdivisions, it is not right to say that when the first is for a 
general combination, the second and third arc only to be con
sidered as pointing out what the patentee considers material. 
On the contrary, when them are more than one separate claim, 
the first of which is for a general combination, the others may 
Le separate and independent claims for subordinate combinations 
which will render the patent void, if those subordinate parts or 
combinations are old.(y) 

V. A patent for the pmduction of a new and 11srjul material 
1cillnot be vitialctl by a fnrtlwr claim to a particular 11sc 
of tltat 111rtle1'ial, tlto11fJh tltat usc eoulcl not itself form 
the subJcct-111atlc1' of letters patent. 

Thus, in the case of Betts v. Ndlson,(z) it was objected (inter 
alia) to Betts' patent for " a new manufacture of capsules, and 
of a material to be employed therein, and for other purposes," 
that the manufacture of capsules from the patented material 
was not the subject-matter of a patent.(a) 

The specification claimed, Fb·st : " The manufacture of the 
new material, lead combined with tin on one or both of its 

(y) rropper v. Smith, l P. 0. H. 88, 
90, 9'· 

(z) L. H. 3 Ch. 429 ; 5 H. L. I, 
(a) Sec p. 62 a11te. 

• 



THE SPEOIFIOA'riONS, 215 

surfaces, by rolling or mechanical pressure, as herein described. 
Secondl.1J: The manufacture of capsules of the new material of 
lead and tin combined by mechanical pressure as herein de· 
scribed." 

Wood, V.C., the Lords Justices, Lord Chancellor Chelms
ford, and the House of Lords, all separately held that tl1e · 
objection to the validity of the patent on the ground of the 
second claim was invalid, and awarded the plaintiff damages in 
respect of infringements committed by the defendant. 

Lord Westbury, addressing the House of Lords, said: " T1w 
last objection to the patent is one of a very material cl1aracter ; 
it is this : that afte1· having described the process and the 
material, ancl claiming the material as the result of the process, 
so that the material is not claimed independently of the process, 
nor the process independently of the product, the specification 
concludes with a claim of the manufacture of capsules out of 
the material. But the manufacture of capsules out of the 
material would be one purpose only to which the material could 
be applied ; and if a claim to the material can be snbstant~ated 
by the patent, t1JC specification of a particular use of it, com
prehended in the general uses claim'!d, cannot for a moment be 
accepted as a ground for vitiating the patent." 

Construction of tlic Specifications. 

During the course of proceedings in which the validity of n Construction 
. d . ll b d 'd of tho spccifi. 11atcnt IS con teste , It usua y ecomcs necessary to CCI e, cations no-

first, whctllCr, or not, the specification is snfllciently explicit in its~~~'/?,~!·~ 
directions to enable a person to whom it is addressed to perceive ccctlings. 

wltat is the exact invention covered by the patent, and llow 
to carry that invention into practical operation. A111.l, secondly, 
\vhat is the true construction to be put on the language of the 
S11ecification when its meaning is dubious, and more than one 
interpretation is possible. The determination of the first ques- Sufficiency is 

t . I • l • f f • t b d t . d b tl . 'f a question fnr 1011, w uc 1 lS one o act, lS o c e ermme y lC .1nry, 1 11 jury: cou. 

tl b I · b 1 • d (b) Tl d t · · f struction iR Cot' lCrc c one, ot wrw1sc y t 10 JU gc. lC e ermmatwn o the co1wt. 

(b) Walton 1•, Thltcmnn, I W. 1'. C. 
621 ; Ilcnrtl v. Egerton, 8 C. U. 165 : 
19 J,,,l, N. S. C.l'. 36: Hilll·.'l'hmllpson, 
1 W d•. I'. C. 237 ; lJicklorJ t•. l:ikowc~, 

• 

I Q. n. 938 ; N··il~on 1'. llnrliml, I 
W. P. C. 370; Wnllinglon 1•. Dnl<', 7 
Exch. 888 ; l'nrkcs 1·. Stevens, L. H. S 
E'l· 358 i L. H. 5 Ch. App. ('n•. 36. 
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• • 
• · the second question is one of law, atid is to be: interpreted by 

the Court alone ;(c) the judge is to· state what the specification 
orders to be done, and the jury are to say whether it would 
produce the result.(d) · · 

Interpretation . The Courli in consliruing specifications gives to their language 
of lnugungo of 
speciflcntious. the ordinary meaning, unless there rire circunistances to show 

Tcchuicnl 
tCl'UlS, 

• 

that; any word or expression is a term of arli, and would be 
understood by the person, to whom the specification may be 
supposed to be addressed, in a particular sense. ·n is a well
established rule that the Court; will receive and consider evidence 
as to the exact sense in which the patentee intended a word or. 
expression to be understood, and will give full effect to such· 
meaning in the construction of the specification.(c) 

1'he Court will not violate the obvious meaning of the 
language, unless it is quite clear that the patentee intended 
something different from that which the expressions indicate.(!) 

It is undoubtedly true, as a proposition of law; that the 
construction of a specification, as the construction of all other 
written instruments, belongs to the Court ; but a specification 
of an invention contains moat generally, if not always, some 
technical terms, some phrases of art, some processes requiring 
the aid of the light derived from surrounding circumstances. 
It is, therefore, an admitted rule of law that the explanation of 
the words in technical terms of art, the phrases used in 
commerce, and the proofs rind results of the processes which are 
described, are all matters of fact, upon which evidence inay be 
gi vcn, and contradictory testimony may be adduced, between 
which it is for a jury to dccide.(g) 

The Court ought to construe the specification, like all written 
• 

instruments, taking the words, and seeing what is the meaning 

(c) Hill v. Evnns, 3I J,, .T. Ch. 460; 
Neilson v. Harford, I w. r. c. 370 j 
British Dynamite Co. v. Krebs, G. 1'. C. 
9I ; H. v. Wheeler, 2 B. & Ald. 345 ; 
~cod v. Higgins, 8 H. L. Cas. 56 I ; 
Bovill v. Pimm, II Ex. 740. 

(d) Per Cresswell, J., Bcnrd 11, Eger
ton, I9 L. J. N. S.C. P. 38; sec nlso Neil· 
sou v. Harfo1d, I W. P. C. 370. 

(e) B1itish lJyunmito Co. v. 1\t·cbs, 

• 

G. P. C. 9I ; Clark v. Adic, L. R. 2 
A pp. Cas. 436 ; Neilson v. Ilnrfor<l, I 
W. P. C. 3I3; Elliot v. 'l'urncr, 2 C. 13. 
446; Walton v. Potter, I W. P. C. 595; 
Harrison· v. 'l'hc Amlerston ~·oundt-y Co., 
L. R I App. Cas. 581. 

(/) Per Pollock, B., Kaye v. Chubb, 
4 P. o. n. 299. 

.(y) Hill v. Evans, 3I L. J. Ch. 460. 

• • • 
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qf those words, when npplicd to the su~ject-matter, and in tho 
case of· a specification which is addressed, not to tho world at .. 
large, but to a particular class for instance, skilled meohani
cjans, possessing a certain amounL of knowledge it is material 
for the tribunal to put itself in the position of such a class, 
namely, skilled mechanicians, and to sec what the words of the· 
specification mean when applied to such a subject as skilled 
mechanicians would know, and then to ·say what the words 
of the specification mean when applied to such a subject
matter.(k) 

Even in cases wlwre it is sought to establish that au invention 
described in a specification is not new by reason of the existence 
of a prior specification, which, it is alleged, describes the same 
invention, the Court will not, without evidence, assume that 
words or terms of art, which are common to the two specifica
tions, bear in each the same meaning, but will receive and 
consider evidence on the point.( i) 

217-
• •• 

· It is impossible to predict, of two documents fmmed at Vnrintion in 
• 

different periods, that the terms of art common to the tw~ had menumg. 

the same signification, and directed the same identical thing at 
the date of each respectively, for terms of art are liable to 
constant change of meaning with the progress of science and 
inrention; and the cases establish that the identity of signifi-
cation between two written documents containing the same 
description must belong to the province of evidence, and not to 
the province of coustructiou.(k) 

The former practice of construing specifications very strictly 
against the patentee, and in favour of the Crown, in which 
judges indulged wlw had not freed themselves from the general 
pr~judice agaiust moilOlJolies of all kinds, and did not accept 
the view that ·patents for useful inventious are to be encouraged 

. (/1) Per Lord Dlnckburn, Clark v. 
Adiu, L. H. 2 A}l}l. Cns. 436; suo also 
]letts v. 1\Icnzies, IO JI. L. Cas. I I7; 
Simpson v. Holliday, 13 W. It 577; .L. 
n. I n. L. 3 I 5 ; Edison v. Holland, 5 
P. 0. H. 474· 
. (il Thomas v. l•'oxwell, 5 Jur. N. S. 

37; Hobeatou v. 'l'a·cuch, 4 East, I351 I36; 
lMts v.l\Icuzies, 10 ll.l". Cas. I 17, 152 ; 
• • 

• • 

• 

IO ~I. L. Cas. I 52 ; Hill v. Evans, 6 I" . 
'1'. N. S. 70; Neilson v. Harliml, 8 l\I. 
& W. So6; I W. 1'. C. 331; "Hills v. 
'l'hc London Gas Light Vu., 5 H. & N. 
JI2; J upe v. Pratt, I W. 1'. V. I44; Wal
ton v. Potter, I W. P. C. 58 5 ; Steiner 
v. Henltl, 6 Excb. 607. . 

(k) Betts v. Menzies, 10 H. L. Cas, 
I 52. 

' . • • • 
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on thP- ground of public policy, drew from Lord Tenterden, 
' 

C.J.,(l) the remark: "I cannot forbear saying that I think n 
great deal too much critical acumen has been applied to the 
construction of patents, as if the object was to defeat, and not 
to sustain them." 

Nothing is to It is now a t•ule of construction accepted by the Courts, that 
be intended tl ' ' t b · t d d 'tl · f f 'fi t' eitherinfo.vour no ung IS o e 111 en e e1 wr m avour o a spem ca 1011 or 
of n spccificn- • t 't b t tl t 't · t b d It 'tl · t 't d +.ion 01• against agams 1 , u 1a 1 IS o e ca WI 1 JUS as 1 appears, an 
it. a true and right and fair construction is to l1e put upon every 

allegation and every fact connected with it, such construction 
being neitl1er a benign nor a strict one.(m) 

• 

It may at one time be the interest of tl1e patentee to 
endeavour to induce the Court to put a wide construction on 
the specification, so that it may be held to include and claim a 
particular thing, which an alleged infringer uses, and another 
time it may be to the advantage of the 11atentee to obtain a 
narrower const.ruction, so that the specification may be held not 
to include something which is old.(n) Whether it is for the 
interest of one side or the other, it is the duty of the Comt 
to fairly construe tl1e specification, neither favouring the one 
side nor the other : neither putting an unfair gloss or construc
tion upon the specification for the purpose of saving a patent, if 
it is said that the patent is void; nor putting an unfair gloss or 
construction upon it in order to extend the patent, and make it 
take in something which might be thought to be an unhandsome 
taking of the fmits of his invention from the patentee, if it is 
not really an infringement of the patent.(o) The Courts 
endeavour to hold a fair hand between the patentee and the 
public, being willing to grant to the patentee on his part the 
reward of a valuable patent, but taking care to secure· to the 
public, on the other hand, the benefit of the provision that the 

• 

( l) II udtlnrt v. Grimshaw, 2 D. & 
Ald. 377. 

(m) Stovcns v. Keating, 2 W. P. C. 
I77; UuHscll v. Cowley, 1 W. P. C. 
465; I Cr. IlL & ll. 864 ; Hnrrison v. 'fho 
Andcrston Foundry Co., L. n. I App.Cns. 
57 4 ; Young v. Uosentbnl, I P. 0. n. 
33 ; W cstingbouso v. Tho J,nncashiro 
and Yorkshire lly. Co., 1 P. 0. R. 
229. 

(n) Stevens v. Keating, 2 W. P. C. 

I 94 ; Dowers ''· Falcon 'Vorks, 3 P, 0. 
R. 70; Kaye '6, Chubb, 4 P. 0. R. 289; 
Hutchinson v. Pntullo, 4 P. 0. H. 329; 
Gosnell v. Bishop, 5 P. 0. R. I 5 I, I 58 ; 
Ellington v. Clark, 5 P. 0. ll. 3 I 91 

327. 
(o) Per J,orcl Rlnckburn, Dudgeon v. 

Thompson, J,. ll. 3 App. Cas. 53 ; see 
rcmnrks of 'l'inclnl, U .• T.. Haworth 1>. 
Hardcastle, I W. 1'. C. 480; I Bing. N. 
C. 182, 190. 
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patentee must clearly define both the invention and the method 
of performing it.(zJ) 

219 

The construction of the specification must be logical, fair, and Oonstrucuo.n 
· • 1 I · l! h C · l must bo logwal, m1part1a . t IS proper 10r t e ourts, seemg t mt patents for a fair, and im-

limited period operate as au encouragement to the production of pnrtial. 

useful inventions, of which the public get the benefit after the 
monopoly is expired, to endeavour, if it can fairly and honestly 
be done, to support the patent, and to adopt a construction of 
the specification, which will give it validity when it can fairly 
be interpreted so as to achieve this result.(q) 

It is a proper assumption to make that a patentee would not Assumption 

b b d 1 . h' h' } ld d I. thatpatonteo e so a sur as to c aim anyt mg w 1c 1 wou ren er us grant woulif not 
'd ' h' I · 1 h k l · h l clahn anything VOl , for mstance, anyt mg w uc 1 e new, or w nc 1e was which would 

aware everybody else knew, to be old; and the. Court will avoid ~~~t~o~J~ pa
such an absurdity if by any legitimate construction of the words 
used it can do so.(1·) 

The argument of absurdity cannot be used in favour of the 
patentee, if the wording of the specification is perfectly 
clM~oo . 

In Neilson v. HMjord,(t) on a motion being made to the Exnmplcs. 

Court of Exchequer to enter a verdict for the plaintiff on the 
issue of sufficiency of the specification, the question arose as to 
the proper construction to put on the statement that "the shape 
of the receptacle is immaterial to the effect, and may be adapted 
to the local circumstances." The invention consisted in the ap
plication of hot air to the blast furnace, and the receptacle above 
referred to was the chamber in which the air was to be heated 
before being passed into the furnace. The jury in the court 
below had found that the shape and form was material to the 
effect i.e., to the extent of beneficial effect produced, not to pro
ducing some effect, for some beneficial result would be produced 
from any shape, but as to producing the extent of beneficial 
effect, the form and shape were material. If the proper con-

(lJ) Neilson v, Harford, I W. P. C. 
310, 

(q) Hinks v. Safety Ligllting Co., 
L. 1:. 4 Cb. D. 612 ; 46 r, .. T. Cb. 185; 
l'limpton v. Spiller, L. R. 6 Ch. D. 422 ; 
Russell v. Cowley, 1 Cr. 111. & U. 864 ; 
I W. P. C. 460; Automatic Weighing 

l\lncbine Co. v. Knight, 6 P. 0. R. 297, 
307-

r Clark v. Adic, L. ll. 3 Ch. D. 142. 
s Cropper v. Smith, I P. 0. H. 90; 

Clark v. Adic, J,, R. 2 App. Cas. 4231 

437· 
(t) I w. P. c. JJI. 
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struction of the patentee's statement was that the shape of the 
' 

:. :___ - ·.·_ receptacle was immaterial to the degree of effect in heating tl1e 

• 

• 

• 

blast, in the ·face of the finding of the jury, the specification 
would be bad as containing a false statement in a material cir- · 
cumsbince, of such a nature that, if literally acted upon by a . 
competent workman, it would mislead him, and cause the experi-. 
ments to fail. Parke, B., who tried the case in the court below, 
was at first of opinion that this was the proper construction, but 
in the Court of Exchequer he concurred in the opinion of the 
other judges, tl1at from the context of the specification, taken as 
a wl10le, the word " effect" might reasonably be construed to 
mean " beneficial effect," and that such meaning ougllt to be 
adoptc<l as it would support the patent. This latter being tile
proper construction, and the jury having found as a matter of 
fact that any shape in which the air vessel could reasonably be 
expected to be made by a competent workma:n_ would produce a 
beneficial effect, and be a valuable discovery, the Court was of 
opinion that the verdict ought to be entered for the plaintiff, on 
the issue of sufficiency, and consequently the patent was upheld 
on this point. 

Again, in Otdcy v. Holden (1t) the question was as to the true 
meaning in the specification of the words, " I claim the metal 
fittings :mel the mode of applying the same described herein as 
the second part of my invention." If these words meant that 
the patentee clr.imed separately the metal fittings themselves, 
and the mode of applying them, the evidence showed that the 
metal fittings had been anticipated and published; but if the 
true construction was that the claim was for the metal fittings 
and the mode of applying them, as one part of the inveution, 
then the patent would be good as regarded novelty. ~lie Court 
of Common Pleas thought that from the context of the specifi
cation the patentee intended the latter construction, and he must 
have intended the patent to be valid. This construction was 
the more probable, and to support the first construction it would 
have been necessary to assume on the part of the patentee . 

• • 

extreme ignorance in respect of the metal fittings, or extreme 
-

confusion in describing particular metal fittings. 
• • 

(u) 8 C. B. N. S. 666 ; 30 L. J. C. P. 68. 
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· Tlio doctrine that tf1e patenteeintends his patent to be a "Ood .Assumption 

t t b h d t f . t . l 'fi 0
• must not bo one nms no e pus e oo ar m cons Tumg t 1e speCl catwn. pushed too far. 

In the above case what the patentee was held to have intended, 
'turned out to be favourable to the validity of the patent, and the 
Court took into consideration the fact that he must have intended 
it to be valid, though that did not alone decide the judges in 
adopting the construction they did. Independently of this fact 
it was the more probable. 

It will ·not do to argue that a great part of that which is 
covered by the patent is old and therefore bad, but some little 
part is new and therefore good, and that the Court ought conse
quently to confine the patent to that which is good.(x) The 
utmost extent to which the doctrine can be pushed in favour of 
the patentee, is the conclusion that when two or more construc
tions are equally tenable the Court will adopt the one which 
will give validity to the patent, in preference to all others.(y) 

The Court will construe the specification so as to support the court cou-
'f . '" b ~ • 1 d ( ) d '11 t b t t f' , struos tho patent, 1 lu can e lair y one, z an Wl no e as ute o mu spocilicutious 

fi · 11 tt · 'fi t' 'tl · t so us to sup. uws m sma ma ers m a spem ca 10n Wl 1 a v1ew o . over- ro!'t tho putout 

throw it (a) Where any expression is· ambiO'uous the Court 1r .1t can be • • o ' fmrly dono; 
will endeavour to give ef.:~<..l. ; .. o the intentions of the patentee.(b) 
Iu Palmer v. Waustajj'e (ej &.~e plaintiff obtained au injunction nne! fn· 

· 1 d f d · • 1 • f · f . dc;wours to agamst t 1e e en ant, restrammg t 1e m rmgement o .. a patent givo cJT~ct to 

f '' ' · t ' th f t . f dl " Tl tiJO intention or 1mprovemen s m e manu ac u1e o can es. lC ofthopMcutt·c. 

second claim was, " the mode of manufacturing candles by the 
applicatiou of two or more plaited wicks as herein described." 
The evidence of infringement was the production of a candle 
purchased by the plaintiff at the defendant's manufactory, 
which was identical with those made by the plaintiff according 
to his process. It was not proved, however, that the de-
fendant's candle bad been made according to the patented 
process, and therefore, in order to support the verdict in· the 
court below, it became necessary for him to content!. that his 

(x) Clark·v. Aclic, L. R. 3 C!1. D. 142. 
(y) .Automatic Weighing llfachiuc Co. 

1·. Knight, 61'. 0. U. 307 ; N•~ctlluuu 1•. 

Ju!mson, 1 1'. 0. H. 51:i; Vorwerk v. 
EV'IIIB, 7 1'. 0. It I67, 265. 
. (z), P· 219 ante; nu~~clltl, Cowley, I 
w. r. c. 457; I Cr. III. & n. 864. 

• 

(a) Otto v. Liuford, 46 L. T. N. S. 35, 
39; Plimpton v. Spillm·, L. R.6 Ch. D .422. 

(b) Uus~oll ''· Cowley, 1 W. P. C. 
4 76 ; Palmer v. Wagstalle, 9 Exch. 
494. sox. 
. 0) 8 Exch. 840 ; 22 4 J. Ex. 295; 
9 Excl!. 494; 23 L. J. Ex. 217 • 

• 
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patent was for the candle, and not merely the process of pro
ducing it. The Court of Exchequer, however, made absolute 
a rule nisi to enter a verdict for the defendant, on the ground 
that the patent was for the method and not the candle, and 
consequently infringement had not been proved. Pollock, C.B., 
and Parke, B., both agreed that a specification should be con
strued as the patentee intended, and that, if any expressions 
were ambiguous, the Court should give effect to the intention; 
but the Court must not violate the obvious meaning of the 
language, unless it is quite clear that the patentee intended 
something different from that which the expressions in
dicate. 

In Boulton v. Bull (d) it was attempted, in the Court of 
Common Pleas, to upset a patent, on the ground that a certain 
Act of Parliament, by which the uriginal period of the duration 
of the monopoly was extended, purported to deal with a different 
kind of invention to that comprised by the patent. The Court 
wns equally divided, so no judgment was given. But Eyre, C.J., 
was of opinion that the patent could be supported, on the 
ground that ( 1) it was not for an abstract lJrinciple, but for a 
practical embodiment of a principle; (2) the Act and specifica
tion were referable to the same t.hing ; and, when taken with 
their correlation, they were perfectly intelligible ; and in his 
desire to reward the patentee, he declared that he would, if neces
sary, resort to the exposition of the word "engine," in the body 
of the Act, to mean a " method," in order to support the patent, 

"Ut res mngis "1tt 1'C8 mauis val cat fJ.1W11b pc1·cat." Pollock, C.B., in another 
''nlcat qnnm ( ) 'd I 1 t t J 'fi · pereat.'·' case, c sa1 : " agree t 1a we are o construe t 1e speCI catiOn, 

'ut 1·cs mauis val cat fJ.Ua?n pcrcat,' but still we are bound to 
ascertain what is the true and sound construction of the instru
ment, construing the language used with reference to the 
subject-matter, which may very much control the judgment to 
be given." 

In construing a claim, if there is nothing else in the matter, 
it is the duty of the judge to adopt that construction which 
makes sense of the patent instead of that which makes it 

(tl) D. P. C. 162; 2 ll. Bl. 463; 3 (c) Thomns r. fox well, 6 Jul'. N. S. 
V ca. 143. 272. 
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useless. (/) And there is, as there ought to be, a bias between 
different constructions in favour of the real improvement and 
genuine invention, to adopt that construction w1tich supports an 
invention.(g) 

223 

It is sometimes contended that judges should put a bcnevo- Jlcucvolc!•t 

1 . 1 'fi . 1 construction. cut constructiOn on t 1e spcm catwn, so as to support t 10. 

patent for the encouragement of inventors ; but the true rule 
of construction is that the language of the specification should 
not be subjected either to a benign interpretation or to a strict 
onc.(h) 

In Hinks v. Brifcty Liyldin!J C'o.('i) J esscl, .M.R., said : "I am 
anxious, as I believe every judge is, to support honest uonct .fide 
inventors who have actually invented something novel and use
ful, and to prevent their patents from being overturned ou me1·e 
technical objectious or on mere cavillings with the language of 
their specification, so as to deprive the inventor of the benefit 
of his invention. This is sometimes called a 'benevolent' uodc 
of construction. l)erhaps that is not the best term to use ; but 
it may ue described as construiug a specification fairly, with a 
judicial anxiety to support a really useful invention, if it cau be 
supported on a reaso11ablc construction of the patent. 13eyond 
that the 'benevolent' construction does not go. It was ucver 
intended to make use of ambiguous expressions with a view of 
protecting that wl1ich was not intended to be protected by 
tho patentee, and which bas not bc~n claimed to be so pro
tected by him, whether or not it was au invention unknown to 
himself.''(j) 

If a claim can be read in two ways one claiming something If n. claim cnu 
. l . . l . · he rem! in two that has the went of novelty, and the other c amnng somet nng wnys,tl•~ C••nrt 

which would show the patentee to be ignorant of all the ordi- ~:~~~f;u~1:k.u 
1, 1 ' · 1 · · tl which mnkcs nary app lances usee to eflect a partwu ar purpose, It IS 1e tho ~pccilit11• 

duty of the J'ndrre to ador)t the constl'Uction which m·ths the tiour<"nsounblo o ' ' ' nml prupcr. 
patent reasonable and sensible, rather than that construction 

~() Per Jesse), M.R., l'limpton r. 
Sp11ler, J,, U. 6 Ch. D. 422. 

(fl) l'er Jesscl, l\!,1!., Otto t•. I,infonl, 
46 L. '1'. N. S. 39· 

(Ill Hunison v, The Andcrstou Itouu
dry lJo., L. R. I App. Cas. 574; Need
bum v, Johnson, I P. 0, R. 58; see p. 

• 

I04; Automatic Weighing ~lachine Co., 
v. J{night, 6 1'. 0. n. 307-

(i) L. U. 4 Ch. JJ, 607, 6I2. 
(J) See nlso l'lim('ton ~· 8pillc•·, L. ~~· 

6 Ch. D. 422; Otto v. Lmford, 46 L. I. 
N. S. 39; Cropper v. Smith, I 1', 0. H. 
Sg . 
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which makes the patent utterly absurd; (lo:) but if it is estab~ 
lished by the evidence before the Court that certain matter~, 
which tl1e specification upon a fair construction claims,· were 
not new at the date of the patent, and were generally thought 
to be old, the Court is not therefo1;e to narrow down the'claim 
so as to exclude the old matters. Such a proceeding would he 
contmry to the decisions, and would afford a very simple prece-
dent for saying tl1at no patent is to be upset on the grounds of 
novelty.(l) In the words of Lord Hatherley, "the· Courts will 
not alter the construction in order to save a patent where the 
patentee has himself explaiued his meaning in the claiming 
cia uses." ( m) 

~\ wor<l used 'Where a word is U~Cll in a specification in a popular sense, it 
HI a popular • b . t t . t 1 ' 1 • t scuso tloos not IS not to tlar 1 s s riC mat 1emat1ea meamng c.[J., a pa en tee 
benr its strict • l · · f' t' f d t t · b 1 t " b · · t mcnuing. m ns spem 1ca 10n re erre o a cer am com -p a e mng cu 

with teeth pointed like a comb, and in parallel portions." It 
was objected that the teeth, if pointed, could not be parallel, 
but ·the House of I.ords adopted the view of Lord Cairns, that 
the patentee explained in the clearest way that. he used the 
word in a. popular and not in a mathematical sense, and that 
the word.must be construed in that sense.(n) 

Claims nro The claiming clauses of the specification are construed with 
constmed with • 1 · 1 ( ) d · 1 f 1 1 1 f I · rcfcrenco to reference to t 1e t1t e, u an Wit 1 re erence to t 1e w 10 e o t 1e 
tho titlo nnd 'ti t' ( ) . 
contents of the S};eCl ca IOU. JJ 
6IJCcilicntions. Tlms, in the case of 1Yc1clon v. Vc111cltc1' (q) it was material to 

• 

decide whether the patentee claimed the application of soft 
metal for the pmpose of preventing friction where tl1ere is 
pressure and motion, or whether he dill not also claim the 
application of soft metal in the case of stuffing-rods for the 
purpose of excluding air, water, or other fluid. On reading· the 
title and specification with reference to each other, the Comt 

(I•) Plimpton v. Spiller, L. 1!. 6 Ch. 
l>. 422; 'VcHtinglwusc v. LaucaHhirc 
:and Yorkshirn Hy. Co., I l'. 0. H. 98; 
Cwppcrv. f:irnith, I P. 0. H. 81; Haworth 
"· l!artlcnstll', I ·w .1'. C. 484 ; Needham 
I'. Johmo1o, I J'. 0. H. 58. 

(l) Clark v. Adic, L. 1!. 2 App. Cns. 
. 433· 437· 
. tm) Umk v • .1\~il', 2 Aw. CM, 43I. 

(n) Clark v. A1hc, L. R 2 Aw. Cns. 
426. 

(u~ Oxley 11. ll,oltl~n, ~ C., B. N. S. 
666, 30 L. J. C. 1. 68, Newton 11. 
Vnnchcr, 6 Exch. S59; 21 I,, J. Jo:x. 
305. 

(p) Plimpton t'. Spiller, L. n. 6 Ch. D. 
426; 'YcgnlUnn 1•. Coocornn, L. II. I3 
Ch. D. 65, 77; Etlhon 1•. Wo01lhoust•, 4 
1'. 0. U. I07; Kuya r. ChuLb, 5 1', 0. Jl • 
64Io 

(q) 6 Jo:xd1. 859; 21 J,, J. Ex. 305. 
• • . ' 

• 
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wet's convinced that the claim w~1s confined to bearings in cases 
where there is pressure with motion, and adopted that construe-

• 

tion accordingly. · 

- -225 

And the complete specification must be construed without ~oc~Nl;~fion 
calling in the aid of the provisional specification to explain or ~;l:)~~~~~ho 
enlarne its meanin".(1') · .n!d.of the pro-

0 0 VISJOJllll. 

The specification is always construed by the Courts, with Spcciflcntious 
. • • ·• · • coustruml 

regard both to accuracy of defimt10n and sufficiency of descnp- with rofcrcnco 
• ·• • to tho know. 

tion, by reference to the knowledge of the world ex1stmg at the lt!<lgo of tho 
. d ] C f . world nt the date of the patent; an t 1e ourt, or purposes of constructiOn, tirno of tho 

will not take notice of any subsequently acquired information, patent. 

but will endeavour to divest itself of such knowledge, and place 
itself in the position of the person to whom the sp~:>cificatiou 

• 

may have been supposed to be addressed at the date of th~ 
pateut.(s) 

Moreover, in determining the sufficiency of the specification, Sufficiency . 
• 

the Court will not take cognisance of what the patentee says he 
intended, but only of what the ordinary intelligent workman, to 
whom the specification may be supposed to be addressed, says it 

• 

would lead him to do.(t) 
In Badisclte AniUn wul Sodrt Fabril~ v. LevinstC'in,(u) a ques- Examples. 

tion arose as to the meaning of the term 11 N aphthylnminc," in the 
specification of the plnintifi•s patent for "improvements in the 
production of colouring matters suitable for dyeing and print-
ing," taken out in 1878. All the amines are capable of existing 
in three different isomeric modifications. At the· date of the 
action, wllich was r883, two of tlte isomeriy naphthy1amines 
known as nlplut- and beta-naphthylnmine respectively, were 
generally known. It was also established in evidence that these 
two isomers were known at tl1e date of tlte patent, but that 
the betn-naphthylamine was onlY known to the highly trained 
organic chemists acquainted :with the latest discoveries of the 
day, and it l1ad not found its way into use in the arts. The 
question really was, would tl1e direction to use" Naphthylrunine,'' 
taking into account. only the state of public lm~wledge at the 

• • 

· (r) l\lnckelcan v. Rennie, 13 C. B. N. s. 52. . . 
( R) Bntlischo Anilin und Smln l!'nbrik 

v. Lcvinstcin, L. n. I2 App. 0118. jiO. 

• 

(t) Kayo v. Chubb, 4 P. <'. R. 289. 
Sco J, I 64 ante. 

(u JJ. n. 24 Ch. I>. I 56; r •. B. 29 
Ch. • 366; L. H. 12 App. Cns. 710; 2 

1'. O.)t. 73 i 4 1'. 0. R. 449· 

1' 
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date of the patent, lead the public to use the alpha isomer which 
would answer, and not the beta isomer which would not answer. 

Pearson, J., in the Chancery Division,(:,:) upheld the patent, but 
in the Court of Appeal it was declared void on the ground of 
insufficiency of the specification. Bowen and Fry, L.J J., 
thought that the specification being addressed to highly Rldlled 
experts "advanced students of organic chemistry" the term 
" naphthylamine" would include both isomers, and therefore be 
bad for ambiguity. Whilst Baggallay, L.J., drew a distinction 
between different classes of literature, and concluded that in the 
knowledge of practical men at the date of the patent, the term 
"naphthylamine" would mean only the alph:l-naphthylamine, and 
this view was finally adopted by the House of Lords,(y) who 
supported the patent, thus upholding the decision of Pearson, 
J., and reversing t.hat of the Court of Appeal.(z) 

In Olark v. Adic,(a) the question arose as to how far the Court 
is justified in looking at antecedent specifications for the purpose 
of construing a specification in dispute, hut the House of Lords 
refused to lay down any general rule. Lord Cairns, L.O., however, 
said that it might be open to the patentee or licensee to refer, 
in launching his case, to the state of manufacture up to, and at 
the time, wl10n the patent was granted. 

Wcstinglwusc v. Lancasld1·c and Ym·l•shi1•c Rail11Jay Go.,(b) 
Denman, J., held that it was necessary to look at the state of 
lmowledge at the time of the publication of the specification in 
order to decide whether a particular claim was a claim to a com
bination, or a claim to several distinct inventions.(c) .And in 
(/ouclwwn v. Grccncr,(d) I .. ord Esher, 1\f.R., said that if there be 
:my doubt on the construction of the plaintiff's patent, you may 
look at former patents for the purpose of seeing what is the 
proper construction of the plaintiffs patent. 

On the other hand, 1\fanisty, J., in a case between licensor 
and licensee, refused to admit evidence of the state of public 
knowledge at the date of the plaintiff's patent.(c) 

(x) IJ, R. 24 Ch. D. 156; 29 Ch. D. 
384, 406, 411. 

(y) L. II. 12 App. Cas. 710. 
(z/ Sec opinion of Lord Halsbury, 

IJ, C., L. ll. r:z App. Cas. 714. 
(a) IJ, R. :z App. Cas. 4231 431. 

b) I P. 0. ll. 98, 101. 
cJ Seo also Ellington v. Clark, 5 P. 

0. R. 325. 
(d) I 1'. 0. H. 197, 199· 
(e) Crosthwaite 1>. Steel, 6 1'. 0. n. 

190· 
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The }all' provides that both the provisional and complete Dmwings. 

specifications nrc to be accompanied by explanatory drawiugs, if 
required.(() Such drawings are part of, and arc to be rend with, 
the specification to which they are attached, and of which they 
form a part as much as tlw letter-press. In the words of 
Abbott, C.J. :(g) "An inventor of a machine is not tied clown to 
make such a specification, as by words only would enable a 
skilful mechanic to make the machine, but he is allowed to call 
in aid the drawings which he annexes to the specification ; anrl 
if by a comparison of the words and the drawings, the one will 
ex11lain the other sufficiently to enable a skilful mechanic to 
perfo1·m the work, such a specification is sufficient." 

Drawings are subsidiary to the verbal part of the specification, 
and not the verbal part to them, and a patentee is not allowed 
to rely on a drawing as being a description of a material part of 
his invention when there is no reference whatever to such 
material part in the body of the specification.(lt) Moreover, the 
Act of 1883 only says the specification must be accompanied by 
drawings, if required, not that it must have them in every case ; 

• 

and it is no objection to a specification tl1at it has no drawings 
annexed to it, if it sufficiently describes the invention.(i) Nor 
is it an objection that the drawings are roughly executed, if 
they are sufficient with the verbal 11art of the specification to 
enable a competent person to usc the invention.(k) 

On the point as to how far the drawings may aid the descrip
tion in the specification, the following observations of Lord 
Blackburn are instructive :(l) "The next thing as to which there 
is said to be an infringement is the plate being made with 
a curve, so that it is elastic ..•. , Now we have to look at 
G1·rtyson's patent in order to see whether that merit is claimed in 
any part. It is admitted that throughout the whole of the letter
press there is never an allusion to any curved or elastic plate 

(f) 46 & 47 Viet. c. sr, B. s, ss. 3 and 
4· 

(f/) llloxam v. El~co, I Cnr. & P. 558 ; 
9 Dow I. & Ry. 215; 6 B. & C. 169; 3 
L. T. 0. S. Q. B. 93· 

(l1) Clnrk ?J, A die, L. H. 2 A pp. Cas, 
315 ; P. 0. R. 

(i) Per Rook, J., in Boulton t•. Boll, 
D. P. C. r88, r8g. 

(k) Per Gibbs, C.J., in Bovill t•, 
Moore, D. P. C. 369; sec also !Iinks 1•, 
Safety Lighting Co., L. R. 4 Ch. n. 
6o7; 46 L. J. Ch. rSs. 

(/) Clark v. Allie, L. H. 2 App. Cns, 
JJS. 

•) ·)-1 --
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at all; but in one of the figures, No. 2, in profile, there does 
appear a curved plate, and it is said that the fact that there 
appears a curved plate upon that figure is enough to indicate 
that in the description of his invention Gm?Json described that 
curved plate, and claimed it as part of his invention. Now, I 
will not stop to inquire how far a mere picture may be a descrip
tion of an invention and help the letter-press. It may be so to 
some extent--how far, I do not stop to inquire. But upon that 
drawing there is represented a curved plate with a curved bolt 
attached to it in a way which, if it were carried out according to 
the drawing, would prevent the elasticity ..... Whatever you 
may say about the picture being 11art of the description, and so 
bringing the curved plate within your invention, when the only 
drawing which shows a curved plate shows that curved plate in 
a position in which it would not give elasticity, it seems to me 
to be quite plain that you cannot say that the advantage result
ing from a curved plate was contemplated as being included in 
the invention at all."(m) 

The specification is to be read as a whole, and if one part 
corrects what is evidently a slight error contained in another 
part, it is proper to make the correction, and the presence of such 
an error will not vitiate the specification ; (n) but the provisional 
:md complete specifications cannot be rend together in order that 
the provisional shall supply an omission from the complete speci
fication of a statement which is material to the validity of that 
document ;(o) in other words, the complete specification must 
itself completely describe the nature of the invention, and in 
what manner it is to be performed, and if it omits to do either 
the one or the other, or does the one or the other erroneously, it 
will be no answer to say that the omission may be supplied by a 
reference to the provisional. 

An error in the drawings or on the face of the specification 
which a competent workman would at once perceive and correct 
will form no substantial objection; (p) but the public, to whom 

• 
( 111) Sec nlso Otto l'. I"inford, 46 L. T. 

N. S. 40. 
(n) 'l'ctlcy v.'Easlon, !liner. P. C. 47; 

Wr~mnnn v. Corcoran, L. R. 13 Ch. D. 
Gs. 

(o) 1\fnckclcnn v; Ronnie, 13 C. n. N. 
s. 52. 
. (11) OUo v. Linford, 46 I,, 'l', N. R 40; 
1\Iorgnn v. Scnwnrd, I W. 1'. U. 174· 
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tho specification is addressed, nrc not to be called upon to exer
cise any invention in supplying its defects, and unless there is 
something in the document itself by which the error can be 
corrected, it will be fntal.(q) 

It cmmot be contended that errors on the face of the speci
fication or in the drawings wlaich would nt once be made 
apparent and corrected in following out the directions given, 
tend in any way to mislead ; on the other hand, errors which nrc 
discoverable only by experiment and further inquiry, nrc abso
lutely fatal to the specification, ou the ground that the public 
nrc not to be misled into performing experiments which must 
fail. It is, moreover, a fatal defect if the specification contaiu 
nuy erroneous statements, amouuting to a false suggestion, even 
though such error would be at once observed by a workman 
possessed of ordinary knowledge of the subject.(r) 

('{) Ilritibh Dynamito Co. v. Krebs, 
G. '.C. 90; Hinks n. S11fcly Lightin~ 
Co., L. H. 4 (;h. D. 616; Unitctl 'J'clc
I•Iwno Cu. v. liarriijoll, L. H. 21 Cb. D. 

• 

720; 51 J,. J, Cb. 705; llluntz 1', 
.l!'ostcr, z W. P. e. toS. 

(r) Simpsun 1•. llollidny, 5 N.ll. 340; 
sec al~o 1'· 169 a11te. 

• 

' 

• 
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CHAPTER VI. 
' 

Al\IENDl\IENT OF 1'HE SPECU'IOATIONS. 

AniENDMENT nY DISCLAIMER, CoRRECTION OR EXPLANATION AuEND

liiENl' PENDING AcTION FOit lNFIUNGE~IENT on PuocEEDING FOR 

REVOCATION RETIWSPEUTIVE EFFECT OF AMENDMENT PEHSONS 

ENTITLED TO OPPOSE CLERICAL ERHOHS AMENDllENTS ALLOWED 

oN TEmrs CosTs. 

Oortnin amend. NoTWITHSTANDING that a defective specification is absolutely 
uwut:-; nrc per. . . • • 
mi~sil>Ic. fatal to the vahchty of the patent, the law m the mterests, and 

for the protection, of patentees allows certain amendments to be 
made in the specifications, so that a IJatent, that would otherwise 
be void owing to the carelessness or ignorance of the patentee 
in fulfilling his obligation of specifying the invention, and the 
mode of carrying it into practical operation, may by amendment 
of the specification, or specifications, as the case may require, 
be made perfectly valid. . 

Inte•·c~t of p:\- It will appear that it is greatly to the interest of the patentee 
tenlct•s to <lmft • , , • 
their specifica- to draft the spec1ficatwns m the first instance w1th such care as 
lions so as not • , 
to require sub- will render subsequent amendments unnecessary. 1he con-
Req ncn t f d t b I th • • £' amcntlmcnt. sequences o an amen men may e not on y e mcurrmg o 

. expense, but the possible inability to recover damages in respect 
of infringements of the patent ommitted before the amend-
mcnt.(a) . 

l'rocedurc. 'l'he procedure relative to the amendment of specifications 

wl1ich have become public property is regulated by s. 18 (as 
amended by s. 5 of the Act of 1885) and s. 19 of the Act of 
188 3, and where this procedure applies it is immaterial whether 

(a) 46 & 47 Viet. c. 57, s. 20. Tho 
Jll'cseut chapter denls ouly with the 
anwndmout of spccilicatioliH wl1ich l1avc 
!wen acccptcu ai•U Lecome U}JCU to 
pu Llic i IH•}lcctiou (46 & 47 Viet. c. 57, 

s. 10); questionH relating to tll!l mueml
mcnt of tho spt•cilicatioliH Lcforo they 
ha vc Lcconw public property nrc trca tctl 
of in Chap. V li. 
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AMENDl\IENT OF 1'HE SPECIFICATIONS. 
• 

the Patent Office has, or has not, advertised its acceptance of 
the complete specification.(d) Consequently, when a complete 
specification has been accepted, though the Patent Office has not 
by advertisement(c) signified its acceptance, it is a valid objec" 
tion to a proposed amendment being allowed that the request 
and the nature of such proposed amendment have not ·been 
advertised in the prescribed manner.(/) 

'J.lhe l1earing of an opposition to the grant of a patent will be 
postponed to the hearing of an opposition to an application for 
leave to apply at the Patent Office for leave to amend the speci

fication.(!/) 
If the specification describe and claim anything which is Defects. 

useless(h) or which is not new(i) at the date of the patent, the 
patent is void. Again, if the title of the invention is inaccurate 
and misdescribes the invention in any respect, the patent is 
void on the ground of misrepresentation, thougl1 there may 
have been no intention to deceive either the Crown or the 
pnhlic; (7.:) and if the specification be insufficient as to any part 
of the invention described, or if it contain any mi~?statement 
respecting any material particular relating to the invention 
whether inadvertently inserted or not., the patent is wholly 
void.(l) 

231 

Before 1834, wl1en the Statute 5 & 6 Will. IV. c. 83 wasPrcviousto 
a ' · 'bl 1 183~ it wns not vasse It was 1mposs1 e to cure any defects sue 1 as the 11ossiblo to 

above, and persons not unfrequently lost the benefit of useful i~fi~~ ~1~~ili
and meritorious inventions in consequence. The passing of the cation. 

above statute, however, to a great extent removed this reproach 
to our Patent Laws, and tl10ugh this statute was repealed by 
the Act of 1883,(111) its llrovisions, and the benefits which 
it extended to patentees, were with further additions re-
enacted. 

11revious to the Act of 188 3 patentees could orly amenil Previous to 
th . 'fi . b f a. 1 . . !883 spccificn-en· spem catwns y way o tsc atmer,(n) that IS to say, they tiona could 

(d) Jones' Pnt?nt, Griff. P. 0. 313. 
c) 46 & 47 V Jet. c. 57, 8, IO. 
f) Ibid, ; 46 & 47 Viet. c. 57, s. 18; 

ChnJ?. Vli. 
(y) Cocln·nnc's l'ntcnt, Griif. P. C. 

304. 
(It) Chnp. IV. 

• 

(i) Chap. III. 
(!~) Chnp. V. 
(l) Chap. V. 
(m) 46 & 47 Viet. c. 57· 
(n) Foxwcllv. 13ostock, 4 De G. J. & 

s. 298, J06. 
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only bo.nmond· could only cut ma.tter out which they considered to be super~ 
cd by diS· H 1 k' il' 1 b . b' t clnimor. uous as ac mg ut 1ty, nove ty, or not emg su JBC -matter . 

• 

If what was left of the specification would satisfy ·the 
requirements of' the law, then the patent ·would be saved; but· 
there was no provision for making a bad or incomplete descrip"' 
tion into a good or complete one, neither was it allowable to 
explain m1y ambiguity. It consequently very ·frequently 
happened that patentees found their specifications construed 
by judges in a manner which thoy never intended, and were 
sometimes to their mortification told that though their inventions 
were good and valuable yet their specifications were so defective, 
and so hopelessly beyond the power of amendment by any 
means known to the law, as to make it impossible to maintain 
protection in respect of such inventions. . 

Slight Very slight additions, however, were formerly allowed when 
mlditiuus were h d h · d f d' 1 • howuvur, ' t ey were necessary to ren er w at remame a ter lSC mmor 
nllowcd. intelligible,( o) as, for exam pie, the addition or transfer of the 

words "herein described."(p) 
Amendment The Act of 1883 not only provides that patentees may dis-
under Act of 
xss3. claim any portion of their specifications, but extends to them 

• 

the right, with the sanction of the Comptroller-General, and 
the law officer on appeal, to correct or explain any defective 
passage _on condition that such disclaimer, correction, or 
explanation does not make the specification as amended claim 
au invention substantially larger, or substantially different fi·om 
the invention claimed by t.he specification as it stood originally.(q) 

If there be no action for infringement, or proceeding for the 
revocntion of the patent pending at the time the patentee 
wishes to make an amendment in the specification, or if there 
be an action for infringement, or petition for revocation pending,· 
and the patentee has obtained the necessary permission of the 

• 

Court or a judge,(1·) all that it is necessary for him to do, is to 
obtain the sanction of the Com1Jtroller-General, or law officer, 
in tho prescribed manner, when he will be allowed to make the 
amendment as a mattP.r of course.(s) 

(o) Halston v. Smith, II H. L. 0. 
223, 245· 

(z') Thomas v. Welch, L, R. 1 C. P. 
192, 195· 

(q) 46 & 47 Viet. c. 57, s. 18, ss. 8. 
(1·) 46 & 47 Viet. c. 57, s. 19; In tho 

1\Iattcr of Hall, 5 1'. 0. It 306. 
(s) 46 & 47 Viet. c. 57, s. 18, ss. 9· 
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An amendment when there is no pending action· or petition Noyendln~ 
. . f d' l . . nctwn for ID· 

for revocatiOn may consist o a ISC amter, correctiOn, or explana- fringemont, or 
' b · ld h h t d • · d petition for twn, · ut 1t won appeal' t at w en· a pa entee es1res to a111en rovoc11tion. 

] • 'fi · d' t' f • f • t t't' Action for in· us speCl catiOn pelll mg an ac 1011 or m rmgemen , or pe 1 IOn fringomcut or 

1 . f h h 'll l b 11 ] a petition for 1'0• for t 1e revocatiOn o t e patent, e WI on y e a owec to o vocntion pout!-
• 

so by way of disclaimer, and not by correction, or e:xplanntion, mg. 

nnd he must first obtain the sanction of the Court or a judge,(t) 
after which the procedure is the same as if no such action m• 

proceeding for revocation were pending.(1t) 
By s. IS of ,the Act of I883,(v) as amended by the Act of 

r888,(y) it-is enacted as follows::-
"I. An applicant or a patentee may from time to time, by s. xsor .<\ct 

· · · 1 f h I> Ofi' 1 l d of 
1883

' request m wrztmg e t at t e atent we, see r eave to amen 
l1is specification, including drawings forming part thereof, by 
way of disclaimer, correction, or explanation; stating the nature 
of such amendment, and his reasons for the same. 

'' 2. rl'he request and the nature of such proposed amendment 
shall be advertised in the prescribed manner, and at any time 
within one month from its first advertisement any 11erson 

' 
may give notice at the Patent Office of opposition to the 
amendment. 

'' 3· When such notice is given, tho Comptroller shall give 
notice of the opposition to the person making the request, and 
shall hear and decide the case, subject to an appeal to the law 
officer. 

" 4· rl'he law officer shall, if required, hear the person making 
the request, and the person so giving notice, and being in the 
opinion of' the law officer entitled to be heard in opposition to 
the request, and shall determine whether, and subject to what 
conditions, if any, the amendment ought to be allowed. 

"S· When no notice of opposition is given, or the person so· 
giving notice does not appear, the Comptroller shall determine 
whether, and subject to what conditi1,ns, if any, the amendment 
ought to be allowed. 

"6. When leave to amend ·is refused by the Comptroller, the 

(t) 46 & 47 Viet. c. 57, 8, 19; 51 & 52 Viet, c. so, R, 5· 
(u) In tlw l\Ia~tcr of Hull, 5 P. 0. R. 3o6. 
(x) 46 & 47 Vtct. c. 57, 8. 18. 
(y) 51 & 52 Viet. c. so, s. 5· • 

• 

• 

• 
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· person making the request may appeal from his decision to the 

law officer. 
"7· 'rhe law officer shall, if required, hear the person making 

the request, and the Comptroller, and may make an order 
determining whether, and subject to what conditions, if any, t.be 

amendment ought to be allowed. 
"8. No amendment shall be allowed that would make the 

specification, as amended, claim an invention substantially 
larger than, or substantially different from, the invention claimed 
by the specification as it stood before amendment. 

"9· Leave to amend shall be conclusive as to the right of the 
party to make the amendment allowed, except in case of fraud; 
and the amendment slmll, in all courts and for all purposes, be 
deemed to form part of the specification. 

" 10. The foregoing provisions of this section do not apply 
when, and so long as, any action for the infringement or pro
ceeuing for the revocation of a patent is pending." 

S. 19 of the Act of 1883 (z) deals with the amendment of 
the specification during an action for infringement or proceed
ing for the revocation of a patent, and enacts as follows : " In p,n 
action for the infringement of a patent,, and in a proceeding for 
tlte revocation of a patent, the Court or a judge may at any 
time order that the patentee shall, subject to such terms as to 
costs and otherwise as the Court or a judge may impose, be at 
libert,y to apply at the Patent Office for leave to amend his 
specification by way of disclaimer, and may direct that in the 
meantime the trial or hearing of the action shall be postponed." 

The above section confers power on the Vice-Chancellor of 
the County Palatine of Lancaster to grant leave to apply to 
amend a specification hy way of disclaimer 11ending an r,.:·tion 
in his honour's court.(a) 

But it would appear that, since " the Court" means " the 
High Court of J ustice,"(u) the House of Lorc1s has therefore no 
original jurisdiction under the section.(c) 

~'he Comptroller cannot exercise any discretionary power 

(z) 46 & 47 Viet. c. 57, s. Ig. 
a Winter v. Baybut, I 1'. 0. Il. 76. 
b s. 117· 

(c) Cropper t•. Smith, L, Il. 28 Ch. D. 
148, I52 j I 1'. (), Jl. 90. 
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adversely to an applicant for leave to amend a specification powers by tho 
. h ('f . d . h' h 'b d , . Comptrollcl', w1t out 1 so requxre w1t In t e prescn e txme) gxving the · 

applicant an opportunity of being heard personally or by his 
agent.(d) 

Under the old law it was competent for the grantee of a Old law 

patent to enter a disclaimer, even though lw had partially(e) or 
wholly({) parted with his interest; but this is not so now, as, 
according to the provisions of the Act of I883,(tt) only an nmomlc•l by 

• • • Act of 1883• 
apphcant or a patentee xs entitled to apply ft:'r leave to amend, 
and the term "patentee " is expressly defined as meaning the 
11erson for the time being entitled to the benefit of the patent.(k) 
An assignee of a pt~tent is consequently entitled to apply for 
leave . to amend the specification, as he was before the Act 
of 1883. 

It is submitted that a mortgagee need not be made a party 1.fortgngco 
, , UCC!Inot })(l II 

to an apphcation by the beneficial owner of a patent :or leave pnrt;r to. au 

1 d l "fi . ( ') npphcntwu, to app y to amen t 1e spem catwn. ~ 
It is only in cases where the Comptroller-General or the law CaRes iu which 

ffi · fi tl h • ] h t th £" lcavo tu apply o cer 1s per ec · y sure, on t e evH ence, t a e consenuences o is refused. 

the proposed amendment would be to infect the specification with 
the vice described in s. I 8, ss. S, of the Act of I 88 3, that they 
will absolutely refuse to give leave to apply at the Patent Office. 

Leave to apply is no guarantee that tho specification, when ~cnvu tu nwly 

l d "ll d h · l'd 'l'h . 1s uo guamu-amem e , Wl not ren er t e patent mva 1 . e patentee, 1t tcu of valitlity. 

must be remembered, makes the amendment at his own peril ; 
and, in cases of doubt as to its effect, permission to make the 
application is given.(k) 

'fhe decision of the law officer is final, and if it should after- Law officer's 

warils turn out that the specification, as amended, is good, it IJ~~\~iou iti 

would be evident that, had leave to apply been refused, the 
patentee would lmve suffered a hardship; whereas, if the specifi-
cation should turn out to be bac1, the public would be amply 
protected, for the patent woulcl be void.(l) 

(d) 46 & 47 Viet. c. 57, s. 94 ; P.R. 
189o, n·. ll-14. 

(e) Spilsbury v. Clough, I W. P. C. 
255· 

(j') W allingtou v. Dale, 7 Excb. SSS. 
(Q) S. 18, as. I, 
(/t) s. 46. . 

• 

(i) Vau Gelder Co. v. Sowcrby Co., 7 
P. 0. R 208. 

(k) Lake, Griff. L. 0. C. 16. 
(l) In tho 1\fattcr or Bateman mal 

1\Jooro's DisclnimCI', lllucr. 1'. C. u6; 
Lake, 1886, No. 4357, Griff. L. 0. C. 
16 • 
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The law officer grants or refuses an application for leave to 
amend at his discretion, and, not being a "Court," prohibition 

• 

does not lie to him.(1n) · · · 
Amendment 'l'he Act of 1883, which provides t11n m amendment shall, in 
which maims · · 
tho nnll'ndotl all Courts and for· nil purposes, be deemed to form pnrt of the 
specificntion 
clnim nu in- specification,(n) expressly states(o) that no amendment shall be 
rr.~~:~~;nrgor nllowecl that would make the specification, as amended, claim an 
diffet·ent from • • 1 1 l'f't' f h ' t' l ' d the invention' mventwn arger t mn, or c 1 1erent rom, t e mven 1011 c anne 
clait\t~d ~Y tho by the sr1ecification as it stood before mnendment. It follows spemficatwu ' ' 
huforo amend- that if the Com}Jtroller or the law officer on aJlJJeal do in fact 
meut. ' ' 

Discuuiul1Hity. 

allow an amendment which increnses or alters the scope of the 
patent, the mnended specification is not conclusive in a subse
quent action, hut may be questioned.(11) 

It is submitted that a disclaimer which increast~s or alters the 
scope of the patent is not wholly void, but is inoperative only 
as regards the excess.(q) 

A disconformity between an amended complete specification 
and a provisional specification is just as fatal to the validity of 
the patent as a disconformity between the original specification~ 
before amendment.(1·) 

Amendment A patentee is not allowed to amend his specification in such 
which imputes k h d ' ' h 
disarlvantnges a way as to ma e t e amen ment amount to an 1mpntat10n t at 
0 0 0 

~~t':i'~~.m- certain disadvantages exist in the method of canying out an 
invention described and claimed by the specification of a prior 
patent, when, as matter of fact, there is no evidence before the 
Comptroller or law officer of the actual existence of such alleged 
disadvantages, though such allegation would not be an objection 

. to filing the specification in the first instance.(s) 
Amemlmeut The Act of 1883 Jlrovides (t) that after an amendment has 
lms retro- ' 
Hpective effect. Leen allowed, " the amendment shall, in all courts and for all 

pur}JOses, be deemed to form part of the specification." 'l'he 
authorities warrant the statement that these words mean that the 

(m) Van Gel<lcr'H Patent, 6 P. 0, H 
22 ; Ex parte Simon, 'l'imes, Aug. 6, 
1888. 

n) S, 18, BB, 9• 
o) S. 8, ~s. 8. 

(p) ln the 1\Iatter of Van Gelder's 
Patent, 6 1'. 0, R. 22 ; .Ex llal'le Simon, 
Times, Aug. 6, 1888 ; In tho lllattor 

of Gaulnrd and Gibbs' 1'atont, 6 P. 0. n. 
225. 

(q) Seo Foxwell v. Bostock, 4 Do G. 
,J, S. 298. 

(r Gaulard and Gibbs, 6 P. 0. 1!. 215. 
(s Hampton and Facer, Grill: L. 0. 

c. !J. 
(t) 46 & 47 Viet. c. 57, s. 18, ss. 9° 



AMENDMENT OF THE SPECIFICATIONS. 

amended specification shall, in all courts and for all purposes, 
have the same effect as it it had been filed, in the nmendecl 
form, on the date of the original, so that a patentee may suo 
for, am1 recover, on his amended specification, damages in 
respect of infringements committecl before the amciH1ment ; 
but this statement is subject w :,.1e qualification that the 
patentee must establish, to the satisfaction of the Court, that 
his original specification was framed in good faith and with 
reasonable skill and knowledge.(~t) 

237 

Moreover, the Comptroller and law officer have the po1· ,•r to l'owor to irn-
• . • . • poRo con. 
Impose con(htwns when grantmg leave to apply at the J>at:unt tlitions. 

Oiik, to amend; (a;) as also has the Court; or a judge, iu cases 
where a patentee desires to amend during an action for inf'I-inge-
ment or a petition for revocation.(y) 

It is not an uncommon condition that no action shall be 
brought on the amendec1 specification in respect of infringements 
committed before amendment,(z) or in respect of certain con
tinued infringements after amendment,(a) though it is not the 
usual ·practice to impose the former condition when leave is 

• 

granted to amend the specifications of patents of later date than 
January I, 1884. Such cases are regulated by s. 20 of the .Act 
of 1883, and the Court has, on the trial, to decide whether the 
matters referred to in that section have been established to its 
satisfaction ·that is to say, whether or :riot the original claim 
was framed in good faith and with reasonable skill and know
ledge; for damages cannot be awarded in respect of prior 
infringements unless the Court finds that good faith and reason
able skill and knowledge have beeu exercised in framing the 
original specification.(b) 

.Actions for infringements committed before amendment are Actions ror 

iu certain cases justifiable, on the ground that it is not right~~~~~~;~~~~~~!. 
that a person should gain his information "from a patentee, and: ~~~~~; j~~~i-· 
acting on that information, copy and use his invention. He flablo • 

• 

(u 46 & 47 Viet. c. 57, s. 20. 
(:v p. 251 post," in 1•e IT carson's 

Pntcnt, t 1'. 0. H. 214. 
(y) 46 & 47 Viet. c. 57, s. 19; p. 251 

JIORt, 
(z) p. 252 post. 

' 

• 

ta) p. 252 71ost; Holmes v. L. & N. 
W. Hy. Co., 1\fam·. P. 0. 31; Smith's 
Pntcut, ~Iller. P. C. 232; Re lUcdlock's 
l'11tcnt, Newton, J,, J. mi. xxii. p. 69. 

(b) 46 & 47· Viet.· c. 57, s. 20; 
Wcnlt:lll11J. CarpcntcJ•, 5 P. 0. R. 68. 

• 
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must not presume upon some defect in the specification, and 
inft·inge upon the minable part of the patent.(c) 

Unc!cr old Inw Under the law prior to the Act of I 883, amendments by 
nmcnt!ments • • • • 
w~ro retro- dtsclmmer were retrospectiVe, except when entered pendmg an 
~peetive except • f • f · • 1 • 1 •t · 11 • l d ••nterell actwu or m rmgeml'nt, m w nc 1 case 1 wns specm y provute 
JIOil<Jillg nil 1 1 l l 'fl • 1 ll t b • • •a n~tion for in. t mt t 1e amencte(t spem wat10n s lOU ( no e giVen m ev1 once 
fringcment. at the trinl.(d) 

• 

No action, however, conlll be hronglit at all in rPspect of 
infringenwnts committed before amendment without tlte leave 

of the law officer, certified by his jirtt.(c) Cases in which 
amPndments were made retrospective, and power was given to 
the patentee to proceed against those who had infringed bt'foro 
Uw disclaimer was filed, Wt're the PXCPption, and not the rule, 

and it lay on the IJarty applying for a certificate giving a 
clisclaimer a r<.'trospective power to make out a case l'ntitling 
1tim to that certificate.(/) 

'fhe terms usually imposed hy the Court, in granting leave 

to apply to amend under s. I9 of the Act of I 883, and the 
conchuling words of the section, " and may direct that, in the 
meantime, the trial or hearing of the action slwll be postponed," 
are a clear indication tlmt the amendment speaks from the 
date of the patent, and that tlwre arc cases where the Comt, in 
its discretion, ought to, and would, um1er the present law, allow 
an amended specification to be given in evidence in a pending 

acLiou.(u) 
Injunction If a patentee obtains an injunction against an infringer, 
ubtnine<!ueforo b J.' 1 a tl "fi t" ] t fi 1 • . :unemlmeut. etore 1e amen s · 1e speCiwa .wn, 1e canno en orce us m-

. junction after the amenc1ment, but must proceecl de nm~o.(h) 
r .. rsons en- S. 18, ss. 3, of the Act of I883, which regulates the practice 
I it l<••i to 
opposr. before the Comptroller on an application for leave to apply to 

amenc1, does not appear to give the applicant any right to object 
to the opposer as being n person not entitled to be heard in 

opposition, whereas ss. 4, which relates to an appeal to the law 
officer, provides that he (the lnw officer) shall hear the applicant 
ana the opposer who is, "in the opinion of the law officer, entitlecl 

fc) Sec Lncns' Patcnl,l\[ncr. P. C. 234· 
(cl) 5 & 6 Will. IV. e. 83, s. 1; !'err( 

1•. Skinner, 2 l\1. & W. 471; H. v. l\lil , 
ro u. n. 379· 

(c) 15 & 16 Viet. c. 83, s, 39· 

f) I,ucns' Patcnt,l\fncr. P.C. 234,239. 
y) Dmy v. Gnrdncr, 4 P. 0. H. 41, 

42. 
(/1) Dudgeon v. 'fhompson, L. H. 3 

Aw. Cas. 34· 



AMENDMENT OF THE SPECIFICATIONS. 

to be ltenrd in opposition," thus giving the applicant the right 
to object to tlte opposer ns a person not entitled to be heartl. 

In Bell's Oasc,(i) however, the Comptroller refused to listen to 
the objection thnt a proposed amendment woulcl make Bell's 
SJJecification claim the same invention as that described. in two 
prior specifications, on the ground that the opponents were not 
the owners of the prior patents, and therefore, being mere 
members of the public, the objection wns not one which it was 
competent for them to set up. On appeal, the Solicitor-General 
supported the decision of the Comptroller, and held that the 
opponents were not in the }Josition of persons entitled to bn 
heard with regard to the 11rior patents.(k) 

A prior patentee is a person entitled to oppose an application 
for leave to apply to amend the specification of a subsequent 
patent on the ground that the amendment, if allowed, would 
prejudice the patentee's rights under the prior patent.(/) 

"\:V nlker's ..Application (m) furnishes a good illustration of an Wnlkcr's 

239 

• , . 
• . , 'I 

] t b ' fi d th 1 tJ 1 t Application. amem men · emg re use on e gromH , tnt no ameuc men 
can be allowed which would make tlw amended specification 

• 

claim nn invention substantially larger than, or substantially 
different from, the invention as claimed by the specification, as 
it stoocl before amendment.(n) Walker's patent was for " im
provements in machinery employed for preparing ancl spinning 
cotton and other fibrous materials." 'l'he complete specification 
stated that the object of the invention was to support the top 
clearing rollers, so as to prevent them from rolling off the 
front rollers, and to keep them always in equal contact with 
both rollers. 'l'he invention consisted principally in an inclinPcl 
}Jearer or bearers (slotted or otherwise) on or against whiclt the 
pivots projecting from the centre of tlte clearers rested. In one 
part of the specification it was stated that "tlte saicl bearers 
may either be fixed to any hook, or they may lJe attnchecl to 
any other fixing or part of the frame, in which case they form 
adjustable inclined planes." The claim was for the con
struction and application to the class of machinery refct'l'eu to 

i) Grill: IJ, 0. C. ro. 
k) Sec also Glossop, GriiT. P. U, 

285 ; Heath nml Frost, Grill: I'. C. 
288. 

(l) Hampton v. Fnccr·, 1885, No. 8gSr. 
Grill: L. 0. C. Is. · 

(m) Grifl: IJ. 0. C. 22. 
(n) 46 & 47 Viet. c. 57, s. t8, ss. 8. 
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of an inclined bearer or bearer.s to ·support the top clearing 
rollers substantially as set forth. The patentee sought by his 
amendment (inter alia) to insert the word "adjnstablc" before 
the term " bearer or bearers " wherever the same occurred in 

• 

the description and in the claim. The Comptroller, however, 
refused to allow this, holding that the insertion of the word 
" adJustable," as desired, would make the specification claim an 
invention substantially larger than, or substantially different 
from, the original specification.(o) 

Amm!dment oi It is comp(~tent for a patentee to claim a combination as a 
n cia 1m ton , 
comhinntion ns whole, and also a subordmate part or parts soparately.(z1) When, 
n whoiL•, ] 1 ' l' t' t I ' t t} 1 I ' ' ll bl wwever, t wre ts a c ts me c ann o 10 w 10 e, 1t 1s not a owa e 

Intention to 
claim several 
]l:ll'tH COil· 
jointly, 

Hrasnns for 
:uncndnwnt 

• 

must I.Jc stnted 
in writiug, 

for the patentee to amend his specification by striking out that 
claim and inserting one for a subordinate lXtrt alone, since such 
an alteration would make the amended specification clnim an in
vention substantially different to that claimed by the originnl.(q) 

In a case where certain patentees in their specification de
scribed and claimed several parts of an apparatus, and it 
appeared on the face of it that the intention was to claim the 
several parts conjointly, an alteration was allowed whereby the 
words ".fhstly," "secondly," and "thirdly" were struck out, 
and the word ''or" was substituted for "secondly " and ''and " 
for "thirdly," but the insertion of the words "in combination 
witl1 " between the second and tltird claiming clauses was not 
nllowecl('l·) 

"\Vlwn an amendment is required it is because tlwre is some 
defect in the specification, but that defect must be one which is 
consistent with the patentee intending to fulfil the condition of 

• 

the grant by properly describing his invention, and the mode of 
carrying it into effect ; and, if that condition has been fulfilled, 
no amendment is required, or will be allowed.(s) 

A patentee desirous of amending his specification is required 
to state in writing his reasons for the same,(t) but such reasons 

• 

(o) Sec also Ralston v. Smith, li H. 
L. C. 223, 254 ; Lucas' Patent, 1\Incr. 
P. C. 235 ; GnulnrJ nr.tl Gibbs' Patent, 6 
P. 0. R. 2I5; Heath nnll Frost's Patent, 
Griff. P. C. JU. 

(1') Sec Chnp. Y. p. 207. 

(q) Sorrell's Patent, 6 P. 0. R. 101. 
(1') llatcman and 1\Iooro'a Disclnimer, 

1\Jacr, P. C. 116. 
(s) Sec. Nilrdcnfelt, I885, No, 8269, 

Gr1ft L. 0. C. IS, 2I. 
(t) 46 & 47 VICt, c. 57. s. IS, ss. I. 
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form no part of the specification when amended ; (1~) nor will but nm~nd· 
mont Will not 

leave to amend be refused merely on the ground that the ba refused 
, b h l' . h' l' . . H' moroly bocnuso reasons g1ven y t e npjJ !Cant m lS app !catron are msu 1- tho reasons 

. ( ,\ I • b t' d th t 8 f h A t f 88 aro insufficient. c1ent. v1 t IS to e no ICe a s. I , ss. 2, o t e c o 1 3 
does not in terms say that the reasons on the strength of which 
the applicant or patentee desires to be allowed to amend· the 
specification are to be advertised, but probably the reasons are 
part of the request,(v) and therefore should be advertised. 

The following remarks of Lord West bury with reference to a ncmnrks of 
• • • ',rd "rt.16t-

disclaimer under the Act of 1835 are applicable to a drsclanner .. ,·y with 
, , • rdenmco tc 

under the Act of 1883: "The obJeCt of the Act author!Slng discl:~imcrs 
d. 1 ' 1 · 1 tl · h t h h • 'fi uudcr tho Act 1sc a1mers was p am y us, t a w en you ave lll your speCI - of 1s35, 

cation a sufficient and good description of a useful invention, 
but that description is imperilled or hazarded by something 
being annexed to it which is capable o£ being severed, leaving the 
original description in its integrity good and sufficient . . . . 
ti1en you might, l)y the operation o£ a disclaimer, lop off the vicious 
matter, and leave the original invention as described in tho 
specification, untainted and uninjured by that vicious . excess.(!/) 
But it never was intended that you should convert a bad specifi-
cation, in the sense of its not containing the description of any 
useful invention at all, into a good specification by adding 
words which would convert what has been properly called in 
the court below 'a barren and unprofitable generality,' into 
a specific and definite and practical description. . . • . 'l'he 
statute never contemplated that a patentee should have the 
power, under the form of a disclaimer, of making material 
additions to the original specification, so as, by the aid of tho 
corrected form of words and the additions so made, to introduce 
into the specification an accurate and perfect description of an 
invention which you seek for in vain in the original specifica-
tion." (z) 

A disclaimer which extends the scope of the patent will render 

(t!) Cannington v. Nutlmll, JJ. n. 5 
E. & 1. App. 205, 208. 

(v) Asbwortlt, 1878, No. 3513, Griff. 
L. 0. C. 6, 7• 

(:>') lbitl. 
(y) E.g., Coclmmc's Patent, Grin: 1'. 

• 

C. 304; Hylnnds' Patent, 51'. 0. R. 665; 
Norrlcnfolt's Patent, Grin: L. 0. C. rS; 
Allen's l'atcnt, Grill: L, 0. C. 3· 

(z) !!alston v. Smith, I I II. L. C. 223, 
243· 

Q 
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LETTERS ·PATENT FOR INVENTIONS . 
' ' ' . ' 

L'' ' •· .. ' ., ' ' 

' · ·.· J!!Xmn').llo o! ~·'it voi(l,(a) · Thus a patentee of "improvements in embossing 
. dJB<llrmUOl' OX• 1!. b. ' . " 1 ' a h f a fl a • a a 1} te.ndiug the !a r1cs. c a1me t e use o groove , uta , or m ente ro ers 
· · ~J~t~f tho of metal, wood, or other suit.able material, driven at a greater 

• 

speed than the bowl or bowls connected with them, so as to exert 
a rubbing action on the fabric, and thereby produce an indefinite 
variety of patterns. Subsequently he disclaimed the use of any 
pattern rollers with the exception of metal rollers with circular 
grooves. It appeared in evidence that only circular grooves 
would produce the effect required, and further that the making 
the roller and bowl revolve at different S}Jeeds wns not new at 
the elate of the patent. Under these circumstances it was held 
that the disclaimer extended the exclusive right granted by the 
patent, which was consequently bad.(b) 

As Lord Chelmsford observed, the rollers were not specifically 
described in the original specification, but were merely involved 
in the general terms which were used, and the plaintiff had con
sequently not complied with the condition of the letters }Jatent 
in particulariy describing and ascertaining the nature of the 
invention. When, therefore, by his disclaimer, he confined his 
claim to circular grooved rollers as his sole invention, though in 
one sense he might be said to narrow a right, yet he really 
extended it, because he t.hereby enlarged his alleged invention 
sufficiently to enable him to assert a right under the patent 
which he never could have successfully maintained upon the 
original specification.(c) 

.Exnmplo of a Iu a case(cl) where a patentee obtained a IJatent for an im
~}~i:~~te dis· provement in machinery used for sewing-cotton, and his specifi

cation a1Jpearing to claim the discovery of the a1Jplication of the 
principle of centrifugal force for such pu11Jose, he filed a dis
claimer, declaring that he intended to claim only the application 
of centrifugal force in the particular manner described in the 
specification, the House of Lords helcl that the disclaimer was 
legitimate and saved the patent, 

r.L'he }Jrinciple involved in the above case is that approved 
of by the Attorney-General in giving his judgment in an 

(a) 46 & 47 Viet. c. 57, s. I8, ss. 8. 
(b) Ualston v, Smith, II H. L. C. 223. 

See also Gaulartl and Gibbs, 6 P, 0. U. 
2I5; Lucas' Patent, Macr, P. C. 235. 

(c) Ralston v. Smith, II H. L. C. 255· 
(d) Seed v. Higgins, 8 H. L. C. 550. 
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AMENDMENT OF THE SPECIFICATIONS . 
• 

appeal from the decision of the Comptroller(e) viz., if on its I! a ~pecillca· 
• • • . . tton 1s on tho 

face the spemficatwn 1s clearly capable of two or more construe- f110o of it open 
• • • 1 . . a . ~ h to two or moro 

twns, 1t ts open to a person, app ymg to amen , to satisry t e constructions, 

Jaw officer or the Comptroller that he desires to limit the claim ~~l~~~~~~s 
· f • h' 1 th 'fi cln.im to ono to one, or more, o two or more const.rnctwns to w 10 1 e SIJeCI -only of such 

cation is open. ' constructions. 

The essence of Rylands'. invention was two modifications in Rylnnds' 

which forms of boxes were constructed, wherein, instead of there Patent •. 

being the ordinary hoop-iron, nailed on the flat or side, and so 
forming an angle with the corner, a groove was cut in the smface 
of the two sides of the right angle, and in this groove wire or 
hoop-iron of some kind was placed, and fastened in, the object 
being to prevent the edges of the wire catching any obstruction, 
or being caught by any obstruct.ion in the course of transit, and 
thereby being torn off or injuring other property. It was agreed 
on both sides tlwt the patentee contemplated fastening the iron 
by either nails or loops, but the opposer alleged that to limit the 
claim, as the applicant desired to do, to fastening the hoop-irons 
in tho grooves by means of loops would be to make the amended 
specification claim an invention larger than, and different to, that 
described and claimed by the specification before amendment. 
The .A.ttor1iey-General, however, did not take tl1is view of tbe 
case, and, applying the above-stated principle, granted leave to 
apply at the Patent Office to make the amendment proposed. 

So in AslL1~'0'I'tk's Application(/) it was objected that the pro- Ashworth's 

d d t ld k th 'fi . l . . Patent. pose amen men wou rna e e spem catwn c mm an mven-
tion different to that claimed by the original specification, but 
the Comptroller allowed the amendment. The Solicitor-General, 
in dismissing an appeal from the Comptroller's decision, ex
pressed himself to be of opinion that the amendment only 
amounted to an explanation as to which of two possible construc-
tions the patentee wished put on his claim, and that the specifi
cation, as a whole, before tl1e amendment, indicated that the 
patentee really intended the construction to which by the altera-
tion he desired to limit his claim. 

During proceedings for the repeal of a patent for " im}Jrove- n. v. :Mm. 

(e) In tl1o 1\fattcr of Rylamls' Patent, 5 P. 0. H. 665. 
(f) Griff. L. 0. C. 6 . 

• 
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. . LETTERS PATENT FOR· INVENTIONS.· 

ments in instruments used for writing and marking, and·in the 
construction of inkstands," the patentee filed a disclaimer of 
three of the claims of his specification. These claims related to 
pens, and to instruments used for marking with a stamp. Those 
which remained untouched by the disclaimer were for improve
ments in pen-holders and pencil-cases. It was held by the 
Court of Common Pleas that the title of the letters patent was 
satisfied by the specification as amended by the disclaimer.(u) . 

Example of au Mm'{fan's Patent(h) furnishes an instance of an amendment by 
amendment by , , 
explnuatio~ way of explanatiOn and correctiOn. It appeared that one of the 
and correctiOn, fi · h d · h d b · d 'b d d h fi gures. m t e rawmgs a een m1s escr1 e , an t e gnre 

was clearly included in the provisional specification and covered 
by the claim of the complete specification. The patentee was 
p,llowed to amend by inserting a })roper description of tbe figure, 
but he was not allowed to add anything to his claim. 

}'unction of an 
cxplauation, 

The function of an explanation within s. 18 of the Act of 
1883 is to explain more clearly what was the meaning of the 
patentee at the time he patented the invention ; it is not in
tended that he should put in subsequently ascertained knowledge, 

Clerical en·ors. 
rower of 
llfnstcr of tho 
Rolls. 

and such an insertion will not be allowed by the law officer.(i) 
The Master of the Rolls, as kee})er of the records, had, prior to 

the Act of 1883, an original jurisdiction, in cases where he was 
satisfied that a specification as filed contained clerical errors, to 
order that such errors should be rectified.(/.:) 

Corrections were made, on the authority of the Master of the 
Holls, where ''October" was wlitten by mistake for "Nov
ember ; "(C) where " Charles " was written for " George ; " ( nt) 

• . whore reference numbers were transposed; (n) where" recovery" 
had been written for "~~overing;" (o) where "wire" was inserted 
for " fire " and the mistake l'ras not discovered for five years ; 
and where there was an apparent error in the drawings attached 
to the specifif'.ation.(p) 

The Master of the Rolls had never authority to permit or 

(g) ll. v. lllill, IO C. B. 379· 
(II) Grill', L. 0. C. 17. 
(i) Beck and Justice, 1877, No. 4I141 

Grin: L. 0. C. Io. 
(/•) Shurp's Patent, I W. P. C. 641, 

646; 3 llcav. 245; Johnson's I>atent, 
L. H. 5 Ch. D. 503. 

(l) llulJery's Patent, I W. P. C. 649 n. 
m) Dismore's Patent, IS Beav. 538. 
n) Redmond's Patent, I W. P. C. 

649 n i S Russ. 44· 
(o) NJCkcll's Patent, I W. P. C. 650; 

4 lleav. 563. 
(p) Abel'H, I8741 No. 2081. 
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order an erroneous claim . or statement to be expunged or 
' 

amended merely iri his capacity of keeper of the records, his 
authority in such capacity to allow corrections being strictly 
limited to verbal or cleri0al errors. 

But in Re Be1·da.n'e Patent,(q) where a disclaimer had been 
filed without the consent of the patentee, it was held that the 
}.faster of the Rolls lmd jurisdiction, without bill filed, to ordet• 
it to be taken off the file. The case was distinguislted from In 
1'e Slta1p's Patent,(1·) on the ground that in the latter the appli
cation was not to take an improperly filed document off the file, 
but to alter an enrolment. 

The Act of 1883 does not appear to have taken away this 
jurisdiction of the }.faster of the Rolls to allow an amendment 
of merely verbal or clerical errors in a specification, both. before 
and after it has been placed on the file.(s) 

In Re Gm·e's Patent (t) the }.faster of the Rolls allowed the 
correction of a clerical error in a specification which had been 
filed und~r the Patent Law Amendment Act of 1852, and gave 
it as his opinion that the Act of 1883 does not affect the J?OWtlr 
of the Master of the Rolls, as keeper of the records, to allow the 
amendment of a clerical error in a specification, which is to be 
considered as under his authority. The Master of the Rolls 
expressed the further opinion that so long as the specification 
is in the Patent Office, and before the patent is sealed, the pro
ceedings of s. 18 of the Act of 1883 should be the only pro
ceedings taken by any one asking for amendment. 

'l'he amendment of a clerical error is included in the term Power o£ 

. . 
' 

245 

' . , • 8 f 1 A f 8 a ComptroliCI'. ' correctiOn 111 s. I , ss. r, o t 1e ct o I 8 3, an consequently 
it is not necessary to invoke the authority of the Master of the 
Rolls to rectify a clerical mistake. S. gr expressly gives the 
Comptroller power to correct clerical errors in, or in connec-
tion with, any application for a patent, or in the name, style, or · 
address of a registered proprietor.(u) 

'rhe amendment of a clerical error in a specification may be 

. (q) L. R. 20 Eq. 346. 
(1') I w. P. c. 641· 
(s) Re Gare's Patent, L. R. 26 Ch. D. 

105; Re l\Iorgan's Patent, 24 W. R. 245; 
Judicntnro Act, 1873, s. 17, ss. 6, 

• 

(t) IJ. R. 26 Cb. D. ros. 
(u) See Patent Rules, 1890, J', 

Form P., Appendix. 
Iu • 

' 
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·. . 4.mo~t1,n~nt refused OJ} the ground of delay. Thus in Rc Blamond's 
· · . · of clorlcnl error n , · ( ) h L. d Ch 11 h. h d bt' h th h h d • ·lll!lybo l'efnaed .catcnt x t e or ance or, t oug ou mg w e er e a 

_. ~f j~1~r,ound power under 15 & 16 Viet. c. 83, to order the amendment of a 

' 
• 

Insertion of 
drawings. 

Ambiguous 
claim, 

clerical eiTOr in the spelling of the patentee's name, refused to 
do so, on the ground that the applicant had shown gross negli
gence in not applying to rectify the mistake_ earlier, as the 
patent was five years old, and it was impossible to say what 
interests might be affected by doing what was desired. 

Under s. 18 of the Act of 1883 a patentee may obtain leave to 
correct an erroneous description, or to explain an imperfe~'t one. 

So far there has been no application for leave to amenci ::! 

specification by the insertion of a drawing not described in the 
specification. It is submitted that, if the insertion of a drawing 
be desirable in order to make clear what the patentee intended 
when he filed his specification, it would be allowed, on the ground 
that a drawing is part of the specification, and its insert1on 
merely amounts to a legitimate explanation.(y) 

When a claim is ambiguous it may be amended by way of 
explanation, so as to make perfectly clear what was the real 
meaning of the patentee, taking into account the fact that the 
claim must be construed with reference to the context and 
drawings of the specification.(z) 

Claiming Prior to the Act of 1883 all the claiming clauses of a 
clnuses mny bo 'fi . . 1 b k b a· . . 
struck out. speCl wat10n mig 1t e struc out y 1sclmmer, 1f there re-

• 

Effect of n 
d isclaimor, 
or other 
nntcndmcut, 

• 

mained in the body of the specification words sufficient.ly 
distinguishing what the inventioP. was which the patentee 
claimed. The explanation given by the Court of Appeal (a) 
of the concluding words of s. 5, ss. 5, of the Act of 1883 
supports the statement that the law in this particular remains 
unaltered. It must, however, be remembered that the effect 
of a disclaimer is merely to strike out from the specification 
those parts which are disclaimed, and it cannot operate by way 
of a claim to the residue, nor can what remains of the specifi
cation be construed by the disclaimer; (b) nor does the reason 

(x) 3 I,. T. N. S, Soo. 
(y) But see Re Pullan's Pntr.nt, Johns. 

Pat. Man. 5th ed. p. n8. 
(.:) Ashworth, 1878, No. 3513, Griff. 

L. 0. 0. 6 . 

(a) Siddel v. Vickers, L. R. 39 Ch. D. 
92; s P.o. n. 416. 

(b) Per CreHswell, .J., 'fetloy v. Easton, 
2 C. B. N. S. 706, 730. . 
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for a disclaimer form any part of the specification, by virtue of 
the disclaimer, so as to influence the construction to be put 
upon it.(c) 

It is not to be inferred from the circumstance that a patentee 
has entered a disclaimer, or made any other amendment of 
the specification, that the patent was necessarily bad before the 
amendment, for it may well be that the alteration was in fact 
not requisite, and only made to obviate any doubt that might 
arise on the specification as originally filed.(ll) 

The patentee must show that there is a real reason for Patontoo must 
. . . . . sho'v a reason 

reqmrmg a correctiOn or explanatiOn before he Will be per- for rcq~iriug a. 
, • corroctwn Ol' 

mttted to make one. Thus, where an applicant asked for c·:plmmtion. 

leave to amend his specification by inserting an explanatory 
statement· of the principle on wl1ich the invention was based, 
the law officer, on appeal, refused to allow the amendment, 
because he thought tl10 principle of the invention was amply 
described in the original specification, and he was of opinion 
that no ground had been shown on which the amendment 
ought to be allowed.(c) . 

If a patentee is desirous of amending his specification during Ama!ldmcnt 
. . . . . pcudtng nu 

an actwn for mfrmgement or proceeclmg for revocatwn of a~tion for in· 
fnugemcut or 

a patent,(/) he cannot apply at the Patent Office for the ne- proceeding for 

1 • I t fi t bt ' . tl . . f th l'ovocatiou, cessary eave w1t 1ou rs o ammg 1e permtsswn o e 
Court or a judge, to do so, and the authority of the Court 
or judge in such cases is limitecl to granting permission 

(c) Cannington v. Nuttall, L. R. 5 E. & I. App. 205, 228. 
(cl) Seo Stocker v. Warner, 1 C. B. 148, 165; 9 Ji.tr. 136, 138. 
(e) Nordenfelt, Griff. L. 0. C. IS. 
(f) The terms "action for infriugemont "am!" proceeding for revocation" here mean 

nn ~ction for infringement ani! proceeding for revocation before.iutlgmcnt.: Cropper v, 
SunUJ, I P. 0. R. 254; L. R. 28 Ch. D. I48; Lawrence v. l>crry, 2 P. 0. R. 179, 
188; IIaslnm and Hall, 5 P. 0. R. I, 24. 

In Cropper v. Smith (I P. 0. R. 254) tho plaintiffs obtained at the trial judgment 
against tho defendants, which, lwwcver, the Court of Apponl reversed as against 0110 
of' the defendants, Hancock. Tho plaintiffs thereupon applied to the Comptroller, 
untler s, 18 of the Act of 1883, for leave to apply at the Patent Office to amend tho 
specification by disclaimer, and the tlefendants opposer] tl1e application. The de
fendant Hancock subsequently appealed to the House of Lords, anrl the Comptroller, 
being doubtful whether th& appeal was a pending action within s. 18, as. xo of 
tluJ Act ol' x883, refused to proceed with the application until the consent of 'tho 
Court had been obtained. Accordingly the plaintiffs took out a summons under 
s. 19 of tho Act of' 1883 that they might be at liberty to apply at the Patent 
Offico to disclaim. Chitty, J., held that nn action for iufdngement pending menus 
nn action before judgment, and further that, final judgmcu I having heeD given, tl1era 
was in the present caso uo action for infringement pending; nml the summons was 
consequently dismissed, but, under the cii'Cumstanccs, without coats • 

• 

. ' 
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to apply at the Patent Office for leave to amend by disclaimer 
only.(g) 

How tho The authority of the Court or a judge may be obtained by 
authority of ) • • 
the court or a summons in chambers,(h or on motiOn m court. 
~b~~~~Y be As a rule, patentees who obtain the consent of the Court or n 
Use of tha . judge, pending an action for infringement or proceeding for the 
amended spcm- • • 
fic~tion in, revocatiOn of a patent, are not allowed to use the amended spect-
ovJdcuco m fi . . ·a . h • t't" th b ( ') tho pending catwn m evt ence m t e actwn or pe 1 1011 as e case may e. ~ 
nction for in- • 1 d • 
friugcmcut or Nevertheless, the patentee may m sue 1 a case e1'1Ve a great 
f.~~~~~ti~~f. for benefit from being allowed to make an amendment, for there 

• 

• 

Court or n. 
judge has 
power to im
pose terms, 

may be other persons, not parties to the action or proceeding 
for revocation, who, relying on some defect in the specification, 
are continuing an infdngement on the advice that the patent is 
bad ; and it may be of great im1Jortance to the patentee to 
remedy the defect, and place himself in a position to sue other 
parties, besides defendants in the action or the petitioners in 
the proceeding for revocation. 

To allow a plaintiff in an action for infringement or a re
spondent in a proceeding for the revocation of a patent to use 
in evidence a specification amended pending such action or 
proceeding would be to give him, when he had originally come 
to the Court with a patent which could not be relied on, power 
to put himself in a different position, as against the defendant 
or petitioner ; and though the consequences of amendment may 
be that the plaintiff or respondent is entitled to maintain an 
action in respect of previous acts, which are infringements of 
the patent as amended, yet an absolute discretion is vested in 
the Court to impose, as a condition of leave being granted, 
that the amended specification shall not be given in evidence 
so as to enable a patentee to sue on a patent which, at the 
time when he commenced his action, he could not sue on 
at all.(k) 

The Court has a discretion, unfettered by authority, to grant 
or refuse leave to apply to amend by disclaimer pending an 
action for infringement or petition for the revoeation of a patent, 

(!J) 51 & 52 Viet. c. so, s. S ; 46 & 
47 Viet. c. 57, s. 19. 

(71) Singer v. Stassen, soL. T. N. S. 
326 j I P. o. R. 121. 

( i) But sec ante. 
(k) See rcmn.rks or Cotton, L.J., Bray 

v. Gn.rdner, 4 P. 0. R. 43· 
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and to impose such terms and conditions as it may think the 
justice of each particular case requires.(l) 

249 

'l'he result of recent decisions appears to be that leave will L_cnve only 
g1vcn when 

only be given, under s. I 9 of the Act of I 88 3, where tl1e Court compenNntion 

f . h , h cnnbomndo sees its way to make u11 compensation to t ose agamst w om to t110so 
. l · . b ngninst whom tlw leave IS asked, and that where sue 1 compensatwn can e it is asked. 

given then the leave will be given.(1n) 
It is submitted that if there be more than one action for in- W!wn tl•cre is 

, • · • more thnn ono 
fringement or more than one pehtron for revocation of a patent, nc_tion for in· 

• .1! • £ . d t't' f . fr•ngemcnt or or an nctwn ~or m rmgement an a pe 1 10n or revocatiOn petition !<Jr 
. b . _, f h A f 88 . l'e''ocntion pendmg, leave may e gwen, unuer s. 19 o t e ct o I 3, m pcu!ling,lcnvo 

one such proceeding without ft})plication being made in any j~~~~~~c"~W.~;.t 
0ther proceedings; (n) though no doubt the parties to the other b~i~~~:!:~;I~i~ 
proceedings would be protected by tlte terms imposed by the nil. 

Court, or by the Comptroller, when grant.ing the leave to amend. 
The former practice of the Patent Office in cases whm·e there Former 

h . fi . ~ • . . pl'llcticc of 
was more t an one actiOn or mmngement or pet:twn for Patent Office. 

revocation, or an action for infringement and petition for 
revocation, pending, was to refuse to allow an applicatio;n for 
leave to amend, unless the leave of the Court or a judge was 
obtained in all the different pending proceedings;( o) but, it is 
submitted, the Comptroller would not now refuse to entertain an Present 

]• . d • t f h I f h C . pmcticc. . app wation ma e m respec o t e eave o t e ourt, or a JUdge, 
obtained in one only of sucl1 proceedings.(p) 

The Conrt or a jndge exercising the power of imposing ~·crms usm1lly 

terms (q) when granting leave to apply at the Patent Office for unposed. 

leave to amend pending an action for infringement or petition 
for the revocation of a patent usually imposes the terms laid 
down in the case of Bmy v. Gcw£lne1·.(r) These terms arc- tlmt 
tl1e amended specification shall not be given in evidence i\t the 
hearing of the action or petition,(s) and that the costs of, and 

· (l) Allen v. Donlton, 4 P. 0. R. 377; 
J.nng v. Whitecross Co,, 6 P. 0. R. 
570· 

(111) Per Kckewicb, J., In tho Matter 
or Gnulard and Gibbs' Patent, s P. 0. R. 
191 ; Bmv v. Gardner, 4 P. 0. R. 40; 
Gaulnrd v. Lindsay, 5 P. 0. R. 192. 

(n) See In the Motter of Hall and 
others, 5 P. o. n. 3o6, JIO i L. R. 21 

Q. B. D. 137; but see Gaulard v. Lind
say, ! P. 0. B. 192, 196. 

(o) Uodd's Patent, Gritr. P. C. 385 ; 
Gaufatd and Gibbs, 5 P. 0. It 192, xg6. 

(p) In the Matter of Hall aud otl10rs, 
S P. 0. R. 307; L. R. 21 Q. B. D. 137. 

q) 46 & 47 Viet. c. 57, s. 19. 
r) 4 1'. 0. R. 40; Lang v. White. 

cross Co., 6 P. 0. n. 570. 
(B) Jlut 8CC pp. 2J61 237, 248 an/e, 
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occasioned by, the plaintift's or respondent's application, as the 
• 

case may be, shall be the defendant's or petitioner's in any 
event ; though the terms to be imposed are entirely in the dis- . 
cretion of the Court, and no rule can be given applicable to 
every case.(t) 

When, in an action for infringement or petition for revocation 

(t) In Winter v. Day but (I P. 0. R. 16), a case tried in tho Court of tho County 
Palatine of IJnncastor, tho Vice-Chancellor only imposed the terms that the plaintiffs 
should pay the defendant's taxed costs of tho motion and of the action up to, anrl in· 
elusive of, the hearing of the motion ; and that proceedings in tho action should bo 
stayed pending tho application to the Patent Office. 

In Singer v. Stassen (I P. 0. R. I2I) tho Court of Appeal hold that s. 19 of tho 
Act of I883 npplic1l in the case of an action commenced before the Act came into 
operation, and gave liberty to apply to amend tho plaintiff's specification upon tho 
terms that tho costs of, and occasioned by, tho amendment sl10uld be tho !lofendant's 
in any event; and that tho specification, as amended, should not be receivable in 
evidence in the action; and that tho costs of tho appeal should be costs in tho 
action, as there had been a substantial failure and a substantial success by both 
parties. 

In Codd v. Dratby (I P. 0. R. 209) Chitty, J., granted leave to apply under 
s. I9 of the Act of I883, on the terms tbat the specification; when amended, slJould 
not be given in evi!lenco at tho trial of tho achon, and that no evidence should be 
given of any infringement prior to the date of the filing of the amen!le!l spocifi~ntion; 
and tlmt tho costs of the motion, and of the previous application to the Comptroller 
thrown awny by reason of tho amendment, be paid by tho plaintiff. 

In Fusee Vesta Co. 11. Bryant & 1\ray (4 P. 0. It. 7I) Kay, J., granted tl1o 
plaintiffs leave to apply to amenrl before they had delivered their statement of claim, 
upon tho terms that they paid all costs, in any event, of tho defendants of tho action 
up to and including tho application consequent on tho amendment of tho speci
fication; that no further procee!lings should be taken till tho disclaimer had 
been properly made ; that tho plaintiffs should undertake, forth with, to take pro· 
ceedings for disclaimer, and then to amend the action by stating the disclaimer 
pending tho action on tho specification as amended; failing this, tho action to be 
dismissed. 

In Allen v. Doultou (4 P. 0. B. 377) HuJdleston, B., hold, on tho authority of 
Dray v. Gardner, that leave to apply to amend should be given to the plaintiffs only 
on condition that the specification, as amended, shoul!t not be receivable in evidence 
in tho action. Upon appeal to the Divisional Court tho learned judges were 
divided in opinion, and upon appeal to tho Court of Appeal it was held that ss. IS 
and I9 of tho Patents, &c., Act of I883 give a discretion to the Court or a judge, to 
be exercised on the circnmstances of each particular case, and which is not fettered 
by authority; and that although thoro had been no exercise of discretion by tho 
judges below, yet, llflving regard to tho nature of the proposer} amendmout, tho 
Conrt, in the exercise of their discretion, would not interfere with the order. 

In the Matter of Gaulard and Gibbs' Patent (5 P. 0. U. I89) was a petition for 
tho revocation of Gaulnrd ami Gibbs' patent for a system of distribution of cloctricitr. 
Kokewich, J., granted the respondents l~avctoapply at the Patent Office to amend, 
on condition that they paid tho petitioner's costs up to rlato; that they applied at 
tho Patent Office forthwith, and prosecuted thei1· application with due diligence. 
His lordship also gave the petitioner leave, within fourteen days after the amend
ment, or after it should bo ascertained that no amendment would be made, to dis
continuo by notice, or, if he did not do that, to have fourteen days to amend tho 
petition and tbe particulars of ol!jection. 

In Haslam Foundry and Engineering Co. v. Goodfellow (5 P. 0. R. 28} Kny, .J., 
granted leave under a. I9 of the Patents, &c., Act of' I883, on tho followmg terms. 
'l'hc plaintiffs to pay the costs of tho application ancl tbe coats of, and occasioned by, 
tbo disclaimer; tbo plai and defendants to be allowed to mako nll neces
sary amendments in their pleadings after disclaimer; tl1o plaintiffs to undertake, 
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of a patent; permissiqn to apply at the Patent Office for leave to When tho 

d ill . h b . b h C t . d leo.vo of tho amen a spec cat10n as een gtven y t e ou1· or a JU ge, Court or a 

the 'procedure to bs observed in order to obtain the leave desired L~~~eoi~ined 
is that under s. 18 of the .Act of 1883,(/) and it does not follow, ~~~h~~o~~~~~o 
as matter of course, that, because the Court or a judge has given ~ct8o'ff1~~~
permission to apply, therefore the Comptroller will grant the 

• 

application. 
Where, however, the Court or a judge, in an action for in- If th~ Court 

f: • t . . fi . f h t d or a Judge rmgemen or petttlOn or revocatwn o a patent, as gran e grnntiug Ieo.vo 

1 h C ll fi I 1 has not im-leave to app y to t e omptro er or leave to app y at t 1e posed con-

I> Offi 'th t · · 'll b ditions the atent ce Wl ou m1posmg any terms, no terms Wl e Oompt;oller or 

imposed by the Comiltroller or law officer relative to the action law officer will ' not do so. 
or petition, as the case may be.(g) 

When an application for leave to apply at the Patent Office is Comptroller 

d h C 11 d 1 . . fi . ~ . and law ma e to t e omptro er, an t wre IS no act10n or lllll'Ingement officer Imvo 

di . a· power to im-
01' procee ng for the revocahon of the patent pen mg, the pose c011• 

Comptroller (as well as the law officer on appeal) has the ditious. 

power to, and frequently does, impose conditions if the application 
is granted.(lt) 

• 
forthwith, to amend the pleadings, confining their action to tl1e specllicntion as 
amended by the disclaimer, or to conse!lt to the action being dismissed with costs. 

In Gnulard v. Lindsay (5 P. 0. R. I92), wl!icl1 was an action for infringement of 
five patent~. 11 petition for tho revocation of one of such pntents having been l'O· 

the petitir,n, Kekewicb, J,, refl1sed to grant similar leave in the action, ut subse
quently it \VIIS granted by consent by the Court of Appeal. Tho patentees were 
allowed to give the amended specification in evidence, but the terms imposed were 
that the plaintiffs ijhould consent to pay all costs of tl10 action up to tho application, 
anrl waive all claim to relief in respect of any infringement before tl1e date of the 
disclaimer; and that they should pay tho costs of the application, but not on the 
higher scale. 

In Lnngv. Whitecross Co. (6 P. 0. R. 570) Wills, J., gave the plaintiffs leave to 
apply at the Pntent Office for liberty to amend their specification by way of disclaimer. 
~'he judge also gave tho plaintiffs leave to usc the amended specfication as evidence, 
on condition that no damages should be recovered, or claim for an iujunction founded, 
on anything done before disclaimer, and that tho costs of the action up to the time (if 
disclaimer used) be tho defendants' costs in the cause. Thejurlgo fhrtherordered that 
the costs of' the applic:ltion and the costs Cf\Used in the action Ly the disclaimer 
should be the defendants' in any event, and that procP.edings should be stayed 
pending the disclaimer. The plaintills appealed from this order, and contended that 
tho conditions imposed would (lrevent them from deriving any advantage from con
tinuing the present action, and that tho condition as to damages was not within 
the jmisdiction of tho judge at cl1nmbers, but tho Divisionnl Court and the Court of 
Appeal held thut th'.l judge had abso~ute discretion, under s. I9 of tl10 Act of r883, 

. to impose terms, and 'that the order ought not to be interfered with. 
f) In tl1e Matter of Hall, 5 P. 0. R. 306. 
a) Hearson's Patent, I P. 0. R. 2IJ. 
h) 46 & 47 Viet. c. 57· s. IS, RB. 4; In re Hoarsen's Patent, I P. 0. n. 2lJ i 

Pietschmnnn's Patent, Griff. P. C. JI4; p. 237 aute. 
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rroteotion of Under the old practice, in order to protect the interests of 
mnnufnctnrcrs 
who hn.ve om- manufacturers who had embarked large capital in a trade on the 
~~rfh~ oapitn.l strength of a patent having been allowed to remain in its im
i~~~rJl;Yo~:~o perfect state for a long time, the law officers frequently imposed 
pn.tont. conditions for their protection.(i) Such conditions were that the 

Effoot of ll COD· 
dition that no 
notion bo 
brought in 
respect of nny 
infringement 
prior ton. 
ccrtn.in date. 

patentee should not sne in respect of infringements committed 
hofore amendment,(!.:) or in respect of certain continued infringe
ments by the use of certain specified machines actually in use 
before the amendment,(l) or in respect of fresh infringements 
by certain persons in virtue of the continued use of a pro
cess employed by them 11rior to the amenclment,(1n) or in 
respect of infringements by machines made under specified 
contracts.(n) 

A condition that no action be brought in respect of infringe
ments prior to a certain date protects the continued user of in
fringing articles made before that date, and also the sale of 
such articles unsold at the fixed date.(o) 

Rut a condition that no action be brought in respect of the 
infringement of a patent, of which the amendment of the speci
fication is sought, does not prevent the patentee from bringing 
an action on another patent belonging to him, if those articles 
infringe such other patent.(p) 

'When the condition is imposed that no action be brought in 
respect of certain specified machines, it is usual for the Court 
to order that such machines be marked with distinguishing 
marks.(q) 

In the OllSe of In the case of patents beming . dates subsequent to the 
~r~:~~~~~d Jan. 1, 1884, it is not usual for the Comptroller or law officer to 
iSS4, itt i_s not impose the comlition that no action shall be broubO'ht in respec~ usnnl o un- u 

pose comlit.ion of any infringements committed after that date as such cases ar£" 
tbnt no nct10n ' 
bo brought for provided for by s. 20 of the Act of 1883 . 

• 

(i) Tranter's Patent, Jones' Patent, 
Johns. Pat. Man. 5th ed. pp. 191, 192. 

(k) Lucas' Patent, Macr. 11
• C. 234, 

239; Smith's Patent, Macr. P. C. 232. 
(l) Harrison's Patent, Macr. P. C. 31; 

Wcstinglwuse'sPatent, Griff. P. C. 315; 
Crabtree's Patent, Eng. Rep. Jan. to 
1\Iar. 1881 ; Fox's Patent, 1878, No. 

(m) Re Medlock's Patent, Newton, 
Lond. Journ. N. S. vol. xxii. p. 69. 

n) Fox's Patent, 1878, No. 3988. 
o) Cheesebrough'sPatent,Grill: P. C. 

303· 
(p) United Telephone Co. v. London 

andGlobeTelephoneCo.,L. R. 26 Ch.D. 
766. 

(q) Edison's Patent, 1877, No. 2909; 
Westingl•ouse's Patent, G•·iff. P. C. 315; 
Haddan's PateJtt, Griff. L. 0. C. 12, 13; 
Crabtree's Patent, Eng. Ucp. Jan. to 
Mar. 1881. 

• 
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In Re Hem-son's Patent (1•) the Comptroller, on granting leave inflin~omonts 
to apply at the Patent Office to amend the specification, imposed ~~~;n;~~~ntc, 
the condition that the applicants should not bring an action, or 
take any proceeding in respect of an infringement of the patent 
prior to January r, 1884. 

An examination of the cases in whicl1 January 1, r884, 4as 
been fixed shows that the reason for fixing that date was the 
doubt as to whether s. 20 of the Patents, &c., Act, I 883, would 
avail to protect persons who were sued for inflingements alleged 
to have been committed prior to t.Jw passing of the Act.(.~) 

.A:ny party is, howevet·, at liberty to bring forward any special but ~mlc_r 
• • special cu·cnm-

Cll'CUmstances to cause the law officer to msert a later date stnnccs 6uch :l 

J 
. . comli tion mn y 

than anuary I, I 884,( t) though the practiCe lS not to extend bo imposed. 

protection to infringers beyond that date.( 1t) 
During the argument in Ashworth's Application,(w) the 

Solicitor-General said that if he sa\v, or if there was any evidence 
before him, that the patent had been used for the purpose of 
endeavouring to obtain a monopoly larger than that which the 
specification as amended claimed, he should consider that a 
special circumstance, and impose the condition that no action 
should be brought for anything done at any time before the 
amendment; for instance, if the patentees had been threatening 
persons, and endeavouring to prevent persons from making or 
selling wire hardened and tempered in a mode different to that 
described and claimed by the amended specification. 

If the Comptroller decides against an applicant or patentee Applicant 

1 . fi ] d . 'fi . h }' slwnlcl not app ymg or eave to amen his speCI catwn, t e app want or clolay cxer. 

t t t t d I . . h' . ht f I d fil' cisiug his1ight pa en ee mus no e ay exerCismg IS rig o appea an mg of nppcnl from 

the fourteen days' notice required by the Law Officer's Uules,(y) i~~~~!np. 
or the appeal may not be heard, on the ground that it is too dcci~iou, 
late. 

Thus in A1•nold's Application,(z) the Comptroller decided 
against the applicant, who two years afterwards applied again, 
and then appealed to the law officer. The Attorney-General 
said that he thought he should have allowed the 1n·oposecl 

. 

(r) r P. 0. R. 213. 
(s) See cases in GriD'. P. C.; Allen, 

Gnfl: L. 0. C. 3· 
(t) Haddnn, Griff. L. 0. C. 12. 

• 

• 

(te) Ashworth, Grill. L. 0. V. 6. 
(:~:) GriD'. L. 0. C. 6. 
(y) L. 0. Rules, 1•, i. 
(z) Grill: L. 0. C. 5· 
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,: : '·, .;: .·.· ~· ~ : ,' .· : alli~riai!J,en(~ut: the Jmciavit of ~e applieant, to the effect. tha~ 
; •• ·.: ·': · (: ·: ·. · · ·lie .w~s ignoi•ant· of the patent law, and that he c;:01ild have 
... ,' ' . . '·· ' . . . . •:(' .. ~ · ' > ·. ·. ' · aga~st ·the fqrm~r decision of th~ Comptroller, did not 
' . 

. · . . • him ,that any sufficient reason existed why proceedi~gs 
• • • • 

wer,e not taken to questiqn the. previous decisio~ of the Comp-
. •I • • 

• 
.. 

troller, and he refused to allow the appeal. 
•• 

Leave to Leiwe t.o. amend is conclusive of the applicant's or patentee's 
amend jij con- • ht 't k th a t t . h f fi l ) elusive, except rig o ma e e amen men , excep m t e case o rauCt,(a 
}~~d. onso of e.g., w1Jere a disclaimer was filed without the consent of the 

patentee.(b) 
Comptroller The Comptroller has no power over the costs of an application 
~~:r11~0~fs~er either directly or, indirectly, by making the payment of costs a 
Law officer has. condition of the amendment; (c) but, on appeal, the law officer 

may order costs to be paid by either llarty, and any such order 
may be made a rule of court.(d) Where the law officer orders 
that costs shall be paid by any 1mrty, he has power to fix the 
amount of such costs, and, if he does not fix the amount thereof, 
he must oirect by whom and in what manner the amount of such 
costs shall be ascertained.(c) 

.As a general rule, costs of' an appeal to the law officer are 
Second nmend- given against tho unsuccessful party, but, in the case of a second 
ments. amendment, costs will most probably not be given against the 

op}Jonents, on the ground that second amendments are not to be 
encouraged if they can possibly be avoided.(!) 

Comptroller 
docs not ns n. 
mlo givo or 
rocoive costs, 

• 

Where an applicant appeals from the decision of the Comp-
• 

troller, on an unopposed application, and the Comptroller 
is represented at the hearing, the Comptroller does not, 
except in very special circumstances, either give or receive 

costs.(g) 
Defendant's In cases where leave is given to apply to amend a specification 
costs i~ ca~es pending an action for infringement or proceeding for the revoca-ofnpplicabons ' ' 
pent.dingf • tion of a patent, the Court or a 3'udge does not as a rule order 
nc 1011 or m-
fringet!Ilt.ontf the applicant to pay to the defendant, or petitioner, his costs of 
or pe 110n or 
rcvoontbn, • 

(a) 46 & 47 Viet. c. 57, s. 18, ss. 9· 
(b) Re Denluu's Patent, L, ll. 2oEq. 

346. 
(c) Pietscbmnnn's Patent, Gdlf. P. C. 

314 ; Codd's Patent., Grill: P. C. 305. 
(cl} 46 & 47 Viet. c. 57, s. 38. 

(e) L. 0. lluleP, r. xi.; Ashwortlt'R, 
1878, No. 3513, Griff. IJ, 0. C. g; Dell'R, 
188s, No. 1965, G1ilf. L. o. c. 11. 

U'l See llnddan, Grill: L. 0. C. 12. 
(g) Lake, GJilf. !J. 0. C. 16. 
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appearing to oppose ·the application on the ltearing before the 
Comptroller.(k) 

' 

When, however, a plaintiff's application was refused by the 
Comptroller on the ground that an action was pending and the 
leave of the Court or judg~ had not been obtained, on an appli
cation to the Court for leave to apply again to the Com}Jtroller, 
the judge made it a condition that the plaintiffs should pay the 
costs of the first application.(i) 

Where, in an action for infringement, the plaintiff obtained the 
leave of the judge to apply at tbe Patent Office for leave to 
amend, and did so, but subsequently abandoned the action, and 
then applied, under s. I 8 of the Act of I 88 3, to make a different 
amendment, the Comptroller and the law officer both refused 
to make it a condition of allowing the amendment that the 
applicant should pny the costs of the opponents (who were the 
defendants in the action) incurred in respect of the opposition to 
the abandoned application.(k) 

In Jforgan's Application (l) the Comptroller refused to allow 
an amendment, on the ground that he thought it would enlarge · 

• 

the scope of the invention ; but the law officer, on appeal, 
allowed the amendment, being of opinion that the provisional 
specification was comprehensive enough to cover the claim to the 
thing shown in a certain drawing and indicated by the corrected 
description. 

In this c!tse an application was made for a return of the 
stamp on the notice of appeal, but the law officer refused the 
application, on the ground that there was sufficient difficulty to 
justify the Comptroller in declining to allow the amendment, and 
leaving it to the law officer. 

(!1) Sec Fusee Vesta Co. v. Rylands, 4 P. 0. R. 71, 
(i) Codd v. Bratby, I P. 0, It 2og,2II. 
(k) Bell, Griff. L. 0. C. IO. 
(l) Griff. L. 0. C. 17 . 

• 

I 
' 

' ' • 
.. 

• 

2b5 
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Discrotion of 
tho Crown in 
gmnting 
letters pntont, 
exercised 

CHAPTER VII • 
' 

OBTAINING LETTERS PATENT FOR INVENTIONS. 

DISCRETION OF TilE CROWN PATENT AGENTS APPLICATION

AccEPTANCE OF CoMPLETE SPECIFICATION OPPOSITION CoN

DITIONS SEALING TilE PATENT FOREIGN APPLICATION EXTENT 

AND DunA'l'ION oF LETTERS PATENT lLLUSTitATED Joun.NAL 

AND REi'ORTS oF CAsEs P.'.TENT OFFICE MusEUM REGISTEit 

OF PATENTS. 

Discretion of tlw 01·oum. 

No person can demand protection for au invention b;y letters 
1)ateut as of right. The power of the Crown to grr.nt letters 
patent is purel;y discretionary-. It was ex.erdsed 'during, and 
most probably- previous to, the reign of Edward III.,(a) and pre-
served b;y the Statute of :M:onopolies,(b) and is not suspended 
during the min01it;y, or other incapacit.;y of the reigning Sove
reign.(c) 

through tho The Crown exercises its discretion in the matter of granting 
~~~~i~~~~cers. patents for inventions through the medium of cel'taiu officers 

appointed unde1• the Patents Designs and Trade Marks .Act, 
188 3 viz., the Comptroller-GenP-ral of the Patent Office, and the 
.Attorney--General, or the Solicitor-General. 

• 

Gmnt may ho '!'he Crown can grant letters patent for au invention onl;y to 
mndo to !rno the true and first inventor or inventors but the grant mav be 
nnd first mven· ' " 
!0~ nlono !lr made to such true and first inventor or inventors alone or 
)Otntly With l 

other pCl"Sons. jointly- with au;y other person or persons.{d) 

Every- grant of letters patent is made at the grantee's peril, 
and on condition that it is valid only if one or more of the 
grantees is, or are, in fact the true and first inventor or inventors, 

(a) Ycnr Book, part iv. 40 Ed,v. III. 
fol. 17, 18; Darcy v. Allen, Moore's 
Reps. 675· 

(/J) 21 Jac.l.c.J. 

(c) Co. Lit. 43 b; 5 Co. 27 A; 7 Co. 
12 a, 

(cl) 21 ,Jac. I. t', Jr R, 6; 46 & 47 
Viet, c. 57,s. 4 ; 48 & 49 Viet. c. 63, s. 5. 



• 

' 

OBTAINING LETTERS PATENT FOR INVENTIONS. 257 . ' ' '" 

the invention is new and useful, and the specifications are 
sufficient to. fulfil the requirements of the law; moreover, the 

' 

Crown in no· way whatever guarantees the validity· of any 
letters patent, if the representations and conditions on the 
strength of which it is made are not rigidly correct and 
fulfilled. . . 
· The ·practice which it is necessary for any 11erson desirous of Prnctico is 

b . . f l . b . l 'd d d regulated by o tnmmg a grant o etters patent to o serve IS ar own, an .Act of 188g 

d . Md~cs-do 
regulate , by the Act of 1883, and the rules and regulatwns thereunder. 

from time to time made by the Board of Trade in pursuance of 
the powers conferred by that statute.(e) 

Except as regards patents binding the Crown and compul
sory licences, the· Act of 1883 in all respects (inclti.ding the 
amount and time of payment of fees) extends to all patents 
granted before the commencement of the Act, or on applications 
then pending, in substitution for such enactments as would have 
applied thereto if the Act had not been passed ; and all instru
ments relating to patents grantell before the commencement of 
the Act required to be left or filed in the Great Seal Patent 
Office are deemed to be so left or filed, if left or filed liefore or 
after the commencement of the Act in the Patent Office.(!) 

Patent Agents. 

It is the usual practice for a would-be patentee to engage the Patent ogcnts. 

services of a patent agent of e:-qJerience and skill to aid him in 
filling up the many necessary forms, drafting the specifications, 
and attending the hearing of oppositions to the grant of the 

patent. 
The form of application must be signed by the applicant him

self, but all other communications between the applicant and 
the Comptroller, and all attendances by'the applicant upon the 
Comptroller may be made by or through an agent duly authorised 
to the satisfaction of the Comptroller, and, if he so require, 
resident in the United Kingdom.(g) 

• 
If any person describe himself as a patent agent, either by 

advertisement, by description on his place of business, by any 

(e) 46 & 47 Viet. c. 57, s. 101. 
(!/) P.lt :8gc, r. 3. - . 

• 

• 

(f j 46 & 47 Viet. c. 57, s. 45· 
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Marks Act, I888,(k) he is liable on summary conviction to a fine . "' 
• 
• 

• 

• 
not exceeding twenty pounds. But any person who proves to 
the satisfaction of the Board of Trade that he had been 
practising bond fide as a patent agent prior to December 24, I 888, 
is entitled as of right to be registered.(i) 

A.pplicati01~. 

Any person Any person, whether a British subject or not, is entitled to 
:;~i:~f~n~n make an application for a patent, and two or more persons may 

make a joint application, and a patent may be granted to them 
jointly.(j) 

The application must be made on one of the forms set forth 
in the first schedule to the Act of 1883, or in such other form 
as may be from time to time prescribed.(!~) 

Invention If an invention is partly original and partly communicated 
partly original fi b d · · d b f: 1 1 h · · · b h nnd partly rom a roa , 1t 1s on t u w 1ft er 1t IS meum ent on t e 
communicated I' a· · · h h' h · I · h (l) d · · from abroad. app want to 1stmgms w lC 1s w nc ; an 1t IS an un-

decided point whether, or not, the omission to do so would render 
the patent void.(n~) 

AppJic,mt The applicant having filled up the form of application, which 
must Imvc tho b · J b h · 1L' t 1 • a · b · applic:~tion at must e s1gnecL y nnse 1, mus eave 1t at, or sen 1t y post 
gm~:,tent to the Patent Office. If sent by post as a prepaid letter, it will be 

deemed to have been left at the Patent Office at the time when 
the letter containing the same would be delivered in the ordinary 
course of post, and, in case it becomes necessary to prove such 
sending, it will be sufficient to prove that the application was 
properly addressed and posted.(n) 

Application The application must contain a declaration, which may be 
must contain a 
declarntion, either a statutory declaration under the Statutory Declarations 

(It) 51 & 52 Viet. c, 50, a. I. 
( i) Ibid. ss. 3· The rules mado by 

the Board of Trude in pursuance of tho 
Act of 1888 for tho regulation of tho 
registmtion of patent agents will be 
lound in the Appendix, 

(j) 46 & 47 Viet. c. 57, s. 4 ; 48 & 49 
Viet. c. 63, s. 5· 

(k) 46 & 47 Viet. c. 571 a. 5, ss. 1. Tho 

forms nt present in use for this purpose 
will be found in tho second schedule to 
tho Patent Rules, r8go: see Appendix. 

(l) Uenard v. Levinstoin, 10 L. '1'. 
N. S. 177. . 

(m) lfc Avery's Patent, L. R. 36 Ch. 
D. 307. 

(n) 46 & 47 Viet. c. 57, s. 5, as. r; a, 
97 ; r. R. r8go, r. 16 a, · 
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Act, 1835, or not, as ·may be from time to time prescribed,( a) to and must '!>a 
th ff t th t th 1' t • • • f . , nccompnmed 

0 e ec a e app wan 1s m possession o an mventwn by either n. 

whereof he claims, or, in the case of a joint application, one or ~~~~~f~1 or 

more of the applicants claims Ol' claim, to be the true and first specification. 

inventor or inventors, and for which he or they desires or desire 
to obtain a patent; and must be accompanied by either a pro-
visional or a complete specification.(p) 

Where the provisional specification is accepted it cannot be 
impeached as being too general.(q) 

The form of declaration at present in use (1·) is not a declara
tion, under the Statutory Declarations Act, I 835. 

Statutory declarations required for use in the Patent Office Statutory de-

b a a 1. 'b d fi 11 ( ) clnrntions rc-are to e rna e an suuscr1 e as o ows s : quired for usc 

(a) In the Unitecl Kingdom, before any justice of the peace, ~nfc~~ent 
or any commissioner or other officer authorised by law 
in any part of the United Kingdom to administer an 
oath for the pulJJose of any legal proceeding; 

(b) In any other part of her :Majesty's dominions, before any 
Court, judge, justice of the peace, or any officer 

' 
authorised by law to administer an oath there for the 
purpose of a legal proceeding ; and 

(c) If made out of her :Majest.y's c1ominions, before a British 
:Minister, or pel'son exercising the functions of a 
British :Minister, or a consul, vice-consul, or other 
person exercising the functions of a British consul, or 
a notary }Jublic, or before a judge, or magistrate. 

If any person is, by reason of infancy, lunacy, or other Persons in
. b'l' · bl f k' ~ 1 • ~ . cnpablo of ma 1 1ty, mcapa e o rna ·mg any £tec aratwn, or (tomg any- mnkillg a. 

thing required or pe1·mitted by the Act of 1883, or by any rules declaration. 

made thereunder, then the guardian or committee (if any) of 
such incapable person, or, if t.here be none, any person appointed 
by the Court or judge possessing jurisdiction in respect of the 
prope1·ty of inca}mble persons, upon t.he pet.it.ion of any person 
on behalf of such inca}Jable person, or of any ot.her person 
interested in t.he making such declaration, or doing such thing, 

(o) 48 & 49 Viet. c. 63, s. 2. 
(p) 46 & 47 Viet. c. 57, s. 5, ss. 2. As 

to size of pupcr drawings, &c,, sec P. H. 
18go, rr. 10, 3o-33 : sec Appenilix • 

• 

(q) Penn v. Dibby, L. ll. 2 Cb. AI'P· 
127-

(1') Sec Appendix. , 
(s) l>, ll. 18go, r. 17: scu Appcnd1x. 

' . 



• 

260 

• 

• 

LE:::'TERS PATENT FOR INVENTIONS. 

rimy make s1~ch declaration, or a declaration as nearly corre
sponcling thereto as circumstances permit, and do such thing, in 
the name· and on behalf of such incapable person, and all acts 
done by such substitute m:e, for the purposes of the Act, as 
effectual as if done by the person for whom he is substituted.(t) 

statutory de- A statutory declaration, made under the provisions of the 
clnrntion d 1' fmmiug 1m1·t Statutory Declarations .Act, I 8 3 5, an forming part of an app 1-

of nn nppliP"· t' fi · t t ' . fi 't ' h h P t t D ' tion for a pa- ca 10n or a pa ,en , m con orm1 .y Wlt t e a en s, es1gns, 
tent is exempt and Trade Marks Act I 883 is exempt from the stamp duty 
fl'om stmnp ' ' 
duty. charged on a statutory declaration, under the provisions of the 

Stamp Act, I8J0.(1t) 
.\pplicntion An application for a 1mtent should comprise only 01~e inven-
shoul!l com- • I . ·a d b h A f 8 ( ) h t Jll'iso ~nly ono twn. t lS prov1 e y t e ct o I 83, v t at every paten 
mvcutlou. shall be granted for one invention, though, if a lJatent should, by 

inadvertence, be made to include several inventions, it is not 
competent for any person, in an action, or other proceeding, to 
take any objection on the ground that it comprises more than 
one invention.(x) 

'l'cst, 

• 

' 

If the Comptroller refuse to accept an application on t.he 
ground that it includes more than one invention, the person 
making it may amend it so as to apply to one invention only, 
and may make application for separate patents for each of such 
inventions accordingly, and every such application must bear 
the date of the first application and must be proceeded with as 
if it had been origina l.Jy made on that date for one invention 
only.(y) 

Lord Herschell, when Solicitor-General,(z) gave it as his 
opinion that the general object of the invention is the test by 
which the question of one invention must be decided, and in 
reference to a particular case said : " If you have a particular 
general object of an invention to mal~e rails rest more securely, 
and you describe one, or two, or three ·devices of an analogous 
nature, cognate devices, for carrying it into effect, I should say 
they were all one invention ; but if there is no common purpose, 
so that you could say, 'I use this as a substitute for that,' both 

(t) 46 & 47 Viet. c. 57, a. 99· 
(1t) 47 & 48 Viet. c. 62, s. 9· 
(v) S. 33· 

(x) 46 & 47 Viet. c. 57, s. 33· 
(y) P. R. 18go, r. 19. 
(z) Jones' Patent, Griff.!>, C. 265. 
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serving the· same purpose, although there is some. difference 
between them, but they are to serve some different purpose, there 
is no connection between them, except that both are used in 
connection with rails, and it strikes me that would be two inven
tions. I should always allow alternative devices for producing 
a particular object as one invention. But if you say, 'I hp.ve 
invented six different kinds of railway sleepers, each of which 
l1as its own merits and purposes and objects distinct,' tl1en· 
those are six inventions." 

Where (a) an applicant applied for a patent, under the title Examples. 

" Improvements in apparatus for rapidly heating flowing water: 
a pMt of 1oMclL i1np1•ovm1wnts 1's applicable to otlw1' p161'j1oses," 
and aftet• describing in his provisional specification an apparatus 

• 

consisting of several parts, including improved mechanism, 
by which the turning of the taps of a geyser, otherwise 
than in the required order, was preventea, stated : " The 
arrangements hereinbefore described for locking the water and 
gas-cocks is applicable to oxyhydrogen light apparatus, and to 
otl1er apparatus in which two cocks, or a number of cocks, are 
required to be turned in a certain order," he was m:dered to 
amend his application by striking out from the title the words 
in italics. Both the Com1ltroller and the law officer were of 
opinion that the application, as it stood before amendment, 
included more than one invention, and the latter pointed out 
that the applicant was entitled, if he so desired, to make a 
separate contemporary application for his new and improved 
cock, or arrangement of cocks by itself, and that he might of 
course, describe the cock, or arrangement of cocks, as part of 
his· combination or apparatus which he claimed to have invented, 
but that he should, in doing so, refer to his contemporai•y 
application if he desired to make one. 

Again, when a person applied for a patent for an invention 
of " improvements in the art of producing and utilising induced 
electrical currents for telegraphy and other purposes,"(b) ani! · 
it appeared that the invention consisted in the employment in 
telegraphic transmitting and receiving instruments of a certain 

(a) Rcnrson's Patent, 1885, No. II1437. Gl'ill: P. V. 266. · 
(b) Ro!Jinson's Patent, Grill: 1'. C. 267 • 

• 

261 
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appliance, the Comptroller objected to the title, stating that 
the appliance could be applied to purposes other than telegraphic, 
and re~uired an: amendment so as to limit the invention to 
such purposes, and held that, if the applicant desired to claim 
the general use of the appliance for the production of induced 
currents, it must form the subject of a separate patent. 

On appeal, the law officer informed the applicant that if he 
intended to claim, as a combination, the whole of the apparatus 
as one telegraphic apparatus, then it might all be included in 
one specification; but if he was including, for all purposes, the 
invention of "the appliance," then it was something different, 
which could not be protected by the same patent. The law 
officer further stated that he would allow that, if the whole 
were limited to telegraphy, because that would make an 
improved telegraphic arrangement, and, altb.ough consisting of 

• 

several parts, hl'l would allow it to be included in one patent; 
but if there were to be two separate things, which could only 
be allowed together because they went to make up one better 
kind of instrument or machine, then he would never allow the 
use of a part of that for a purpose imlependent of the main 
object of the machine. 

It was therefore a question for the applicant whether it 
answered his purpose better to protect "the appliance " for all 
pnrposes, or to protect improved telegraphic apparatus, con
sisting of the employment of " the appliance " therein. 1'he 
applicant elected to take a patent for the general use of "the 
appliance," and the law officer allowed the title to be amended 
to "improvements in tl1e art of producing and utilising induced 
electrical currents," the description of the telegraphic apparatus 
being struck out of the provisional specification. 

Scpurnto pa- If an application be made by two or more joint applicants, 
tm~ts grnnto~ • • • • • • 
to Joint apph-. ancl tt appears that the mvent10n consists of dtstmct parts, 
cants who aro • d l b l 1. , l . 
i1!v~ntors of mvente separate y y t 1e app wants respecttve y, 1t seems 
d1shnct part.s. h 'll b d , l • . t at separate patents wt e grante to tne aetna mventors m 

respect of the separate ancl distinct parts.( c) 
If an applicant cloes not leave a complete specification with 

(c) See Crair and Macfarlane's Application, P. M. J. vol. iv. 
3rd series, l'• 366. 

-
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his application, he may leave it at any subsequent time within Time within 
· h • · h which com-mne mont s, or, on obtammg t e leave of the Comptroller on ploto spocificn-

payment of the prescribed fee, within a further e::..-tended period ~!~~\"~~~obo 
of one month,( d) from the date of application, but, unless a Pntcnt Ol!ice. 

complete specification is left within that time, the application 
will be deemed to be abamloned.(c) . 

The nine months will be reckoned exclusively of the day of 
the date of the application.(!) 

Where an applicaMon for a patent lras been abandoned or be- I.f m~ npplicn
twnis 

come void, the specification or specifications and dmwin"'S (if ttbttu.tlonc~, tho 
• • • • • 

0 sJ•ccificahons 
any) accompanymg or left m connectwn With such application ~ro not. pu!J. 

' bl' ' ' bl' 1 d b hslwd, are not at any t1me open to pu 1c mspectwn, or pu rs re y 
the Comptroller.(g) 

I£ a provisional specification is left with the application a fee Fees. 

of £r is payable, and a further fee of £3 becomes due on the 
filing of the complete specification, whereas, if a complete speci
fication is left with the application, a fee of £4 must be paid at 
the same time.(lb) 

Acceptance of tlte Oomplctc Specification. • 

Every application for a patent is referred by the Comptroller- Application is 
, • . referred to nn 

General to an exammer appomted under the Act of 1883,(~) examiner. 

whose duty it is to ascertain whether the nature of the invention Duties of 

I b fi • I d 'b d d tl l' t' ifi • d exnminur, 1as een arr y escr1 e , an · 1e app 1ca wn, spec catwn, an 
drawings (if any), have been prepared in the prescribed manner, 
and whether the title sufficiently indicates the nature of the 
invention.(lc) It is also the examiner's duty to report whether 
the invention is contrary to law and morality,(l) and whether 
the application comprises more than one invention.(m) If the 
examiner reports that the nature of the invention is not fairly 
described, or that the application, specification, or drawings, has 
not, ot• have not, been prepared in the prescribed manner, or 
that the title does not sufficiently indicate the subject-matter of 

(1l) 48 & 49 Viet, c. 63, s. 3; see 
P. H. I8go, rr, 50, 51. 

(e) 46 & 47 Viet. c. 57, s. 8; seo also 
46 & 47 "7iet. c. 57, s. g8. 

(j) Russell v. Ledsam, 14 !If. & W. 572, 
582; Williams u. Nash, 28 Dcnv. 93· 

(g) 48 & 49 Viet, c. 63, s. 4· 

• 

(k P. R. r8go, rat scbc<lnle. 
(i 46 & 47 Viet. c. 57, B. 83. 
(k) 46 & 47 Viet, c. 57, s. 6, Sec 

Chap. V. 
(l) 46 & 47 Viet. c. 57, s. 86. 
(m) 46 & 47 Viet, c. 57, B. 33· 
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·. · th'a invention; the Comptroller nin.y, subject to appeal to tl1e 
law officer, refuse· to accept the application, or require that 
the specification, or drawings be amended before he proceeds 
further; and· in ihe ·latter case the application must, if the 
Comptroller so directs, bear date as from the time when the 
requirement is complied with.(n) · 

It is also the examiner's duty to report whether the invention 
particularly described in the complete specification is substan
tially the same as tlmt which is described in· the provisional speci
fication, and if the examiner reports that such conditions have 
not been compliec1 with, the Comptroller is empowered to refuse 
to accept the complete specification unless anc1 until it shall 
have been amemled to his satisfaction ; any such refusal, however, 
is subject to appeal to the law 'officer, \vho must; if required, 
hear the applicant anc1 the Comptroller, and may make an orc1er 
c1etermining whether, and subject to what conditions, if any, the 
com1Jlete specifica,tion shall be accepted.(o) · 

In Eve1·itt, 1886, No. 8403,(p) the Comptroller refused to 
accept the complete specification on the grouncl that the inven-

• 

tion described by)he provisional was a general principle, whilst 
that referred to by the complete specification was a special 
means for carrying the principle into effe'ct. On appeal to the 
law officer it was held that the provisional sufficiently described 
the nature of the invention, and the complete specification was 
ordered to be accepted. · . 

The complete specification must be signed by the applicant or 
his autholised agent, but in the case of a joint appli_cation, the 
Comptroller will not refuse to accept the complete specification 
on the ground tliat it is only signed by, or on behalf of, only one 
applicant.(q) 

The fact that the complete specification narrows the scope of 
the provisional, is not v ground on which the Comptroller or law 
officer is justified in refusing it.(1·) 

And, if the specification ends with a real statement of the 
• 

(n) 51 & 52 Viet. c. 50, s. 2, (1), (2), 
(3)· . 

(o) 46 & 47 Viet. c. 57, s. g, r}, (2), 

'ntcnt, 'i P. 0. R. 323. 

• • 
p) Griff. L. 0. C. 27. 
q) In the :t\{ntter of Grenfell and 

Mc~voy's Patent, 7 P. 0, R. 151. 
(1·) Everitt, 1886, No. 8403, Grill', L. 

0. C. 27; p. 154 ante, 
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invention claimed, distinct from the description in th~ body_ ·of 
the document, it is not competent to the Comp~roller or lo.v: 
officer to inquire whether the claim is in conformity with the 
description or no~.- A claim to an improved machine," substan-
tially as described," is not a disti'lc~ s~atement within the mean
ing of ss. 5, s. 5, of the .Act of 1883, and is not sufficieut.(k). 

265 

• 

Reports of examiners are not in any case published, or open Repo~ts of 

bl' . . d t I' bl d , , exannners. to tm 1c ·mspectwn, ail are no 1a e to pro uction or mspec- . 
tion in any legal proceedings under the .Act of 1883, unless the 
Court or officer having power to order discovery in such legal 
proceedings shall certify that such production or inspection is 
desirable in the interests of justice, and ought to be allowecl(l) 
It consequently follows that wlwre there are two applicants for 
a patent for the same or analogous inventions, each cannot know 
the nature of the other's specification until tbe rival specifications 
themselves are accepted and open to public inspection.(1n) 

Sub-sections 5 and 6 of s. 7 of the Act of 1883, were found ins. 2. ss. s. nf 
. b 1 d t . . 1 I d h' d Act of tBSB. 11racttee to e use ess, an o gtve r1se to muc 1 1ar s tp an 

blackmailing, perpetrated by prior against later applicants, and 
• 

they were abolished by the .Act of 1888, which provides that(n) 
if, affer an application for a patent has been made, b1it before· 
the patent thereon has been sealed, another application for a 
patent is made, accompanied by a specification, having tlie same 
or a similar title, the Comptroller, if he thinks fit, on the request 
of the second applicant, or of his legal representative, may, 
within ~wo months of the grant of a patent on the first applica
tion, either decline to proceed with the second application, or 
allow the surrender of the patent, if any, granted thereon. 

In cases where the Comptroller refuses to accept an application Af!pcnl to Inw 

a h 1
. . ofhcor. 

or requires an amen ment, t e app !Cant has the right of appeal 
to the law officer, who must, if required, hear the applicant and 
the Comptroller, and may make an order determining whether, 
and subject to what conditions (if any), the application shall be 

• 

accepted. ( o) - · 

(k) Smith's Patent, Griff. P. C. 268. 
. (l) 46 & 47 Viet. o. 57, B. 9, as. 5 ; 
51 & 52 Viet. o. so, s.J. . · 

(m) 46 & 47 Viet. o. 57, B. ro. 
(n) S. 51 as. 5· 

(o) 51 & 52 Viet. o. so, B. 2. Tho 
practice on nppenl to the 111 w olliccr 
IR regulntccl by the Law Officer's Rules : 
see Appendix. 

• • 
• • • • 
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The Comptroller is not entitlecl to exercise any discretionary 
power adversely to an applicant witbont (if so required withjn 
the prescribecl time by the applicant) giving the applicant an 
opportunity of being heard personally or by his agent.(1J) 

In any case where a person, having the right, intencls to 
appeal to the law officer from a decision of the Comptroller, he 
must, within fourteen days from the date of the decision appealed 
against, file in the Patent Office a -notice of such intention, 
stating the nature of the decision appealed against, and whether 
the appeal is from the whole, or part only, and if so, what part 
of the decision, aml he must otherwise conform to the Law 
Officer's Hnles.(q) In all cases of appeal to the law officer it 
is desirable that a statement of fees paid be handed in to the law 
officer so that he may have it before him when considering the 
question of costs.(1·) Where the right of appeal to the law 
officer lies against a decision of the Comptroller, the effect of 
Nos. 1 ancl 2 of the Law Officer's Rules is to limit the hearing 
before the law officer to points specifically raised by the notice 
of appeal, and where a notice of appeal is given as to parts only 
of the Comptroller's decision, the person receiving such notice, 
if he desires to question other parts of the Comptroller's decision, 
must give a counter notice. If the original notice of appeal is 
only given just before the expiration of the fourteen days, 
the time for giving a counter notice may be extended under 
rule s.(s) 

'fhe Act of 1883 gives the law officer control over the costs 
of the proceedings before him, but there is no such provision in 
the case of proceedings before the Comptroller.(t) 

As a general rule the costs of an appeal to the law officer 
follow the event,(1t) unless there has been unfair conduct; (x) 
and where an appeal is withdrawn the opponent pays the 
costs.(y) 

(p) 46 & 47 Viet. c. 57, s. 94; see P. 
R. rSgo, rr. n-14. 

('J) Sec Appendix. 
(1·) Sec remarks of Webster, A.G., In 

tho Matter of Sielnfi"s Application, 5 P. 
o. n. 487. 

(s) In the Mattcrorllairstow's Patent, 
5 P. 0. R. 289. 

(t) 46 & 47 Viet. c. 57, s. 38. 

(tt) Anderton, r885, No. 1840, Griff. 
L. 0. C. 25 ; Ex parte Fox, r W. P. C. 
431 n. 

(x) Re Lowe's Patent, 25 L. J. Cb. 
456. 

(1/) Knight, r886, No. 15,580, Griff. 
L 0. C. 35 ; Re Cobley's Patent, 8 .Tnr. 
N. S. ro6; Ile Ashen hurst's Patent, 2 

W. R. 3· 



' ' . 
• 

• • 

OBTAINING LETTERS PATENT FOR INVENTIONS. 

Where an applicant, on appeal, consented to make a slight, 
modification in his specification to satisfy the ground of opposi.; 
tion, but asked for costs of appeal, as he had not been previously 
asked to make the modification, costs were disallowed, as it was 
not the fault of the other side that the matter had arisen.(z) 
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In cases of unsuccessful op110Sition the insertion of a few Slight nmond-
• • • monts nllowcd 

e)..11lauatory words m the speetficatron may be allowed at the nt bunting . 

hearing before the law officer, um1 if the amendment is not a }::',~~J~~r. 
substantial alteration the costs of the appeal may be given as if 
no such modification had been accepted.(a) 

In Brown's Application(b) for a patent under the title "im
provements in casks and tubs," accompanied by a complete 
specification in the first instance, which s\.ated tbat the invention 
was aplllicable to barrels or other casks and also to tubs mul 
anctlof101W vessels, in which the staves are formed with a croze 
or groove for receiving the head or bottom, and the object of 
the invention was to secure the bottom or head against outward 
displacement, and also to support the staves beyond the croze 
against any force or blow delivered upon the exteri?r of the 
staves such as would tend to break off their ends projecting 
beyond the croze, the Comptroller refused to accept the specifi
cation unless the words " and analogous vessels " were added to 
the title, or omitted from the specification, on the ground that 
the title did not, in view of the words " and analogous vessels " 
in the body of the specification, sufficiently indicate the subject
matter of the invention. The law officer on appeal, however, 
reversed the Comptroller's decision, being of opinion that the 
title taken together with the claims, which were specific, was 
sufficient, and he also pointed out that the patentee is entitled 
to frame his title in his own way, provided he does not infringe 
the rules of the statute. 

In Everitt's Application(c) the Comptroller refused to accept 
the complete specification ou the ground that it claimed only a 
special means of carrying a principle into effect, whilst the 
provisional was apparently for the principle, but this decision 

{z) Woodbcail, 1886, No. 271.7, Grlff. L. 0. C. 44· 
. (a) Jflctchcr, 1886 No. 13,598, Griff. L, 0. V. 30. 
(b) Griff. JJ. 0. C. 1. (c) Griff. L. 0, C. 27 • 

• 

• 

' 
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was reversed on appeal, on the ground that in law the Comp
troller was not entitled to refuse to accept the complete specifi
cation, which only narrowed down the ambit of the provisional 
and did not go outside it . 

If the application is accepted the applicant will receive due 
notice to this effect,(c) and the invention may, during the period 
between the date of the application and the date of sealing the 
patent, be used and published without prejudice to the patent 
to be granted for the same ; (f) though the applicant is not 
entitled to sell any article made in accordance with his invention, 
and represent it as "}Jatented," until the seal of the Patent Office 
has actually been obtained; (g) nor is he entitled to sue in respect 
of infringements of the invention committed before the accept
ance and publication of the complete specification.(h) 

It is not an offence. under the Act of 1883 to represent an 
article as patented when the patent has expired.(i) 

A person is deemed to represent that an article is patented if 
he sells the article with the word "patent," "patented," or any 
other word expressing or implying that a patent has been 
obtained for the article stamped, engraved, or impressed on, or 
otherwise applied to the article.(/.:) 

• 

Any person who, without the authority of her Majesty, or 
any of the royal family, or of any Government department, 
assumes or uses in connection with any trade, business, calling, 
or profession, the royal arms, or arms so nearly resembling 
the same as to be calculated to deceive, in such a manner as to 
be calculated to lead other persons to believe that he is carrying 
on his trade, business, ca.l~ing, or profession, by, or under, such 
authority as aforesaid, is liable, on summary conviction, to a fine 
not exceecling twenty pounds.(l) . · 

In Scotland, any offence under the Act of 1883 declared to be 

e) 51 & 52 Viet. c. so, B. 2 (4). 
f) 46 & 47 Viet. c. 57, B. 14; p. 138 

ante. 
(g) 46 & 47 Viet. c. 57, B. 105; Tho 

Queen v. Wnllis, 3 P. 0. R. I; The 
Queen v. Crampton, 3 P. 0. R. 367. 

(lt) 46 & 47 Viet. c. 57, B. 13; p. 139 
ante; Chap. Xlll. 21ost. · 

' . 
' 

• 

(i) Cheavin v. Walker, L. R. 5 Ch. 
D. 8so. . 

(k) 46 & 47 Viet. c. 57, B. 105, BR, 2; 
but seo Chcavin v. WniKor, L. R. s Ch. 
D. 863 ; Linoleum Co. v. Nairn, L. R. 
7 Ch. D. 834. 

(l) 46 & 47 Viet. c. 57, B. ro6. 

' 
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punishable on summary· conviction, may be prosecuted ·in the 
Sheriff Court.(m) 

' 
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The punishment for a misdemeanour, under the .Act of i 88 3, Ialo of Mnn. 

in the Isle of Man, is imprisonment for any term not exceeding 
two years, with or without hard· labour, and with or without a 
:fine not exceeding one hundred pounds, at the discretion of.the 
Court.(n) . And any offence committed in the Isle of l\Ian, 
which would in England be punishable on summary conviction, 
may be prosecuted, and any fine in respect thereof recovered, at 
the instance of any person aggrieved, in the manner in which 
offences punishable on summary conviction may for the time 
being be prosecuted.(o) 

'fhe acceptance of a specification by the Comptroller is no Acccp~ncc. of 
· h . . d . I Th C I . I n speclhcnhon guarantee t at 1t IS goo m aw. e omptrol er rs on y is ';to gtm~n!•lco 

. d t b . fi d th h 'fi . . d . th of ils vuhd•ty. reqmre o e satrs e · at t e spe01 cahon IS 11repare m · e 
prescribed manner, and that the invention particularly described 
in the complete is substantially the same as that described in 
the provisional specification. 

If a complete specification is not accepted within twelve 
months from the date of application, or within a fu1-tber ex
tended 11eriod of three months, on obtaining the lrave of the 
Comptroller and payment of the prescribed fee,(p) then (save in 

. the case of an appeal having been lodged against the refusal to 
accept) the application at the expiration of such period becomes 
void.(q) 

When the complete specification is accepted, the Comptroller Advertisement 
• , • • C!f CODlJ!lclo 
IS reqmred by the .Act of 1883 to advertise the acceptance m spceilkntion • 

. the Official Journal of the Patent Oflice, and the application and 

.specification or BIJecifications with the drawings (if any), arc 
thereupon open to public inspection and may be inspected at the Publi~ in-

. d ( ) spcct1011. Patent Office upon payment o£ the prescr1be fee. 1' 

' Opposition. 

By s. 11 of the Patents, Designs and 1'rade .Marks Ad, I 883, Who may 
• • orpose au 

as amended by the .Act of 188S,(s) 1t 18 enacted as follows: application. 

(m) 46 & 47 Viet. c. 57, s. 108. 
(n) 46 & 47 Viet. c. 57, s. u2, sa. 2. 
(o} 46 & 47 Viet. c. 57, s. II2, ss. 3• 
(p) 48 & 49 Viet. c. 63, s. 3· 

• 

q) 46 & 47 Viet. c. 571 s. 9 (4). 
1') 46 & 47 Viet. c. 57, s. 10; P. R. 

J8go, rr. 21, 22. 
(s} S. 4· 
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" ( 1) Any person may at any time within two months from the 
date of the advertisement of the acceptance of a complete 
specification, give notice at the Patent Office of op1Josition to the 
grant of the patent on tl1e ground of the applicant having 
obtained the invention from him, or from a 1 erson of whom he 
is the legal representative, or on the ground that the invention 
has been patented in this country on an application of prior date, 
or on the ground that the complete specification describes or 
claims an invention other than that described in the provisional 
specification, and that such other invention fmms the subject of 
an application made by the opponent in the interval between 
the leaving of the provisional specificrLtion, and the leaving of 
the complete specification, but on no other ground. 

"(2) Where such notice is given t.he Comptroller shall give 
notice of the opposition to the applicant, and shall, on the ex
piration of those two months, after hearing the applicant and the 
person so giving notice, if desirous of being heard, decide on the 
case, but subject to appeal to the law officer. 

" (3) The law officer shall, if required, hear the applicant nml 
any person so giving notice, and being, in the opinion of the law 
officer, entitled to be heard in op1Josi~ion to the grant, and shall 
determine whether the grant ought or ought not to be made. 

" (4) The law officer may, if he thinks fit, obtuin the assist
ance of au expert, who shall be paid such remuneration as the 
law officer, wh~h the consent of the Treasury, shall appoint." 

Hence the only grounds on which a person entitled so to do 
may oppose the grant of letters patent are-

( 1) 'l'hat the applicant has obtained the invention from !lim, 
or from a person of whom he is the legal representative. 

(2) 'l'hat the invention has been patented in this country, on 
an application of prior date. 

(3) That the complete specification describes or claims an in
vention other than that described in the provisional 
specification, and that such other invention forms the 
subject of an application made by the opponent in the 
interval between the hearh1g of the provisional SJlecifi
cation and the hearing of tl1e complete specification. 

Formerly, want of novelty, non-utility, and lack of subject-
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matter, were all grounds of opposition, but the effect of the Act 
of 1883, is to abolish the right of the opposer to raise any of 
these grounds on an application for a patent ; though, if the 
patent is granted, the Crown in no way guarantees that it may 
not be upset on one or other of these points in subsequent pro-

• 

ceedings.(k) . 
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It is not the duty of the Comptroller on an application which Opposition on 
. d f h I ffi I J ·a h h tho groull(l 1s oppose , or o t e aw o cer on appea , to CleCl e w et er thnt thil nppli· 

or not the applicant is the true and first inventor, and he ~h~\~~~iti~~ 
cannot inquire into the circumstances under which the applicant ~~~~;:~1?f~o 
became possessed of the invention, other than those which go fvb~~h~ is 
to show that it was derived from the opponent, or the person of tho porsotnnt.I 

rcprcscn a JVO, 

whom he is the legal representative, if his ground of opposition 
is pro1Jerly raised.(l) If this objection be clearly proved no 
patent will be granted.(n~) 

If at the hearing before the Comptroller the evidence as to 
the applicant having obtained the invention from the opponent, 
or a person of whom he is the personal representative, is conflict
ing, the patent will be ordered to be sealed without prejudice to 

• • 
an appeal to the law officer,(n) and in order that the w1tnesses 
may be cross-examinecl(o) 

The fact that other llersons have made ex1Jeriments ident.ical 
with the applicant's, will not stop the patent being granted, un
less the opposer shows tl1at the applicant derived the invention 
from the person making such experiments, and then only, if such 
person or his legal representative is the opponent.(p) 

In JJavill and Woodley's Application, 1884, No. 13,87J,(q) the 
facts were that Jones having invented some improvements in 
sewing machines, was introduced by JJavid to Woodley, and 
Woodley was employed by Jones and ])avid conjointly (JJa·vlcl 
claiming some interest in Jones's invention) to make a model. 
Woodley made some suggestions, which were embodied in the 

(k) p. 256 ante. 
(l) Sec In tho l\Iattcr of Adolph 

S picl'a Application, 5 P. 0. R. 281 ; In 
the l\Iatter of Lake's Patent, 5 P. 0. n. 
415. 

(m) In the l\Iatter of l\Iarshnll'a Appli 
cation, 5 P. 0. R. 661 ; In tho l\Intter 
of Griflin'6 AI•plication, 61'. 0. R. 296. 

(n) Luke's Patent, Grift: P. C. 294· 
(o) Hatfield's l'atcnt, Griff. 1'. C. 

28!!. 
(p) Sco Ex lJarle Henry, L. R 8 Ch. 

·167 ; In the l\lattcJ' 111' Homan's Patent, 
6 P. 0. H. 104; Saxby v. Gloucester 
Wnggon Co., Griff. L. 0. C. 57· 

(q) Grift: L. 0. C. 26. 
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. ~'- · . ••. : . .model:. Jones took out a patent for the machine, whereupon 
• 

· .. ·• · · : .Da1.'1id .and Woodhy applied for a patent for the suggestions 

, 

• • 

' 

, 

, 

11orcigu appli·. 
caut. 

-made by Wood1ey. David and Woodley lw.d also applied for a 
patent for alleged improvements on this invention. The Comp
troller refused the ·grant, and the law officer upheld his decision, 
on the grollnd that when a workman is employed by an inventor 
to make a model for the purpose of carrying out his invention, 
and the workman suggests improvements in detail of the machine 
which are adopted in the macl1iue or model as completed, those 
suggestions are the property of his employer, and the workman 
cannot afterwards take out a patent for them. Further, if 1Voodlcy 
was iu the employment of Jones and ])avid, and not of Jones 
alone, the invention was Jones', and he had never parted with his 
property in it, and Woodley stood to Jones in the relation of 
paid servant to employer. JJctvid was entitled to enforce in a 
court of law hny claims he might have against Jones, founded 
on the alleged partnership or of a pecuniary character. 

Where (1·) on an application for a patent on a communication 
from abroad, the opposer objected that the applicant had ob
tained the invention from him, through a third party abroad, the 
patent was granted on the ground that a person availing him
self of information from abroad is an inventor within the Statute 
of :M:onopolies.(s) It is to be observed that the Comptroller has 
no authority to inquire into the source of a patentee's informa
tion.(t) 

Where an opponent in .~arrying on business had got into 
difficulties and had made an agreement to sell the business to 
the applicant, part of the consideration being an understanding 
that the opponent should give the applicant the benefit of a 
certain invention for sewing button-holes, and the opponent 
opposed on the ground that the invention had been obtained 
from him, the patent was refused in the absence of a written 
assignment. (1t) 

Though a foreign applicant has important rights under s. 103 
• 

(1•) In tho lllatter of Lake'~ l'atcnt, 5 
P. 0. H. 415. 

(11) 21 Jac. I. c. 3, s. 6; Nickels v. 
Ross, 8 C. B. 679· 

( t) Sec Edmunds' Patent, Grilf. P. 

• 

C. 281 ; ln tho 1\Iattcr of Atlt•lph 
Spiel's Pntcnt, 5 1'. 0. H. 281 ; In tho 
l\lat!cr of Dairslow's Patent, 5 P. 0. H. 
286. 

(u) Ju the 1\Iattor ol 1\iurshall's Ap
vlicatiou, 5 P. 0. H. 661. 
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of the Act of 188 3, and· the convention of I 884, he is not entitled 
to oppose on the ground that the applicant obtained part(v) or 
the whole~v) of the invention from l1im, an application in this 
country of later date than his own.(y) 

It is a good ground of opposition to the grant of a patent for a 
communication from abroad that the applicant had no authority 
from the foreign inventor to make the application, but tl1at the 
oppose1• was the }Jerson to whom the foreigner entrusted his 
invention with the view of gaining protection in this country.(z) 
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A person who has obtained an assignment of a patent, wit.h I.cgal.rcpro-. a· . h seutnhw. the full benefit of all Improvements and mo tficatwns t ereof, 
from the assignee of the patentee, does not thereby become the 
legal representative of the patentee, so as to entitle l1im to oppose 
the grant of a patent to another inv.:ntor, on tlw ground that the 
applicant obtained the invention from the prior patentee ;(a) 
nor is a person holding a power of attorney from a patentee l1is 
legal representative within the meaning of the Act.(b) The 
term legal representative must be construed in its ordinary 
meaning of executor 01' administrato1·.(c) , 

The words of the above-quoted section of the Act of 1883, at Only persons 
• h ld · h • h f • . ] Imving a dirl•ct first stg t wou appear to giVe t e rig t o oppositiOn, on t 1e interest nro 

a 'fi d a h h h l ~· allowed to 011· secon speC! e groun , to any person, w et er e uwe a (IIrect pose. 

interest in opposing the patent or not ; but the decisions lead to 
the conclusion that only persons having a direct interest are 
allowed to oppose, as they were formerly by the special enactment 
of the .Act of I 8 52.(d) It must also be noticed that ss. 3 directs 
the law officer, on an appeal, to hear the a}Jplicant and any person 
giving notice, and being, "in tlw opinion of tlw law o.fllcc1", entitled 
to be heard," and thus it is evident that the section contemplah's 
the mdstence of persons who have no right of opposition. 

In Glossop's case(e) the law was laia down to the effect that 
a person having no interest in a prior patent could not be 

(v) Edmunds' Patent, Grift'. P. C. 
281. 

(m) In the Matter of Lake's Patent, 
51'. 0. lt 415. 

(?/) Everitt, No. xo,68o, Griff, 
L. 0. C. 28. 

(z) Ficchtcr, 1882, No. 2485, Grift'. 
P. C. 284. 

• 

(a) In the Matter of Adolf Spiel's 
Patent, 5 P. 0. R. 281. 

(b) Edmunds' Patent, Gl'ill: P. C. 
281. 

(c) lbitl. 
(tl) s. 12. 
(c) Grill: P. C. 285. 

s 
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Moro agont of 
a prior pn
tentee, 

Person about 
to work an in
vention in· 
eluded in a 
prior pntent. 
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hearcl in oplJosit,ion to an application for a new patent, when the 
grouncl of opposition was that the prior patent incluclell the in
vention for which the applicant sought protection.(i) 

A person who is merely an agent of a prior patentee l1as not. 
such an interest in the prior patent as will entitle him to oppose 
a subsequent application on his own behalf.(k) 

It has been helcl that where a person was about to commence 
to work an invention, which he allegecl was incluclecl umler 
certain e:\.l.lirecl patents, he haclnot such an interest in the ex
ph·ecl patents as to entitle him to be hearcl in opposition to the 

ratenteo by granting of a fresh }Jatent; (l) though where the opponent was 
~::~~;~~d~~!~~- the patentee by direct grant,(1n) or by assignment(n) under the 
}?~~~: ~ht~nt, expit·ecl patent, he is entitled to oppose; (o) but a person who has 
~~d~:f~:i~~~s no further interest in an expired patent than the fact that l~e 
pil·elll111tcnt · manufacturecl uncler it, is not entit.lecl to be heard in opposition 

to the grant of a fresh patent.(lJ) 
Stntcmcnt by Webster, A. G., has statecl that, in his opinion, the only 
W cbstcr, A.G. 

Objection that 
opposer is not 
entitled to be 
hcnnl, 

persons ent.itlecl to oppose under the worcls "patentecl, &c.," are 
persons who have made an application in the Unitecl Kingdom, 
of prior elate to the date of the applicant's patent,(q) am1 that 
the effect ofs. 15 of the Act of 1883, is to place a person who 
has hacl a com}Jlete specification acceptecl in the same }JOsition, 
for the purpose of opposition, as a }Jerson who has already got 
a patent upon which he can oppose.(?') 

It is not competent to an applicant at the hearing before the 
Comptroller to raise the objection that the opposer is not a 
person entitled to be hearcl; he can only take this objection when 
the matter reaches the stage of an ap}Jeal to the law officer.(s) 
If, however, the law officer on appeal allows the objection, he 
will not interfere with the Comptroller's decision, unless he is 

(i) Sec also Heath aml Frost's Pa. 
tent, Gl'ifi: P. C. 288 ; Hookham, 1886, 
No. 3778, Griff. L. 0. C. 32 ; In the 
Matter of l\Incevoy's Patent, 5 P. 0. ll, 
285. 

(k) Heath an<l Frost's Patent, Griff, 
1'. 0. 288 ; Lnkc, 1886, ~o. 8642; Griff. 
1.. 0. C. 35; IIookham, 1886, No. 3778, 
U 1·i II'. L. 0. C. 32. 

(/l In the ;\fatter of llairstow's l'a. 
t"ut, 5 1'. O. H. 286. 

(m) Lancaster's Patent, Grin: 1'. U. 
293· 

(n) Glossop's Patent, GrifF. P. C. 285. 
(o) Lancaster's Patent, Griff. 1'. 0. 

293· 
(ll) l\Iacevoy's Patent, 5 P. 0. ll. 285. 
(q) Ev01·itt, 1886, No. 1o,6So, Grin: 

J,, o. c. 28. 
(1·) L'Oi~ean nml Pierrnr!l, 1886, No. 

12,833, Grift: L. 0. C. 36 ; but sec EJ: 
parte Henry, L. R. 8 Ch. 167. 

· (s) Heath a111l Frost's Patent, Griff. 
I'. c. 290. 
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satisfied that., looking at the substance of it, that decision ought 
to be interfered with.(!) 
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When an application is resisted on the seconcl ground of Duties of 
. . ( ) 11 ] C . 11 l ffi h lJomptrollor opposthon, (J a t 1e omptro er or aw o 1eer can, on t e nnd Jaw 

hearing, be called on to decide is, whether or not the inven- h~~~;~r 
tion sought to be patented is the same as that patented on· an oppositions. 

application of prior date, aml in cases of doubt the grant is 
allowed.(lt) It is no part of the duty of the Comptroller or law 
officer to inquire whether the applicant's patent, if granted, 
would infringe a prior patent,(i) Ol' whether the alleged inven-
tion is proper subject-matter,(/.:) or whethet• the patent., if 
granted, would be invalid from any other cause ; (l) and tlw 
applicant in all cases frames his specification at his peril.(1n) 

If the ground of opposition to the grant of a patent be that Opposition on 

I • • h b J • ] • l' tho grouml t 1e mventwn as een paten teet m t us country on an app wa- that tho in-
. f • d t h ' f . • J • t' tl 11 vcntiou Juts twn o prwr a .e, t e not1ce o oppos1t10n must CtlS me y a £'ge been patcntorl 

I • 't 'II b ' I'. '£ 't 11 1 t h . . on t\11 npplicn-t us; 1 , WI e wrong Ill !Ol'm 1 1 a ege t 1a t e prtOl' mven- tion of prior 

tion was the same, '' 01' substctntially the same," as the appli- dntc. 

(.f) Heath and Frost's Patent, Griff. P. C. 290. (U) p. 270 ante. 
(h) p. 281 poRt: Jones, 1885, No. 5237, Griff. L. 0. C. 33· In the following cases, 

<lecided since the Act of 1883 came into operation, patents were refused on the ground 
that the respective inventions had been Eaten ted on applications of prior date;

Heath and Frost's Patent, Griff. P. C. 310. 
In the 1\Iattcr of Daniel's Ap(llicntion, 5 P. 0. R. 413. 
In the 1\Iattcr of Airo and Cali.ler Glass Bottle Works and Walker's Applica-

tion, 5 P. 0. R. 34S· 
In the 1\fo.ttcr of Wallis and Ratcliff's Application, 5 P. 0. H. 347· 
In the 1\Iatter of Webster's Patent, 6 P. 0. R. 163. 
Green's Patent, 1885, No. 8178, Griff. P. C. 286. 
Lancaster's Patent, 1884, No. 4571, Griff. P. C. 293. 
Re Bailey, Good eve, P. P. 57. 

In the followmg cases, decided since tho Act of 1883 cnmo into operation, tlJC 
objection was taken that the respective inventions l1ad been patented on applications 
of given date, but unsuccessfully ;-

In the Matter of Lorrain's Patents, 5 P. 0. R. 142. 
In the lllatter of Newman's Patent, 5 P. 0. R. 271. 
In tl10 Matter of Pitt's Patent, 5 P. 0. R. 343· 
In the Matter of Airey's Application, 5 P. 0. R. 348. 
In the Matter of Sielaff's Application, S P. 0. R. 484. 
In tho 1\lattcr of Drownhill's Patent. 6 P. 0. R. 135· 
AndP.rton, 1885, No. 1840, Griff. L.' 0. C. 25. 
Fletcher, 1886, No. 13,598, Griff. L. 0. C. 30. 
Von Bucb, 1886, No. 1235, Griff. L. 0. C. 40. 
Ruth's Patent, Gl'iff. P. C. 292. 
Cumming's Patent, Grift: P. C. 277. 
Stubbs' Patent, Griff. P. C. 2g8. 

(i) Jones, 1885, No. 5237, Griff. L. 0. C. 35; In tho l\Iattcr of Sielaff's Applica· 
ti~n, 5 P. 0. U. 484. 

(k) Jones, 1885, No. 5237, Griff. L, 0. C. 33· 
(/) p. 256 a11te. 
(111) In tho 1\Iattcr of Lor!'llin's Patents, 5 P. 0. 1!. 142. 
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· · cant's,(n) or that the applicant's invention is ''a di1·ect i?if?·inge
mcnt o.f tlw opponent's patent."(o) 

• 

Disconformity. If an application be opposed on the ground that the invention 
• 

• 

. was patented on an application of prior elate, it is not competent 
to the applicant to object that the prior pntent wns void on the 
grouncl of disconformity between the specificntions or between 
the title nnd the specificntions.(p) 

In Gi·ecn's Patent, 1885, No. 8178,(q) the grant was opposed 
by Lowcock nncl Sykes, on the ground thnt tJw invention for 
which t.he npplicnnt sought to obtain protection had been, as to 
ct>rtain parts, patented by them. 'l'he applicant objected t.hat 
the opponent.'s patent was bad, because the complete specifica
tion went beyond the provisional, which did not inclucle the 
parts which the applicant wished to cover. The law officer 
held, thnt t.hough the opponent's patent might in fact be void, 
yet he could not entertain the objection; and since the oppo
nent's patent included the parts in dispute, he could not allow 
a ll!l.tcnt to be sealed to the applicant. rrhe applicant conse
quently suffered in that he was prevented from obr.-ining a 
patent for the parts which he had invented between the dates 
of filing the opponent's specifications. The opponent's specifi
cations lmving been referred to an examiner, and reported 
frwourably upon by him, it was the duty of the Comptroller 
and law officer, for the pm1Jose of the application, to treat 
them as good specifications, and consequently the question of 
disconformity could not be raised.(?') 

rl'he third ground of opposition,(s) which was introduced by 
the Act of I888,(t) provides for such a case as the above • 
It would have been competent to Green to have opposed the 
grant of Lowcock and Sykes' patent, and to have himself 
applied for a patent in respect of his own invention. 

If the application is opposed on the ground that the inven
tion has been patented on an application of prior date, it does 

(n) Jones, 1885, No. 5237, Griff. L. 
o. c. 33· 

(o) In tho ~Inttcr of Dnnicl's Appli
cntion, 5 P. 0. R. 413. 

(Jl) Green, 1885, No. 8178, Griff. P. C. 
286; Newman, 1886, No. 3480, Griff. 
P. C. 40; ln the illattcr of Hnythoru
tllwnitcs' Appliention, 7 P. 0. K 70. 

q Griff. P. C. 286. 
r lbicl. In the l\Intter of Hnythorn

thwnite's Application, 7 P. 0. R. 70. 
( s) p. 270 ante,. In the 1\Intter of 

Anderson nn·l Anderson's Patent, 7 
l'. o. H. 32J. 

(1) s. 4· 
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not signify that the Ilrior patent has eXJ.Jired ;(1t) but if an in
vention Juts only received provisional protection it cannot be 
made an objection to a later application.(x) 

If an invention is only described and not claim eel in a prior Prior <lescrip· 
'fi ' · b J l' • f l d tion without speCI catron, 1t may e patentec1 on an app watton o ater ate, clr.im. 

it beirig a· 1ong-estnblis1ted and obvious rule, t]mt only that is 
pn.tentecl which the inventor claims.(.IJ) 'l'here would be great 
doubt as to the validity of a patent granted under such circnm

stances.(z) 
When an application is opposecl on the gronncl that an allegecl 

invention is the same as that comprised in tlte opponent's patent, 
and it appears that there is a difference, but that such difference 
is quito immaterial, tlte patent is refnsecl(a) 

It is competent to the Comptrollet• or Jaw oflicer, when an J~rlltivaleutl'. 
application is opposed on the ground that the invention has 
been patented on an application of prior date, to consiclcr the 
question of mechanical eqnivalC'nts; (b) though the application 
will not be refused unless it is clear that the invention in respect 
of which it is macle is practically iclentical with that forming the 

• 

subject-matter of the prior patent.(c) 
When a would-be patentee has good snbject-math'l', which is 

not identically the same as that comprised in a prior patent, he 
is ent,it!ecl to l1ave 1tis patent sealed, though an action for 
infringement may lie against him if he puts his alleged iuwntion 
into practice.(d) 

A pt:>rson t:>ntitlecl so to do, and desirous of opposing a grnnt Notic_c.uf 
opposthou. 

of letters patent, must, within the two months allowed from the 
c1atc of t.he advertisement of tlte acceptance of tho complete 
specification, give a notice of ltis opposition at the Patent Oflice, 
on Form D., stating the ground or grounds on which 110 intends 
to oppose, and l1e must himself sign the notice, stating his 

(n) T~ancnstel"s Patent, 1884, No. 
4571, Grill: P. C. 293. 

(.t·) Dailey's Putcnt, Grin: P. 0. 269; 
Patterson's l'ntcnt, Grin: P. C. 295. 

(!I) Von Buch, 1886, No. 1235, Grill: 
L. 0. C. 40. 

(~) See Chnr. III. 
(a) In the Matter of Airo nn•l Cn!Uer 

GlnsM Bottle Works and Walker's Ap· 
plication, 5 I>, 0. U. 345 ; In tho .l\fnttcr 
of Wallis and Rutclillo, 5 P. 0. R. 347; 

-

In tlte ~fatter of Daniel's Applicnfinn, 5 
P. 0. R. 413; In !Ito ~ratter of Ilny
tlwrnthwnite 's Application, 7 P. 0. H. 
70 ; Heath ami ~ rost's Patent, Chill: 1'. 
c. 310. 

(b) In thciiJatter oflin.) thornthw;1itn's 
Application, 7 P. 0. H. 70. 

(c) p. 275 11111e. 
(tl) In the 1\lattcr of Newman 'a Pn· 

tent, 5 P. 0. R. 271. 

--
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address, for service in the 1Jnited Kingdom; (ci) and, if he opposes 
on the ground that the invention has been patented in t.his 
country on an application of prior date, the notice must specify 
the title, number, and date, of the patent granted in such llriOl' 

application.( c) 
The Comptroller has power to allow an amendment of an 

improperly drawn notice of opposition to be made at the hearing 
but he cannot impose terms.(/) 

On giving the notice of opposition the opponent is required 
to pay a fee of ten shillings, and on the hearing of the opposition 
both the applicant and the opponents are required to pay a fee 
of one ponnd.(g) 

The Comptroller will, on receipt of the notice of opposition, 
furnish the applicant with a copy of it.(h) · 

Within fourteen clays after the expiration of two months from 
the date of the advertisement of the acceptance of the complete 
specification i.e., within fom·teen days after the expiration of 
the time fixed by the Act as the limit within which notice of 
opposition can be taken the opponent is required to leave at 
the Patent Office statutory cleclarations(i) in support of his oppo
sition, lists of which he must also deliver to the applicant.(!~) 

'rhe applicant on his part must, within fourteen days from the 
delivery of such list, leave at the Patent Office statutory declara
tions in answer, delivering a list of them to the opponent, who 
then is allowed seven days from such delivery to leave at the 
Patent Office statutory declarations in reply, which must be con
fined strictly to matters in reply, and a list of which he must 
give to the applicant.(l) 

Either party desiring copies of any of these statutory declara
tions, may obtain them from the Patent Office or the opposite 
party.(m) 

Neither party is allowed to leave any fmther evidence except 

d) P. n. 18go, r. 34· 
c) 1'. n. ISgo, r. 36. 'fbe lli'Ucticc 

on oppositions to grants of patcuts is 
regulated by the Patent Hulcs, 1Sgo, 
rr. 34-44, ant! the I.aw Olliccl·'s 
Hulcs. 
.Ul In the l\Iatterof Airey's Applicn· 

hon, 5 P. 0. R. 348; Luke, 1886, No. 

8642, Grill: J,. 0. C. 35 ; I'. U. 18go, 
r. 16. 

(q) Sec Appendix. 
II) I'. It I 8go, 1'. 35· 
i) Sen p. 259 artie. 

(/.·) P. H. I8go, r. 37· 
(l) P. R. 18go, r. 38. 
(m) Ibid, 
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with the leave of the Com11troller, and upon the written consent 
of the opposite party, or by special leave of the Comptroller on 
application made to him for tl1at purpose,(n) of which application 
the party making it must give notice to the other party who 
is entitled to oppose it.(o) 

279 

When the evidence is finally completed, the Com11troller a11- ~otico of hem·· 
. lllg. 

points a time for the hearing of the case, of which he must give 
at least ten days' notice to the parties.(p) . 

If the applicant or opponent desires to be heard, he must forth- Applicntiou to 
• h d C 1 . • "" E ) r ' I.Je hel\rd. Wit sen the omptro ler an apphcat1011 on J!orm • .(q lhe 

Comptroller may refuse to hear either party wl10 lws not sent 
such application for hearing. If neither party applies to be 
!ward, the Comptroller decides the case, and notifies l1is decision 
to the parties.(q) 

On the hearing, no opllosition can be allowed in respect of any 
ground not stated in the notice of oppositiou, and wlwre the 
ground, or one of the grounds, is that 1 he invention lws been 
patented in this country on an application of' prior date, the 
opposition is not allowed lllJOu such ground unll•ss the title, 
number, and date of the patent granted on sucl1 prior filllJlication 
is duly specified on the notice of Ollposition.(r) 

Where the ground of an opposition is tl1at thL· applicant has 
obtained the invention from the oppmwnt, or from a person of 
whom such opponent is the legal represl'ntative, unless evidence 
in support of such allegation is left at the 11atent Office within 
the time prescribed by the Patent Hulcs, I 890, the opposit-ion 
is dee;med to be abandoned, and the patent is sealed forth
with.(s) 

.A.s a rule, at the hearing of an oppositim1, the applicant begins, Hcmiug. 

but whl'n the opponent alleges fmud as a ground of opposition, 
the onus being on him, his evidence may be ordered to be taken 
first.(t) 

If the opponent does not appear at the hearing, tlw Comp
h·oller will decide the case in his absence, and will not recall his 
decision, even though it is subsequently shown that the opponent 

(n) P. R 1890, r. 39· 
(o) 1'. ll. 1890, r. 40. 
ltJ) P. n. I8go, r. 41· 
(q) Ibid. 

(r P. n. 1890, r. 42. 
8 1'. H. I8go, r. 43· 
/) Luke's Patent, Urifl: P. C. 294· 
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did not, in fact, receive the notice of hearing, which was duly 
posted. In such a case, on appeal to the law officer, the matter 
would most probably be sent back to the Comptroller for re-

• 

hearing.(1b) 
The Comptroller will notify his decision to the parties,(x) either 

of whom has the right of appeal to the law officer.(y) 
The evidence used on such an appeal will be the same as that 

used at the hearing before the Comptroller, and no further evi
dence can be given, save as to matters which have occurred or 
come to the knowledge of either party, after the date of the de
cision appealed against, except with the leave of the law officer, 
upon application for that purpose.(z) 

.An appeal to t.he law officer is a re-hearing.( a) The law officer 
is entitled, if he desires it, to the assistance of an expert; (b) and 
he is also empowered, at the request of either party, to order the 
attendance at the hearing, for the }JU11)0Se of cross-examination, 
of any person who has made a declaration; (c) and he is entitled 
to examine witnesses on oath, and to administer oaths for that 
purpose; and to order costs to be paid by either pa1ty.(d) 

rrhe law officer does not allow the cross-examination of wit
nesses or the admission of further evidence, when it appears to 
him that there has been ample opportunity for the filing of 
declarations when the case was before the Comptroller, and that 
he could not deal better with evidence given on cross-examina
tion, taan with ~he declarations.( c) 1,he law officer does not take 
on himself to decide adversely to the applicant fine points of 
anticipation.(!) 

rrhe law officer (and [sic] the Comptroller) is entitled to look 
at models in or<ler to bett.':r understand the drawings and specifi
cations, though the models are not exhibits, and consequently 
not evidence.(g) 

'Where an opposer appeals to the law officer from a decision of 

(u) Warmnnn, 1885, No. 8650, Grill: 
L. 0. C. 43· 

(x 1'. n. 1883, r. 41. 
(y 46 & 47 Viet. c .. $.7• s. II (2). 
(z) L. 0. Uules, r. vm. ; Hampton v. 

:Facer, 1885, No. 8g8I, Griff. L. 0. C. 
I 3 ; Cheesebrough's Patent, Griff. P. C. 
30J. 

(a) Stubbs' Pateut, GrifT. P. C. 298. 

(b) 46 & 47 Viet. c. 57, s. II (4). 
c) I.. 0. Hules, r. ix. 
cl) 46 & 47 Viet. c. 57, s. 38. 
e) In tho lllntter of !'itt's Patent, 

P. 0. H. 343, 345· 
f) lbicl. 
rJ) Lancaster's Patent, Griff. P. C. 

294· 
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the Comptroller, it is not necessary that he should send a copy 
of his notice of appeal to the applicant.(t) · 

' ', 

281 

A patent is only refused in cases where the opposer proves P11tcnt refused 
' d d f ' ' b d 11 'b'l' f only whon tim hts groun or groun s o oppos1t10n eyon a posst 1 1ty o gro!'~'l o.r op-

c1oubt, as there is no appeal from the decision of the law officer. ~~~~~dnc~n-· 
It is evident that should he wrongfully refuse a patent the clusivoly. 

applicant would suffer an irremediable injury, whereas, if a grant 
be made· in the face of what is really a valid ground of opposi-
tion~ the 1mblic injury thereby occasioned may be remedied in a 
subsequent action for inf1ingement, or 11etition for the revocation 
of the patent.(1t) 

Conditions. 

1'he Comptroller aml the law officer have power to impose Comptroller 

d. , h , f l , h . mull11w con 1t10ns on t e grantmg o a patent, w nc power anses officer Iw.vo 

h . I fi h l h ( ) Jlowcr to im-from t e statutory r1g 1t to re use t e grant a toget. er. x Jloso con<li-

Sometimes the patent is granted to the applicant and op- tiona. 

ponent conjointly, if it appears that the invention is the joint 
production of both.(y) 

When there were concurrent applications for a patent in 
respect of the same invention, it was formerly a recognised prin
ciple that the patent would be awarded to the inventor, who ran 
quickest through the process and was ready first to obtain the 
Great Seal.(z) Now, however, since the patent is in all cases 
dated as on the day of application,( a) in the case of concurrent 
applications on the same day, one patent would most probably 
be granted to the two applicants jointly, ·and if the concurrent 
applications were not made on the same day, the prior applicant 
would be entitled to the prior patent. 

(t) Anderson and 1\Icl\innell, Grill'. 
L. o. C . .23. 

(u) lle Uusscll's Patent, 2 De G. & J. 
130, 1~2; Re.Simp~on and Isaacs' Patent, 
21 J,. 1' • .N. S. 81 ; lle Spcnce'sl'atenr, 
3 De G. & J. 523; Rc Lowe's l'atcnt, 
25 L. J, Ch. 454 ; lle 'l'olson's !'alent, 
6 De G. 1\I. & G. 422; Chandler'H 
l'atent, Grill: 1'. C. 270; Stublm' l'a· 
tent, Gtilf. 1'. C. 298; Welch'H Patent, 
Grill: 1', C. 300 ; Edmunds' l'ateut, 
Griff. P. C. 281 ; Ncwmnn, 1886, No. 
3481, Griff. L. 0. C. 40; Jones, 1885, 
No. 5237, Grill: L. 0. C. 33 ; In tlio 
lllatter of ~\.ire and Calder Glass Bottle 

• 

Works and W nlker's Application, ~ P. 
0. R. 345; In tho l\Iattcr of Damcl's 
Applicnhon, 5 1'. 0. H. 413; In th[) 
lllutter ofWnllisnnd Ratcliff's Applica· 
tiun, 5 1'. 0. U. 347; In the l\Iatter of 
Luke's Patent, 61'. 0. I!. 548. 

(x) L'Oise11u and l'ierrnrd, 1886, No, 
I 2,833; Grill: L. 0. U. 36, 

(!I) l~ndie's l'atent, 1885, GrifT. P. C. 
279; lle Uussoll's l'ateut,:? De G. & J. 
130; Luke's I'atent, Grin: P. C. 294. 

(:) Ex parte Dyer, Hindmnrch on 
Patents, p. 535 ; Re Simpson and 
Isaacs' l'ntent, 21 L. 'I'. N. S. 81. 

(a) 46 & 47 Viet. e. 57, s. 13 • 
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It may be made a condition of the granting of a patent that 
the grantee shall assign a certain share to another person, if the 
justice of the case appears to require it; (b)and each co-owner 
may be bound to pay a proportionate part of the fees necessary 
to keep the patent on foot.(c) 

The condition has been imposed, under circumstances that 
called for it, that the grantee and opponent should enter into an 
agreement by which the former should undertake to do all such 
acts as might be necessary to secure to the latter the full rights 
of a joint patentee in the invention, and the latter should under
take not to commence proceedings for revocation of the patent 
when granted.(d) 

In the case of rival applicants, if it appear that distinct parts 
are the separate inventions of the rival applicants, separate 
patents will be ordered to be sealed to each applicant in respect 
of his own invention alone.(c) 

Disclnimers 'fhe authority of the Com1ltroller and law officer to impose 
nnd rcforcuccs a· . h . . 

• 

to prior prL- con 1t10ns on t e grant of a patent 1s often exermsed for the 
t~nts. protection of lll'evious inventors,(!) and the 1mblic generally,(!/) 

by means of the imposition of a condition that the applicant · 
shall insert in his specification certain disclaiming clauses or 
references to other patents. 

If a subsequent llatent be granted, and a specification 
accepted which actually or apparently claims something which 
is included in a prior patent, or something which is not !latent
able, the prior patentee in the one case, or the public in the 
other, suffers what may be a disadvantage to them, in so far as 
the subsequent patentee may endeavour under his grant to lay 
claim to the exclusive monopoly in the particular thing in 
question, yet they do not sustain any permanent injury, for the 
subsequent patent granted under such circumstances would be 

void.(k) 

(b) EvnnH untl Otway'H l'allnt, 1884, 
No. 12,415, Grill', 1'. C. 279; Gurth
wuitn's l'u tcut, 1886, No. 3124, Grill: 
1'. c. 284. 

(c) Evans uml Otway'H l'atcnt, Grill: 
1'. c. 279· 

(d) L11kc's l'nlcnt, 1885, No. 5156, 
Grill: 1'. C. 294· · 

(e) Cr.1ig and M aclilrlnnc's A pplica
tions, l'.l\1, J. ~ol. iv. 3rd series, p. 366. 

(/) In the l\Iut1~1· of NC\\'lllan's l'u
ltnt, 5 1'. 0. ll. 271 ; (hill: J,, 0. C. 

40. 
(g) In the Mutter of L01ruin's Patent, 

5 1'. 0. ll. 142 ; Iu the 1\lutter of Guc~t 
lllld llnnon's l'ntcnt, 5 1'. 0. n. 312; 
'l'wguc's l'utcnt, Gl'ill'. 1'. C. 298. 

(Til p. 257 ante; In the llluttcr of 
llill''s Ai•plicutiou, 5 P. 0. ll. 599· 
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It is not to the interests of subsequent }Jatentees that their 
• 

patents should be apparently for an original invention, when, as 
a matter of fact, they can only claim a particular combination 
which they have described; and it is not to the interest of the 
public that they should be led into supposing that a description 
in a specification is entirely general, whereas it can only be Sl\}l

ported as a specification of valid letters patent, if the descrip
tion be understood to be a description of an improvemeut.(i) 

If an invention is merely an improvement on a pri01· }Jntentcd 
machine or process, the Comptroller and law ofll.cer will require 
a disclaimer by reference to the name and number of the prior 
patent.(j) 

It is a }Jrinciple recognised by the law officers that where 
there is an existing patent, and there is fair ground for supposing 
that the construction of the specification of a subsequent 
applicant would interfere with the rights of the existing 
patentee, he is entitled to be protected. Such protection is 
usually given by the insertion in the S}Jecification of the subse
quent applicant of a general disclaiming clause or spt:>cial 
reference.(/.;) · 

It would appear that., if there be a distinct reference in a 
provisional specification to an invention or device, which was 
within the specification of the opponent properly construed, the 
op1Jonent is entitled to l1ave a disclaimer on the face of the com
plete specification.(/) 
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It is to the interests of the public that, where patents overlap, Obj•·c.t of uis· 

h d. ' ' b , ' 1 'b 1 ' h ' cl:nmmg t e 1stmctwns etween the mventwns c esci'l ec lll t e spe01- clanst•. 

fications :filed under the earlier and later applications should 
be made clear; (m.) but it must be remembered that the object 

(i/ Hoskins' Patent, Gl'ill: 1'. C. 291 ; 
In t 10 1\Inttcr of Newman's Patent (2), 
5 P. 0. n. 279. 

(j) Hoskins' Patent, Grill'. l'. C. 291; 
Welch's l'atent, Grill: P. C. 300; In
tho Matter of Newman's Application, 5 
1', 0. R. 279 ; In the Matter of I.yndc's 
Patent, 5 l'. 0. H. 663. 

(k) In the l\Inttct• of Newman's 
l'atent, 5 1'. 0. 11. 271 ; In the 1\lntler 
of Hull and Hall's 1'ntont, 1'. 0. II. 

S 1'. 0. H. 663 ; In t c lllnttcr of 

• 

Gozncy'11 1'atcnt, 5 P. O. H. 597 i In 
the l\lntlcr of Guest and IlmTow's l'at
ent, 5 1'. n. R. 312; In tho :Matter of 
W nllnce's Patent, 6 1'. 0. n. 134; 
,\uticrson and 1\Jcl\inncll, 1886, No. 
3So1, Grill: L. 0. C. 23; In tho l\lattcr 
of Jlof!htan's Patent, 7 1'. 0. H. 92. 

(ll Hooknm, 1886, No. 377S, Grill: 
L. 0. C. 32; sec also In tho l\ltlttet• of 
Hollinun's Patent, 7 1'. 0. H. gz. 

(m) In the 1\Intter of Hill's .AJllllicn
tiun, S 1'. 0, R. 599· 
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of a disclaiming clause is to guard against the inclusion in 
a new patent of something embraced by the old patent, 
not of something merely mentioned in the old patent, but of 
something which has been claimed as part of the previous in
vention.( n) 

In In tlw Mattm· of Gncst's and Barrow's Patent (o) Webster, 
A.G., said : '' I have on many occasions pointed out that the in
sertion of these disclaimers does not affect the rights of the prior 
patentee at all. They are inserted for the Plll1lose of preventing 
the subsequent 11atentee from alleging that his invention is 
wider than he is ent-itled to claim, both in his own interests, in 
order that his specification may not be considered as being too 
widt:>, and in the intert:>sts of the public, on the ground that the 
pnblic are entitled to know what a subsequent 1mtentee may 
claim, and to have a fair description of the existing state of 
knowledge. It is not because a Jlarticular patentee, or a prior 
inventor, has made a broad claim that he is entitled to have 
limiting words inserted, unless he can show, upon a fair view of 
the evidence before the law officer, or before t.he Comptroller, 
that such words are really neC'essary to protect him."(p) 

Where a specification only contains a statement of general 
knowledge, tlwre is nothing in the Patent Law to prevent. a 
patentee on the face of his spt•cification referring to the general 
d<>fects, which he alleges rightly or wrongly, exist; bnt it 
would appear that, if a prior patent<>e is referred to specifically 
in a subsequent specification, no reference to any defect in 
tlw prior invention ought to be allowed in the latter ::;pecifica
fition.(q) 

An opponent, who is prior patentee, has no right. to be specially 
named in a disclaiming clause in the specification of a subsequent 
patent unless the applicant is willing to name him, Ol' unless it 
is clear that there is no other prior publication than t.he speci
cation of the opponent.(r) 

(n) In the :\fatter of Gozncy's Patent, 
5 1'. 0. I:. 597 ; Tn the l\latter of Hull~ 
man's Patent, 7 P. 0. R. 92. 

(o) 5 P. 0. R. 312. 
(p) Sec also Newman's Putcnt, 5 P. 

0. U. 279, 281 ; In tho Matter of 
Ilollinan's l'atcnt, 7 P. 0. 1!. 92. 

{tj) In tho :i\rntlcr of Gncst an•l Jlur
fllW's Patent, 5 1'. 0. H. 316. 

(r) 'fengue's Patent, Grift: P. C. 
298 ; Guest nml IJurrow's Putcnt, 5 P. 
U. R. 312; Browuhill's !'alent, 6 1'. 0. 
n. 135· 
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An opponent, though not appealing against the grant of a 
patent, is entitled to appeal against the Comptroller's decision 
that no reference to his patent be inserted in the speci- . 
fication.(s) 

285 

The law officers are always very unwilling to order the La.w offico•·s 
· • f • 1 fi t th f · . unwilling to msertwn o a spema re erence o e patent o a prwr mventor order special 

d Th ll fi . l d' references an opponent. ey usua y pre er to msert a genera 1s- · 
claimer of the principle included in the invention of the prior 
patentee,(t) bearing in mind that every prior patentee does not 
}Jossess a right to have a disclaiming clause inserted in a sub-
sequent specification, because, as was pointed out by Lord Cairns, 
every specification must be read as though the patentee had a 
knowledge of every previous complete and published specifi-
cation of earlier letters patent.(~t) 

In cases, however, where the rights of prior patentees cannot 
be effectually protected without special mention of the prior 
patents, the insertion of a special disclaimer is usually made a 
condition of the granting of a patent to a subsequent applicant, 
and the form o£ reference generally ordered, is to the effect that 

' 
the patentee is aware of the existence of the prior patent, and 
that he does not claim anything claimed and described therein.(:~;) 
So also in the case of concurrent applications and cross 
oppositions, if it appear that the specification of one of the 
applicants includes something which is the sole invention of the 
other applicant the Comptroller will insist on the first applicant 
amending his specification so as to confine it to what has actually 
been invented by him.(y) 

It is submitted that, in order to obtain a special reference to 
his patent in the applicant's specification, the opponent must 
show that the applicant's specification includes, and purports to 

(s) In tho l\Iattcr of Browuhill's 
Patent, 6 1'. 0. H. 135. 

(t) Andurson and IllcKinncll, Griff. L. 
0. C. 23; In the l\Iatte•· of Siclafrs 
Application, 5 P. 0. R. 484; In the 
l\Iattcr of Wallace's Patent, 61'. 0. R. 
134· 

(u) See In the l\Iattcr of Newman's 
l',ltcnt, 5 P. 0. U. 279. 

(,>J) lu the l\Iattm· of I,ormin'H Patent, 
Sl'. 0. H. 142; lu the Matte•· of Airey's 

' 

Patent, 5 P. 0. R. 348; In the ll!attcr 
of Lynde's Patent, 5 1'. 0. R. 663; 
In the l\Iatter of Newman's Patent, 
5 P. 0. R. 271 ; In the ll!uttcr of 
Wallace's Patent, 6 P. 0. R. 134; 
Hoskins' Patent, Giiff. P. C. 291 ; 
Welch's Patent, Grift: P, C. 300. 

(y) Paterson's P11tent, Grift: P. C. 
295; Craig- :mrl Mncfnrlano's Applica· 
tiou, 1'. llf. J. I'Ol. h·. 31'<1 scric~, p. 
366. 



.......... ,., -I "'"• '·' ... - - '· .... , . ' ·"' ' . "' ' . " ... ,... '. . ,, ' . . . ,. :, ., ' .. ' ' ' . . . ,. . . 
'"\' '"···· ... . '· ... ' . ' " ; >.··:··-~: ,;· .. · .".. . ' 
' ' ' ... , ..... ~--

-<. \ • • ' '• •• ' '. .. • 

'1t't'·!:·:''''::·•.: .. ;···.''·' II 

•'<·< ·:: ·: 286 .· · .. · . LETTERS PATENT FOR INvENTIONS . 
. ~- . .. . . . " . ····'··. ,, . ,-----... . ' . . . . . - . . 

' ' - ' . . 
' ' ' . ' . . 

' . ' . . . " 
' 
' ' 

._ 
' ' 

• 

' ' 

' 

Moaning 
ambiguous. 

Olnim mnybo 
ordered to be 
struck out. 

Sealing tho 
patent, 

claim a part of the invention described, and claimed in the 
opponent's specification.(z) 

A special reference will sometimes tend to stop further 
litigation where a general disclaimer would not, and will be 
ordered to be inserted on that account.(a) 

If the meaning of a specification be ambiguous the 
Comptroller or law officer may, on the lwaring of the applica
tion, order it to be placed on record to what the specification 
is understood to be confined by the statement and agreements 
of both the opposer and applicant; (b) aml, if the provisional 
specification contain a reasonably clear indication of the improve
ment it is ultimately desired to protect by the patent, the 
Comptroller has power to order any amendment which will put 
the particular description of the invention claimed absolutely 
beyond doubt.(c) 

Sometimes a claim in an applicant's specification is ordered 
to be struck out altogether, when it includes sometlling claimecl 
by the complete specification under a 1)1ior pat£>nt ;(d) but it 
must be remembered that the applicant is entitled to frame his 
specification as he pleases, so long as he does not interfere with 
existing rights.(c) The Comptroller or law offic£>r has no 
authmity to order a claim to be struck out merely because it 
may invite the public to infringe a prior 1mtent, if the applicant, 
in the body of the specification, shows some invention with 
regard to the thing claimecl.(f) Nor can the Comptroller Ol' 

law officer require the amendment of a. claim in order to make 
it conform to the description in the specification, if the claim is 
otherwise a real statement of the invention claimecl.(g) 

Scaling tlte Patent. 

If there be no opposition, or if there be opposition, ancl the 
determination is in favour of the applicant, the Comptroller is 

(z) In tl1e 'Matter of Hill's Applica
tion, 5 P. 0. R. 599· 

(a) In tho Matter of Lynde's Patent, 
5 P. 0. R. 663. 

(b) Anderton, 1885, No. 1840, Griff. 
L. 0. C. 25. 

(c) Chandler's Putcnt, Gl'ifi~ P. C. 
270, 274· 

(cl) In the Mntter of Hall and Hall's 
Patent, 5 P. 0. R. 28;1 ; In thel\futter at' 
Webster's Patent, 6 P. 0. R. 163. 

(e) Seep. 269 ante. 
(f) In the l\Iatter of W c!Jster's Pa. 

tent, 6 P. 0. R. 165. 
({/) Smith'R Patent, Grill~ 1'. C. 268. 



OBTAINING LETTERS PATENT FOR INVENTIONS. 

required, by the Act of I883,(c) as soon as may be, to cause a 
patent to be sealed with the seal of the Patent Office, which is 
equivalent for this purpose to the Great Seal of the United 
Kingdom.(/) 

A patent cannot be sealed after the expiration of fifteen 
months fi·om the date of application,([!) except in the following 
cases:-

(I) When the sealing is delayed by an appeal to the law 
officer, or by opposition to the grant of the patent, in 
which case the patent may be sealed at such time as 
the law officer may direct.(h) 

(2) I£ the person making the application dies before the 
expiration of fifteen months from the date of applica
tion, in which case the patent may be granted to his 
legal representative, and sealed at any time within 
twelve months after the death of the applicant.(i) 

(3) Where the Comptroller has granted an extension of time 
for the leaving and accepting of a complete S!Jecifica
tion, in which case a patent may be sealec1 within 
nineteen months from the date of the application.(/.;) 

In the case of delay caused by opposition, a patent may be 
sealed at such time as the law officer appoints, even though 
the opposition is not adjudicated upon, till after the expiration 
of fifteen months from the date of the application.(l) 
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It is expressly enacted that every patent shall be dated and Dato of leuc,·s 

sealed as of the day of the application : I)rovided that in the case plltcut. 

of more than one application for a patent for the same invention, 
the sealing of a patent on one of those applications shall not 
prevent the sealing of a patent on an earlier application.(m) 

Before the .Act of 1883, where there was more than one appli
cant for a patent for the same invention, the applicant who first 
obtained the Great Seal was helcl to be entitled to the benefit 
of it, and the patent of any other applicant, if granted at all, 
was dated snbsequently.(n) Such is not the case now, for 

(e) S. 12. 
(f) 46 & 47 Viet. c. 57· a. 12, as. 2. 
!rl) 46 & 47 Viet. c. 57, s. 12, ss. 3· 
(It) Jbitl. 
(i) lbitl. 
(/•) 48 & 49 Yict. c. 63, s. 3· 

• 

(l) Re SomorRet and Walker's Pntcnt, 
L. n. 13 Cb. D. 397; lle Johnson's Pa
tent, L. R. 13 ()h. D. 398 n. 

(m) 46 & 47 Viet. c. 57, s. 13. 
(n) .E:1: z;m·te Bates an•l Hr.•lgatc, 

I,, H. 4 Ch. 577, sSo; ~rr. p. 2Sr. 
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the patent of each applicant (if granted) must bear the date 
of the application, and consequently the first applicant is the 
one who gets the real benefit of the invention ; for where there 
is more than one patent for the same invention, anything done 

under those subsequently dated is an infringement of that which 
bears the earliest date.(o) Formerly, however, in cases where there 
was evidence of mala ficlcs the patent of a second applicant was 
ordered to be dated before that of the prior applicant.(p) The 
reason was that the Crown will not grant a second patent in 
derogation of its own grant, and the system of ante-dating 
enabled the question of validity to be decided in subsequent 
proceedings.(q) 

Forci91~ Application. 

In order to enable the British Government to join the " Union 
for the Protect.ion of Industrial Property," which consists at 
present of the following States Great Britain, Belgium, Brazil, 

• 

Spain, France, Guatemala, Italy, Holland and its East Indian 
Colonies, Portugal, Servia, Switzerland, Norway, Sweden, Tunis, 
the United States, and Mexico it is }Jrovided by s. 103 of the 
Act of 1883, as amended by s. 6 of the Act of I 885, as 
follows:-

If her Majesty is pleased to make any arrangement with the 
Government or Governments of any foreign State or States for 
mutual protection of inventions, then any person who has 
applied for protection for any invention in any such State shall 
be entitled to a patent for llis invention under the Act of 1883, 
in 1niority to other applicants ; and such patent, shall have the 
same date as the date of application in such foreign State : Pro
vided that his application is made within seven months from his 
applying for protection in the foreign State with which the 
arrangement is in force : And provided further that the patentee -
shall not be entitled to recover damages for infringements hap-

(o) Saxby v. Hennctt, L. R. 8 Ex. 
210. 

~;) Ex parte Scott nnd Young, L. R. 
6 Ch. 274; Saxby v. Hcnnctt, L.H. 8 
Ex. 210; Re Vincent's Pntcut, L.R. 2 
Ch. D. 341. 

' 

(q) E.-c parte Bailey, L. R. 8 Ch. 61; 
Ex parte Henry, L. R. 8 Ch. 167, 169; 
Ex parte Bates and Rcdgnte, f,. R. 4 
Ch. 577. 
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peiiing prior fo the dnte of tl1e nctnnl acceptance of his complete 
Rpecificntion. - · 

It is also enacted tltnt tlte publication in the United Kingdom, 
or the Isle of Man, during the above period of seven months, of 
nny description of t.lw invention, or the use t:herein dur~:gg_ ~uch 
petiod of t.he invention, slmll not invalidate t.he patent which 
mny be granted for tl1e snme. . _ . 

• • 

'J'he npplication for the grant of a 11atent under tl~e: a~ove 

proviF?ions must be made in the snme manner ns an ordinary. up
plication; nnd those provisions apply only in I he case of those 

• 

for1•ign Statrs witlt.rrspect to wlticltlter 1\fajPsty sltall, from time 
to time, by order in f!onncil, declare them to he applicable, and 
so long only in the case of each State, as the Order in Council 
shall cont.inue in force with respect to tlmt State.(1•) 

2Rfl 
• 

An Order in Council, made unde1• t.he nbm·e provisions, has a n.,trospectivc 

t • m t 'Th 1 J ]' 1 f elieet. of 0l'rlrl' re rospech\'C eut'C ·· us, w wre a prrson HIS app tee or a in 1 ~nnuril. 

pntent in a foreign Stnte or British possession to which the pro-
visions of s. io3 of the Act of I 883 hav<' ·not been extended 
nt the date of the application, he is entitled, during the period 
of seven months from tlw date of such application (if it is t1w 
first foreign application he has made), to a British patent·, hear-
ing the date of such application, if tl1r provi:;:ions of s. 103 of 
the Act of 1883 have been extended to such foreign State m· 
British possession before the expiration of Ruch periml of sevt'n 
months.( x) 

'J'he Act of 1883 further empowers lwr .7\fnjes~·.r, where it i~ 

mndr to apprm• to hrr tlwt t])(~ ]Pgi:;:lntuJ'r' of n.ny British pos:;:es
sion has made Ratisfactory provision for thl' proh•ction of inven
tions l)atentPcl in this country, by Order in Council. (to take effect 
aR if its proYif:ions lind been contained in tlw Act., and from the 
elate fixecl by tlte 01'<1er), to apply the above provisions with snclt 
variationfi m· additions, if. ::my, as to her ·Majesty in Council may 
!':eem fit; and it is lawful for h('r. ?.f njesty in f.Jonnri~ to re~.~l~~ :my -• • 

• • •• 

!':nch ~l'<1er.( 1) : - · : · · : : . . _ . . . . : .: :· .. 
A patent in tl1is country can .only be granted unc1ei· the pro- Pnt~ntee •m•J,., 

' ' f f J \ f 88 ] 1 J R. 103 of Art ol VIS lOllS 0 S. 103 0 t Je . .t ct. 0., I 3,. to t Je lJ.ei:~on W .10 tnS 1gg3, 
• • • • •• • • • • • . . . ~ 

(r) 46 & 47 Viet. c. 57, s:·roJ, (3) nntl (4). .. . · · · · · • . 
(.q) In the llfn!tcr·of.!Unin's Pntcnt, 7 P. O •. n. 13. . . . : . 
(I) ~6 & 47 V1ct. c .. 57, a. 104; RCC lntcrnntJonnl Con\'entJOn (sre Appcnrhx); · 

. -
• .. • 

'1' 

• 

,_ 
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actually made application for protection in the foreign State, ·and 
not to another 11erson on his behalf.(1t) . · · 

]l.foreover, s. · 103. of· the Act. of 1883 does not confei· any 
rights on a person making an application· for a British patent, in 

• • 

respect of an invention communicated to him from abroad. The 
rights conferred by the section are perso:tal, and intended to en
courage people who have invented abroad, to come to this countl-y 
and to make known their inventions.(:~;) 

In L'Oisean and Pie1'1'a1·d's ApJJlication, 1886, No. 12, 833,(y) 
the applicants applied for a patent for " automatic apparatus 
for subjecting the person to the action of electric cmrents,'' 
which was opposed by one Ecc1'itt, on the grouml that his prior 
application, in which his complete specification had been accepted, 
for a patent for "improvement in completing electric currents," 

• 

contained the subject·matter of the applicant's alleged invention. 
It appeared, however, that L'Oiseau and Pierrard had obtained a 
patent for their invention in France within seven months of 
their application in England, and on an application in France of 
earlier date than Everitt's application in England. L'Oiseau and 
Pierrard were therefore held entitled to an Englisl1 patent, under 
the .Act of 1883, and the Convention of 1884, to the disadvantage 
of Everitt. 

When a person on 8th February 1887 made an application 
in .America for a patent, which became abortive, and on the 7th 
September 1887 renewed his application, and then on 8th 
April 1 888 made an application for a British patent, under 
s. 103 of the Act of 1883 to bear date the 7th September 
I 88;, the Comptroller refused the application. The law officer 
reversed the Comptroller's decision, and ordered a patent to be 
granted, and dated the 7th September 1887, on the ground that 
the patentee had no subsisting rights under his abortive appli
cation in .America, of 8th February 1887.(z) 

• 

.A foreigner applying for a British patent under the provisions 
of s. 103 of the Act of 1883, must include in his npplicn-

• 

• • 
• 

(u) !n tho Matter ol' Shallenberger's 
Application, 6 P. 0. R. 550; In the 
Matter ofCuroy's Application, 6 P. 0. R. 
552. 

(~) In the Matter of Shallenberger's 
Application, 6 P. 0. R. 550. 

(y) Grill. L. 0. C. 36. 
(z) In the 1\Iatter of Van de Peele's 

Patent, '1 P,' 0. R. 69. 
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tion a declaration that ·the foreign application has been mnde,(et) 
and must specify the foreign States or British possessions in 
which foreign applications have been made, and the official date 
or dates theret::f respectively. The application must be made 
within seven months from the date of the first foreign applicntiou, 
and must be signed by the person or persons by whom such fh'st 
foreign application 'ms made. If such person, or any of f'nch 
persons, be dead, the application must be signed by thf' legal 
personal representative of such dead pt>rson, as well ns hy the 
other npplicants, if any.(b) 

~L'l1e application in the United Kingdom must be made in tht' 
Porm A2,(c) and must be accompanit>d by a Sjwcificnt.ioll. pro
visional or complete, together with 

( 1) A copy or copies of the specification, and drawings or 
<locmnents corresponding thereto, filed Ol' deposited by 
the applicant in the J>ateut Office of tlw foreign State 
or British possession, in respect of the first foreign ap
plication, dnly certified by the official chief or head of 

• the Patent Offict> of snch foreign State or British posses
sions, or otherwise verified to the satisfaction of tlw 
Comptroller. 

(2) A statutory declaration as to the identity of the inv~ntion 
in respect of which the application is made with the 
invention in respect of which the said first foreign 
npjllication was mnde, ancl if the specification or docu
ment corresl1omling thereto be in a foreign language, 
a translation thereof must be annexed to. nnd >erified 

' 

by such statutory cleclaration.(d) 
~linor clifferences of departure in an applicant's English speci

fication may be allowed, if the Comptroller aml law officer nt'l' 

enabled, by the agreed translation of the foreign specification, 
to conclude that the inventions referrecl to in the two documents 
are substantially tbe same.(,~) 

(a} "Foreign application'' means an 
apphcation by nny person for protection 
or llis invention in n foreign Str.tc, or 
D1·itish possession, to which by an or.lcr 
of l~er l\Iajestv in Council for the time 
being in force; the J>rovisions of ~. 103 
of tl10 Act of r883 Jun-e been ucrlnrccl 
applicable, sec P:ttcnt Rule~, 1890, r. 24 . 

• 

b) Sec r. R. I 8go, l'. 25· 
c) See Appendix. 

(d) Sec P. R. 18go, r. 26 ; for furl he1· 
uctnils as to practice on applications 
under a. 183 of Act 1883, sec rr. 27, 29. 

(c) L'Oiseau and l'ierrnrd, 1886, No. 
12,833, Grill: I,, 0. C. 37; In the Mat
ter of ~lain's Patent, 7 1'. 0. ll. 13. ·. 

• 

• 
• 
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When o. foreiguer 
0 

applies f01; an Ei1glish patent under the 
}Jrovisions ·of s. 103 of the .A.ct of i 883, his specification must 
not clitim ·any invention which is not, i'ncluded in his foreign 
}latent. The British SJ1ecification may contain a description of 
an invention not hicluded in the foreign patent, but the claim 
must be limited to the invention protected in the foreign 
Stat&. (f) 

-
-

E.dent anrl IJu .. ration of Letter.~ Patent. 

Every patent when Realed has effect throughout tlw United 
Kingdom and the Isle of l\Ian,(rJ) and the term for which every 
patent is g1;anted originally, is fourteen years,(!t.) which may 
however, in certain cases, be prolonged on petition to her 
:Majesty in Conncil.(i) 'l'he time from which a patent runs 
dates from, and includes, the clay of the date of the 
patent.(!.~) 

A patent is conditional on the patentee making the Jll'escribed 
payments within the prescribed times,(/) and ceases if he fail 
to do so.(m.) 

If, nevertheless, in any case, by accident, mistake, or inadver
tence, a patentee fails to make any prescribed payment within 
the prescribed time, he may apply to the Comptroller for an 
enlargement of the time for making that payment, and the 
Comptroller is required, if he is satisfied that the failure has 
arisen from any of the above causes, on receipt of the JWescribecl 
~e fot• enlargement,(n) not exceeding ten pounds, to enlarge 
the time accordingly, subject to the following conditions: 

(a) The time for making any payment shall not in any case 
be enlarged for more than three months. 

(b) If any proceecling shall be taken in respect of nn infringe
ment of the patent committecl after a failure to make 
any payment within the prescribecl time, ancl before 
the enlargement thereof, the Court before whicl1 the 
proceecling is Jlroposecl to be taken may, if it Rhall 

(f) L'Oisenu nnd Piermril's Applica
tion, 1886, No. 12,833, Griff. L. 0. (), 36. 

(g) 46 & 47 Viet. c. 57, s. 16. 
It) 46 & 47 Viet, c, 57, s. 17. 

• i) 46 & 47 Viet, c. 57, s. 25; Ohnp. Xl. .. 0 _ 

(i.) Russell 1•, J,cdsnm, 14 Ill. & W. 
574· 

(I) 46 & 47 Viet. c. 57, s. 24; P. R. 
1Sgo, rr. 45, 46 • 

m) 46 & 47 Viet. c. 57, s. 17 (2). 
n) See Appendix. 
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think fit, refuse to award or give any damages in respect 
of such infringement .. ( o) 

An application for enlargement of the time fot• making a pre
~;cribed payment nm~;t state in detail the circumstanc(;'s in which 
the patentee by accident, mistake, Ol' inadwrtence, has failed to 
make such payment, and the Comptroller may require the 
patentee to substantiate, by such proof as he may think necessary, 
the allegations contained in the application for enlarge
ment.(p) 

Whene\·er the last day for leaving any document, or paying a 
fee, at. the Patent Office falls on Chrh;tmns Day, Good l~riday, 

Ol' on a Saturday or Sunday, or on a clay obser,·ed as a 1wliday 
at the Bank of Englam1, or on any c1ay obserwc1 a~ a public 
fast 01• thanksgiving, the docmnents may bP lrfl, m· the fee may 
be paid, on the clay next following auy of th0se day~.(lf) 
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It' a patentee fails to make a pr(•scrihed paynwnt., whether he Hcvivnl or 
l b ' ] 1 f • 1 · • . llnpsed letters 1as o tame< an en argt>ment o hme 01' not, lll:i patent IS vou 1,11tunt. 

and can only be revived by a special Act of Parliament.('r) A 
S}Jecial act will most probably not be obtaiued tml(;'ss it i~ made 
clear that the renewal fees were not paid in consequence of the 
serious illness of the patentee,(~) and if a special Act is passed, 
it will most probably provide protection for persons who may 
have used tl1e subject-matter of the invention after the notice of 
the la}JSing of the patent.(t) . 

Under the Act of 1S52(n) ll'tters patent, obtained in tlH• 
United Kingdom for iuwntions already patented abroad, clidnot 
continue in force after thL· expiration of the foreign}latent. This 
provision was repealed hy the Act of I 883, but the effect of 
s. 1 I 3, which provides that the past OJwration of any Act 
rL'}Jealed shall not be afti•ctL•<l, is to rt'nder it still a fatal ob
jection to the validity of any patent in the United Kingdom, 
dated earlier than Jan nary I, I 884, that there was a prior foreign 

(u 46 & 47 Yict. c. 57, H. 17 (3) (4). 
(p P. R. rSgo, r. 49· 
(tJ 46 & 47 Viet. c. 57, s. gS. 
(r E.ff., Wright's !'a tent Act, 1884, 

Boult's l'ntcnt Act, 1885; Draclbury 
nne! I.eman's Patent Act, r884; Aulcl's 
Patent Act, 1885; Potter'~ Pat~nt Act, 
1887. See also Appendix A. to Jlcpo1·t 
of Select Committee on Potter's Patent 
Bill [H. L.], Skrivanow's Patent Bill 

• 

[H. L.] and nil bert noel Sinclair's l'a· 
tent Dill, [H. L. ]. 

(s) Sec Report of Select Committee 
on !'otter's Patent Dill [H. L.J, Skril·· 
anow's Patent Dill [H. L.], and Gilbert 
nnd Sinclair's Patent Bill. 

(I) lbicl.; Appcnclix A., Potter's Paton 
Act, 1887. 

(11) s. zs. 

• 
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patent for the same invention which expired before that 
date.(v) 

Confirmntion '£he Act of 1834 was repealed by the Act of 1883, but 'all 
of letters pa. • • • • 
te!!-t granted nghts and pr1vileges of patentees m respect of patents granted 
pl'lor to Jnn, I, • h A f b 1 
tBS~. }lrwr tot e ct o I883, were preserved y that Act, anc are 

• 

• 

still subsisting.(;,t:) One of the rights aml privileges of a patentee 
under letters patent granted prior to Jan. I, r884, the date on 
which the Act of I 883 came into operation, is that provided by 
the repealed Act of r8 34 ·viz., "If in any suit or action it shall be 
proved, or specially found by the verdict of a jury, that any person 
who shall have obtained letters patent for any invention or 
supposed invention, was not the first inventor thereof, or of some 
part thereof~ by reason of some other }lerson or persons having 
invented or used the same, or some part thereof, before the date 
of such letters patent, or, if such patentee or his assignees shall 
discover that some other person had, unknown to such patentee, 
invented or used thl' same, or some part thereof, before the date 
of' such letters patent, it shall and may· be lawful for such 
patentee or his assigns to petition his :Majesty in Council to 
confirm the said letters patent, or to grant new letters patent, 
the matter of which petition shall be heard before the JudiCial 
Committee of the Privy Council ; and such Committee, upon 
examining the said matter and being satisfied that such patentee 
believed himself to be the first and original inventor, and 
being satisfied that such invention, or part thereof~ had not 
been publicly and generally used before the date of si1eh 
first letters patt'ut, may report to his l\Iajesty their opinion 
that the prayer of such lletition ought to be complied with, 
whereupon his :Majesty may, if he think fit, grant such prayer; 
and the said letters }latent shall be available in law ancl 
equity to give to such petitioner tl1e sole right of using, 
making, aml vemling such invention as against all }lersons 
whatsoever, any law, usage, or custom to the contrary thereof 
notwithstancling: Provided that any person opposing such 
petition shall be entitled to be heard before the saicl Judicial 
Committee : Provided also, that any person, part.y to any 

(v) Seo as to effect of cases decided under Act of 1852, e. 25, I.awson, Pa:cut 
Designs nnd Trade l\Iarka Acts, 2nd ed. pp. 27 5, 276. · · · . · · · : · 

(.~·) In the Mutter of Brandor.'s Patent, 1 1'. U. U, 154• · ·· ··· · · ·. · · . . - . 
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former snit . or action touching such first letters. p~tent, shall 
be entitlell .to have notice of such petition before 11reseuting 
the same."(y) 

Since the Act of 188 3 came into operation no petition for 
confirmation has been presented under the above power. 

2oa 
• • • 

• 

S. 35 of the Act of I 883 enacts that a patent granted to ,\pplication in 

h J fi . . 1• ll b . l'd d b 1. fraud of truo t e true anct rst mwntor sua not e mva 1 ate y an app 1- and first in-
. • f: c1 f 1. • b . . l . b . d vcntor. catwn m rau o uim, or y prOVISIOIIa protection o tame . . 

thereon, or by any use or publication of the invention subsequent 
to that fraudulent R}lplication during the period of provisional 
protection. 

In the event of a patent being lost. or destroy eel, or its non- Duplicates of 

d . b . J fi } . ., , 1_ C totters pntcut. pro uchon emg accountect or to t w sahstachon of tlle amp-
troller, the Comptroller has authority at any time to cause a 
duplicate to be sealecl(z) 

• • 

lllustmtcd Jounwl antl R('jJOi'ls qf' Oases . 
• 

'l'lw Cornptrollet• is required to cause to be issued perioc1ically ~llustrntctl 
'II 1 • 1 f 1 . • 11 JOIIrunl ami an 1 ustratec JOtll'na o patentee mvcnt10ns, as w~ as reports reports of 

of cases decided by Courts of Law, and any other information cases. 

that he may deem generally useful or important.(a) The 
Comptroller is also required to keep on sale copies o£ the 
illustrated journal, and all complete specifications of patents for 
the time being in force; and to prepare and publish indexes, 
abridgments of specifications, catalogues and other works rela-
ting to inventions, as he may see fit.(b) 

Patent OJjicc Nuscum. 

'l'he control and mana
0
0'ement of the Patent :Museum is vested f1ntontomc~ " useum. 

in the Department of Science and Art, subject to such clil'ections 
as l1er :Majesty in Council may see fit to give.(c) 

(y) 5 & 6 Will. IV. c. 83, s. 2; '!'he 
following reported cases relate to Jlcti
tions P.rcscntcd uodorthis section, I cur· 
tcloup'e .Patent, I W. P. C. 553 i 
Wcstrupp and Gibbins' Patent, 1 W. I'. 
C. 554; Iu the )!ntter of Card'~ Pntcnr, 
2 W, P. C. 161 ; In tl1o Mnttcr of 
Lamenaude'H Patent, 2 W. P. C. 164; 
Honiball's Patent, 2 W. P. 0. 201. 

(z) 46 & 47 Viet. c. 57. B. 37 i P. n. 
I8!)o, form N, 

' 

(a) 46 & 47 Viet. c. 57, B. 40. 
(b) ibid. 'l'bc Illustrated Ofliciul 

Jotrrnnl, comprising l'Cports of the cases 
decided b>' tho courts of law, the Comp· 
troller, :.ml tho law officers, is at present 
published weekly. Cases decided bofbro 
the Comptroller or tho law officer ougM 
not to be cited before the High Court of 
Ju~ticc or the Court of Appeal (Siddell 
1•, Vicker~, 5 P. 0. H. 416, 4,36). · 

'(c) 46 & 47 Viet, c. 57; s. 41. ' 
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• • 

Register of 
l'att'Uts. 

• 
• 

::: The:Dep~tment o~ Science and Art may at any time require 
f!r:patentee to fu1'liish · them ·with a model of his invention on 

• • 

payment to the patentee of the cost of the manufacture of the 
uioden :the amount to be settled, in case of' dispute, by the 
Board of 'l'rade.(/) . 
• • 

• Reulstcr. of Patents . 
• . . 

'l'he Act of r88 3 (!I) provides that there shall be kept at the 
Patent Office a book called the Hegister of Patents, wherein 
shall be entered the names and addresses of grantees of patents, 
notifications of assignments, and of transmissions of patents, of 
licences under patents, and of amendments, extensions and revo
cations of patents, and such other matters affecting the mlidity 
or proprietorship of patents as may from time to time be pre· 
scribed. 

The Uegister of Patents is 2n·imc~ facie evidence of any matters 
by the Act directed or authorised to be inserted therein. Copies 

• 

· of elates, licences, and any of the documents affecting the pro-

'l'rusts. 

!tights of 
prop11otor. • 

prietorship in any letters patent, or in any licence thereunder, 
mu~t be supplied to the Comptroller, in the Jlrescribeclmanner, 
for filing in the Patent Office.(lt.) 
· It is providecl that former registers of' patents and of' pro
prietors shall be deemed llarts of the same book as the Uegister 
of Patents, kept under the Act of 1883.(i) 

No notice of any trust expressed, implied, or constructive
is to be entered on the Register of Patents, nor is any such 
notice receivable by the comptroller.(/.:) 

Where any person becomes entitled by assignment,, trans-
mission Ol' other operation of law, to a }Jatent, it is the cluty of 
the Comptrollet• on request, and on proof of title to his satisfac
tion, to cause the name of such person to be entered as proprietor 
of the patent in the Register of l">atents ; and the pet·son for the 
time being entered in the Uegister of Patents, as proprietor of 
a patent, has, subject to the provisions of the Act of 1883, and 
to any rights appearing from such registe1• to be vested in any 

(/) 46.& 47 Viet. c. 57, s. 42. 
(g) S. Z3· 
(II} 1'. 11., 1890, l'l'o 67-69. 

(i) 46 & 47 Viet. c. 57, s .. 114. 
(!.-) 46 & 47 Viet. c. 67, s. 85. 
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other person, powe1• absolutely to assign, grant licences as to, 
01' otherwise deal with the satne, and to give effectual receipts 
for any consideration tor such assignment, licence, o1• dealing: 
Provided that nny equities in respect of such patent nmy be 
enforced in like manner, as in respect of any other personal 
}>roperty.(l) . 

• 
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Where it appeared that, before the date of a 1mtent, the Ducuuwutti of 
, , , earlier llutu 

grantee and another person signed u document referrmg to than thu 
, d .1 I' , h 1 h' f t b }mtcut. certam propose uea mgs w1t t te owners 1p o J>aten :; to e 

obtained for a process said to be the invention for which the 
patent was granted, the Comptroller refused to ente1· thi::; docu-
ment on the Register of Patents, on the ground that it was 
dated before the grant of the patent, and this decision was 
upheld on motion to the court.(m) 

It would appear ti·om the judgment in In the Matte,· tif 
Parnell's Patcnt,(n) that there may be documents dated before 
the grant of a patent which ought to be entered ou the 

' regtstet·. 
A :fee of ten shillings is charged in respect of each. entry l:'ce. 

made in the Uegister of Patents,(o) and the procedure to Le 
observed on the registration of patent document!>, is regulated 
by the Patent Rules, 1890, 1'1', 67-69.(p) 

~'he Uecrister of Patents is at all convenient times open to the 1u~pcctiun uf 
c llc•is~ruf 

inspection of the public, subject to the provisions of the Act of Putcuts. 

1883, and to the prescribed regulatiou,(q) and any person re-
(ptiring it, may obtain, on payment of the prescribed fee, a 
certified copy, sealed with the seal of the Patent Office, of any 
entry made in the Hegister.(r) 

Printed Ol' written copies 01' ext-racts, purporting to be certified .~::,·htcucc. 
by the Comptroller, and sealed with the seal of the Patent Ofiicl', 
of or from patents, specifications, disclaimers, and othe1• docu-
ments in the Patent Office, and of Ol' from registers and other 
books kept there, are admitted in evidence in all courts in her 

(I) 46 & 47 Viet. c. 57, a. 87; 51 & 
52 Viet. c. 50, s. 21. 

(m) In tho lllatlcl' ot' l'arncll'd'atcut, 
5 P. 0. R. 126. 

(11) 5 1'. 0. H. 12~. 

' 

(u) Sec liHt of Ices, Allllcndix. 
Cp) Sec .Appendix. 
('/) Patent HnlcH, 1883, r. 75· 
(I') 46 & 47 Viet. c. 57, H. 88; 51 & 

sz Viet. c. so, t!. 22. 
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' . ' . ' . •• • Majesty's dominions, and in all· proceedings, without ~urther 

prC?of or production of the originals.(s) 

' 
•• 

• 

· A certificate purporting to be under the hand of the Comp
troller as to any entry, matter or thing which he is authorised 
under the Act of I 88 3, or any general rules made thereunder, 
to make or do, is zn·ima facie evidence of the ,:;,nti·y having been 

. _ made, and of the contents thereof, and of the matter or thing 

having been done or l•:f!i undone.(t) 
Power of tho 
Uourt 

• 

• 

'l'he Ceuri; is em1Jowered by s. 90 of the Act of I 883, as 
.-~mended by s. 23 of the Act of I 888, on the application of 
any person aggrieved by the omh:sion, without sufficient cause, 
of the name of any person, or of any other particulars, from the 
Register, or of any entry made without sufficient cause in the 
Register, to make such order for making, expunging, or Yarying 
the entry as the Court thinks fit, m· the Court may refuse the 
application; and in either case may make such order with respect 
to the costs of the proceedings as the Comt thinks lit. And tl1E' 
Court has power, in any proceeding under this section, to tkcitlc 
any question that it may be necessary or expedient to decide 
for the rectification of the Hegister, ancl to direct. an issue to be 
tried for the decision of any question of fact, ancl to award 
damages to the party aggrieved . 

• 

Any order of the Court rectifying the Hegister must direct that 
due notice of the rectification be given to the Comptroller.(u.) 
Where an order has been made by her 1\Iajest.y in Council 
for the extension of a patent for a further time, or for the grant 
of a new 11atent,(,1;) or where an ordE-r has been made by thE' 
Court for the revocation of a }latent or the rectification of th£1 
Register under s. 90, or otherwise affecting the validity or pro-
1}rietorship of the patent, the person in whose favour such order 
has been made is required forthwith to leave at the Patent Office 
an office copy of such order. 'fhe Register will thereupon be 
rectified, or the Plli1Jort of such order will otherwise be duly 
entered in the Register, as the case may be.(y) 

It is submitted that the Act of I 883 (z) gives the Court }lower 

(s) 46 & 47 Viet. c. 57, s. 89. 
· · {t) 46 -& 47 Viet. c. 57, a: 96. 

(rt) 46 & 47 Yict. C; 57, s. 90, ~s. 3· 

(x) Chap. XI. 
(y\ P.R. 1883, r. 71. 
{.::) s. 90· 

-
.. 
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to expunge any entry fi·audulently made on the Hegister, and to 
enter any facts relative to the ownership of a patent, but not 
any legal inference to be drawn from these facts. It was helcl 
that the corresponding section of the repealed Act of 1852,(a) 
gave such power to the :Master of the Rolls alone.(h) 

An appeal lies from any order made by the Court, OJ' a Judge 
for the rectification of the Uegister,(c) though formerly there was 
no appeal fl'om the decision of the Master of the Rolls. 

If any re~tification of the H.egister of Patents is required in 
pursuance of any proceeding in a court in Scotland or Ireland, a 
copy of tl1e order, decree, or other authority for the rectification 
must be served on the Comptroller, who is required to rectify 
the Register accordingly.(d) 

2!J9 

It is a misdemeanor for any person to makl', or cause to be ~listlcmeauor. 
made, a false entry in t.he Hegister of Patents, or a writing f'alsely 
purporting to be a copy of au entry in such Hegister, or to 
produce or tender, or cause to be proclucecl or temlered, in 
evidence any such writing, knowing the entry or writing to bl' 

false.(c) . 

(a) R. 38. 
(b) Re l\Ioroy's Patent, .25 He:w. 581 ; 

R~ Green's Patent, .24 Dea1·. 145; llc 
Horsley and Knig!Jtort's Patcut, J;, H. 
8 Eq. 475; Rc llcrdrm's Patent, L, R. 
20 Eq. 346 • 

• 

• - . . ' . . • 

• 

• 

(c) lle ~lorg:m'a Patent, 24 W. H. 
245; Re llfycr's Patent, W. X. 1882, 53, 
76. 

(cl) 46 & 47 Yicl. C, 571 S, II J (2), 
(I.') 46 & 47 Viet. c. 57· s. !)3· 

• 

• • • 

• 
• • 

• • .. . . . . . . 

• 

.. . 
• 

' 

·' 
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!tights of au 
author. 

Hi~;hts uf au 
iun·utua·. 

• 

Difference 
hetwceu 11 
literary com
position and 
au invention, 

CHAPTER VIII. 

ASSIGNl\IENT OF LETTERS PATENT. 

NATURE OF LETTEHS PATENT POWE!t OJ.' ASSIG~liEN'l' ItESUI,T Ol' 

GRANT AssiGNliEN'l' uy DEED AssiGNllEN'l' uy Ac•1• AND 

OPERATION o~· LAw. 

'rHE author of a literary, or musical, comJlosition actually creates 
the work which is t.hc produce ;.:,£' his nwntal labour. The law 
recognises that he has as much natural and moral right to the 
results created by l!is ml>ntal exertions, as he ha:; to the proceeds 
of his manual industry, and, imhpcndcntly t!t' any yrant from. tltc 
01'0ll'n, gives him an exclusive copyright in his book, or musical 

• • compos1t10n. 
It cannot, however, be contended that au inventor bas any 

natural, or even moral right in his invention, for he does not 
create in the same sense as an author does. 

In the case of a book, thr rrsult of the author's skill and 
industry has no l'Xistrnce before the author commits his thoughts 
to paper; but in the case of an invention, in the 1mtent law 
sense, all that the inventor does is to make use of natural laws, 
which must necessarily have been pre-existent, though per
haps undiscovered, anu, by a new application of them, produce a 
manufacture or article of commerce, which has E>ither not bel'n 
produced before, or not been produced in the s11me way. 

'rhe distinction b£>tween the production of a great literary 
com1Josition and the discovery of a great inv£>ntion, is madP 
apparent by a contrast of a play of Shakespere Hamlet, for 
instance with a world-revolutionizing invention, such as the 
steam engine of Watt. Had Shakespere never written Hamlet, 
it is practically certain that the play would never have existed, 
and the literature of the world would, undoubtedly, have been 



ASSIGNl\lEN'I' OF LE'l'1'ERS PATEN~!~. 
• 

the loser; but J.w~.1 Watt never lived, it can scarcely be doubted 
tl1at the vast superiority of the plan of condensing the steam in 
a steam engine in a separate ,·essel, instead of in the cylinder, 
would have been percei,·ed and communicated to the world by 
some other inventor. 

301 
• 

It is evident that an inventor merely produces a new art; The law onlv 
• t' f 1 l' • f • 1 • • h h gh·cs u.right cons1s mg o a nove app watwn o previOus y ex1stmg, t oug in nn invention 

it may be undiscovered, physical laws to the production of a on romliti.,ns. 

new article of commerce, or of an old article of commerce in a 
new manner. The law does not recognise any natural, or moral, 
right in the inventor to the exclusive use of the invention, and 
will not, except on certain conditions, attempt to guarantee lJim 
a monopoly in the profitable exercise of it. 

The conditions upon which the law will secure to an inventor 
an exclusive property in his im'ention for a limited periocl m·e, 

• 

as we have seen,(a) tluit he shall disclose the secret of the 
invention, so that the 1mblic may enjoy it after the expiration 
of the patent; and also that he s1Jall describe the best means 
known to him of performing the invention, in order that the 
public may enjoy it to the same extent as the patentee himself, 
when the term, for which the patent is granted, expires. 

1'he inventor may perhaps be able to keep tlw invention a Kee~ing in· 

f J a k ·a bl fi b . b \'cnhon secret. pro ounct secret, an . rna ~e consr era e pro It y rts use ; ut 
there are very few inventions, producing valuable results, which 
could be worked long without the method, by which the results 
are arrived at, becoming matter o£ public knowledge, in which 
C\'ent the law will not prevent any mem1)er of the public from 
exercising the invention for his own gaius, provided l1e lms not 
been guilty of a breach of trust.(b) Undoubtedly the man who 
makes a useful discovery, or im·ent.ion, and communicates it to llPn~on why 

1 bl ' • b f l . . b I l . the lnw cr~ntcs t 1e pu IC IS a ene actor; am 1t rs ecause t 1e aw recogmses n l'ight in nu 

th. 1.' t 11 tl J • b'l. f • t] c1 iuYention. Is JaC , as we as 1e {lesrra !.tty o encouragmg 1e }Jro nc-
tion of useful inventions for the public good, that it guarantees 
to the inventor, his executors, aclministrators, a.ml assigns the 
sole privilege of making, using, exercising, and vending the 
invention within this realm for a definite period, by means of a 

• 

a) PP· 183, 256 rmte • . 
b) Yovatt v. Winynrd, 1 J. & W. 394· • • 

• 

• 

• 
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.LET'I:ERS · PA'l'EN'l' FOR INVENTIONS. 
• 

·gmnt of letters patent from the Crown, on condition that the 
·inventor discloses the best means known to 'him of performing 
the invention •. 

If an inventor endeavours to work the invention in secret, 
the law will not compel him to disclose it, but, if it does leak 

out, it can never afterwards form the subject of a grant of letters 
patent, and the inventor cannot claim any monopoly or acquire 
any right or property in it of any natnre whatever, which thP 
law will protect. or recognise. 

One illYentor has no natural right to prevent. another frotH 
making tlw sani.P invention, and dPridng profit therefrom ; tht• 

law only allow~, as we haw seen,(t·) the gt•ant· of a monopoly in 
i'IH' invention for a JimitNl period to thf' fi1•st and tl'llt' inventor, 
i.e., the inwntot• who actually jh# comnumicah•s a knowledge 
of it to the public. 

In (/(fnha.m. y, .Tmlt'.~ (d) thl• plaintiff a,;; the proprietor 

of a rPceipt fill' 1'Jw ]ll'l•paration of a certain wgetab]e 
syrup, which had been lwr1uenthed to him by n }ll'rson named 
Swain son, who pnrchasL•d it from the htvPntor, sought to restrain 

the cll'fendant from selling an article under the same name a.R 
the plaintiff's. Sir 'J'homns ]1lnmer, V.C., gn.\"c judgm€'nt in 
favour of the defendant, and used the following words "'!'his Bill 

proceeds upon an erroneous notion of l'Xclnsive }lroperty, now 
subsisting in tltis meclicine, which Swainson having pnrchasccl, 
had n right to dispose of by his will; and, as it is contcncled, to 
giye the plaintiff the (•xclusivc right of sale of. If this claim of 
monopoly can be maintained without, any limitation of time, it 
is a much bPttf'r rig!Jt than that of a pntc•ntN·; but the violation 
uf' right, with which tlw defendant is charg€'d, dot'S not fall 
within the c::ses in which the Conrt hns restrahwd a frnmlnll'nt 

attempt by one man to invml<' another's pro1wrty to appro
priate the bt•nefit of a valuable interL•st in the nature of a good

will, consisting in the character of his trade or production, 
establisl1ed by imlividnnl merit; the other representing hims(•]f 

to be the same person, am1 his trade or production the same a~ 

in llO[JlJ \'. Kir'b,tJ,(l') combining imposition on the public with 

(c) Chnp. I. (d) 2 Y rR, & B 218. (e) s v~s. :!15. 



ASSIGNMEN1.' OF LE1'1'ERS P.A.1'EN'l'. 
' • 

injury to the· indiVidual. This is not that sort of case.· ·The 
observation is correcf., that the Bill stating the defendant's 
medicine to be spurious, asserts it not to· be 'the same as the 
plaintiff's. 'rhe defendant does not hold himself out as the 
representative of Swainson, setting up a right in that. character 
to the medicine purchased by him; but merely represents that· 
he sells not the plaintiff's medicine, but one of as good a quality. 
He is perfectly at liberty to do so. If any exclusive right in 
this medicine e\•er existed, it hns long expired. The foundation 
of this Bill therefore, the exclusive right asserted by tlw plaiii
tiff, failing, all the conseqnentinl w·lit·f fall I'; with it ; nnd 1 he 
demurrer must be allowed." 

If a discoverer keep his invention secrc·t, not only does he mrcct of keep-
• • 

run the risk of losing the monopoly of it by nn inadvertent ~?~,ns~:.~.~~n-
disclosure, but he puts himself in an evident position of dis
advantage, if he should wish to dispose of it to another person, 
for the Court could not decree the specific pPrformance of au 
agreement for the sale of a secret invt>ntion, or prevent the 
disclosure of it. Either it is or it is not a secret. If .it is . • 

• 
·what means has the Court of interferin!!'. so as to enforce its 

~ .. 
own orders ? If it is not, there can be no ground for inter

fering.(/) 
l\foreover, it would be useless fo1• the Court to grant an in

junction to restrain the 1mblicntion of a secret, for there would 
be no nwans of determining whether the injunction had been 

violated or not.(!/) 
• 

In n. case (II) where the plaintiff sought to restrain the de- Court will not 

l ~ . . l f . . nltcmpt to pro-
fenc o.nt , rom commumcatmg t te secret o prepnrmg a certnm teet scc1·~t 

medicine, Lord J~Jdon, L.C., said, in clissoldng an injunction ust's. 

which had bcc·n obtained: ''So far as the injunction goes to 
• 

restrain the defendant from communicating the secret, ou gene-
ral principles, I do not think the Court ought to struggle to 
protect this sort of secret in merlicine. The Court is bound, 
indeed, to protect them in cases of patents to the full extent of 
what was intended by the grant of the patc>nt, because the 

(.f) v. James, 2 )!er. 446, ju<lgment of Lord Eldon, I..L'. 

K v. Williams, 3 :ller. 157· 

• 

' 
• • 

• 
' 
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}Jatentee is a purcltns£>r from the pi.tblic, and 'bomid to commu
nicate his Recr£>t to tlte public at the t:'xpirntion of the patent. 
Then whetht:>r thiR principle can be extemlrd to Ruclt a case ns 
this whether a co11trncting party is entitled to the protection 
of the Court., in the exercise of its jurisdiction, to· decree the 
spt:'cific llerformance of agreements, by rt:>straining a party to 
the contrnct from divulging the secret he hns promised to keep, 
that is a question which would require very great consideration. 
But the prt-sent case is not one which calls for the determina
tion of it. If the defendant has already disclosed the secret the 
injunction can be of no use. . If he only threatens to disclosl'1 it 
thus hL'COllH.'S necC'ssmy to look nt his affidavit; nncl by that he 
in~ists thnt what ltf' has to disclose is no secrC't nt all then 

• 

how is the Court to try this question ? Or what cmi the Court 
do with the ca:-P altogl'ther ? " 

Monopoly hns ThP. monopoly created hy th<' grant of leth'l'S pah'nt for n 
nxi~tmtee only limih•d IJeriocl, is the onlv ri!!ht or }lrOJlerty which the lnw by vir! no of J ~ 

:!~~c~~;!~~~1 t, r£>cognisl's an inventor ns possessing in his invention ; and the 
sole m· exclu!'ive privill'ge of using the invention which is vested 
in the pat<'nh'i.' by tltC' patent has existence only by virtue of 
the grant. 

Int.t'l·rst of in· 
•;en tor in nn 
in\·cnt.ion for 
whi~h he in· 
tr.mls to npply 
for lettrrs pn· 
tr•nt. 

'fhl' priYih'gl' is a mere nakecl right ve::;ted in the patentee, 
and it would not be assignable unless the letters patent e:\"}lressly 
mad~\ it so, for it contains no property within itself making it of 
nn assignn blL' naturC'.(i) 

Notwithstanding the fact that, an invC'ntor has no property in 
hi::: invt:'ntion, uniC'ss and until it is mnde the subject of a grant 
of lettC'rs pntC'nt, hP hns such nn interest in an invention for 
which he inh•mls to take out a 1mtent ns to be able to make and 
Pnforce an ngreC'mL'nt concerning it.. 'rhus, in the case of Smith 
v. JJicl.:inson,(l.·) it appE>arecl thnt the defemlant had, in fraud of 
tht:> plaintiff, ohtainf'<l a patent for nn invention which had bE>L'n 
communicated to him by tlte plaintiff umler an ngl'eC'ment, 
wherf'by the defC'ndant. undertook not to avail 1li!JlsPlf ot' t:tke 
nny nclvnntagL' of such communication, ·uml_~i· the pennlty of 

• • 

i) Duvcrgicr 11. Fc11owR, 10 n. & C. 829. 
/i) J lloR, & l'ul, 6JO.. . . . .. ; • • 

• 

• 

• 



ASSIGNMENT OF LE1"l'EHI:l PATENT. 

£rooo, am1 the Court lwld that tlw plaintiff was entitled to 
maintain an action for thP brNtch of this agt'l'emcnt.(/) 

According to the law as it at pr<'sent stands, PVl'ry patent for Form of letters 
• t' t l b tl C . 1 • I pntcut. an mven 1011 gran ec y 10 rown 1s mncte m t w form pre~ 

sm·ibec1 in tlte first scheclnll' to tlw Jlntt>nts, &c., Act of r 883. 
Eight forms, which nrc moclificntions of the form in th0 schetlnic· 
to the Act of 1883, to meet special circnm:>tnnces, nrc at presl'llt 
in use in the Patent Office.(m) Tlw form in tht' schedule to 

the Act of 1883 grants to the pah•nkt• thC' royallicencP, ''full 
power, sole privilc•ge, and authority, that. the said patenteP, by 
himsdf, his agents, or licensl•es, and no oth(·rs, may at all times 

hen•after, during the continuance of the term of years herl'in 
mentioned, main', use, exercise, and \'end the snid i1wt>ntion 

within our United Kingclom of Great 131-itniu nnc1 Irdnnc1 
and Isll' of .l\[an." By a previous rC>citnl, the term "pntc·nteP," 

:tf; nsl'cl in tht• lettC'l'S patPnt, if' expressly c1efhwc1 to l11l'n.ll the 

g'l'antt'C', his ('Xecntors, administrators, nm1 assignees. 
'l'hus, the authority by which a patt>nt right is cre:1h·d A"i;::u:thilit,,·. 

invests it with the quality of assignability; nm1 tht'l'C is now no 
limit to the nmnbcr of persons to whom it may hL' asf;iglll·d, 

though fol'!lwrly it was mnc1e a condition that tlll' grant should 
become void if tlw patent lwcnmc vested in more than a spt·ci-

fied number of assignees. 
'· 

An nssignnwnt may be mncle to a body corporatC>, and f ht> I:"'IY ""~'-
. . I 1 b l 1 ·1> . f pumr, .. boc1y corporate lS Pnht t•c to e rnterec on t 1e . ll'gtsh.>t' o 

Patents as thl' propril'tor in its corpornh• nnnw.(n) 
Pl't•vious to the Act of r883, a pnh•nt. in t1w unitPc1 Kingdom, P:tfeuts pl'iot• 

• f • • 1 • 1 1 1 b 1 b ] to .Tau. 1>1, m re~;pt>ct o an mveuhon w nc 1 HlCt een pnh·ntt•t n ronc, was 188~. 
ouly ntlicl for so long as the foreign patent rt·mninecl in f\)]'ce.(v) 

RinCl' the Act of I 883 cloes not :tffect the past opt'l'ation of any 
n•pPalt•c1 Act,(Ji) it is nclvisnblt~ Jor an assignee of a l3ritish 

patent of earlier elate than the rst January 1884, in respC>ct of 
an invention previously pntentPC1 ab1·ond, to ascertain that the 

foreign patent was in forct.' on the dntl' of tlH' assignment, nncl 

to keep it on foot subst'qtwntly. 

(I) Sec nlso !lrcDougnll v. P:ut!ngton, 
7 1'. 0. n. 216. 

(m) See Appendix. 

(n) r. n. 1890, 1'. 72. 
(o) 15 & 16 Yict. c. 83, s. 25. 
(!•) ,16 & 17 Yict. <:. 57, ~. n:;. ,. 



,:."~' -- -.- ... -···. . -
,<'v'•,r-•• · .. :,•," '•' ....... " •'' • ,\ .' .li"; •n '• • .,., ... ' -, . 

• ••I"· ' ' '•', ' ' .', ""''''·' . •' 

• 

' -
. . . 

• 

• • 

• _,,, ........ ,. 
·, ... ··~·-·· ..... '• . . '. . . ~ . •• ' . . . . ',. . . . . . ' . . ' . 
. ,,.. 0{).1• 
:.·;·: .. :; •. t: ' 

' ' .. . 
' - ' ' -

-

' 

Aasignment 
.fol' n diRtriot. 

• 

:\ "'Sif.rlllHPB t 
111:1\' h·· h,· • • •lr.c)d or at•t 
awl op.-\r:1tio11 
t)f l:ll\', 

nt\i'!tl IWI'I':-'• 

r-:.:n l'\' • • 

Xn partirulnr 
form. 

• 

Con-.iclt'rnt im1. 

Assi~tllnf'nt in 
•·nn•i•lrm tinn 
nf n l'nvnlh·. 

• • 

LE'l'TERS PA'l'l~N'l' FOR JNVEN'l'TONS. 
• 

.A pntehtee mny nssign his 1mtent fot· any place in a part of 
the United Kingdom or Isle of Man ns effectually ns if the 
patent were originally granted to extend to that. place or pnrt 
only.(q) 

A deed of n!"signnwnt. tin• a district !"honld rontnin n covenant 
on the part of t-he assignor to pay tlw renewal ft•es within 
the pt·escribed tinws. ancl to give dnP notice to his co-owner 
of every snch pnymPnt when mnde or 1wrmit him to pny 
the same, nncl to repay the sums so paid on demnnd, and 
until n•payment to charg-e them~ togethf'r with intt·rc·st, on hi~ 
shme in the patent.(r) 

A patent rig~ht may lw assigned hy dt•t•cl h~· the pnh·nteP, or 
h~· net nncl OJWmtion of law. 

'l'hon,gh tht• !t'1tf'l'S pntent. provid" thnt n liet·nct• to usP thl' 
im·enl'ion mn:-;t hP nm1Pl' thl' hn111l nncl !"t•nl of tiJt• patt>nh~(·, 

thPy do not spPrify nn~· pnrt-irulnt· form ot· mnnm·r in wltich 
n!'i;;ig-nmt•nts lll't' to lw mnd... It is. howt'\'t'l', ltt'cessm·y thnt 
tht> g'l'llllt of Jt.ttl'l'S pntent slwlJ lw undl'l' St'al,(-~) nncl it is n 
rnlt> of lnw that thing-s whirh cnn on!~· ht• ,!.!'l'nntt·cl or ct•eatt·d 
hy dePd lll'f' assignahle only by rlt•Nl.(t) 

Tn thf' worils of Lord Ellenhorongll, C .. T. (u): "If tht> licenrP, 
whirh is tlw lei'ser thing, mnst he in writing, ri jiu·tim·i, the 
nssi~nmPnt, wlticlt is thP grt'ntet• thing, mnst nlsn h ... " 

No pnrticnlnr f•.H'Iil of' wol'lls is nert·ssm·y to t•fil·C"t nu nsf<ign
ment of n patent. right, 111 1: it. has bt'en lu·ld that wht>rt• 
n patt•ntee has covl'nnnted, unclt>r his hnncl and sen!, to 
nssigu n pntPnt upon the happening of a certnin P\'ent, the 
rownnnt, on tht' hnppt>ning of the P\·ent, nmonnts to nn nrtunl 
nssi.u·nmPn t· .(:•:) 

As the assignment of a g-t·aut of J .. ttt•J·s pntC>nt is hy dt•i•d, no 
considt>rntion JH'C>cllw !'itatPcl. 

Rometime:; pntPnts nrP assigned in consiclt>rntion of n. roynlt~· 

reSPI'\'t-'d to tin· nssignor, and wlu·re :;uch is the cn!"e, it is not, in 
the nhsPnCP of' eo,•ennnt:; tn thnt t>fli·rt, ohligntm·~· on tlH' pnrt· 

::,,) 46 & 4i \'i.·t. "· 5i· "· 3(i. 
(r) :-irt! ::\lol'l'is' P.tt0Hfs ( 'on\'(•.\'all· 

('illJ:r. I'· 116. 
:_.<) I 'o. l}tt. 9 \,, lj2 a: ~ltcp. Tuw·lt. 

~29-23 J. 

(1) 3 l.'n. n. 63 n, Linc~oln f'nll. '-'"'· 
(11) l'nwer 1', Wnlkcw, 3 :\[. & W. 9· 
(.>·) Cn1·twright l'. Amatt. 2 ]loq, & 

l'nl. -l} . 



ASSIGNMEN~' OF UO:'l"l'~JRS PJ.1'EN1'. 

of the n.Rsigner to .pay tlw clutieR necessary to kerp the pnt<:mt 
on foot. 

'l'hns, in Jtt~ Jlalhm,lf und },'/,·,·t rit! AJIJII itwt·i·.~ Unmpa11lf (11) it 
nppC>ni'f>d tlwt on the snh· of n pnh·ut b~· tht> patentt'PS to tlrt• 
com11any a dc'Nl of nRRig-mHeut wns c•xw•ntt'd hy tht• Jlnl'tieR. hy 
wlJich, after n recital that tlH' pnt('J}tel'R hncl agreC>cl to Rt>ll the 
pnh>nt to t]w compnny for £250, ·' nnd fiw tlw other considem
tionR hert>in appearing," the pah·ntees aRsigtwd the patent to 
the compnny absolutely, and nfter cort>nants for title by tl1e 
pntentef's, inclncling n con-nnnt for quiet l'njoyment of the 
patent " during- t IH• time :m hsisting t hert•in," the compnn~· 
rn\·rnnntf'cl to pny to the pnh>ntees a royalty few f>\·c·r·y article 
which Rlwuld bt> mnnufhctnrt'cl m· Rnld J,y ll~t• comv:my nnder 
1 ht' patent "while suhRisting-." nnd aiRo a propor·tio11 of 1 Ill' 
profits arising fl'Cllll tlw mnnnf.'lcturc or Rnll' nncl fmm licenceR 
grnntecl fill' t]H• mnnufnctnrt' or Rnle of m·ticlt'R to lw mnnnfnc
tured nn<lt•l' 1 he patent " while subsisting." 'l'h(· dl.'ed con
tained no PxpreRs rownnnt hy thf' rmnpnny to kN·p tlw pntc·nt 
on foot OJ' to mnnnfhrtnrP m· Rell articles nndt'l' t ht> pnh·nt . 

• 

On th•· r·xpimtion of tlw lil'i't fi.llu' yt•nr~; of' th•· pah•nt, tht' com-
pany duly pnitl th•· tiJ'i'l l't'llt'Wnl t'•·•>, hut on tht' r·xpirntion nf 
tht• fifth ~·~·m·~ hy inncln·J·ft·nct', omittl'd tn pny thr• :-;,'COJHl re-
1\l'Wal t\·t>. nml ron~rqnent 1,\' the pnh·nt lnpi-;t'll. .Aftc·r nn in
dlectnnl nttt•mpt to ohtnin a pr·ivnte .Act nf ],nrlinm.:·nt to rt'·riw 
tlw patent, the ('olllpnuy pni-;:-;l'l1 l't'RCt!ntinn>; fm· a voluntary 
winding up, nnd t lw pnh·ntt•t•H tht•rt•upon f;t•nt in a claim for 
tlnmng-t'R fin· thP lor-:i-;, through tlw l:rps.-· ot' tlw pntt·nt. of the 
mynltir•:-; w·sern·<l hy tht• ai'r-:ignmt•nt, <'f•nf••mling that a rnre
n:mt t.) kt•t•p tht• patent on foot r-:hould l11• implit'll in the 
nr-:siunnwnt. 'l'hc• I 'olll't. hoWf'\"t'l', lwl<l tlwt no r-:11C'h t•orrunut • • 

c'clldd ht• illlplit•tl; and that. 1'\'f.'ll if' it could, tire• pnh·ntt•l'S conlcl 
not obtain mOI't~ t lw11 nomi11nl llamag-t·~, tilt' t•nmpnny ht·ing
nncl"'' no obligation. f'XJll'l'~S or· i111pli•·<l. to Jil:lllllfnrhm~ tire 
vatc·ntt•d nr'ticlt•!'. 

307 

'l'lw Nt•rJ•etm·~· of Stntl' fi)l' \\'nr i~ t'llljlO\\"<'I'ed. t•ithc·l' tiw or ~··rrrtaryn.l' 
, • • • !'tnt~ fo1• \\ :tl', 

witlrnut· \':tlnaule cnni'rtlemtwn, tn llCC(Illl't• !Jy n:;::::lg'llllll'llt to 
him~t>lf. on hehnlf f•f ht'l' )fnjt>:;:ty. nil t h .. J, •. ,wfh of' thl· in\'1'11-

',!t I.. J: . .;S Ch. I'· 5!./i· 

• 
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J,E'l"fERS P A'l'EN'l' FOR INVEN'riONS. 
• 

tion and of any patent obtained or to be obtained for any im
provement in instruments or munitions of war ; and where any 
such assignment has been made to the Secretary of State for 
'V nr, he may at any timt> before the application for n patent for 
the invention, or beforE' the publication of the f:Jll'cificntion or 
spE>cifications, certify to the Comptroller his opinion that, in the 
inh11·ests of the public service, the particulars of the inYention 
and of the manner in which it is to be Jll'rfnrmC'd shonhl he 
kept SC'Cret ; and if the Secretary of RtatP for "rat· so cC>rtifics, 
the specifications of the itn-ention will not be published or open 
to public inspection at any time without. tht> sanction of the 
Rt'cretnry of Stnh• fo:· War.(.:-) 

The equitable interests of n licensee in relation to tltf' di!':trict. 
compri~l'd in tIll' licence n.re co-extensive with those of the 
gt'filitee m· assignee of' tlw letters pah'nt, yd his legal titlt• is 
wry difft·rt•nt. Though an l'XCinsin· lic,•nst•t• mny 1wrhaps sne 
in his own nn.mc foi· infl"ingementf: (11) Ill' cannot npply to amend 
the !'lpccificntion or obtain an t•Xh'nsion of the pntl·nt, and n 
ml•rt\ lirt•llSl'C i~ not ablt· to :<Ht' tin· infHng .. ments in hi:- own 
n:une. 

Assi~;nnwut or Bl'fore till' passing of' tlw Act of I 883 it was not uncommon 
difft•n•ut iu-
wutiuu< in- to inclmlt• mon· than ont• in\'t•ntion in a gt·nnt of' ll'tters pntl-nt, 
dutlt• iu 0111• b · · f f' • · "1 1 J 1 ~mui or ll'lh•rs nt thl' practtct• IS not ~o t'l'C(IIl•nt now, or 1t IS prone l't JY t wt 
pal•·ut. Act (1,) tltM l'Vl'ry pn.knt shall lw grantl'tl for ont_• iHVl'Utiflll onl~·, 

hut may cuntnin lllot'l' tha11 Ollt' claim. 
It is, hO\\"t•vt·r, tlt•clnrl'd (h) that it shall 11ot lw compl'tt·nt f(w 

any ]Wrson in mt action or otht•r proc••,•ding to takl' an~· ull,it•ct iou 
to n. patl'ut on till' gt•otmd that it comprist•>- mol'l' than ont· 
inn·ntinn. It is consl'C!IIPntly pof'sihll' that a pah•nt grnntt·cl 
Hlldt·t· th•· prPSPllt prncticl' nut~· cnmprisP mort• than Cli!P in-

• n·nhon. 
If t Jt,. pnh•nt COillJll'if't· two or mot'l• in\"l'ntions f:t•parah' nml 

tlisti11ct in tiH·it• nn.tnrt·, valid nssignnwnts may bl' mmlt• of' till' 
difft'l't'Ht parts of thl' pnlt•nt to tlifti.•rl'llt lll'rf'ons, all(l it is com
pl'lt·nt to th•· nssi.!.!nt•t· l>l' n S•·pnrah· and distinct portion of' n 

\:) ~cc 46 & 47 \"ict. c. 57, s, 44• 
:al p. 339/Hl.~l. 
,b) 46 ,~ 4i Yict. c. 5i· H. 33· 
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ASSIGNMENT OF LE'l'TERS PATEN'!'. 

patent to sue for an infringement of that. part without joining 
one who 11118 an interest in another part., t l1e damages recovered 
in tlw action accruing to tlw fornwr almw.(c) 

30!) 

A patl'nt. may bP assiO'Ill'cl to difft•rent pt•rsons in different A6si.gnmcnt of 
"' pol'hons. 

portions as joint. h•nants, Ol' as tenants in common.(d) 
'Wh«'n a share in a pal'l'nt is assignea, it, is advisablt• that the Covenants. 

' 

dP<'d of assi!:,"Unwnt should contain cownauts binding not only 
tlw pnrtil's, but all fnlm•t• owners, to account to t>ach othl'r for 
the profits madt• by tht•Ju reS}Jectivc·ly, and to gmnt, or concur in 
gmnting, licenc(·s in a lllannl'r prt•scriht•tl(t') A dt•ccl of' assign
nwnt of a slmre of a patent should also contaiu a co\·enant by 
tlw assigne·~ to perform and obser\'t• tht• stipnlatiom; (if any) 
which bind the assignor and to indt•mni(y him from future 
b1·eaches thel'l'Of; (/) and each o\\'lll'r should covenant to pay 
his proprr proportion of the renewal fees, and should chm·ge 
his share in the patent with the payment of any moneys which 
may be paid by any othe1· owner on his behalf iu thi~ rt•::opccL(!J) 
'l'ltt•re should also be a pro\'isiou to the etlcct that licenct·s should 
})I' gt·antt·cl by the co-owners jointly, ana that all benefits. m·isiug 
thercfi'Om :-hould he shared by such co-owners in pi'Oport ion to 

their shares.( It) If a deed of assignment of a share of n. patent 
provides for the soh• working of the patent by ollL' of the co
owners alum•, it is well to l't'St•rw to tlw other co-owners the 
right to use the share or sharl'S nssigued on agreed conditions; 
for a notification of' such a right can he enh·retl in the Hegister 
of Patents, since it is a legal onl'.(i) 

It is submitted that whl'n a patent for a single invention is Hig;hts of cu-

I 1. a 'fi • } • • , oWnCI'S, tl'ld uy 1 ercnt JWrsons, e1t wr as JOmt h•nauts ot· as tenants m 
common, it is competent for om• of- such co-owners to sue alonl' 
in respect of an infringement,(!.·) though the Court of Queen's 
Bench in S111ith ,., London antl .. Yodll- Wc8laa Ruilway Co.,(!) 

(•·) )lunniclill' r. l\Iullcll, 7 C. Jl. 
:::\. S 209; W11lton 1', I.amtcr, S C. IJ. 
:::\. R. 162, 184. 

(d. Walton t', La\'atcl', S C. ll. N. :-:. 
162; Smith 1•. J.01Hlnnnml North-West· 
ern lly. Co., l\lncr. 1'. C. 203. 

(to) :-:ec :\lnr1is' l'ntentH t'on\'cyanciug, 
p.120: sec form ol'nssigumcnt,Appcmlix. 

(() l:icc :llorris' l'atcnts Cou\'cyan-
• cmg, p. 121. 

• 

• 
(g) Sec l\loiTis' I'aleiJts Cnnvcyau. 

C1t1g'9 Jl. l2J. 
(It) :-:ec :llorl'is' l'atcu Is Colo\·cynuciu;;, 

P· 123. 
(i) Sec )[orris' I'll tents I 'onl·cynnciu~. 

ll· 126. 
(1!) ~hcelmn ,., Gl'l)at Eastern Hr. 

Co., I,, H. 16 Ch. l I. 59· 
(I) )[acr. P C. -:!.07· 
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decided in favour of the right of the sut-rivut• of two person~, to 
whom a patent had been assigned as tenant:; in common, to ~ll" 
for the whole damages caused by an infi'ingeluent, on the gl'Ound 
thn.t, if one of the a!;sigtHws had not died, the actiun mu:-;t ]un·e 
been brought. hy both.(m) 

.A llatent may be ve!;ted in oJH' a~ trush'P fur a nut her pt>rsuu 
or persons, and it i:; competent for t1·ustees to !;He alont> in 
respect of infringements, hut the Oolll't or a judge may at auy 
stage of the proceeding:; ordt•t• the cestuis rpd ll'/r.~/('llt to hl' 
made parties; (n) also a person i!; entitled to bring an act ion in 
his own name when the patent i:; registered in the name of 
another, if that other is a trustee fut• the plaintiff.( o) 

r:ehe assignee of a patent may maintain an action lor infriuge
ment though he has acquired the right by two assignments of 
separate portions, and the party Slll'cl is tlw original grantee. 
l\IoreovC'r, the action is maintainable: although ther•' has been 
no infringement since' the defendant has received notice that 
the entire interest in the patent has become w~tt'd in t l11• 
plaintifi'.(p) 

'fhe assignment of a patent re~train:; t Itt' a~~ignor and ~uh
sequent licensees from him from worldng or using tlw iim;ntion 
without the leave ot·licencc of the assignee ; (q) aml with respect 
to prior licenset'S from the assignor the rule t:t>cms (in the 
absence of any exprt's:; rc~etTation in the at::::ignmeut of theit• 
rights) to be that, if the assignee took the assignment with 
notice thereof, he takt's it subject to their licences, and, therefore·, 
cannot restrain them, hut that, if he had no such notice, he h; 

entitled to restrain them . 
Assignment of 'Vhen inventors have once turned their attention to a par-
im pro\·c mcuts. 

ticular class of' invention><, or to some problem, the succe!;sful 
::5olution of which is felt to he a desideratum, which must bring 
hrnefit to the public, and remuneration to the tliscoverer, it is 
well known that tlwy are very likely to go on inventing fresh 
methods and improvements in the same direction. It ft't'qm•ntl~· 
happens, therefore, that a purchaser of an invention is desirou:; 

(m) Sec al;o p. 21 po.st; llorgm:mn 
,., :\Tacmillan, L. H. 17 Ch. D. 423. 

(n) S. C. H. Onlcr xv1. r. 8. 
(o) Spcckhart t', Campbell, •· Times," 

:\lar. 13, 1884. 

(/•) Walton 1•, La\'nlcr, S C. B. N. :-::. 
162. 

(•J) llassall v. Wright, L. H. 10 E•t· 
sag. 



A.l:iSIG N::\li~N'l' 0 F U~'l"l'BTIH PA'J'gN'l'. 

of UC<JUiJ•ing the right to an a~~;ignlllent ot' all l'ut 111'1' inventiou~ 

uud improvemeuts of' :t likr· uahu'l' to tlw im·ention l;old, which 
may bt> till' p1·oduct> of t lu· a:>~iguor'!S im·enti\'e talt.•ut, Ji.ll', as fitJ' 
as th .. purcha!>el' it' conct•J'ned, the uttel'(lest.ruction ot'the value~ 
!'1'0111 a conuuercial point ol' ,·ie11·, ul' tht• origiual inn·ntiou JltaJ· 

he tlw J't•:mlt·, if t lit' Jnonopoly in a Letter llll'l hod, or· an im
pt·ovemeut iu the means of achiPving llll' desired object., il; 

allowed to puss into the po:<~P:<~iou of anyLocly but hilu:;p)f. 

311 

To l'l'l'Vl'Jlt thi:;, a COVt.'IHtllt by the \'t:'llllor of a pateuf· to H:<:>igu f'ureuaut for. 

to the pm·cha:>t'l' all fn ture patf·u t -right .... which the wndm· may 
therl'af'ter ricc1uiJ'<', iu wlratt.•\·t.•r way, of a like nat m·e to t !J,. 
patent sold, i:; fre(pwntly in!St.'rlt·d in dt·Pd:-: ot' a:-::-:igmneut;; and 
l'.'nch au agreement is not Cllllhm·y t<.1 public policy.(,.) 

On tire contt'ili'Y, public polic~· i:< diJ·t•dJ,,· iu tiwour oJ' :;nclt au 
actJ't~<~lUl'UI, bv uwan:; of which a nt.•t.'dy all([ :-:tJ·u<•·ctlirw iuveuluJ· 

0 " " 1::' b r-: 
may obtain a present payment to put Iris iutellectnal gift:; at 
the ser\·ice of a pm·clra:;t.'t', and t!Ju:; lJl'CuiUL' ennblt·cl~ in com
parative eal'.'t.' and affiueliCL', I o ll('vott• hi::-: at tentiou to :'Cit·ntilic 
l't.'.":'enrch, whereas if' such a coutmet were pi'<Jhibitt•ll lw would 

• 
lx• compelled to apply himself tu :-;ollie meuial, or· lllt!clwuirnl, or· 
lower calling, ill ut·der to gain a I h•('l i hoot!.(.~) 

'l'he purcha:;er of' a patent can maintai11 all acr io11 for• Ul't•ach 
uf an ngn:ement to as:;ign fut't Itt ·r· i 111 pt'O\'t ·uwltt.~ ttlld im·t:Jtt ion:-:! 
hut :-:pecitic l>erti.H'lllallt'e will Hot lJl• onleJ't•d oil an iuterlul'llfur·:· 
applicatiou.(l) 

lf a deed of assignment recite that Uw w;siguw· is t ht• E"'"l'i"''· 
iuventor, he is estopped from denying the Yalitlity of !'lte pat;ent. 
in any subsequent nctiou brought by the assignel', or auy perso11 
tleriving title through lti111, inresvect of' auy iufi·ingement; fu1· 
the pl'iuciple of' the law uf' estoppel i:;, thnt wJwre a 11mu ha::; 
eutet·ed into a sulemu eugagelllent by deed umler his ltaml aud 
::;eal as to certain facts, he shalluot be permitted to deuy any 
matter which he has so asse1·ted.( 11) 

(r) hiutiug au<l ~ umerical Hugistcr· 
iug t:u, 1'. Smupson, J,, H. 19 Et[. 462. 

(.Y) lbitl. ; sec judgment of JcsHcl, 
:)i.ll., \1· 465. 

(I) Luntlon ami Lciccslct· Husict·y 
Cu.,.Limitctl, v. Uriswultf, .3 1'. I I, H. 
••• ~~ . 

• 

(aJ !lowman ''· Taylor', 2 A. & .E. 
:!]8, 291 ; per 'l'auuton, .J ., "'alton 1:. 
J,amter, S L'. D. X. S. 162; Duuniclill' 
r. )Jallett, 7 «'. D. N. ~. 209; Jo'mukliu 
lluckiug & Co. v. Fmnkliu llockiug-, 
6 1'. ll.jl, 69, 72; sec also rule iu l'ickar·d 
c. ~ears 1 6 A. & E. 461) • 
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It is the usual practice for t.he assignor to enter into cove
nants that he is the true aml first inYentor, and that the 
patent is Yalid, so far as his acts and omissions are concerned. 
A covenant for title is implied if the assignor is expressed to 
assign as beneficial owner or trustee.(.•:) 

'l'hcre may be an estoppel by mattet• of recital,(,!!) but au es
toppel must be certain, and is not to be taken from argument 
or inference.(:) 

If the recital only amount to an assertion that the assignor 
is himself au assignee of the actual inventor, it appears that 
the assignor is not estopped ft·om denying the validity of the 
patent in an action brought by the assigu~e on a covenant con
tained in articles of agreement.(a) 

'l'h!'1 g-··~:ntec and assignor of letters patent is estoppetl in an 
acl',;, ·<i l>roughf by the assigm·e against him fot• infringement, 
frL•m ,{enying that he had any title to convey.(b) 

It is competent, however, for the granh~e and assignot• to 
dissent, at the hearing of an action for infringement brought 
againo;t him by his assignee, ft·om a pat·ticular construction of 
the specification which would have tho effect uf snstaining the 
patent as against another construction which would invalidate 
it.(r') 

Jfol'l.·in(f tC: Co. Y. llvt·l.:intf (d) was a case in which the plain
tiffs, as assignees, sued the defendant for the infl'ingemeut ul' 
a patent of which he was the ol'iginal grantee, and contended 
that the doctrine of estoppel prevented him from denying the 
validity of the patent. 

'l'hr patent was for ''an improved apparatus for heating 
water and other liquids, applicable also a~ a condenser, cooler, 
or refrigerator." '!'he specifications were anwnded by disclnim~r 
and memorandum of alteration filed by assignees of the patent, 
who afterwarr1s assigned to the plaintiff company. 

.1·) Con\'cyancing Act, 18Sr, s. 7. 
!!) J .. ainson 1•. '!'remere, 1 A. & E. 

792 ; Bowman 11. 'J'aylor, 2 A. & E. 
27S, 293· 

(::) Co. Litt. 352 b ; 1lowman v. 
'l'aylor, 2 A. & E. 278, 294· 

(a) llayt'c v. ;\laltby, 3 '!'.H. 438 i 
I '\' 1' r, • I' '1'- ·I · 1 , • '-'• 291 1 •OWIIInll 1!, olJ 01 1 2 

A. & E. 278. 

(b) Oldham v. Lrmgmcad, 1 W. I'. C 
291. 

(c) Hocking & Co. ·v. Hockin;;, 4 1'. 
0. H. 255 i 4 1'. 0. R. 434 i 6 1'. 0. 
H. 69. 

(rl) 4 P. 0. H. 255 i 4 1'. 0. H. 434 i 
6 1'. u. H. 69. 

• 



ASSIGXMEXT OF LET'I'BHH l1A'I'gXT. 

The complete specification, as amended, described and claimed 
the construction of a condenser, cooler, or rrfrigerator, consisting 
of au armngement of annular spaces (i.l'., steam-spaces), sulJ

&tautially as described and shown, the principle of mmnlarity 
and concentricity being c1isclaimecl. Herersibility of the stcn.m 
and water spaces was abo pointed out in the specification as .a 

special feature. The plaintiffs alleged ngainst t.hc defeJI(1ant in
fringement of the condensing apparatus. It appcart>d iu eYi
dence tlmt the apparatus of tlu• dPfendant, in its simple f'ot'lll, wm: 
compost•d of a ltl'lical steam-space between two water-space;:, 
all tht• spaces being concPnb'ic nud anHtdar, nnd hi:-: mull ifm•Jn 
arJ•nngement com;i~ted of a cluster of the simplt· fot'lliS iu;:idr 
a large cylindrical wssel, and neither of his foJ'lliS atlmittell of 
J'eVCI':<ihiJ j h· . • 

At the t1·ial, the defendant llenid inl't·ingt•Jnt'Hl, nnd alleged 
that, if the patent was so construed as to corPr the allt•gcd in
fl'ingement, it would be void for want of novelty. Kekewicl1, 
J., who was the judgl' of fir:;t instancl', held ( 1) that the Court 
would regard with extreuw jualousy the c1efl'ndnut's claim, as 

• 

being in derogation of his ow11 grant, and wonlll assnml' that 
il1e patent mm;t hrwe a t·easonablt• llllmning ; ( .2) that t hl· essence 
of the amell{led pateut was the alternation of stL•mu- and watet·
spaccs of the particular character described and shown in tlu: 
figures, combined, if com·eniunt., hut not of necessity, with con
centricity; and (3) that. the defendnnt's apparatus infringed 
although it contained certain minor differences and additions, 
aml in one form only a single steam-space, while in the rest the 

• spaces were not concentnc. 
'l'he Court of Appeal (tli.~scnticntt; Fry, hJ.), dismissed the 

appeal with costs, and the defendant thereupon appealed to the 
House of Lords. 'l'he Honse of Lords held that, although it
approved of the principle tltat a gt·autt'e shall nut defeat his own 
grant, the language of the specification must not be strained 
against the patentee, and that the effect of the disclaimct· was 
to limit the patt'nt to machines constrnctecl substantially as dc
sct'ibed, and, therefore, the only question was whether the defeuc1-
ant's apparatt~s was su constructed. '!'he House found as a 
matter of fact that the c1efendant'ii apparatus was not so con-

• 

:n?. 
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structed, and the decisions of tlw Uourf'. of AppL•al and Kekewichl 
J.; \\;ere accordingly rever!:led with costs, in favour of the appel
lant and defendant in the action. 

'!'hough au assignor, who assigns umlet• terms which amount 
to an express or implied wal'l'anty of the validit.y of the patent, 
is estopped from denying t.he patent in au action brought agaiust 
him hy the assignee, he cannot be restraiued from assisting as a 
!:lcieutific witness or otherwise a defendant, other than himself, 
iu au action instituted by the assignee, or fi·om cununnnicating 
to such defendant evidence temling to show the inmlidity of 

tho patent. 
'l'hus, in an intel'locutory applicatiou in Lu111lon ami Ll'h·c.~/,.,. 

}fr.J8io·;; OuiiiJI!!Ilfl: Limilt~l, , .. Uri.woltl (~")the plaintitl' sought to 
ubt·ain an injuuction of the Court to restrain the defendant in 
the action, who was the original patentt>e and assignor of the 
company's patents: from assisting, as a scientitic witness or other·· 
wise, the defendants in two othe1· actions then pending for the 
in t'ringement uf the company's patents. North, J ., in refu~ing 

the injunction asked for, pointed out that he could not., under 
any circumstances, grant an injunction to restrain the dt•fenc1ant 
from obl'ying t-he subpccna to attend as a witness in Conl't and 
aJJ::lWeriug questions which might be properly put tu him in tl1e 
course of examination a!:l a wit-ness, the rd'usal to answer which 
might lead to his connnittnl to prison fo1· cuntl'rnpt. 

On the samt' npplicutiuu it was also sought by the plniutiifs 
tu restrain the tlefenc1ant in the actiou from co!muunicatill!..!' to 

·~ 

the dt.fem1aHt in other actiow; information in his possession, 
which might L·nablt~ the defendants iu the other actions to show 
that the pntL•nb; assigned were nut mlid patents. The Court 
refu!:led to graut au injunction, nnd the learn'ed jtlllge :;tnted 
that, though it is well settled that a licen!:leL• of a patent i:::, 
during the continuance of' the licence, estopped from disputiug 
the existing patent, yet it is going a great deal further to say 
that a man, who has assigned a patent, is to be restrained from 
mentioning tu any person, at any time, or under any circum
stances, matters 1\'hich might show that the patent, which wa:; 

• 

(c) 3 1'. U. H. 251. 
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ASSlGNl\!BN'L' 01<' LE1'l'EHS P.A'fEN'f. 

wanted by the Ct\)\VIl in the belief that the invention claimed 
• • was a new mveutwn. was not, as a matter of fact, a new 

• • m vent 10 u. 
A hanlnupt patentt'l': whose pateut has lJeen sold by his trustee 13aukrupt. 

in bankruptcy, is nol· estopped, in an action subsequentl;y brought 
against him (t-he patentee) for infringmneut, f'rom denying the 
validity of tbe patent, l~ither u.r matter of record: 011 !'he ground 
that the letters patent were matters of record; or by deed, by 
reason of' the specification being under his seal ; o1· by matters 
-in pai8, on the ground ot' the statements in his applications, 
there being nothing to show thal the purchaser bought 011 the 
faith of t.hose statemL•nts.(/) 

315 

In cases arisiug ou the breach of coutmct:; by purclmse1·:; or warmuty uf 

letters patent, it- is always most impl•l·tnut to consickt· whethe1· ,·alidity. 

the contract contains any exprt•ss o1· implied warmuty on tht• 
part of the assignor as to the Yalidity of th1.• patent, for, if there 
is no such warranty, the purchaser, iu the absence of fraud, 
camiot repudiate the contl·acb ou I he grou•t(! ;1utt he has sub-
sequently disco\'ered the patent to hL' \·oicl. ~\ l''~rchaser ~rithout 

a wat•t•anty from the t"t.ssi.gnor, in the absenCL' of fraud, is iJotmll 
to take the p.ttent with all its fimlts, it' it have auy.(tJ) 

In ]fall\". C'unda,(lt) which is the lemling case on this point, Hall r. Cuutlcr. 

the facts were, tl1at by an agreement reciting that the plaintiff 
had invented a method for I he p1·eyenl ion of boiler explosion::;, 
and had obtained a patent for the use of the same witl1in the 
United Kingdom, and was dt•sirous of taking out patents in 
France, Belgium, and stteh other place::; as might he i:ouud expe-
dient, and that. he had disposed of fL moiely of the Bnglish patent, 
and had applied to the ddendant to purchase the otlwt· moiety, 
and, to assist him in taking out the foreign patents, it was agt·eell 
l!hat the defendauts should pay to the plain tit! £2 500 in such 
manner as should he mutually agt·eml on, ani! also a proportion 
of' the net profits, and in consideration of such agreement on 
the part of the defendant, the plaintiff "agreed to make over aml 
tmnsfer, and did thereby accordingly make over and transfer to 

(/) C!'OJ.lllCI' t'. S1u' ·.11, L. H. 26 Ch. 1>. 
700; L. H. 10 App. l!as. 2.}9 ; 1 J'. 0. 
H.Sr; 2P.O.ltr;. 

• 

(r;l Hall v. Cumlcr, 2 C. JJ, ~. ~. 
zz i 't;mhh t•. :\calc, 2 U. ll. N. ~. 67. 

(h) 2 C. ll. X. l:i. 22. 

' 
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the defendant one-half of the said foreign patents, when the 
same should be obtained, and the above-mentioned one~half of 
the English patent thereinbefore referred to." 

~'he action was brought for the specific performance of this 
agreement, ancl the defendant objected that the invention was 
wholly worthless, and of no public utility, and was not new in 
England, and that the plaintiff was not the true and first in~ 
ventor. The Court of Common Pleas, however, heia tlmt, in 
the absence of any allegation of fraud, it must be assumed that 
the plaintiff was an im·entor, am] there was no warranty, express 
or implied, either that he was the true and first· inventor, within 
the meaning of the statute of James I., or that the inventio11 
was useful or new ; but that the contract was for the sale of the 
patent such as it was, each party haYing ec1ual means of ascer~ 
taiHing its mlue, a11d each acting on his own judgment. 

In Sm·ith. v. Bltckiu!Jham ('i) it appt•ared that the defendant 
had agreed to purchase the patent right of the plaintiff in an in
vention for which provisional protection had been obtained. 
'l'he agrL·ement contained a recital to the effect that the plaintiff 
had lately invented an improved composition or material to he 
used in waterproofing, or nnu1ering woven fabrics imperdous to 
moisture. 'l'he action was on the breach of this agreement, and 
the defendant pleaded that the plaintiff hudnot invE·nted an im
proved, or any, composition or materiai which could be employed 
iu rendering woven fabrics impervious to moisture, but the Court 
of Queen's Bench gave judgment for the plaintiff~ holc1ing that 
the p!Pa did not show a total failure of consideration, and that 
there was no express or implied warranty, and that the defendant 
hacl got what he bargained for. 

Each one of a number of joint grantees of a patent is E'ntitlec1 
to use the invention himself, without being under any obligation 
to obtain the consent of the others, or to account to them for an;r 
profits made by such use.(k) It is, however, doubtful whether 
one of such co-grantees could grant a valid licence without the 
consent ofthe rest, and without a liability to nccotmt to tlH:'lll for 
royalties reccived.(l) 

(i 21 L. '1'. N. S. 819. 
(I p. 326 )lO~l. 

(/•) 1\I nthcrs v. Green, L. ll. 1 Ch. 29. 

-

' 
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• 
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It is clear that one of two co-patentees cannot dispose of 
the rights of the other. 'rhus, if A. and B. arc patentees, 
and B. wants to get rid of A., the only way in wltic!J he cnn do 
so is by getting A. to nssign his rights to him ; he rnnnot nssign 
the whole patent to C., and thc·n sny thnt A. hns no right to use 

it at nll.(m) . 
In Sill-ill! v. ];1)/1/lon fllltl Xorlh-1Vr·.~lt'l'il ltrtil;wil f't,m,ul,l/1 (11) 

it wns held thnt wherL' n pr.tent is nssignec1 to two pel'SOIIS ns 
tenants in common, they mny mnintnin n joint nct.ion in rPspect 
of infringements, nnd the right of action snrdves: so thnt nfhw 
the death of one tennnt in common the :mrvh·or mny sne lol' nnd 
1·ecover the whole of the dnmnges in rt•spect of infringements 
committed during the lifetinw of the derPnsed teunnt iu 

common. 
It, must bl' noticed thnt on£> ground for tlw decisiou in fit\'0111' 

of the plaintiff Smith, who wns n Slll'ridng tt"unnt in comnwn, 
being entitled to :me in l'L•spect of tilt' infringt•ments in cpwstion, 
ll'nS that, hnd the action been brought llm·ing the lifl'lime of 
Loth tenants in common, it must: ltnrt' lwen lmmght L~·. t]H·m 

both jointly, :mel the cnse is consequently an authority for snying 
tlwt one of two co-assignees cannot snP for infringement without 

817 

the otlwr being n pnrty to tht• action.(u) l'lloreo\'t'l', it hns been As·il>""" of" 
• • • :-ol~:tl't~ in pi'Piit' 

held that wlterc nn nss1gnment rs mndt' of a sham m profits ··utitl•·•l t•• "" 

( · · fi 1 1 · f I 1. ) I nr··uuut rr"1" fil'lSlllg, t'.!f., 1'0111 t ll' WOl' \:lllg' 0 [! patt•Jlt lJ lC('llCl'S t I(' li··•·lls•••·. 

assignee is entitkd to nn nccount from the liceusct·, but· that the 
account must be taken one£> for nll in the pres<• net' of nil the 
pnrtiL•s interested. '.l'hns, if' thl·rc nre more thnn o1w nssigiwt•, 
nil thf' assignees Ill'(' nect•ssnry parties, .:\ncl tl11• assignee wlw 
nsks for nn account of the profits mnst. plncc himself in I hP 

position of the assignor, h,r ufft•ring I o pny t·o I he ncconnti ng 
party anything which mny he clnf' to him fl'O!II tlw nssigneL', 
Also nn account of profits will uot hf' dirt'Cted, if it is clt•nt· f hal' 
on profits luwe heen made.(11) 

l'lnlins, V.C., gave it ns his opinion thnt OIIL' pei·son intel't'Rt Pd 
in a patent is Pntitletl f·o sue without mnking his co-owners 

(m) In l'C Horsley mul Knighton's 
Patent, J,, It. SEq. 475· 

(n) 2 E. & B. 69; ~lacl'. P. C. rSS . 

• 

(o) llut sec p. 309 ante. 
(Jl) Jl,JI'gtnnllll 1'. :\f.tcmillan, J.. J1 17 

t'h. ll. 423. 
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parties to the action, either for an injunction 01' for an account.(q) 
It must be concluded, however, from a consideration of the case (1·) 
on which the learned Vice-Chancellor's opinion was mainly 
formed, that the damages to which the plaintiff would in surh 
circmustances be held entitled would bt' not the whole profit~, 

but only such proport-ion nH shon1d appenr to be his, having 
regard to the proportion of t.he pntent veRted in the otlt!:'r co
owners. And on the analogy of 1Jr'1'fJ11lflllil ,., J1!iu'lllillon (.~) 

the account 11111Rt he taken in the preRet1cc of nil the parties 
interested. 

All pnrtil'R interested in the patent, if tl1ey tlo not join as 
Po-plaintifl's, may he, and for safety'>; Hnke shonhl bE>, joined 
as defeudnnts, in orclcr that the infringing tlefrndant may not 
he called on to ncconnt more than once, first to the plnint.ift', 
nntl thrn separntely to the other persons claiming an interest in 
the patent..(!) . 

\Yhen an assignee takes from a prior m:signeP, with notice, 
he takes subject to the prior nsHigner'H cownnnts. 'J'hus,(u) 
n pntentee assigned letters patt>nt, to two person!'!, :\. mul B., 
who covennntecl with him that t.ltP~·, t.heir executors, mlministrn
tor::::, and assigns, would use their best endeavours to introc1uee 
the invt'ntion by grnnting licrnct>R, or working the patent, or 
i'elling it, and that thr patentt>e shonltl he Pntitlecl to rer..•ivP 
£5 vrr crnt. ol' nllnrt profit-s, whet.her arising fmm roynltit·R. 
sail', OJ' otlwrwif:e, which shonh1 hr received hy A. ancl n., or thto 
smvivor of them, the c•xer.ntnrs, aclministrators of 8nch snrvivor, 
OJ' t.hc·it· or l1is n!':Rigns, a11<l thnt an account. of pmfits s1wulc1 be 
rendered yenrly to t.he pntentPe, aml his sl1m·e of profits paid to 
him by A. :111<1 B., antl the snrvh·or of tlwm, aml the executor::, 
adminiRt.rntors of snrh Rlll'ViVOl', or their or his a:;:;ib>'1ls, with n 
proviso that., after n snle had bet•n mnde of the pnh·nt, tl~t• 

interest>; of tlw pnh•ntre in tl1c profits should ceaf:r, nncl a finn! 
ncconnt lJP come to. A. and R. had tnken the nssignmt>nt with 
n view to forming a company to work the patent·. The compnn~· 

(•Jl, Shct:han•·. ~I rea' En~tnn l:y. ( 'n., 
l..l.. 16 U.n. L2. 

(r) Dt·nt ;·, 'fmpin, 2 .1. & ll. 119· 
(.<) 1.. 1:. 17 Ch, Tl. 427. 
(1, Wc~the:ul ;·. 1\rt·J:t•, Jl't•J,\', ~S7; 

llc·1gmnnn 1· • .\larmillnn, L. TI. 17 f'h, 
ll. 423 : \'an Gcltlcr ( 'o. 1', f:t,WPll,,·, 
J.imi1rt1, 7 P. 0. ll. 41. . 

(u) Wrrllennnnn 1·. !-'or·ii-li: !lh(.ml•• 
.n:J,ctriri11o, 1.. ll. 19 <'h: 11. 2.~(·. 
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wns formed, and the patent mncle over to it. The patentee sued 
t.lte compnny for an account of profits. 'i'he company demurred, 
on the gronncl that there was no privit.y between them ancl the 
plnintift~ nnd that the plaintiff'R right, if aur, was againr-;t A. 
and B. only. It was held, howe,·er, bnt.l1 hr Bacon, Y.C., :md 
the Court of Appeal, thnt tlw plaintiff con!a sue the rompnny 
foJ' nn acconnt of profits, sinrP the stipulations of the assign
ment to A. and H. nmonnte<l to n contract that the owtwrs for 
tlw time being of the pntt·nt shonl<l ncconnt fm· nnd pny to the 
plaintiff a Hhnre of the profits, unh•ss n sale within the nwnning 
ol' the deetl was effected, nntl 110 pm·son taking the pnh•nl 
wi1·h notice of this contract could refuse to !.dw effeet to it. 

• • 

Rl!l 

An assignee is. nt anv time so long ns he remains the ,\ssiA"nrr i~ 

f' I . · b , • , l 3 } 1 _ fi f 1 onfitlo1l to person 01' t 18 hllle t•mg P.ntJt en to t ](' LJCJle 11 0 t W pnteut, applyto.nm••wl 
' 1 J k f 1 1 1 J> )fl' ' tlw ~i'•'rlfi,•a. ent1t ect to as • Ol' Pnve to app y at t 1e ah•nt ( tCP. tor 1inn•. 

liberty to amend the specificntion; he is in fact included in 
the meaning of the terlll '' patentet>,'' as ma~cl in t1Je .:\ct of 
r 883.(;•;) 

• 

It may be qnestionf>c} wJwther a }Jel'i;Oll to whom fi, ])lltent 
has been assigned by way of mortgagt>, is entitled to npply at )fo•·i~:nge~. 
the Patent Ofllce for leave to amend the specification, or to present. 
a petition to the Priry Com1Cil for the prolongation of the patent, 
without his mortgagor being n pnrty to the application.(11) 

It is addsable for the mortgagor of a patent to insiRt on the 
mortgagee entering into a covennnt not to sel'k leave to nmeiHI 
the specifications or drawings without the written consent· of tlJt• 
mortgt'l.got·. 

An assiguet>, ns the person fm· thP time being entitled to the 
henefit of the patent, is included iu the meaning of the tet·m 
'' patentee," ns defined by the Act of r 88 3, mnl compet·ent to 
petition for the prolongation of the patent ; (:) nucl an exteur-;ion 
may be grnntE'd to the assignet·, if 1 he patentee has ceased to .l~~iA"nce is ,.n. 

1 . . h 1 l , f tl t ( ) 'f tl titl!!•l to 1"'-lfiVC any connect.wn w1t t 1e wor nng o 1e pa t>nt, 11 or, 1 1e tition fnr pro-

. 1 ' 3 1 {' h ' t 1 t1 1 1 lull"llfinn n,r-;stgnee 1as pawn a1·ge smn OI' t. e n.sstgnmen nm w < t•Ye op~ " · 
ment of the inwntiou.(h) 

(:••) 46 & 47 Yict. c. 57, s, 46. 
(!!) !;ue Van flcldcr Co. ,., 8'11\'l'l'hy, 

l.imitrcl, 7 P. ll, n .. pI :!OS. 
(:) 5 & 6 \'il't. e. SJ; i & S \'ict, c. 

• 

69; llnsscll 1', Letlsam, q .\1. & \\', 
5i·h 588; I H. J,. Cns. 687. 

(•t) Xapinr'M Patent, 13 :lion. P.t''. 5-J.i 
(I•) lltltluci'1

S l'att•llt, 6 .\!ott, l' .C. 46S 
• 
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l~ut i8 uo~ But assignees petitioning for the extension of letters patent, 
\'II'Wt•tJ Wtlh SO . 

nn.tch f:l\:o!n' are not received with so much favour as the original grantee,(r:) 
as tlw ol·tglual l h f tl · • • 11 1 1 • • pat•·ute... nne t e prayer o 1e pet1tton 1s not usun y grantee un ess 1t 1s 

t 'ow lit io11~. 

evident that the original grantee will derive some benefit by tlw 

extension.(d) 

Not unfrequently conditions have been imposed for the bl:'nefit 

of the patentee when prolongations have been granted on the 
petition of assignePs,(c) all(l in llori{/'.~ Patl'lll,(.f) whrrr the 

petition was prcsentrd by the patentor and his mortgager, the 

extension was grantecl to the patentee alone. 

H••gi,;_trntiou By s. 87 of the Act of r883 (g) it is Pnactec1, that when 
of nssJgll11ll'ltf:4. b . l l b . t . . 

• 

lloenmrnl~ of 
rm·lim· tlat•• 
tlmll tho 
ldtt•t·, t•:ttrnt. 

' 

a person t'COnlf's enttt ec y assignment, .ransnusswn, or 

other operation of law, to a patent, the Comptroller shnll, on 

request, and on proof of title to Lis satisfaction, cause the nanw 

of' such 11erson to be entered in the register of patents nR pro

prietor of the> patent ; and it is by the snme srction further 

provh1ec1 that. the person for the time being enterc>cl 011 tltr 

rt>gister of patents, as proprietor of ::t patent, shall, snbjert. to 

:my 1·ights appearing from such registrr to bl' vesh'cl in m1~· 

ot.her person, luwe power nbsolutrly to assign, grant licences aR 

to, or othrrwise deal with tlll' samr, and to give effectual rect>ipts 

for any consideration fol' such assignment, licence, Ol' clenling, 

provided that any equities in l't'spect· of such patents may be en

f'nrc<'cl in like mannPr as in rrsprrt of any other personal proprrt~·· 

It is to the inh'rt>st· of n.ssigtwes to register their assignments 

ns soon ns possible. (h) 
1foJ•tgngres of patrnl's nrc nlwnys rnterecl on the register as 

::mortgagees,'' nncl not as "aRsignees." It is submitted that n 

mortgagt'e, togt·tller with l1is mortgagor, form tlll' proprietor.(ij 

As a rule, clocunwnts rt•lntiY!>. to the proprietorship of lt>ttt'rf.l 

pnh•nt· of t•arlieJ• dal'e than the lel'ters patent: will not be enh,red 

(to) Norton's Patent, I l\[oo. l'. (.!. 
X. S. 3, 9 ; Clnritlgc's Patent, 7 :\Too. 
1'. C. 394 ; Normatul's l'atcut, L. H. 3 
1'. C. I93 ; Chnp. XI. 

(tl) Norton's l'alcul, I ::IIoo. 1'. C. 
N. ::-1. 339; l'itnt:m's l'ntcnt, L. H. 4 
1'. e. 87 ; Cltnp. XL 

(r-) l'itman's Patent, L. ll. 4 P. U. 
S4, 87; Jlrrlwrt's l'atcnt, T.. H. I 1'. ('. 
399; Whitchoust·'~ l'aleut, I \\'. 1'. V. 

• 

473; :'llnrkwick's Pntcnt, I3 :'lion. 1'. 
<:. 310: llnsscll t'. I,e,Jsnm, 14 :II. & \\'. 
574 ; Chap. XI. ( n I :'lion. 1'. f'. N. R 348. 

(!I s~c a !so s. 23. 
(h See pp. 32I 1 322. For prncticr 

on registratit•n sec 1'. Jl. 1890, n. 67-
70. 

(i) St•c Yan GcluPr Cu. 1·. Sowc• Ly, 
I.imi!ctl, 7 P. 0. n. 4 I' 208. 
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on the register. It cannot, however, be laid down as a liard-and
fast rule that such documents ongl1t not to be entered on the 
register, for there may be some w lticl1, as amounting to assign
ments, ought to be enterecl, whilst, on tl1e other hand, to the entry 
of others very forcible objections might be raised, which would 
}H'OVC absolutely insuperable.(!.:) · 

'fhe practice to be observ<:d where an application is made for 
an entry of au assignment on the register of }latents is regulated 
by }latent Hnles, 1 Sgo.(l) 

Since tl10 Act of 1883 came into operation, there ha8 been ,\etiou r,11. in· 

d 'I d . I . h th . h . d rl'iu~tl'lll""t no ec1c e cnse m w uc e questwu as been detcrnune 1, .. ;,;1• to l'l'l{is-

h 1 · f t t · t" 1 1 • • · tmtiou of w et 1er an assignee o a }Ja en IS en 1t ec to mamtmu au actwu n~~ignnumt. 
for infringement before the assignment has been entered 011 the 
rPgister, but on the authority of the old cases it is sn bmitted 
that !10 coulc1 not do so. 

In Clwlld v.lli!f/iuau,(m) a case clecided unclcr the Act of r S52, 
which p1·ovided for the registration of assignments,(n) it was lll'h1 
that an assignee could not sue until liis assignment lutd been 
registered, otherwise as tlw statute pruvicled that before such 
registt·y the original patentee should be deemed the· sole owner, 
a defendant would be liable to be sued at one and the same 
time hy the grantee and assignee of the letters patent. It 
would appear that the reasoning upon which this case was de
cided applit•s equally to the law ns it now stands. 

In Jla.wtll v. Wri!Jht,(o) which differed from Ulwlld v.llo.tFman 
in that it was an action hetween assignee and assignor, whereas 
the lat.ter case was bet.ween assignee and third pm·ties, it was 
decided that tlw assignee could maintain an action against tl10 
assignor, and ltis licensees, who had notice of the assignmeut, 
notwithstanding the filet that the assignment ltad not h·~l'll 

registered. 
'fhe question as to whether the l'egistration oi' an a~sJgnwent Ht·f!i"t 1·ati~, 11 

has a reb·ospectivc effect, so as to place the assignee in a }lOs it ion rl'lro,pecu\·,·. 

to sue for and recover damages in respect of iufring(•ment com-
mitted after tl1e assignment, but before the registration, lws 110t 

(J.') ln tho Mutter of l'uruell'sl'utcut, 
s 1'. 0. 1!. 126, 130. 

(I) rr. 67 to 7J. 
tm) 7 E. & 11. 686. 

• 

(11) 15 & 16 \'ict. t'. SJ, s. 35· 
(o) J.. H. 10 E•1· 509; 40 L .. J.}: S. 

Ch. 145· 

X 
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been judicially determined, but it is submitted that the regis
tration being merely an evidence of title, relates back to the date 
of the assignment, and that the assignel', on having his title 
perfected, is entitled to maintain the action.(p) 

Where the plaintiff in au infringement action derived his 
title to the IJateut under an assignment from the executors of 
the patentee, and it appeared that the assignment was made 
after probate was granted, but before it was registered, and that 
the deed of assignment was not registe1·ecl until after the regis
tration of the probate, it was held that the plaintiff was entitled 
to maintain his action.(q) 

The assignment of a share in the profits of letters patent may 
constitute a partnership bctwern the assignor and assigllel', aml 
crrate consequencl'S not pl'rhaps contemplated between them 
which might have been avoided by the g1·aut of a licence at a 
royalty instead of an assignment.(r) 

'Yhere a parhwrship at will is formed for the purpo:;e of 
working nu invt>ntion for wl1ich a }latent has brt>n taken out 
by, and reg:sterc·d in the name of, one of the partners alonE', tl1e 
patent becomes an asset of the partnership and each partner 
acquires n right to practise the im·eution, wl·:ch right is not 
taken away by the registered 011 1wrs assign~ng the patent to 
third parties who have notice of the e:--:r,tence of the pnrhwrship; 
and even after the determination of the partnership each of tlll' 
]Mrhwrs has an rqualright and licence to usc the ill\'l'Ution, the 
dealings hPtwePn them hm :ng been such ns to create in tlw onP 
partner an irrPvocabl(• licencP, as far ns tlw otl1er partner, the 
patentee, is concCinecl, to use the invention.(s) 

'J'h us a person nnmecl Kenny, who had invented an im
prowcl kind of button-hole for Loots mul shoPs, and a machilw 
for making it, obtained n loan ft·om n person, Lutwyche, to enable 
him to nwet the rxpense of taking out n patent for the in
vention; and the }latent having been obtained by Kenny, in 
his name alone, he and Lutwyche for more than four years worked 

(p) llnssnll ~·. Wrigl:t, L. ll. 10 l~q. 
509 . 
. (IJ) Ellwootl ,., Chri•ty, 17 C. B. X 
H. 754; 18 C. B. N.H. 494; 34 L. ,J, 
C, 1', IJO. 

fr) 1 W. P. C. 417 n. 
\H) 1\cnn.v'sl'ntcnt Dnttou.boling Co. 

t•. ::lomervcll, 26 w. n. 787. 
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tl10 invontion in partnership, together. After the partnership 
lllld oxisted for some years, Kenny agreed with the trustee of 
a p1·ojected company to assign the patent to it, and the company 
having been formed, the assignment was duly made am1 regis
tered. At the time of the agreement and assignment re
spectively, the trustee and directors of tho company knew that 
Lntwyche and Kenny l1ad been working tho invention together. 
Notice of the assignmmt was given to Lutwyche, and l1e was 
wamednot to infringe the patent, but he continued to work the 

invention, and the company then sought to restrain him fi·mn 
so doing, but the Court held that by the partnorsldp, Lutwyclw 
had obtained a licence to work the invention ; that at the time 
of the assignment of the patent, the company had notice of the 
existence of his right; and that they could not revoke the 
lict'llce.(t) 

S23 

.An assignment by act and operation of law takes place whru "\ct niHI upem 

b t · tl 1 • 1 · h t 1 l liou of Jw.1·. a person ecomes en 1 ec to a patent r1g 1t w1t on nny c ccc 
of assignment from the person to whom he succeeds, or through 
whom he claims. Tho patent is granted to thr gm~1tee, his 
('X('cutors, administrators, and assigns, and tlwse words of limi-
tation constitute it an assignable chattel interest, assignable by 
net and operation of law, just as any otlwr chattel is. 

On the death of a grantee or assignee of a patent, tlie patent ncntl1 of 

• h' 'f' J I ] l l 1 'IJ l g'l,lll!ce or vests m rs executor 1 10 IUS mace a c u y executec WI , nne atisi~,;m·L·. 

in his administrator if he clies intcstate,(u) am1 such executor or 

adminstrator may sue for andrcco\·er in respect of infringements 

committed during the lifetime of the testator or intestate, as 
the case may be, if the 1n·ohatc of the will Ol' grant of letters of 
aclministration llUs been cull•rL·d in the register of patents. 

If a p('rson die posse~secl of an im·cntion without having made Pmtl& of 1,,.r. 

I. t' f l t tl ' I t t I t • 1 ' "'" 1"''"''"'''1 an app wa 1011 or· a pa en , 1e r1g 1 o npp y Yes s 111 us ;,r au i&;~.c;,iiuu 

legal representnti\'e, who of course would hold the pah•JJt, it' 
granted, subject to any trusts contained iu tilL' wiil of tl10 a,,_ 
ceased, or for the benefit of the next of kin in cases of' intestacy. 
And the application must be made within six months of the 
decease of such !Jerson, and must contain a clctlaration uy the 

(t) Kcnny'H Patent Button-holing Co. (u) Williams on Executors, Sth ell. 
t', Somc&Tcll. :!6 W. H. 787. · wl. 1. p. 824, 

• 
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legal representative, that he believes such person to be the true 
and first inventor.(~J) 

If a grantee or assignee is declared bankrupt, the patent vests 

in his trustee in bankruptcy,(;~/) who thereupon becomes entitled, 
for the benefit of the creditors, to sue in respect of infringements, 
whether committed before the bankruptcy or not, but it is sub
mitted that the trustee, before commencing action, must obtain 
an entry of his title on the register of patents. 

If a bankrupt before he obtains his cert-ificate of discharge 
obtain a 1mtent, it will vest in his trustee for tl1e benefit of the 
creditors.(z) The fruits which result from schemes which a 
bankrupt has in his head before he obtains b.is discharge do 
not pass to the trustee, provided such results are subsequent to 
his discharge; but if he avail himself of his knowledge and skill, 
and thereby acquires a beneficial interest, which may be the 
subject of assignment, that interest will pass to the trustee.((() 

A patentee or an assignee may dispose of the patent by sur
render to the Crown, the effect being to extinguish the privilege. 
If there is more than one patentee or assignee, all should join 
in a surrencler of the patent ; though probably a joint patentee 
or assignee might surrender his part of the patent. 

The surrender of a patent must be made by deed, which re
quires enrolment, for nothing can be conveyed to the Crown 
except by matter of recorcl.(b) 

( . .:) 46 & 47 Viet. c. 57, s. 34 ; 11· 6 
a11te. 

(1/) llcsse 1•. Stcvrnson, 3 llos. & 1'. 
565; BI..:•:am ''· Else••, G B. & C. 169; 
9 Dow I. & lL 215; Jlankrupl<:y Act, 
!883. 

' 

(z) Hesso v. Stevenson, 3 Ilos, & 1'. 
s6s. 

(a) lbhl. Sco ,iutlgm~nt of the Court 
uf Common Pions, delivered by Lortl 
Alvanlcy, C .• J. 

(b) llindmnrc h on Patents, 247. 
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PoWER TO GnANT J,wENCES LICENCE ~lUST BE BY DEED STA)rrs

Oo)rrur,sonY J,ICENCES VoLUNTARY LICE!WES RErocAm,E 

LICENCES lRREYOCABLB LICENCES GmmnAL LICENCES -

LIMITED Ltc£NCES--EXCLUSI\'E LICENCES OONSIDEHATION -

ESTOPPEL FRAUD REGISTUATIO!'i OF LICENCES POWEit OF 

LICENSEE TO SUE FOR lNFRINGE)rENT, 

• 

IT is open to question whether a patentee could give a valid <!ucry wlwthPr 

I . tl · · t] t • tl • 'I pa!Putcc conlcl wence an lOl'Ismg ano 1cr pcr:;;on o exercise · 10 pr1v1 ege 1-(mnt li•·<·nc"s 

d b I () I • I • f 1 l without <'X· grante y t lC 1'0Wll1 W llC 1 IS 0 a }lersona nature, UU CSS press nntho-

the power to grant such licence was expressly given by the rily • 
• 

letters patent themselves, wl1ich, as we have seen, not only 
grant, but actually create the monopoly.((t) 

The old form in which letters patent were granted gave Old form. 

express power to the grantee to authorise his licensees to per-
form the invention. 

Express power of granting licences is likewise conferred on r~·.,scnt form. 

the patentee by the form prescribed by the Act of I 8 8 3 ,(h) 
for the grant is made to the "patentee," which by a previous 
recital means tlw grantee, his executors, administrators, and 
assigns; and then follows a prohibition to all the Queen's sub-
jects whomsoever, within Lhe United Kingdom of Great Britain 
and Ireland, and the Isle of :M'an, that they do not at any time 
during the continuance of the term for which the patent js 
granted, either directly or indirectly, make use of or put in 
practice the invention, or any pnrt of the same, nor in anywise 
imitate the same, nor cause to be made any addition thereto or 
subtraction therefrom, whereby to 1n·etend themselves the in-
ventors thereof, without the cousent, licence, or agreement of 

• 

(a) p. 304. (b) l:iee Appendix. 

• 
' 
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the patentee in writing under his hand and seal, on pain of 
incurring such penalties as may be justly inflicted on such 
offenders for their contempt of the Hoyal command, and of 

· being answerable to the patentee, according to law, for his 
damages thereby occasioned. And the letters patent further 
contain a proviso that nothing therein contained shall prevent 
the granting of licences in such manner and for such con
sideratious as they may by law be granted. 

Each of t\vo or more co-owners of a patent is entitled to 
grant Ji.,mweR. work the invention for Ilimself, and to assign his share, but 

there is some doubt whether he is entitled to grant licences.(c) 
It is doubtful whether any licence could he granted at all if 

authority to grant licences were not given hy the granting and 
prohibitory clauses of tl'e patent, and the question whether one 
of several co-owners is entitled to grant a licence alone depends 
on the words of the letters patent.(d) 

If, as in Jlfatlu·rs v. Grccn,(c) the grant is made to the 
grantees, their executors, administrators, and assigns, that they 
and every of them, by themselves, their servants and agents, 
anrl such other.~ as lltelJ shall ct[J/'CC 1t•itli, and no others, may 
use the invention, then it is submitted that no licence could 
be granted \Yithout the concurrence of all the patentees.(/) 

Royalties in Each co-owner is entitled to retain whatever profit he makes 
r!•spn<Jt of 
licences hy his own working of the invention, though it is open to 
gmntcd by co- • J J 'f J 1' J ' 1' bl uwne;·s sern· queStiOn W let lCr, 1 le grant ICCllCeS, le IS UOt lU e to 
rntuly. account to his co-owners for the royalties he receives.(g) 

J,iccuce 1nnst Formerly a licence to use a patented invention need not 
be by deed. 

have been made under seal,(h) but the effect of the prohibiting 
clause in modern letters patent seems to make it compulsory 
that the licence must now be under the hand and seal of the 
patentee ; that is to say, it must be made by deed. An agree
ment, though not under seal, for a licence is equivalent, however, 

• 

(!:) l\[athers v. Green, J,, R. I Ch. 29; 
see ante. 

(d) Sec "\ppendix, for forms of let
ters patent at present in usc in cases of 
grants to joint grantee~. 

(e) L. H. I Ch. 29. · 
( () Sec Jesse!, M.H., Powell v. 

Hr:~'ul, T,. 1:. 12·Ch. D. 690. 

(y) Dunniclilf v.l\Tallctt, 7 C. B. N. R. 
209; Walter v. Lavatcr, 8 C. B. N. S. 
I62; .i\[athcrs v. Grccu, L. n. I Ch. 
29 ; Hancock 11. l.lcwlcy, Johns. n. 6oi. 

(h) Chanter ·v • • Johnson, 141\I. & W. 
408; 14 L. J. Ex. 289; Ch11uter v. 
Dewhurst, 121\I. &. W. 823; 13 L. J. ], s ~X. 19 . 
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• 

to a formal deed of licence in questions affecting the rights of 
the parties.('i) 

Where an applicant before filing his complete specification I,iccnco 
• • • • gl'lln!etl bnforo 

granted a lwence to use the lllventwn, and the hcensees on n<•ceptnucP of 
' 1 f ) f 1 1 complete sprci. llclllg suec , a ter t JC grant o t 1e 1m tent, for t 1e payment of licntinn mul 

1 ' f 1 t 1 1 1 1 1 vuli<lit./ •lis-roya ttes re usee o pay, on t 1e groum t lfit t 1e etters pate~t pntcu after-

were obtained for an invention less than the whole invention wnnls. 

described in the provisional specification, Chitty, .J., held that, 
on the construction of the licence, withont deciding the point 
so raised by way of defence, the bargain was that in the cir
cumstances the royalties should be paid.(!.') 

A licence to use a patented innution hears a ten-sliilliug Rt:nnp~. 
:;tamp, and an ad mloJ't~lll stamp is rcrp1ired in ca!;'t•s where a 
fixed smn is paid as consideration. In cases where the licensee 
covenants to pay a minimum royalty the Stamp Office rerptires 
an ad 1:Ctlo1•em duty to he paid on tlw gross miuimum royalty, 
and this whether or not the licence is dcterminaule. 

Licences to use patented inventions may be divided into-
( I) compulsory I iccnces, 
( 2) voluntary licences. 

' 

Previous to the Act of I 883 it was optional with the grantee f!umpulsnry 
• ,. hCI!IICfiR. 

of a }Jatent whether he would grant licences authonsmg other 
persons to use the invention, but this statute (which only 
applies in this res11ect to patents granted on applications since 
,January I, 1884,(/) enacts(m) as follows: If on the petition 
of any person interested it is proved to the Board of Trade that l'nii'Pl' of 

' HoaJ'II of 
by reason of t1w default of a patentee to grant licences on 'l'm•l ... 

reasonable terms-
(a) The patent is not being worked in the United Kiug

dom ; or, 
(b) The reasonable requirements of tl10 public with respect 

to the invention cmmot be supplied; or, 
(c) Any person is prevented ft·om working or using to the 

best advantage an inYention of which he is possessed, 
the Board may order the patenterJ to grant licences on such 

(i) l'ostcard Automatic Supply Co, 1•, 
Sam•Icl, 6 P. 0. n s6o. 

(k) Olto 1•, Singe•·, 71>, 0. H. 7· 

(/) 46 & 47 Yid. c. 57. R. 45 (:!). 
(m) 46 & 47 Ylct. c. 57, s. 22. 

' 



'- • > .··,· •,··--' . ' ' ' . - . 
! -. • 

. . ' 
' . . 

• 
• 

'328 

Appcnl. 

• 

Revocn!Jlo 
licences. 

' 

LETTERS PATENT FOR INVENTIONS. 

terms as to the amount of royalties, security for payment, or 
otherwise, as the Board, having regard to the nature of the 
invention and the circumstances of the case, may deem just, 

· and any such order may be enforced by mandamus.(11) 
It is to be observed that neither the Act nor the Rules give 

any powers either to the Board of Trade, or the Comptroller, 
over the costs incurred on presenting a petition for the grant of 
a compulsory licence. 

The Act does not directly provide for any appeal from the 
decision of the Board of Trade, and in the case of a refusal on 
the part of the Board to grant an application, there is abso
lutely no appeal; hut it would appear that in the event of the 
Board granting the prayer of the pc,tition the patentee may 
obtain a revision of the Board's decision by leaving the peti
tioner to move for a mandamus to enforce the order. A writ 
of mandamus is a prerogative writ, and not a writ of right, 
and it is in this sense in the discretion o£ the Court whether 
it shall be granted or not. The Court may refuse to grant t.he 
writ, not only on the merits, but UI10ll some delay, or ot.hcr 
matter personal to the party applying for it; in this the Court 
exercises a discretion which cannot be questioned. So in cases 
where the right, in respect of which a rule for a mandamus has 
been granted upon showing cause, appears to be doubtful, the 
Court frequently grants a mandamus in order that the right 
may be tried upon the return ; this is also 11 matter of dis
cretion.(o) The writ may be refused on a consideration o£ 
the special circumstances of a particular case,(p) and it was 
refused where it was impossible, owing to want of funds, to 
perform an order of the Board of Trade.(q) 

Licences may he-
(I) revocable, 
( 2) irrevocable. 

l•'rcquentl)' the licence contains n provision under which it 

(n) The practice on an application 
for the ~rant of 11 compulsory licence is 
govemed hy rnlcs 6o to 67 inch!6ive ol' 
thr. l'atent Hules, rSgo; 51 & 52 \'ict. 
c. so, s. 25. 

(0) l'cr J,onlH C'heJm~fol'll ant! llatll· 

crley ,H. 1'· Churchwurtlens of All Saints', 
Wigan, I.. ll. I App. Cas. 620, 622. 

(z•) R 1'. Gnrlnnd, I.. H. 5 Q. B. 
26g. 

(r/1 Be The British nncl North Somerset 
Uy. Co., J,, n. 3 Q. B. D. IO. 
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may be revoked and terminated on the happening of certain 
events, such as the non-payment of royalties or a decision of a 
Court of law to the effect that the patent is void. 

If a licence is expressed in general terms, the inference is 
that it is a mere licence revocable at will, but a licence coupled 
with an interest is not so revocable.(r) 

829 

When, from an examination of the whole instrument, it ari- I,r•·evncn!Jlo 

pears clear that the intention of the parties was that the licence hccucl'~. 
was to be irrevocable, neither party can, without the consent of 
the other, put an end to it.(s) 

A licence, coupled with au interest, may, howeYer, be re- Licrnc~ cou-
vlt••l w1t 1t nu 

voked if the terms and conditions on which H was granted iutPrrst. 

are broken; and a simple notice in WJ•iting is quite snfllcicnt to 
revoke it, a deed not being necessary.(!) 

Licences may be--
(I) general, 
( 2) limited, 
(3) exclusive. 

General licences are those which include the right to use Gcucrnl 

tile 
licence~. 

every part of the invention, and apply to tho whole of 
geographical area for which the patent was granted. 

Limited licences may be limited in the sense that they ap- ~imitc•l 
l1ccnce~. 

ply only, (a) to a part of the invention, (b) to the use of the 
invention in a particular manner, (c) in a part.icular district, (d) 
or for a specified portion of the term for which the patent was 
granted. 

• 
Exclusive licence~ are those under the terms of which ~xclusim 

hr.ences. 
the patentee is prevented from making a like grant to any 
one other than the licensee during the continuance of the 
licence. 

Not unfrequently patentees grant exclusive licences for the 
whole or some particular part of the invention, applying to 
the whole or some particular part of the geographical area over 
which the patent right extends. It is usual to insel't in an 
exclusive licence a covenant on the part of the patentee to the 

1') Wool! v. I,ctluittcr, 9 Jm·. 187; Ward v. I.ivcscy, 5 P. 0. n. 102, ro6. 
R) Kenny's Patent llutton-huling Uo. v. Somcrl'cll, 38 h 'l'. N. S. 870. 

(IJ Wunl r. J.i\'csc.•·, 5 P. 0. R. 102. 

• 

• 
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effect that he will not grant any other licence authorising any 
other person to use the invention within the district to which 
the licence applies. It may 1Je questioned whether such a 

. covenant divests the patentee of all power of granting any other 
licence in breach of his covenant; but he would bc'clearly lial1le 
in damages if he were to do so. 

l~xclusivo If an excluc;ive licence be made irrevoco ble and applicable 
hccnco. } 1 1 ' 1 f 1 ' ' 
ollllulmting to to the w 10 e geograp nca area o t 1e patent r1ght, It amounts 
nn nssigunwnt. • 1 · d · 

.Asf'ignaLlo 
licPuCes. 

Jlnwn v. 
If IIIII uer. 

• 

to an ass1gnment of t 1e patent ; and 1t won] appear that smce 
the licence is made by deed, and no particular form of words 
is l'equired to effect an assignment, such an exclusive licensee 
would l1e entitled to a11ply to have his name enterell on the 
register of patents as the owner for the time being.(1t) 

Au exclusive licence opemtes as an assignment of the patent 
in the same way as a demise by a lesse~ of the premises com
prised in his lease for the whole of the term granted amounts 
to an assignment to the under lessee.('J) For an assignment 
is a transfer or making over to another of the whole right of 
the assignor in the thing transferred,(y) and any words which 
show an intention to do this in a deetl are sufficient with 
respect to a patent-right.(::) 

A licence may be made to an individual only, or to him, his 
executors, administrators, :mel assigns, and the question whether 
u'' ;:·.1t a licence is assignable depewls in each case upon the 
·.·.: .. ·.".a by which it was granted. 

In Bown v. Jlnmlu•1' (a) it appeared that the plaintiff, the 
• 

owner of a patent for improvements in the bearings of bicycles 
in the year I 8 8 5 granted to a firm of bicycle manufacturers a 
licence to use the invention within the United Kingdom, the 
Channel Islands, and the Isle of l\Ian, for the purpose of ap
plying the invention to the wheels of bicycles, &c., manufactured 
for sale or use or otherwise by the licensees, or by persons em
ployecl by them, but not in any other manum·, with a proviso 
that the licence should not be construed to permit the licen
sees to make Ol' sell the patent bearings to be applied to the 

u) RcA p. 296 ante; Hcnp v. Hartley, 6 P. 0. R, 495, 500, 
;v) l'almcr v. Edwards, I Doug. 187 n.; Parmenter v. Webber, 8 Taunt. 593; 

2 1 . 1\T o. 6 56 ; Shcp. Touch. 266. 
(!J) 2 lll. Com. (::) p. 306, ante. (a) 6 P. 0. I:. 9· 
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wheels of bicycles, &c., manufactured by any other person or 

company, other than the licensees or by persons employed 
by them ; and that the licence should not authorise the use of 
the said invention by the licensees individually or separrt- 1y, 
but only by the licensees jointly, or such two or one of them as 

should continue to carry on the business, hitherto carried ~;~n 
by the three licensees at Deeston, or the person or persons or 
company from time to time carrying on such business. 

In 18 8 7 the defendants were registered as a limited company 
to acquire and carry on th<.. i.msiness of the licensees and yarions 
other bnsil,esses at other plctces. The defendants claimed 

under the licence the right to manufacture the 11atcnt bearings 
at all places where they carried on business, mul also to apply 

the patent bearings to all bicycles, &c., manufactured by them, 
whether manufactured by them at lJeeston or elsewhere. 

The plaintiff contended that the licence only authorised the 

defendants to manufacture the patent bearings at Beeston, in 
connection with the business of the original licensees ; and, 

secondly, only to apply the patent hearings to bicy9les, &c., 
manufactured by them at Beeston in connection with the said 
business ; and the plaintiff brought the action and moved for 

an injunction to rcstmin the defendants from using the patent, 
otherwise than according to the plaintiffs construction of the 
licence, but the Court held that the defendants, as carrying on 
the original business of the licensees at Reeston, were entitled to 

start other businesses elsewhere, and to apply the patent bear
iugs to any bicycles, &c., manufactured by them in such other 

businesses, and dismissed the action with costs. 
The Crown has the right to use the inventions comprised in Jli~ht of 

881 

11 1 l b f } t f I A Orowu to use a etters patent grantee e ore t 1e commcncemen o t 1e .act iuwutiou~ 

f 88 . 1 t J . 88 . r 1' t' formiugsub-0 I 3, ~.e., t 1e Is anumy 1 4, 01 on anJ npp 1ca ~on j<·et-mntter of 

then pendin(l' And the Crown has the power to use anv pateuts prior 
o• ' J to Jun. r. t8S4 

such invention without the assent of, or compensation to, the 
patentee.(b) The Crown enjoys this right, not because it is 

exempted from the effect of the letters patent, but because the 
privilege thereby granted is granted against the subjects only, 

(b) Feather v. 'l'ho Queen, 6 B. & S. 257; Dixon v. Tho London Small Arms Co. 
I,imitc~, L. n. 1 App. Cas. 632 . 

• 
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and not against the Crown.(c) This right of the Crown may · 
be exercised by any Government department. Contractors 
who supply the Government with manufactured articles are 

. not servants of the Crown, and if such articles are manufac
tured according to a patented invention, without the licence of 
the patentee, the manufacturers are liable to be sued by the 
patentee for infringement.( cl) The l)atentr:c'B remedy, in case 
he wishes to question the authority of the Crown, is not by 
petition of right, but by proceeding against the ofllcers of the 
Crown using the patent.(t•) 

J,ettrrs patent 
~ul"t'C[llt'llt to 
Jau. r. r883. 

'Vith regard to all patents granted on applieations dated 
after the I st .January I 8 84, it is provided by the Act of 
I 8 8 3 (f) that they shall have to all intents the like effect as 
against Her l\fajesty the Queen, her heirs and successors, as 
they have against a subject . 

Vonsil!emtinn 
fol' JiCL'llCr•, 

• 

But the officers or authorities administering any department 
of the service of the Crown may, by themselves, their agents, 
contractors, or others, at any time !J.fter the application, usc 
the invention for the services of the Crown on terms to be 
before or after the use thereof agreed on, with the approval of 
the Treasury, between those oft1cers or authorities and the 
patentee, or, in default of such agreement, on such terms as 
may be settled hy the Treasury after hearing all parties in· 

teres ted. 
There is no restriction as to the consideration in respect of 

,vhich a licence may be granted. As a licence must be granted 
by deed, it is not necessary that there should be any considera

tion at all. 
The patentee generally grants licences in retmn for some 

consideration, which is usually a money payment, either of a 
fixed amount or a sum varying according to the extent to 
which the licensee uses the invention, or of a fixed royalty in 
respect of every single article manufactured by the licensee 
according to the invention, or a royalty on profits. 

(c) Per Lonl Rel'Lol'llll1 Dixon 1'. '!'he 
J,ondon Rmall Arms Co.1'.Limited, L. U. 
I App. Cas. 659. 

(d) Dixon v. 'l'he London Small Am1s 
Co., Limited, L. TI. I App. Cns. 632. 

(c) Feather 1•. 'fho Om~nn, 6 n. & S. 
257; Walker v. Congreve, I Carp. l'. U, 
~s6. 
• (f') 46 &. 47 Yict. c. 57, s~. 27 ami 45 
(z). 
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It is usual to insert in a licence which is granted in con- co,·cunuts. 

sideration of a periodical or other payment, a covenant on the 
part of the licensor that the patent is valid so far as his acts 
or omissions are concerned, and that he has power to grant the 
licence, and on the part of the licensee a covenant for pay-
ment of the various smns as they become due. And if the 

• 

sums reserved vary with the extent of the licensee's user of the 

invention, it is usual for him to covenant to rentler accounts to 
the llatentee, and to permit periodical inspections of premises 

and machinery.(q) 
It is usual also to insert conditions avoiding the licence 

altogether, if the licensee fail to pay any of the sums and 

royalties reser\·ec1 by the licence, or to Jlerform any of his 
covenants.(h) 

In the interests of a patentee it is absolutely necessary that 
a licence wlJich is made in consideration of periodical payments, 
shouhl cont-ain covenants on the part of the licensee for pay
ment of the snms reserve1l, and a proviso terminating the 
licence if default is made ; otherwise a defaulting licensee might 

• 
assign the licence (if assignable ),(i) antl so escape all liability 

in respect of it. 
A licensor is not entitled to interfere with the trade of his Di~put<'"· 

licensee pending disputes as to collateral matters;(/.:) but the 
owner of both English and foreign patents, who has granted a 
licence to work under one or all of the foreign patents, hut not 
under the English patent, will not be restrained from issuing 
circulars, warning the public that the sale in England of articles 
made abroad according to the patented invention is an infringe-
ment of the English patent.(/) 

A licence to use a patented invention under a foreign patent J.ie•·H•·e to nso 

d . l'f" . • t tl I f . 1 iuwution stan s Ill a very (I rerent positiOn o 1e sa e o an artw e mul<·r rurdgu 

manufactured under either a foreign or an English patent. 1"\teut. 

The sale of an article without any restriction, whether Article ~u!.l 

f l d n .. l f . t . l without. t·~-l!laUU acturec m1 er a Jl'ltis 1 or orCign pa cut, as agamst t w stl"ictiou, 

vendor, gives the purchaser the absolute right to deal with the 

(rt) Sec Appendix. 
(It) Sec Appendix. 
( i) J.l· 330. 
(l") Clnrk 1'. A die, 21 W. H. 456, 764. 

• 

(/) HIJcictc Auonymo des l\Iannfac
tnrr:s do Glac·~s 11. Tilglnnnn's Patent 
Snnd Blast Company, L. 1!. 25 Ch. I>. 
I ; Betts v. Willmott, L. It 6 Ub. 239· 

• 
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article in any way he thinks fit, and of course that includes 
selling in any country, where there is a patent in the possession 
of, and owned by, the vendor.(1n) 

A licensee, who has covenanted with the patentee to pay a 
royalty for the right .to use a patented invention, is estopped, 
in virtue of recitals implying the validity of the patent, dming 
the continuance of the licence, from denying tlwt vnlidity as 
against the licensee in any legal proceedings to which they are 
both parties ;(n) and he is so estopped independent of estoppel 
by deed,(o) and even when he has used the invention under a 
mere verbal agreement.(p) 

After the termination of the licence, the licensee may dis
pute the validity of the patent,(q) but he cannot sell articles as 
manufactured under licence from the patentee.(r) 

"Where, in an action for infringement, the defendant, who 
was the mortgagee of certain articles manufactured under a 
licence which the plaintiff alleged was revoked, disputed the 
fact of revocation, and contended that the patent was invalid, 
the Court held that he must elect which line of defence he 

• 

would adopt.(s) 

In Crossley v. IJi.;·on (t) it was held that though the agreement 
for a licence was ouly verbal, yet the defendant having used the 
invention, \vas not entitled in a subsequent action, brought for 
the recovery of royalties, to deny tl1e validity of the patent. 

If it is the intention of the parties that it is to be open to 
the licensee to dispute the validity of the patent, then the licence 
ought to be specially framed to allow of th~c:;, by the insertion 

(m) ~uciete Anony1cc des 1\Ianufilc
hn·cs des Wm~cs 1•. Tilghman's Patent 
l:iand lllast Company, per Cotton, L •• T., 
J,. ll. 25 Ch. ll. 9 ; Betts 1'. Willmott, 
J,, H. 6 Ch. 239; Heap t•. Ilurtlcy, 5 1'. 
0. H. 603; 6 1'. 0. H. 495· 

(11) lluinl v. iicilson, 8 Cl. & Fin. 726 ; 
Cutler ''· llowcr, 11 Q. ll. 973; 17 L. 
,J. Q. B. 217; Hills ''·Laming, 9 Exch. 
256; 23 h .T. Ex. 6o; Jlowmun 1', 

'1' •1 
• \ ''· }•' 278 ' I '\' l' C 3.) 101' z ~· . \.'\,;. ""• , . . . 

292 : J,awcH 1'. l'ur~e~·, 6 E. & ll. 930; 
26 L. ,; . Q. ];, 25; ~ .. rlfJ' t•. llrooks, 7 
H. & N . .J99; Hmith ,., b·.· t, 28 L. ,J, 
C. l'. 325; 6 C. B. 1'>. K 7i I ; lless· 
1wms ''· Wri~-:ht, 6 W. H. 71!1: Crossley 
r. Dixon. 10 11. L. 293; 32 L. ,J. Cit. 

617;·Hall 1·. Conder, 2 C. n. N. S. 22, 
53 : 26 I,: ,J. C. l'. 138, 288 ; 'footman 
I', "'ootl, 16 r. B. N. s. 479 j Clark 1), 

A die, L. lt. 2 App. Cas. 423; Lim·dct t'. 
Elt·dric Lighting Co., W. N. 1883, 96; 
Ashworth 1'. I,aw, 7 l'. 0, H. 231. 

(o) Lawes 1', l'ur.er, 6 E. & 1l. 9)0; 
Norton 1!. llrooh, 7 H. & N. 499· ' 

(]•) Cro; qlcy ·1:. Dixon, 10 H. J,. (', 
293, 308, 310; C!a.-k 1'. A die, L. ll. 2 
App. Ca•. 423. 

( 1/) Jl, 336JiOSi. 
(r) ... ·o~tcnnl Automatic ~upply Co. 

1'. t"amud, 6 I'. 0. H. 560. 
(x) l'ostcurd Automatic l:iupply Co. 

'L', Samuel, 6 1'. 0. It. sGo. 
{I) 10 II. J,, Cas. 293· 



of covenants on the part of the licensor for title to grant the 
licence, and that the patent is valid. 

If there are no express covenants on the part of the licensor 
as to his power to grnnt the licence, and as to the validity of the 
patent, the law will not import any, since the privilege created 
by letters patent is impressed with the nature of personality, 
and the law will not create a covenant respecting a personal 
thing.( u) 

885 

• 

Though previously to tho commencement of au action for noynlti('s 
• . when pal<'ut 

the l'ecovery of roynlttes due under a llcence, the patent has tleclnrl'<l in-

been declared void in other proceedings, the defcutlant, if llC valill. 

be the licensee of the plaiutill; Ullller a licence containing no 
covenant on the 11art of the licensor as to his title to grant 
the licence aml as tu the validity of the patent, cannot plead 
that the patent is bad.(<t:) 

The licensee cannot in the alJseuce uf fraud recover royalties Hccowry of 

I . I l l . l l 1· tl 1 ft I ro,·n!tics. w uc t 1e 1as paH l\ll( er a ICence, even · wug 1, a er t 10 • 

termination uf the licence, it should turn out that the patent 
is bad.(y) . 

:Fraud is a defence to an action for the recovery of royalties, Fraud. 

aud it is_ also a ground on which a licensee, who has paid royal-
ties under a licence tainted therewith, can recO\ccr the moneys 

• 

he has disbmsecl.(:) - · 
'Vhere a person has agreed, not under seal, with the patentee J,ic,•nscn uot 

• • Cti!opp<'d. 
to pay a certmn sum of money, :mnnally or othcrw1se, for the 
use of a pateuted inreution, but has not actually used the in
vcutiou, l1e is not estopped from dcnyiug the valitlity of the 
patent in au action brought against him by the patentee for 
recovery of royaltics.(a) 

In lla,IJllC v. "1Ialtb!J (l1) the action was brought for the bre-:tch Ha~·ue r. 
I . l . l 1 I I . . . . ::llaltlJ\·. of an ngrcement w uc 1 reCite( t •at. t w p amtlfls were ass1gnecs • 

of a patent granted to 1'. Taylor, anu that the tlefeudant had 

(u) f'nm. Dig. tit. f'o\'cnant, A 4· 
(.•·) (h·o\'cr and H.1kcr Hc•dug )la

chine Co. 1'. :\lillarcl, S ,I nr. N. ~. il3. 
(!/) 'l'a~lur "· Jlasc, 1 H .. & 1'. N. H. 

26o; I W. 1'. C. 292; Culhngo r. Bow
man, 1 W. 1'. U. 295· 

(z) Cutler ·v. lluwcr, I I Q. ll. 97 3 i 
I7 L. J. lJ. D. 217; llall t'. Comlcr, 2 

• 

• 

C. n. X. H. 22; 26 L .. J. C. P. 138; 
La wcs 1". !'urscr, 6 E. & ll. 930 ; 26 
L. J. Q.ll. 25; Smith t', l;cott, 2SL .• J. 
C. 1'. 325; 6 C. ll. X S. 771. 

(a) Chanter t•. J,c,•sc, 1 "r· 1'. C. 
295; SJ,.J. Ex. 58; 9L. J.Ex. 327; 
4 l\1. & W. 295; 5 M. & W. 698. 

(b) 3 '1'. ll. 438; I W.l'. c. 291 • 
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'• ·.·:· ·'• .. ,." ' . . :·~---·-• ... -· \·, •' . . 
~: . . • •. · · · ''. applied, to the plaintiffs for permission to use the patented in-

. ' ' 

.• _ .. · ·. · · ·. vention, to which they assented, on condition of his working it 

'l'emaitmt.iou of 

Goucher v. 
Ulnytou. 

• 

in the manner described in the specification. The agreement 
' 

contained a covenant by the plaintiffs with the defendant, that 
he should have the free use and quiet enjoyment of the patent 
machine, in case the same should be worked only in the manner 
described in the specification, and also a covenant by the defen· 
dant that he would not, during the residue of the term, use any 
of the patent machines except the one by the articles allowed 
to be used by him. 

Under these circumstances, the Court of King's Bench held 
that the defendant was not estopped from denying the validity 
of the patent, and gave judgment for him, on the ground that 
the patent was void. It is to be noticed that the agreement 
merely recited that the plaintiffs were assignees of the patent, not 
that the patent was vnlid.(c) 

After the termination of the licence, the licensee is in just 
the same position as the rest of the Queen's subjects, with re
gard to being able to deny the validity of the patent, if the 
patentee brings any action against him for infringement.( d) 

In Gouclter v. Clayton (e) it appeared that the plaintiff took 
proceedings in I 8 54 against a certain firm of Clayton & Uo., 
for infringement of his patent. The firm submitted to a judg
ment in the action, and took a licence for five years (afterwards 
extended to seven), to work under the patent. The present suit 
was instituted in I 864, against the same firm, but two new 
partnel's had entered the firm after the judgment at law. The 
defendants raised the issues of want of novelty and sufficiency 
of the specificat~on. Page Wood, V. C., overruled the objection 
that the defendants were estopped from denying the validity of 
the patent, both as having been licensees, and by reason of the 
judgment at law, and stated that in any case he could not pre
vent those defendants, who were not parties to the action at 
law, from setting up .that defence, 

' 

(c) See Bowman v. Taylor, 2 A. & 
E. 278 ; I W. P. 0. 293 ; and remarks 
of Lord Cotteuhnm, L.C., in Neilson v. 
:Fothergill, I W. P. C. 290. 

(tl) Axmann v. Luud, L. R. IS Eq. 
330; 43 L. J. Ch. 655 ; Goucher v. 

Clayton, II J•tr, N. S. I07 ; 34 L. ,J • 
Ch. 239 ; Dangerfield t'· Jone~, I3 
L. '1'. N. S. I42; Neilson v. :Fothergill, 
I W, 1'. C. 290. 

(e) II Jur. N. S. 107; 34 L. J. Ch. 
239· 
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• -

· An equitable assignee of an exclusive licence is not estopped, Eq~itablo 
• t' b 1 t • t 1 • b tl t f • f • nsstgnuo of m an ac ton roug 1 agams nm y 1e pa entee or m rmge- exclusive 

ment, from disputing the validity of the patent.(/) licence, 

Though a licensee of a patentee is, during the continuance r.imit of Jlll· 

f tl I• t l f d • • I t • tent, o 1e lCence, es oppec t•om 1spntmg t 1e paten as agamst 
the patentee, yet l1e his entitled in an action to show that what 

• 

he Juts done (in respect of which patent royalties are claimed 
from llim), does not fall within the limits of the patent, but is 
something extraneous to it.(.q) 

A licensee under a patent is in a situation analogous to a. 
tenant, who, during the tenancy, cannot dispute the title of the 
lessee to any of the land held under tlie lease ; but who is 
nevertheless at liberty to show that part of the land he actually 
occupies is really not comprised within the lease, but belongs 
to himself under some otl1er right.(lt.) 

A licensee (not a party to the aetion) cannot be compelled InsJledction
1
.ns 

rcgnr sa I· 

to give inspection in an action against the licensor, but if the ceuseo. 

licensor can arrange for an inspection, it is proper he should do 
so ; and if it appear that the licensor is himself or by his licensee 
working the process in dispute, the usual order for hispection 
will be made.( i) 

A licensee is a competent witness for the plaintiff in an Lice~see mny 
· f 1 • f · f d h' I } J bo wttlteAs fut· actiOn or t 1e m rmgement o a patent un er w IC 1 1e 1as a plaintiff in nn 

I• H 1 l' • · . . . nction for in-wence. e 1as no < uect pecumary mterest 111 supportmg friugemcnt. 

the patent, and it may be for his advantage that it should not 
be supported.(k) 

An account of profits will not be granted against a licensee Account or 
' profits ngninst 

at the instance of the licensor or his assignee, if there is proof n licensee. 

that no profits have arisen, and not in any case unless all parties 
interested are before the Court.(/) 

'l'he vendee of a licensee has all the privileges of an ordinary ~cudec of a 
hccusce. 

vendee, including tl1at of resale. 

(f) Pidding ~·. Franks, I Unc. & G. 
56; IS L. ,J, Ch. 295. 

(g) Clurk 1l, Adie, },, R. 2 AllP· Cus. 
423 ; Crnssley 11, Dixon, 10 H. J, Cas. 
293 ; Cropper v. Smith, L. R. 26 Ch. 
D. 700; Couchman v. Greener, I 1'. 0. 
R. 197; The Useful Patents Compnny 
v Uylnnds, 2 1'. 0. R. 255. 

(!.) Per Lord lllnckbum, Clark 1'. 

AdiP, L. R. 2 A pp. Cns. 435· 
(i) Germ l\1 illiug Co. "· Robinson, 3 

!>, (1, H. II, I4, 
(k) Per Lord Abinger, C.ll., Dcrosne 

1•, Fnirie, 2 Cr. 1\f. & H. 476 ; I W. 1'. 
c. I54· 

(I) Borgman t'. :\Incmilhm, I.. It I7 
Ch. D. 423. 

y 

• • • 
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· Thus, where the' defendant hi an action for the infringement 
. of a patent for improvements in the manufactUl'e of soap, 

• 

pleaded that the alleged infringement was the resale by him of 
soap purchased by himself from licensees of the plaintiff, the 
Court of Cominon Pleas held this to be a good defence, and 
gave judgment for the defendant accordingly.(m) 

What the letters patent prohibit tl1e public from doing 
without the consent, licence, or agreement of the patentee, 
under his hand and seal, is the making use of, or putting in 

• 

practice, the invention comprised in the patent that is, the 
art by the exercise of which the patentee produces t.he finished 
product. · 

The public are entitled to use the invention in the sense of 
the finished product without the licence of the patentee, if that 
finished product was not produced in infringement of the patent. 

Use of a manufactured article only constitutes an infringe
. ment when the article used is ]irodnced by an infringement.(n) 

A notification of every licence to work under a 1)atent must 
be entered in the Register of Patents, and an attested copy of 
every licence granted under a patent mu:>t be left at the }latent 
Office by the licensee, with a request that a notification thereof 
may be entered in the register. The licensee mnRt cause the 
accuracy of such copy to be certified as the Comptroller may 
direct, and the original licence must at the same time l1e pro
duced and left at the }latent Office, if required, for further 
verification.( o) 

Uegistration under the Act of I 883 of an exclusive licence 
for a limited area is not notice to the world, so as to affect 
defendants buying outside and using inside the area, without 
notice of the licence, certain machines manufactured hy the 
patentee outside the area.(p) 

Power of li- It is clear that a mere licensee having a simple licence to 
censee to sue • • • !n r~spectof . work under a patent cannot sue alone m respect of mfrmge-
mfrmgcmcutR, f tl t t b t ] t. . . tl t t f . ments o . 1e pa en , u 1e Inns JOlll 1e pa en ee, or, smce 

• 

the patentee may ~rant a licence to any other person, the de-

(m) '£homos ·v. Hunt, 17 C. H. N. S. 
183. 

(11) Clu•p. xiii. 

(o) 46 & 47 Viet. c. 57, s. 23; P. n., 
18go, r. 77· 

(p) Heup 1'. Hartley, 5 1'. 0. H. Go3; 
G P. 0. TI. 495· ' 

• 

• 
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LICENCES. 
• 

femlant in the action might possibly be a licensee also, and the 
iufringment. is an injury to the patentee and not to the mere 
licensee.(q) 

It consequently follows that a patentee, who l1as merely 
granted simple licences, is entitled to sue alone in respect of 
any infringements without joining his licensees; for, since he 
mny grant licences to whom he pleases, the injury affects him 
alone, and it would appear that a patentee, who has granted an 
exclusive licence, which does not amount to an actual assign
ment of the patent (e.g., one which contains a power of revo
cation in the event of breach of covenant), may sue to restrain 
infringements without bringing the exclusive licensee before 
the Comt ; for the injury done to the patentee is distinct from · 
that suffered by the exclusive licensre. The infringement 
affects tl1e exclusive licensee by injuring his tradt>; it affects 
the patentee both by loss of reputation of the paten~ through 
infringements being permitted, and by loss of royalties, if 
royalties are paid for the licence. 

As regards an exclusive licensee, he is not entitled to sue 
alone in respect of infringen1ents, if the licence is not ec.uplcd 
witl1, or equivalent to an assignment, but the patentf.e must 
join as plaintiff,(1·) or be adtled as a defendant. 

In the case of exclusive licences it is usual to insert a cove
nant on the part of the patentee bi])(ling him to proceed against 
all persons who may inft·inge the patent, or to allow the licensee 
to do so in his name.( s) 

The decision of Lot·d Hatherley, then Vice-Chancellor Wood, 
in Reuai'd v. Lcvinstcin (t) appears to be an authority for the 
statement that an exclusive licensee is entitled to sue alone to 
restrain infringements within the area of the exclusive licence. 
It must, however, be zwticed that in that case the owners of 
the patent were joined as defendants, and there docs not appear 
to be any decided case in which the licensee has been allowed 
to sue without the patentee being a 1)nrty.(u) 

(q) Newby 'IJ. Ilnrl'ison, cited in He 
nnrd v. Lennstcin, 2 H. & 1\I. 628 ; 
lleruMtc v. l•'nirie, I W. P. C. I 55· 

l[l Henp v. Hnrtluy 5 P. 0. H. 603 ; 
6 I . 0. 1!. 495· Sec R. S. C. or I62. 

(s) See Fol'ln in Appendix. 

(t) 2 11. & .i\f. 628. 
(lt) l'lia1pton v. 1\falcolmson, IJ. R. 

3 Ch. D. 531 ; Barnett 11, Barrett's 
Screw Stopper Bottling Co., I P. 0. H. 
9; Heap v. IIurtley, 5 P. 0. H. 6o3. 

' . . . " . 
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CHAPTEH X. 

REVOCATION OF LETTERS PATENT. 

E~'FECT oP GRAXT op LETTEns PATEXT Co::miTlON oF LETTERS 

PATEXT REYOCATION OF LETTEus PATENT Wuo 'II!AY PETI

•rwx GRANT OF FRESH PATENT PAnTIES Gnol!.:-:tns FOR 

REVOCATION PARTICULARS OF OBJECTIONS !xTElUtOGATO:!!.lES 

-HEARING OF PETITION REGISTRATION OF 0RDEU. 

Effect of a LETTERS PATENT for inventions arc obtained on the faith of 
~l':lat of l~tters 
i•:.teut. representations made by the patentee, and where there is no 

• 

opposition (a) they are rarely refused. 
The Urown makes the grant at the patentee's peril, and does 

not guarantee its validity if the t•eprescntations contained in 
' the applicant's declarations are not true, or if all the require-

ments of the law are not satisfied.(b) 
' 

The grant of a patent for an invention operates as a curtail-
ment of the rights of the public, for it prohibits all Her 
Majesty's subjects, other than the patentee and his 1icensees, 
from using the invention, even if they should discover it 
independently for themselvds.(c) As we have seen, the only 
justification for making the grant, is the consideration that the 
patentee is the first to give the public a knowledge of the 
invention, and the means of making practical use of it.(d) 

It is evident that, if a grant of letters patent for an inven
tion be made, which is in fact void owing to the grantee not 
being the true and first inventor, or on account of the alleged 
inve11tiou not being proper subject-matter, or in consequence 
of some defect as t•egards novelty, utility, proper specification, 
or any other ground which vitiates a patent, so long as the 

(a) Se(' p. 281 ante. 
(b) p. 256 ante. 

(c) p. 85 ante. 
(d) Ante, 

' 
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REVOCATION OF LETTERS PATENT. 341 
' ' 

" ' grant remains unrevoked the public suffers an injury, and 
the patentee is in the enjoyment o£ a monopoly to which he is 

i/ 

not entitled. · 
·we shall see hereafter that in the event of a patentee Dofnndnnt iu 

b , , . , b f I bl' , an action for rmgmg an actwn agamst any rnem er o t 1e pu JC m respect infringcme,nt 

f t 11 d b , f , f I I , t'ff' , I may qncshon o any ac a _ege to e till m rmgement o t 1e p am 1 s rig tts validity of 

under the grant, it is competent to the defendant to put in pntcut. 

issue the validity of the patent on any one or more of the 
grounds which in law render it void, so as to obtain the 
declaration of the Court on the poiut.(c) 

It is sometimes to the interest of a particular member of l\lcn!b~r of tho 

I bl. b . , f 'd , . pubhc mtcr-t 1e pu w to o tam a revocatiOn o a vo1 patent, qmte m- cstcd i'! 

d d 1 £ 1' , h' , f revocation epen ent y o any proceec mgs agamst m1 m respect o 
infringement; ns, for instance, where an individual is using 
an invention, for which a subsequent patentee claims to be 
entitled to a patent, or where a person is desirous of using an 
invention included in a patent which he has good reason to 
believe is defective. The law has provided a means for the 
protection of the public to enable them to obtain the r~;vocation 
of a void patent, consisting in the presentation of a petition 
to the Court for revocation of the patent, under s. 2 6 of the 
Act of 1883. 

:Formerly, if two persons had obtained patents for the same Petitio~ fo1· 
revocntwn 

inventioh the Courts would not interfere between them, but in~tca~l ~f 
·, • b'Ctre Jllt'ta.~ 

left them to determine their rights by sci I'C jacia8,(j') for winch 
proceeding the presentation of a petition for revocation has 
been substituted by the Act of 1883.(!/) 

' 

The presentation of a petition for revocation uf a patent Uonditiou of 
• • , , Icttel's ptLtcnt. 

entails expense on the part of the person presentmg 1t, and m 
orde1· that the public may not be put to the trouble or cost of 

' 

resisting an unlawful patent, the Crown imposes a condition on 
the grantee of every letters patent for an invention. This 
condition is a proviso in the letters patent to the efiect that, 
if at any time during the term for which the patent is granted, 
it be made to appear to the Queen, her heirs, or successors, 
or any six or more of her Pl'ivy Uouncil, that the grant is 

e) Uhap. xiii. 
l) Copeland v. Webb, II W. H. I34; I N. H. II9; Baskett v. Uunniugham, 

z Edell, I 37· (!/) l:l. 26. 

' ' 
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. LETTERS PATENT FOR INVEN'l'IONS. 
• • 

-

:co11trary to law, or prejudicial, or inconvenient to her Majesty's 
subjects in general, or that the invention is not a new invention 
as to the public use and exercise thereof, within the United 
Kingdom of Great Britain and Ireland, and the Isle of Man, 
or that the patentee is not the first and true inventor thereof 
within the realm, the letters patent shall forthwith determine 
and be void to all intents and Plll'llOSes.(k) 

There is no instance in modern times of the determination 
of a patent under this proviso, but it is probable that it was 
under some such proviso that Queen Elizabeth was enabled to 
recall patents for monopolies, which were fotind to be so grievous 

• 

to the public during her reign.(·i) 
The Act of I 8 8 3 defines the term " patent " as meaning 

letters patent for an invention(i) which have effect through
out the United Kingdom and the Isle of 1\Ian(k), and therefore, 
if revocation be obtained in any portion of the United Kingdom 
or the Isle of :Man, it is applicable to the whole area for which 
the patent was originally granted. · 

The words (l) of the Act which establish the proceeding by 
petition are : " Hevocation of a patent may be obtained on 
petition to the Court," and it is submitted that in view of the 
evident contemplation by the Act of proceedings in Enghnd, 
Suotland, nnd Ireland (m), the " Uourt " must be taken to mean 
in Enghnd, her :Majesty's High Court of J"w:;tice in England (n); 
in Scotland, any Lord Ordinary of the Goul'li of Session(o); and 
in Ireland, the High Court of Justice in Ireland.(p) 

Before the Chancery of Lancaster Act I 890, it was held 
that Lhe Court of the Uouuty Palatine of Lancaster, not being 

-. 
a "Uonrt" within the Act of I 8 8 3, was not competent to 
entertain a petition for revocat.ion, but it would appear that it 
has jurisdiction to do so now.(lf) 

In Suotland, proceedings for revucaLion of a }latent are in 
the form of " an action of reduction at the instance of the Lord 

(It) 46 & 47 Viet. c. 57: 1st Schedule, 
l:'orm D. 

(i) Sec Hiuumarch ou Patents, p. 
432· 

( j) l:i. 46· 
k) S. I6. 
I) S. 26 (2). 

(m) Sec s. 26 (4) (a) (h). 
11) 46 & 47 Viet. c. 57, s. I I 7· 
v 46 & 47 Viet. c. 57, s. I I 1. 

(p lbicl. 
( 1/) 53 & 54 Viet. c. 23, s. 3; l'roctor 

L'. l:iutton Lodge L'hcmical Uo., 5 1'. 
0, H. 184. . 

• 



REVOCA'I'I()N OF U•~TrERS PATEN'!'.· 
• 

Advocate, or at the instance of a pal'ty having int~rest, with 
his concurrence, which concunence . may be given on just cause 
shown only"; 11nd service of all writs and summonses in the 
action must be made according to the forllls and practice exist
ing at the commencement of the Act of I 883.(1') 

In Ireland, all parties 1mve their remedies under or. in 
respect of a patent as if it had been granted to extend to 
Ireland only.(s) 

• 

'343 
• • 

No })roceeding hy petition or otherwise lies for revocation !m.1n·ovemeut~ 
f 1 

, . , . m mstrmnent~ 
o a patent re atmg to any nnprovement m mstruments, or o1· munitions uf 

. . f I . I I I ' l 1 "I · ' war. mumtwns o war, w nc 1 ws Jeen ass1gnec to 1er ll aJesty s 
.Principal Secretary of State for the War Department, and in 
respect of which such Secret9.ry of State has, before the appli
cation for a patent, or before the publication of the specification 
or specifications, certified to the Comptroller his opinion that, 
in the interests of the public service the particulars of the 
invention, and of the manner in which it is to he performed 
should be kept seeret.(t) 

It is to be noticed thai s. 26 sub-section 4 of the Act 1\•rsous who 
' nrc entitled to 

of 1 8 8 3 authorises various persons to present a petition for the !nkc proccctl· 
mgs for 

revocation of a patent; but, whereas by s. I 09 the !Jroceeding rc,·ocntion. 

for revocation in Scotland is limited, the only persons entitled 
to initiate proceedings for the revocation of a patent in Scotland 
are the Lord Advocate and persons having an interest, with his 
concurrence. 

The Act of 1 8 8 3 ('n) authorises the following persons to 
present a petition for the revocation of a patent : 

(a) 1'he Attorney-General in England or Ireland, or Lll13 
Lord Advocate in Scotland. 

(b) Any person authorised lJy Lhe AtLomey-General in 
England or Ireland, or the Lord Advocate in Scot~ 
laud. 

(c) .Any person alleging that the patent was obtained in 
fraud of his rights, or of the rights of any person 
under or through whom he claims. 

(r) 46 & 47 Viet. c. 57• s. 109. 
(s) 46 & 47 Viet. c. 57, s. uo. 

(I) 46 0:47 Viet. c. 57, s. 44 
(3)· 

(n) S. ::6 (4)• 

(9) (I) 

• • 

• 
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··LE1TERs·· PATENT FOR INVENTIONS. 

(d) Any person alleging that he; or any person under or 
• 

through whom •he claims, was the true inventor of 
any invention included in the claim of the patentee. 

(e) .Any person alleging that he, or any person under or 
through whom he claims an interest in any trade, 
business, or manufacture, had publicly manufactured, 
used, or sold, within this realm, before the date of 
the patent, anything claimed by the patentee as his 
invention. 

If the petitioner is qualified under (c), (d), or (e), he presents 
his petition as of 1·ight, any other person must obtain the fiat 

of the Attorney-General in England or Ireland, or the Lord 
Advocate in Scotland, authorising the presentation. 

If there is any doubt as to whether a would-be }Jetitioner is 
qualified as of right, he should take the ]Jrecaution to arm 
himself with the J:iat of the Attorney-General or the Lord 
Advocate, as the case requires, for the Court will at the hearing 
refuse to go into the question whether the patent is good or 
bad, if it appear that the lletitioner has no lul'us 8la ndi.(!l) But 
any person who presents a petition under any one of the auove 
clauses, is, if he proves his right to do so, entitled to impeach 
the patent on any other lawful ground.(z) 

' 

In order to obtain the Attorney-General's Hat authorising 
the presentation of a petition for the revocation of a patent, it 
is necessary to forward the following papers to the Patent 
Clerk: 

I. Memorial to the Attomey-General asking for his authority 
and stating all the circumstances. 

2. Statutory declaration verifying the statements in the 
• 

memorial. 
3· Two CO}Jies of the proposed petition, and of the particulars 

proposell to be delivered with it.(a) 
4· Certificate of a barrister that the petition is proper to be 

authorised by the Attorney-General. 
5· Uertificate of a solicitor that the proposed petitioner is a 

proper person to be a petitioner, and that he ir-; 

(!J) In re A'·cry's Patent, L. H. 36 
Ch. D. 307, 322. 

' 

(.::) Morgan's Patent, 5 P. 0. U. 186. 
(a) Fol' tol'ms, sec Appendix. 
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competent to answer the costs of all proceedings in 
connection with the petition if unsuccessful. · 

Under the old practice in scire facias the fiat of the Attorney
General was necessary in all cases, and was not issued as of 
course; (b) neither does a petitioner under the present practice 
obtain the fiat as a right, for the Attomey-Geueral grants vr 
refuses it at his discretion. 

In some cases the Attorney-General decides l'.IJ parte whether 
to grant or refuse his fiat, and in others he directs notice to 
be given to the patentee, and that the parties be heard before 
him. 

Thus, where no other proceeding was pending, the Attomey
Generars fiat was gt·anted without a direction to give notice to 
the patentees; (c) so likewise where an action fot· infringement of 
the patent had been commenced but ahandoued.(d) ·where 

· an action for infringement against the applicants was pending 
in Scotland, and the patentees objected that, as they were 
resident in Scotland, the application should have been made 
to the Lord Advocate, the Attorney-General's fiat was, refused, 
pending the result of the action in Scotland, hut leave wa:; 
given to renew the application if necessary.(c) Where the 
applicant was a licensee under the patent, notice was directed 
to be given to the patentee,(/) so also where the awlicant was 
a defendant in an action for infringement at the iustance of 
the patentee and the application was made during the interval 
after judgment in the Court of :First Instance and the hearing 
of an appeal,(.~) and where notice had been given to the 
patentee, the application was at the hearing ordered to stand 
over, on the patentee undertaking to commence au action 
for infringement within a month.(/i.) 

" 

.. 

Though the Act of I 8 8 3 gives the Attorney-Uenv"al 11ower Costs. 

to a ward the costs of proceedings before him,( i) it does not 
give him any authority over the costs of a petition presented 

(b) 1 w. P. c. 671 n. j n. v. L>l'osscr, 
14 Beav. 306, 

(c) Gaulard mul Gibbs' l'atcut, Gl'ill: 
1'. u. 320. 

(d) Uothwcll's Patent, U l'ill'. l'. U. 
·~o ,J~ • 

(e) Belland <Jolcnulll's Patent, Grill: 
P. U. 320; sec also /1~ re Young's 

Patent, 1'. iii . . ]. 2nd series, vol. vii. 
p. 44· 

(f) ::llartin'~ Ptlleut, Gl'ill: 1'. C, 
.)20, 

(!/) W r.tlin.;;'s Patent, tlrill: 1'. C, 
.)20. 

(!1) HiJt!cll's Patent, Grill: 1'. U, 320. 
(i) S. 38. 

' '' . • ' 
• • 

' ' ' . • • • • • 

: ' . 
' ' . ' 
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., 
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·-
INVENTIONS. 

• 
' 

_ .. _ to. him praying for the. grant of his fiat, when that petition is 
subseqtt'ently abandoned.(!.~) . 

The power of presenting a petition for the revocation of a 
patent conferred on " any person allegiug that the patent was 
obtained in fraud of his rights, or of the rights of any person 
under or through whom he claims "(/) relates only to caties of 
fraud, and will not be extended to cases of mistal\e notwith
standing that tl1e con~;equences of the mistake may be to 
deprive the inventor of his patent-rights.(m) Thus, where a 
subject of the United States of America, aml resident there, 
gave a. !lower of attorney to an :English patent agent, with 
instructions to obtain a patent in this country, and the agent 
employed a snb-age1.1t, who took out a patent in his own lHlme 
for the invention, together with some improvements of his own, 
without stating in the specification that it or any pat·t of it 
was a communication from abroad, and made a statutory de
claration that he was the first and true inventor, the Court of 
~\ppeal held that, C\'Cn if the patent was void by reason of the 
non-disclosme in tlw specification of the communication from 
abroad, as there was no proof of any intention on the part of 
Lhe patentee to deprive the inYentor of his rights, the petition 
could not be sustained on the ground of fraud, and it was dis
missed, without prejudice to any petition which the inventor 
might be advised to lJresent as a person claimiug to be the 
Jirst and true inventor.( 'I'!) 

A patent may be revoked on any gronllll on which previous 
to the ,\ct of I 88 3 it could have been repealed 1Jy ~,;eire 

jlu:ia-~.( u) 
.\ Ncil't .f(lt:ia~> lay lu repeal a patonL in three cases aecordiug 

to the authority of the fourth InsLitutc.(p) 

' 

1. When the King by his letters patent doth grant by 
several letters patent one and the self same thing 
to several persons, the former patentee shall have a 
8cli'C jltcias to repeal the second patent . 

2. When the King gmnteth anything that is grantable upon 

(k) )fat'tin'~ l'atcnt, Gt'ilf. P. C. 320. 
/) p. 343 ante. 
m) In rc Avct'y'~ Pntcut, L. R. 36 

Ch. 1>. 307. 

(n) In 1'C Avct'y'a l'atcut, L. H. 36 
Ch. ll .. ~07; 4 P: 0. R. 152, 322 .. 

o) 46 & 47 V~et. c. 57, a. 26 (3)· 
I') p. liS. 

• 

. ' 
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. 

. a false suggestiou, the King by his prerogative 
jnrc ngio may have a .~drc facias to repeal his own 
grant. . 

3· Wlten tlte King doth gmnt any thing which by law he 
cannot grant, he, Jnrc nyio (for the advancement of 
justice and right), may have a scire jiu:ias to re}J~al 
his mm letters patent. 

It was laid down by another well-known authority (1.) that 
the grounds on which a patent could be repealed ·by scir1! jitcias 
were: " fraud, false suggestion, non-compliance on the part of 
the }Jatentee with the conditions of the letters patent, failure 
of any of the essential requisites of novelty and utility, or 
abuse of the privileges granted by the letters patent."( r) 

l}arke, B., delivering the judgment of the Court of l~xcheqner 
• 

in a case where a patent was upset on the ground of false sugges-
tion, said: "The question is wlwther this patent, which suggests 
that certain inventions are improvements, is avoided, if there 
be one, which is not so. And upon the authorities we feel 
obliged to hold that the patent is void, u11on the gl'ound of 
fraud on the Crown, witl10ut entering into the question whether 
the utility of each and every part of the invention is 
essential to a patent, where such utility is not suggested in the 
patent itself, as the ground of the grant. That a false sugges
tion of the grantee avoids an ordinary grant of land or tene
ments from the Urown, is a maxim of the common law, aml 
such a grant is void, not against tltc Crown merely, but in a 
suit against a third person.(s) It is on the same principle 
that a patent for two or more inventions, when one is not new, 
is void altogether, as was held in Hill v. 'l'lto111pson allll 
Bl'ltnlon v. Ifan·kcs; for although the statute invalitlatcs a 
patent for want of novelty, and consequently by force of the 
Statute, the patent would be void, so far as related lo that 
which wac; old, yet the principle on which the patent lms been 
held to be void altogether is, that the consideration for the 
grant is the novelty of all, and the consideration failing, or in 

(•J) Webster on the J,iiW and l'mcticu of Letters .l'alcut for Inventions, p. 32. 
(r{ See n. t•. Cutler, )Iacr. l'. C. 124; H. 11. Arkwright, 1 W. P. C. 66. 
(s, Travcll v. Custerd, 3 I.uv. 135; .\lc•Jck v. Cnoke, 5 lliug. 340. 

• 

.... , .. ,. . ,· . . . . 
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· · >.;· ' . , :. · · ··' other wo1·ds, the Crown being deceived m its grant, the patent 
-.,\•• ,.,. 

~·: •: ·· .... · ' is void, and no action maintainable upon it."(t) 

· · · · Under the present practice, all letters patent contain a recital 
.. 

·• to the effect tlmt the patentee has represented to the Crown 

• 

that he is in possession of an invention, of which he is the true 

': and first inventor, and that the same is not in use by any 

other person to the best of his knowledge and belief ;(1t) and 

a further recital to the effect that the patentee has by, and in 

his complete specification, particularly described the nature of 

l1is invention.(v) 
-

Distinction The distinction between a false representation made by the 
between flllsc • • 
re}ll'esentatiou patentee and recited m the letters patent, anu a false statement, 
nud ftllsc • tl 'fi . . f ] . 
srntcmcut. as an error m 1e speCI catwn, IS o t 1e greatest nupox·tance . 

J uventiuu~ 
with same 
objl'cts. 

• 

.\ distinction must be drawn between an error in the specifica

tion, such as will make a suggestion in the letters patent false, 

auu an error in a matter of direction or otherwise, such as 

affects the suggestion in some degree short of the preceding, as 

for instance, to diminish the extent of utility.(;1;) 

If a patentee invents an apparatus or process for achieving 

·a given object, he will not necessarily be entitled to obtain 

(on the ground that he was the first and true inventor) the 

revocation of a subsequent ·patent for achieving the same 

object, when the invention comprisml tl1erein is a different 

method of arriving at the same result, and the later patentee 

shows a different way of dealing with knowledge common at 

the date of the first 1)atent.(y) If, however, the prior patentee 

has discovered a new principle and a method of carrying it out, 

he may be entitled to the revocation of a subsequent patent 

for another and analogous method of carrying out the same 

principle.(z) 

In a case(ct) where revocation uf a patent for "improve

ments in the pre11aration of foods for infants and invalids " was 

sought, on the ground that the lletitiouer had for many years 

previous to the uate of the patent been manufacturing foods 

(t) 1\Iorgnu v. l:im\1\"lll'll, 2 l\1, & W. 
544 ; 1 W. !>. U. 196, 41. 

u Appendix. 
v Ibid. 
x) Sec I W. 1'. U. 42 n. 

(y) Wnlkcr 11. Hydrocarbon Syndi· 
catc, Ld. 2 1'. 0. R. 3· 

(z) Sec Chap. II. 
(a) In the l\luttcrot'Haddau's Patent, 

2 1'. o. n. 219. 
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• 

by ~~ process substantially similar to that of the patentee, and 
the evidence established the fact that the two processeg were 

' 

chemically the same, Kay, .r., in giving jndgment for the 
petitioner said : " This is an application to recall a patent. It 
is made under the Statute of 1 8 8 3, which provides that a 
petition for revocation of a patent may be presented by, among 
otl1er people, ' any person alleging that he or any person under 
or through whom he claims an interest in any trade, business, 
or manufacture, had publicly manufectured, used, or sold, 
within this realm; before the date of the patent, anything 
claimed by the patentee as his invention.' Now, the justice 

and common sense of that is too apparent to need much com
ment. · A man has been carrying on a particular manufacture 
for some time ; and that another person should come and take 
out a patent for tl1at manufacture as for a new invention by 
that other person, and stop the manufacture that has been 
going on for years, would be au intolerable wroug, carried out 
under the apparent sanction of the Patent J.aw; and therefore 
when anything of the kind happens, the Legislature provides 

this simple remedy, that the person who has been carrying on 
this manufacture may come to the Court, and luwe the patent 

revoked." • 

• 

84:9 

'Vhen a petitioner succeeds on the ground that the }latent \\'hen~ f•···sh 

b • l • f d f h • • ] ] f ] patent IS was o tamec m ran o 1s l'lg 1ts, t 1e patent o t 1e respon- gmute•l. 

dent will be revoked, and a fresh patent may be granted to the 
petitioner,(b) which will terminate on the expiration of the 
term for which the revoked patent was granted.(c) 

In all other cases when the petitioner succeeds on grounds When not. 

other than that of fraud of his rights, the invention cannot be 
good subject-matter of a fresh patent.(d) 

Every petition for the revocation of a patent must be pre- Parties. 

sented in the name of the pt>rson maldng thn allegations in 
respect of which the revocation is sought ; and all persons 

l1aving an interest in the patent must be made respondents.(c) 
Under the old practice it was not competent for two persons 

(b) In re Avery's Pntent, L. R. 36 
Ch. U. 326. 

(c) 46 & 47 Viet. c. 57, s. 26 (8). 

d) Ibid. 
e) lle Aver.v's Patent, I,. H. 36 Ch. 

D. 307; 4 P. 0. R. IS2· 

. ' • • .. . 
.. 

• 
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. /- . , · . to have a· scire f;~~·dstor ·the same patent,(/) nnd if the patent. 
:, ' ' . . . had ·:bee~:oi:iginally . granted to two persons jointly it wa~ 

' . . . ' ' ' ' ' . . ' 

• 
• 

•• 

Pnrtirulnrs of 
objections. 

J ntnrrog:t
tOI'iPS, 

• 

Certificate. 

necessary to make them both parties, notwithstanding the fact . - . . 

that one had, before the issue of the snit, assigned his share to 
• 

the other.(g) 
• 

Under the present practice it is only necessary to make the 
persons respondents who lJUve an interest in the ilatent at the 

' ' 

time the petition for revocat.ion is presented ; and when· tl1e 
patent is assigned after the presentation of a petition, the name 

• 

of the assignee may, on payment of a sum into Court, be 
• 

substituted for that of the patentee as respondent.(lt.) 
The petitioner is required to deliver with his petition par-

ticulars of the objections on which l1e means to rely.(i) These 
particulars may 1e, from time to time, amended by leave of the 
Uonrt or a judge,(!.:) and no evidence will, except by leave of 
the Court or a judge, be admitted in proof of any objection of 
which particulars have not been delivered.(/) 

In a case of sci1·1~ facias, before particulars of objection were 
required, it was held that a suggestion in the words " thC' 
grant is prejudicial and inconvenient to our subjects in general," 
was too vague, and the Court refused to hear evidence on this 

• 

issue.(m) Again after a verdict had been given for t.he ·Crown 
it was held to be no ground for gmnting a new trial that the 
patentee could bring further evidence, if there was no allegation 
of surprise, or the discovery of further evidence.(n) 

The petitioner is entitled to administer interrogatories to the 
respondent as in an action for infringement of a patent.(o) 

In an action for infringement it is necessary for the success
ful party to obtain the Judge's certificate of the reasonableness 
and propriety of his particulars, in order that his costs of such 

(j) H. v. Neilson, I W. P. C'. 673. 
(!!) H. t·. Betts, 15 Q. B. 540; L .• T. 

Q. B. 13, 53· 
(h) lle Haddan's l'atent, 2 1'. 0, U. 

2!8. 
i) 46 & 47 \'ict. c. 57,~. 26 (5). 

I) 46 & 47 Vwt. c. 57, s. 26 (5. 
111) H. r. Arkwright, 1 W. ·1'. C. 

64 II. 
(u) ll. v. A1kwl'ight, 1 \\'. P. C. 64, 

7 4· l!'or a form of particulars of objec
tion to be delivered with a petition for 
the revocation of a patent, the reader is 
referred to In tl1o Matter of Haddan's 
]'atent, 2 P. 0. H. 2I8: and further de
tailed inforn:ation, relative to particulars 
of o~jectious, will be found in Chapter ... 
Xlll, 

(o) Haddan's ]>ater:t, 54 L •• T. Ch. 
N. S. I26; 51 L. '1'. X. S. I9o; W. N. 
I 8841 p. I 92. 

• 

• 
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particulars may be allowed on·· tnxation,(p) but tl1is does not· 
seem necessary in the case of a petition for the revocation of a· 

• • 

patent, and it would appear that the Conrt or a ,Judge has no 
• • 

power to give such a certificate.(q) 

' . ' -. . . 
"~ , ... ,. . ~- -· ' - ',, 
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At the hearing of a petition for revocation the omts is on Hearing or 
• • , 11etition for 

the respondent, who therefore has t.he right to begm and gn·e •·c,·orn!iou. 

evidence in support of· the patent, and he has the right to 
reply, if the petitioner tenders eviclence impeaching the validity 
of the patent.( 1·) 

In an action of scire fiwias the burden of proof was on the 
plaintiff, and in order to succeed he 11:1.d to do more thnu 
establish a mere primt% fw~ie case.(s) 

A petition for revocation is, in every sense of the word, an 
action, except that it is commenced by a petition instead of a 
writ, and it will be tried in the way in which actions usually 

• 

nrc tried i.e., by vil'a '/.'Ot't: evidence, if either of the parties 
desires to have it so determined.(t) 

The Court may, and on the request of either of the parties 
it must, call in the aid of an assessor specia1ly qualified, and 
try and hear the case wholly or partially with his assistance.(u) 

U uless the Court otherwise decide, the petition is heard 
wit]wnt a jury.(t·) 

To snit the convenience of the parties to a petition for 
revocation and their witnesses, an order may be obtained 
directing the trial of the petition before a ,T udge 'vithout a jnry 
at assizes.(':) 

1'he Act of I 883 does not provitle for service of the petition 
out of the jmisdiction. 

In tlte J[atle1' of IJJ'ltmmond's patent (;11) it appeared that 
the patentee was resident, and domici1ed in Scotland. After a 
copy of the petition, together with the particulars of objection, 

11) 46 & 47 Yict. c. 57, s. 29 (6). 
'1.) 46 & 47 Viet. c. 57, s. 26; Uan. 

lard and Gibbs' Patent, 5 1'. 0. H. 525, 
537· 

r) 46 & 47 Yict. c. 57, s. 26 (7). 
s) U. v. Cutler, :Macr. 1'. C. 124, 

IJJ, 134• 
(t) l1t1'e Gaularll m.!l Gibbs' Patent, 

I,, U. 34 Ch. V. 396; Walker v. Hydro· 

carbon Symlicnte, 2 P. 0. H. 3: In 1'P. 
Haddan's l'atcnt, 2 1'. 0, U. 218. 

(1t) 46 & 47 Viet. c. 57, s. 28. 
n ibid. 
.v R. S. C. 0. 36, r. 8 ; In the 

:\latter of Edmmul's Patent, 6 P. 0. lt 
355· 

(!/) 6 P. 0. R. 756. 

• 
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LETTERS PATENT FOR INVENTIONS. · 

was served upon him personally in Scotland, he wrote to the 

petitioner's solicitors, stating tlutt he did not intend to appear, 
and objecting to the jurisdiction of the English Colll't. On 
the application of the petitioner, the Court ordered that the 
case should be set down for hearing, unless by a certain day, of 
wl1ich notice was to be given to tl10 respondent, l1e should 
appear and show cause to tl1e contrary ; it being open to l1im, 
if he appeared, to dispute the jurisdiction. 

Under the old })ractice, the fact of a sdn facias pending 
was a ground for refusing a nonsuit on an objection to a 
patent in an action for infringement.(z) Where a sci1•c facias 
was sued out after a verdict in an infringement action, and a 
rule obtained to show cause why a nonsuit should not be 
entered, the Court refused to extend the time for this rule, 
until after the l1earing of the sci1·c facias. Tindal, O.J., 
pointed ont that even if the sci1·e facias availed, and the patent 
was repealed, that would not necessarily prevent the Court 
from giving judgment on the objections taken at the trial of 
the cause.(a) So also the Court refused to deprive the plaintiff 
in an action for infringement of his common law right to try 
where a scire facias had been set down.(b) As a general rule, 
the plaintiff had a rigl1t to have his cause go on to trial, accord
ing to the ordinary course of business, but there might he 
special circumstances upon which the Court ·might see fit to 
interpose.( c) 

'Where, in a case in the Common Pleas, an action for the 
infringement of a patent harl br.en tried, and a rule nisi 
for a new trial had been obtained and argued, and it appeared 
that another action was pending in that Court for another in
fringement of the same patent, the Court suspended Judgment 
upo11 the rule for a new trial, and ordered tlw trial of the other 
action to be postponed until after the trial of the sci?·cfacias ;(d) 
and in another action in the Common Pleas, where it appeared 
tl1at the defendants l1ad sued out a sc-ire jaclas to repeal the 
plaintiff's patent, aud a verdict had been obtained for the Crown, 

(z) Haworth 1', Hart!cnstlc, 1 W. P. 
c. 485. 

(a) llawmth 1'. Hnnlcnstll', 1 W. P. 
C. 486 n. 

(b) ~[unfz v. Foster, 2 W. P. C, 93 n. 
(c) lbitl. 
(tl) Putteson 1), Hollmul, Hindmnrch 
Patent", p. 293. 
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but a rule nisi for a new trial was pending in the Queen's Bench 
and the defendant in the Common Pleas gave notice of trial 
7Jli J11'01Jiso, the Court upon the application of the plaintiff 
madE. a rule absolute for postponing the trial.(c) 

In Wa!kr1• v. Tlul Hyd1·oearbon ~~lfllcUcatc (f) an application 
for the postponement of an appeal in a petition for revocation, 
on the ground that the petitioner could not he found at the 
hearing, and for leave to adduce further evidence, was refused. 

• 

The respondent may, if he thinks fit, on obtaining the leave Amendment of 

f 1 C • · d ] · 1' f 1 • Fpedlicntion o t Je our~ or a JU ge, c urmg a proceet mg or t 1e revocatwn 1lm·ing pro-

of his patent, apply at the J>atent Office for leave to amend llis ~~~~~~fti~~:· 
specification by way of disclaimer, and a postponement of the 
hearing may be granted to allow of this being done.([!) 

If a petitioner succeeds in obtaining the order of the Court TI••gistmtion of 

f 1 ' f ] f 1 • 1 1 1 Ol'tlel' fnr or t 1e revocatiOn o a patent 10 must ort 1w1t 1 eave at t 1e n·l·orntion. 
Jlatent Office a copy of such order, and tl1e purport of it will 
be duly entered in the Register of ]>atents.(ll) 

Under the olcl practice, if the trial of a sct/'r .facias resulted Deli\·,.,.~. up of 

• f f tl C tl L 1 CJ 11 1 ' tl 't t letters patent, m avour o 1e rown, 1e ore wnce or IaCt au . JOl'J y o 
order the patent to be restored into Chancery to be cancelled,(i) 
but recent legislation has not provided for tlw delivering up 
of a patent which has been revoked !Jy a decision of the 
Court. 

The Act of I 88 3 does not contain any special provision as Costs. 

to the costs on the hearing of a petition for revocation, but the 
Court acting under its general jurisdiction, awards the costs of 
the petition at its discretion.(k) 

• 

(P-) Smith 1'· Upton, 61\I. & G. 251. 
(f) 3 P. 0. R. 253· 
(y) 46 & 47 Viet. c. 57, s. 19; p. 234 

ante. 
It) 1>. It 1890, r. 74· 
i) H. 11, Ne11·ton,· Hindmarch on 

• 

Patents, p. 427; H. 11. Enstcm Archi
pelago Co., 4 De G. 111. & U. I 99· 

(k) In the i\fatter of Haddan's Pn
tent, 2 P. 0. H. 218; Jn tlw 1\Intter of 
I<:dmoncl's Patent., 6 P. 0. H. 358. 

• 
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CHAPTER XI. 

PROLONGATION OR EXTENSION OF JJETTERS 
PATENT. 

• 

· PROLONGATION BY SPECIAL AcT PROLONGATION BY PETITION
REQUISITES oF PETITIOX TnE PETITIONER AnvERTISE~IENTs

HEAltlNG MERIT INsuFFICIENT REliUXEitA'i'ION AccouNTs
NEw GRANT CosTs REGISTRATION o~· ORDER. 

Oui··d of ~rnnt TnE Common Law sanctions the grant of letters patent for 
of lettm·s ptt- • , • • 
cut. mventwns because the pecumary reward, whwh a monopoly 

• 

• 

' 

usually brings to the patentee, acts as an inducement to others . 
possessing inventive ability to disclose their inventions for 
the public good. 

• 

• 

Letters patent are never granted for a longer period than 
fourteen years,(a) and it sometimes happens that this term is 
not sufficient to enable the patentee, by means of the profits 
arising from his monopoly, to recoup himself the outlay to 
which he has been put, and to reap the remuneration, which 
the law considers he is entitled to in return for communi
cating a valuable and perfected invention to the public, 

Thongh an invention be beneficial, it may happen that the 
patentee does not reap any ade<J. nate reward during the original 
term, on account of his outlay in experiments, or on account of 
the public hesitating to perceive and adopt the discovery. The 
patentee may also fail to reap a proper reward because he has 
been compelled to carry on expensh·e litigation against persons 
who have infringed his patent, or to oppose petitions for its 
revocat-ion. Again, inventors who are not affluent may nearly 
reach the expiry of their monopoly Lefore they succeed in 
obtaining the monetary assistance, necessary to enable them to 

• 

(a) p. 292 ante. 
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develop tlieir discoveries·, so as to make any adequate profit 
within the residue of the term. 

If from any cause whatever an inventor has not been able l'owct of 
· th · b fit 1 • 1 h . . Crown to pro-to reap e pecumary ene s, to w nc 1 e was ent1tled m long monopoly 

respect of the disclosure of his secret, tlwre is nothing in the 
spirit of the patent law, which prohibits the Sovereign, acting 
for and on behalf of (b) the public, from prolonging tl1e duration 
of the monopoly, if there is · any likelihood of the patentee 
making profit during the extended period. 

Previous to the year I 8 3 5 the only way in which a patentee Prolongation 

conl«l obtain a prolongation of the period for which the ]latent l)riorto 
1835· 

was originally granted, was by obtaining a special Act of Par-
liament,· and instances of such special Acts are not wanting.(t:) 

Loru Brougham's Act,( d) passed in the year I 8 3 5, provided Since 1s35 
. 1 1 l l 1 1 . r.ort! llmugh-" that 1f any person w 10 now 1at 1, or s 1al wreafter obtam any am's Act. 

letters patent as aforesaid i.e., as grantee, assignee, or other-
wise(e) shall advertise in the London Ga.rctltJ three times, 
and in three London papers, and three times in some connLry 
paper published in the town where or near to which he cnrried 
on any manufacture of anything made according to his specifi-
cation, or near to or in which he resides, in case he canies on 
no such manufacture, or published in the conuty where he 
carries on such manufacture, or where he lives, in case there 
shall not be any paper published in such town, that 110 intends 
to apply to his Majesty in Council for a prolongation of his term 
of sole using and vending his invention, and shall petition 
his Majesty in Council to that effect, it shall be lawful for 
any person to enter a caveat at the Council OfHce; and if his 
Majesty shall refer the consideration of such petition to the 
Judicial Committee o£ the l)rivy Council, and notice shall first 
be by him given to any person or persons who shall l1ave 
entered such caveats, the petitioner shall be heard by his 
counsel and witnesses to prove his case, and the persons enter-
ing the caveats shall likewise be heard by their counsel and 

(b) Harmer v. Plaync, 14 V cs. I 32; 
Dac. ALr. tit. Prerog. ; Year Book 40 
Edw. III. fol. I8. 

(c) Sec I6 Gco. JT. c. 25; 23 Gco. II. 
c. 33; IS Gco. Ill. c. 52; 16 Gto. III. 

c. 29; 17 Geo. III. c. 6; 25 Gro. III. 
c. 38; 32 Geo. Ill. c. 72; 10 Geo. IV. 
c. 135· 

(rl) 5 & 6 Will. IV. c. 83, s. 4· 
(~) 5 & 6 Will. IV. c. 83, s. I. 
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witnesses, whereupon, and upon hearing and inquiring of the 
whole matter, the Judicial Committee may report to his 
Majesty that a further extension of the term in the said letters 

• 

patent should be granted, not exceeding seven years ; and his 
1\fajesty is hereby authorised and empowered, if he shall think 
fit, to grant new letters patent for the said invention for a 
term not exceeding seven years after the expiration of the 
first term, any law, custom, or usage to the contrary in anywise 
notwithstanding : provided that no such extension shall be 
granted if the application by petition shall not be made and 
11rosecuted with effect before the expiration of the term 
originally granted in such letters patent." 

In consequence of the hardships which patentees suffered 
who were unable to prosecute their petitions with effect before 
the expiration of the term of their patents,( f) so much of the 
above recited Act as provided that no extension of the term 
of letters patent should be granted, if the application by 
petition were not prosecuted with effect before the expiration 
of the term originally granted in such letters patent, was 
repealed by 2 & 3 Viet. c. 6 7. 

It was provided by this latter statute (g) that the Judicial 
Committee of the Privy Council slwuld l1ave power wherever 
it appeared to them that any application for an extension of the 
term granted by any letters patent, the petition for which exten
sion slwuld have been referred to them for their consideration, 
bar\ not been prosecuted with effect before the expiration of the 
said tum from any other causes than negleet, or default of the 

· petitioner, to entertain such application, and to report thereon 
fW by Lm·d Brougham's Act,(k) provided, notwithstanding the 
term might l1ave expired before tl1e l1earing of such application : 
and her 1\frtjesty was empowered, if she should think fit, on 
lj]Je report of the J udicinl Committee recommending an extension 
of the term of such letters patent, to grant such extension, or 
to grant new letters patent for tl1e invention or inventions 
specified in such original letters patent for a term not exceed-

(/) Sco Bodmer's Patent (r), 2 1\foo. P. C. 471; 13 Newton, L. J. 0. S. 175· 
(y) S. 2, (h) p. 355 a11te, 
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ing seven years after the expiration of the term mentioned in 

the said original letters patent : Provided, that no such ex

tension or new letters patent should be granted if a petition 

for the same should not have been presented as l•y Lord 

Brougham's Act directed, before the expiration of the term 

sought to be extended, nor in case of petitions presented afti3r 

tlw 30th day of November 1839, unless such petition should 
be presented six calendar months at least before the expiration 

of such term, nor in any case unless sufficient reason should be 

shown to the satisfaction of the Judicial Committee for the 

omission to prosecute with effect the said application by petition 

before the expiration of tlw said term. 

The fact being recognised tl1at, for tlw encouragement of st:tt. 7 & a 
, • V Jet, c. 6c,. 

inventiOns m the useful arts, it was desirable to give tho · 

Crown power to extend the period of a patentee's monopoly 

beyond seven yeat·s from the expiration of the original term, 

in cases where it could be satisfactorily shown that tl1e expense 

of the invention had been too great for the patentee to recoup 

himself during the term then limited by law, the Legislature 

in I 844 enacted as follows : 
"If a11y person having obtained a patent for any invention, 

shall, before the expiration thereof, present a petition to her 

Majesty in Council, setting forth that he l1as been unable to 

obtain a due remuneration for his expense and labour in }Jer

fecting such invention, and that an exclusive right (lf using 

and vending the same for the further period of seven yeat·s in 

addition to the term in such patent mentioned will not suffice 

for his reimbmsement and remuneration, then, if the matter of 

such petition shall be by l10r Majesty referred to the Judicial 

Conuuittee of the Privy Council, the said Committee shall 

proceed to consider the same after the manner and in tlte 

usual course of its proceedings touching patent:;, awl if the 

said Committee sliall be of opinion :mel shall so report to her 

.1\fajesty that a further period greater than seven years' ex

tension of the said patent term ought to be granted to the 

peti~ioner, it shall be lawful for her l\Iajesty, if s1JC slm11 so 
think fit, to grant an extension thereof for any term llllf; 

• 

• 

• 

857 
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Slat, 15 & 16 . ..,. 
' Ict. c. 83, 

exceeding fourteen years, in like manner, and subject to the same 
l'ules as the extension for a term not exceerling seven years as 
now granted. Provided always, and be it enacted, that nothing 
herein contained shall prevent the said .Judicial Committee 
from reporting that an extension for any period not exceeding 
seven years should be granted, or p1·eveut her :Majesty from 

granting an extension for sueh lesser term than the petitioner 
shall have prayed.''(i) 

By the Act of I 8 52(/~) it was provided that any letters 
patent obtained in the United Kingdom in respect of any in
vention first invented in any foreign country, or by the subject 
of any foreign power or State, nnd in respect of wl1ich any 
foreign letters patent or like privilege should have been obtained, 
flhould not continue in force after the expiration of the term 
which should first expire or be determined of such foreign 
letters patent or like }Jrivileges: l)rovided that no letters patent 
granted in the lJ'nited Kingdom in respect of any invention 
which formed the subject of any foreign expired letters patent 
should be valid. 

It was, however, provided by the Act of I 8 52 (k) that the 
provisions of Lord Brouglmm's Act,(l) the Act of I 8 39,(1n) 
aud the Act of I 844(n) as to prolongation of letters patent 
should still continue in force. 

Repeal and The Act of I 8 8 3 ( o) repeals the whole of the statutes 
A~~~~~~~~-by hereinbefore referred to, hut at the same time provides that 

• 

• 

rrnctiee in 
cases of in
ventions snb
jcct-maitnr of 
foreign letters 
pnlcnt. 

the repeal of those enactments shall not affect their past 
operations, or any patent, or application pending, or appoint
ment made, or com].Jensation granted, or order or direction 
made or given, or l'ight, privilege, obligation, or liability ne-
quil'ed, accrued, or incurred, or anythiug done or suffered under 
or by any of those enactments before or at tho commencement 
of this Act. · 

It was the pmctice of the Judicial Committee, previous to 
the Act of I 8 8 3, not to recommend the prolongation of a 
patent for an invention the subject of a prior foreign patent, 

(i) 7 & 8 \'ict. c. 69, ss. 2 nml 3· 
(l·) 15 & 16 Yict. c. 83, R, 25. 
(I) 5 & 6 Will. IY. c. 83. 

(m) 2 & 3 Viet. c. 67. 
11) 7 & S Viet. c. 69. 
o) 46 & 47 Yict. c. 57, s. I 13. 
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which had expired before the hearing of the petition, on the 
ground that they had no authority to recommend such pro
longation.(q) In the case of a foreign inventor who held foreign 
patents in 1·espect of the invention, one of which, though of 
later date than his English patent, had expired,(r) or was about 
to expire,(s) they refused such recommendation in the exercise 
of their discretion. When tl1e inventor was an English-born 
subject, the practice was that llis application should not be 
prejudiced by the fact that a foreign patent of later date than 
his English patent had expired.(t) 

The expiration of foreign patents does not now affect the 
validity of Englisl1 patents granted after January I, I 884,(u) 
but it is submitted that, notwitl1standing the repeal of former 
Acts by the Act of r 8 8 3, in the case of patents dated before 
January I, 1884, tl1e Judicial Committee will still take cog
nizance of the existence of foreign patents, in forming tlwir 
decision whether to t·ecllmmend an extension or otherwise.(.1;) 

The Act of I 883 provides that the repeal of the Statutes 
referred to shall not interfere with the institution or pro.secntiou 
of any action or proceeding, civil or criminal, in respect thereof, 
and any such proceeding may be carried on as if tlmt Act lmtl 
not been passed; or take away or abridge any protection or 
benefit in relation to any such action.(y) 

The effect of the above reservation is to preserve to patentees 
whose patents were dated before January r, 1884, all the rights 
vested in them by virtue of the repealed statutes. Thus, a 
patentee whrse patent is prior to January I, I 884, is entitled 
to present a petition to the Judicial Committee of the I>rivy 

Council praying for a prolongation of the term of his monopoly 

('L) BorlmN·1H l'utent, 8 1\loo. 1'. (J. 
282; Anle's Pntcnt, 9 l\Ioo. 1'. C. 
43; llluke's l'utcnt, L. H. 4 1'. C. 535 i 
9 l\loo. 1'. C. N. S. 373· 

(r) N~wton's Patent, 15 1\Ioo. 1'. C. 
176; 9 .Jnr, N. S. 109; Normm!ll'B 
l'utent, J,, ll. 3 P. C. 193; 6 Moo.1'. C. 
N. S. 477· 

(s) Normand's l'utcnl', J,, H. 3 1'. C. 
193; 6 l\Iou. 1'. C. N. S. 477· 

(t) .Bctt's l'ntcnt, J 1\Ioo. 1'. C. N. B. 
49; 9 Jur. N. S. 137; 7 L. '1'. N. S. 
577· 

• 

(11) p. 293 m1le. • 
(.t') See 46 & 47 V10t. c. 57, s. 113; 

~cwton's !'alent, I,, ll. 9 App. ('a". 
592; I 1'. 0. ll. 177; JJrmulon's l'n· 
tent, I 1'. 0. H. 154· 

(1J) 46 & 47 Viet. c. 57, H. 113. Tl1u 
Aci of 1883 •·~rs tim icrm "cxtcw.ion " 
in plucc ol'" JrrolOJJI:(Rtion, · UEcJ in the 
filnncr&tututes; Lut nsrl('titions mo not 
Jikrly to be presented under tlw Act <•f 
1883 for s• me time to come, it is still 
cnn~ct to speak of" prolongation of let-
ters pnteut." . 

359 

• 
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at any time before the expiration of such term,(z) though a 
patentee whose patent is later than that date can only present 
such a petition at least six months before the time limited for 
tlw expiration of his patent.(ct) 

The practice which regulates the presentation and hearing 
of petitions for the prolongation or extension of all patents, 
whetl1er dated before or after January r, I884, is that which 
was in existence prior to the .Act of I 883, and is governed hy 
the Privy Council Hules(b) made under Lord Brougl1am's Act.( c) 

S. 2 5 of the Act of I 8 8 3 enacts as follows :-
(I) A patentee may, after advertising in manner directed 

hy any rules made under tl1is section his intention to do so, 
present a petition to her Majesty in Council, praying that his 
patent may be extended for a further term ; but such petition 
must be presented at least six months before the time limited 

• 

for the expiration of the patent. 
( 2) Any }Jerson may enter a caveat, addressed to tl1e Registrar 

of the Council at the Council Ofl:ice, against the extension. 
(3) If lJCr Majesty shall be pleased to refer any such petition 

to the Judicial Committee of the Privy Council, the said com
mittee shall proceed to consider the same, and the petitioner 
and any person who lms entered a caveat shall be entitled to 
lJe heard lJy himself or by counsel on the petition. 

(4) 1'he Judicial Committee shall, in considering their 
tlecision, have 1·egard to the nature and merits of the invention 
in relation to the public, to the profits made by the patentee 
as such, and to all the circumstances of the case. 

( 5) If the Judicial Committee report that the patentee lws 
ueen inadequately remunerated by l1is patent, it shall be lawful 
for her l\Iajesty in Council to extend the term of the pateut 
for a fmther term not exceeding seven, or in exceptional cases 
fourteen, years; or to order the grant of a new patent for tlw 
term therein mentioned, and containing any restrictions, condi
tions, and provisions that the Judicial Committee may think fit. 

(6) It shall he lawful for her Majesty in Council to make, 

(z) llranuon's Patent, I;, R. 9 A l'P· 
(.'n~. 589 j I 1'. 0. R. 154• 

(a) 46 & 47 Viet. c. 57, s. 25, ss. I. 
(b) ::icc Appendix. 

(c) Seo 5 & 6 Will, iv. c. 83; New
ton's l'atcnt, L. It 9 Al'P· <Jus. 592; 
I P. o. R. 177· 

• 
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EXTENSION OF LETTERS PATENT. 

from time to time, rules of procedure and practice for regula
ting proceedings on such petitions, .and subject thereto such 
proceedings shall )Je regulated according to the existing pro
cedure and practice in patent matters of the Judicial Uom
mittee. (d) 

(7) The costs of all parties of and incident to such proceed
ings sha..ll he in the discretion of the Judicial Committee; and 
the orders of the Committee respecting costs shall be enforce
able as if they were orders of a division of the High Court of 
Justice. 
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A petitioner seeking the grace and favour of the Crown is lleo1uisitcs .. r 
lJotmd to strict truth in his statements; (e.) and the }JetitioUEr pctitiou. 

should -remember that a prolongation or extension is a matter 
of favour and not of right,(!) and that a petition will be dis-
missed if it fails to state everything belonging to the patent 
fairly and iully.(g) Tlms tl1e petitioner in his petition nnd 
accounts (h) must refer to all foreign patents granted to him 
in respect of the invention forming the subject-matter of the 
English patent, for an extension of which his application is 
made, and to the remuneration or loss he lms derived or sus-
tained through such foreign patents.( i) Prolongation has been 
refused on the ground that the petition was nominally pre-
sented hy one, but actually in the interest ond for the benefit of 

• 

another COlll}Jany, to whom the shares h1 the first company had 
been transferred, and no statement of tl1is fact ap1Jeared in the 
petition, and the .Judicial Committee would not lmve been 
cognizant of it, had it not. lJeeu hrought forward hy the Attorney
Ocneral.(k) 

(d) Ho fiu·, uo rules haw l•c~u marlc 
under this srctiou, nne! it i~ nndcrstoocl 
that llU nlteratiun is at p1cscnt contcm
plutcd in the existing mle~, which were 
n1ntle under 5 & 6 Will. l V. c. 83. 

(c) Clarke's 1'atcnt (2), f,, H. 3 1'. G. 
421, 426; 7 .l\Ioo. l'. U. :\. H. 255; 
,Johnson's l'atcnt, L. H. 4 P. C. 7 So 83; 
S i.\loo, 1'. (), N. S. 282; Hill's !'alent, 
1 :\Ioo. 1'. C. N, S. 258; 9 J ur. N. S. 
1209; 9 I, ~·. N. ::i, 101 ; Horsey's 
J>utcnt, 1 1'. 0, n. 225. 

(/) Adair's Patent, L. n. 6 App. 
Cas. 176. 

(y) Pitman's l'11tent, J,, H. 4 P. t'. 
84; 8 i.\loo, l'. C. ;\, f:i. 293. Two 
or more l'ateuts relating to cognate 

inventions, muy LP. incluuml in ouu 
petition: see .Johusnn and Atkin~uu'11 
l'atents, J,, 11. 5 P. C. 87 ; Clarke's 
Patent, J,, 1:. 3 l', ( !, 421 ; 7 :\lnu, 
P. C. N. ~. 255; Church's l'atl!nt, 3 P. 
0. n. 95; Emrd's l'ateut, 1 W. P. U. 
557· 

~~~) p, 3731IO.~f. 
~!) .Johnson's Patent, L. ll. 4 1'. t'. 

75 ; 7 :IIuo. 1'. G. N. H. 255; Pitman's 
J>ntcnt, I,, H. 4 1'. C. 84 ; S ::\Ioo. P. 
C. N, H. 293 ; Adair's Patent, L. H. 6 
App. Cns. 178 ; so L .• J. P. C. 68; 
I 'Iarke's Pntent, J,, Jl . .P. C. 421. 

(k) Hcecc's 1'atcnt, 17 Iron. 155; 51 
Eng, 207. 

-
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· Where it appeared from the petition that the petitioners 

were a company who had purchased the patent, but in fact 

. no co:t,npany, in a comn1ercial sense, had been formed under 

the Companies Acts, and tl1e persons really interested were 

tl1e petitioner and a creditor; the Judicial Committee did not 

recommend an extension.(!) 
And where the petition concealed the fact that the manufac

ture of the patented article had been, by contract, carried on 

l:y one of several joint patentees, who had carried on such 

manufacture in conjunction with the manufacture of other 

articles, and the accounts did not disclose any other manufacture 

than that of the patented article, the petition was dismissed.(n~) 

The petitioner cannot lJe too careful in framing his petition 

properly, as the indulgence of the Judicial Committee in grant

ing amendments cannot be relied upon; but in some cases, 

where there are special circumstances, an amendment may be 

allowed.(n) 
A departure from the statutory provisions on presenting a 

petition affects the jurisdiction of the Judicial Committee, 

and is consequently fatal ; but an omission to observe properly 

the rules laid down by the Judicial Committee itself may be 

remedied.( o) 
The term patentee, as defined by the Act of I 8 8 3, means 

• 

the person for the time being entitled to tl1e benefit of the 

patent ; (p) and it is therefore clear that prolongation or ex

tension of the patent could be granted on the petition of the 

original patentee, l1is legal personal representative, or assignee, 

or, in the case of a partial assignment, the assignee or assignees 

conjointly with the original patentee or patentees. 

1'he term patentee also includes the executor of a deceased 

assignee,(q) the trustees of a collllJany,(?·) the patentee agent of 

a foreign inventor,(s) or a mortgagee.(t) 

(l) Horsey's Patent, I 1'. 0. H. 225. (p) S. 46. 
(m) Yates nne! Kellftt'H Patent, L. 1:. (q) Bodmer's l'atent, 6 1\Ioo. 1'. C. 

12 App. Cns. I47· 469. 
(n) Sec ll!·ecc's Patent, 17 Iron. 155; (1·) l'ctitt Smith's Patent, 7 Moo. 1'. 

sr Eng-. 207. c. IJJ. 
(o) Hutchison's Patent, 14 Moo. 1'. (s) Newton's Pntent (r), 14 1\Ioo. P, 

C. 364. An npplicution lor this relief C. r56. · 
takes tliC lr·rm of a sernmte IJeti:ion to (t) Sot.thwortb's l'atcnt, I W. 1'. C. 
tl1e Judicial f'nmmittce: see 13rnndon'H 486; but see Church's Patent, 3 P. 0. 
l'atent1 r 1'. 0. R. 154· ll. 95· 
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Under Lord Brougham's Act(t~) it was doubtful whether the 
Crown had power to grant a prolongation in cases where there 
had been a complete or partial assignment of the patent right ; 
but it was subsequently enacted tl1at it should be lawful for 
her Majesty, on the report of the Judicial Committee of tl1e 
Privy Council, to grant such extension as was autlwrised by 
Lord Brougham's Act either to an assignee or assignees, or 
to the original patentee or patentees conjointly.(x) 

368 

Assignees do not stand the same chance of success, on an Assignees. 

application for extension of the patent, as original patentees,(y) 
for the object of the Crown, in granting an extension, is to 
reward the 1)erson, who communicated the invention to the 
1mblic, ·and unless he derives some benefit the extension will 
not be granted.(z) 

The ground that the merits of the inventor ought to be 
properly rewarded, in dealing with au invention which has 
proved useful and beneficial to the public, does not exist in the 
case of an assignee, unless the assignee be a person who has 
assisted the patentee with funds to enable l1im to perfect, and 
bring his invention into use.(a) 

On an application by assignees, the J udicirtl Committee 
always consider that by favourably listening to the application 
of an assignee, they are, though not directly, yet mediately and 
consequentially, as it were, giving a benefit to the inventor, 
because, if the assignee is not remunerated at all, it might be 
said that the chance of the patentee of making an advantageous 
conveyance to an assignee woulU be materia11y diminished, and 
consequently his interest damnified. For this reason, con
sideration is given to the claims of the assignee who has an 
iilterest in a patent.(b) 
. It thus appears that an assignee who has assisted in 

developing the invention, will be viewed by the Judicial Com-

(u) 5 & 6 Will. IV. c. 83. 
(x) 7 & 8 Viet. c. 69, s. 4· 
(y) Norton's l'atcnt, I l\loo. 1'. V. N. 

S. 339; Normand's l'atcnt, J,. H. 3 
1'. C. I93; Clariilgc's Patent, 7 l\Ioo. 
J>; c. 394~ 

(.:::) l:icc X orion·~ l'alcut, I :.\Iuo. P. c. 

K. H. 339; Kornumd's Patent, L. H. 
3 1'. V. I93; llo\'ill's Patent, I llloo. 
l'. V. N. S. 348. 

(a) Per Lon! Homilly, Norton's l'a· 
tent, I :\Ioo. P. c. N. s. 339· 

(b) See .iuilgmcut of J,onl llrougltmn, 
:\lurgan 'H l'utcnt, I W. 1'. G. 738. 

• • 
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niittee more favourably (c) than one who has rendered no such 
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Comp11nies. 

Illlporter~. 

Companies formed for the purpose of taking over patents, 
and working them, stand in the same position as other assignees 
with regard to petitions for prolongation or extension, i.e., if 
it can be shown that the company has expended money in 
developing the invention for the public benefit, and bas not 
obtained an adequate return, the Judicical Committee will re-

. port favourably to the company,(e) but if the company has 
been formed for purposes of speculation merely, no prolongation 
or extension will be recommended.(/) 

The merit of an importer (g) is less than that of an original 
inventor.(h) To use the language of I.ord Brougham, "the 
patent law is framed in a way to include two species of public 
benefactors ; the one, those who benefit the public by their 
ingenuity, industry, and science, and invention, and personal 
capability ; the other, those who benefit the public without any 
ingenuity or invention of their own, by the importation of the 
results of foreign inventions. Now, the latter is a benefit to t.he 
public incontestably, and, therefore, they render themselves en
titled to be 1mt upon somewhat, if not entirely, the same 
footing as inventors."( i) 

Period within In the case of patents granted prior to January I, 1 8 84, 
w!Iich pctitiuu the petition may be presented at any time before the expira-Jtlnybcpru- • 
ticutcrl. tion of the patent, provided that it is prosecuted with effect 

• 

(i.e., the report of the Judicial Uommittee is obtained),(!.:) 
before the expiration of the term.(l) 

The Act of 1 8 8 3 does uoL require the petition to be pro-

(c) lloumcr's l'alent, 6 :\loo. 1'. C. 
46g; llcrry'H J'atcnt, 7 )lou. 1'. C. 187; 
Whitohousc's l'atent, 1 W. 1'. C. 473 ; 
2 ~Ioo. 1'. ( '. 496; Carp. 1'. U. 565 i 
Woodcroft's l'atcnt, 2 '\V. 1'. C. IS; 
10 Jur. 363; Normand·~ 1'atcnt, L. H. 
3 1'. C. 193; 6 l\loo. P. C. X. :;, 477 i 
Hought••n's Patent, J,, H. 3 P. l'. 461. 

(cl) Hillnr's Pntent, G. 1'. C. 581 i 
Norton's l'ntent, I "'Ioo. P. <J. N. S. 
339; gJur.N.S.419; G.P.C.553· 

(e) Petitt Smith's l'ntent, 7 l\Ioo. 
1'. C. 133; Houghton's Pat11nt, L. H. 3 
1'. C. 461 ; 7 1\Ioo. P. C. N. l:l. 309; 
Napier's l'ntcnt (1), IJ 1\Ioo. P. 0. 
543 ; Church's Patent, 3 P. 0. ll. 95· 

(/) Slllar's Putout, 1 G. P. C. 581; 
( 'laridge's 1'atent, 7 .:\Ioo. P. C. 394 ; 
l!eecc's l'ntent, 17 Jmn. 155; 51 .Eng. 
207 ; Duncan nnd Wilson's J'ntent, 1 
1'. 0. H. 257; sec nlso Norton's l'ntent, 
U. 1'. U. 554, lJCI' Uumilly, :\!.H. 

(!/) Sec p. 8 ante. 
(It) Sonmes' 1'atent. I W. 1'. C. 729. 
(i) Berry's 1'atent, 7 l\Ioo. 1'. (!, 

1g7, 
(/.:) Ledsmu t•. Uussell, I H. L. Cns. 

687. 
(l) llrandon's Patent, I P. 0. n. 

154· 
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secuted with effect before the expiration of the original term 
of the monopoly ; and it is submitted that, if it be presented 
at least six months before the time limited for the expira
tion,(n•) any patent to which the Act applies in this matter 
may be extended, notwithstanding that the report of the 
Judicial Committee is obtained, after the expiry of the original 

term. 
Moreover, there is nothing in the patent law which renders 

invalid a grant of new letters patent, dated after the expiry of 
the original term, if such new. grant is made on the represen
tations of a report of the Judicial Committee of the Privy 
Council properly obtained. 

' • • 
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• 

A person qualified to present a petition, and desirous of Advel'tisc-
ments. 

doing so,(n) for the prolongation or extension of a patent, is re-
quired, under Lord Brougl1am's Act, to advertise in the London 
Gazette three times, and in three London papers, and three times 
in some country papers published in the town where, or near to 
which, he carries on any manufacture of anything made accord
ing to his specification, or near to or in which he resides, in case 
he carries on no such manufacture, or published in the county · 
where he carries on such manufacture, or where he lives, in 
case there shall not be any paper published in such town. 

The Judicial Committee Rules(o) provide that "a party in
tending to apply by petition under s. 4 of the above-mentioned 
Act, shall, in the advertisements directed to be published by the 
said section, give notice of the day on which he intends to apply 
for a time to be fixed for hearing the matter of his petition 
(which day shall not be less than four weeks from the date of 
the publication of the last of the advertisements to be inserted iu 
the London Gazette), and that on or before such day caveats 
must be entered ; and any person intending to enter a caveat 
shall enter the same at the Council Office, on or before such 
day so named in the said advertisements ; and, l1aving entered 
such caveat, shall be entitled to have from the petitioner a 
four weeks' notice of the time appointed for the hearing." 

(m 46 & 47 Viet. c. 57, s. zs (I). 
(n No petition has as yet been pre

sented for the extension of the term of 
a patent granted undertl1e Act ofiSSJ, 
nor, as is evident from the fact that the 

usual duration of n patent is fourteen 
years, is any such petition likely to 
be presented before 1897·. 

(o) R. U.: see Appenrhx. 
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If an equitable assignee is desirous of petitioning with the 
legal owner, his name must appear in the advertisements.(p) 

• 

In cases where the patentee resides abroad, and the inven-
tion is carried on under licences, the advertisements should be 
inserted in papers circulating in places where the manufacture 
is actually carried on.(q) 

The advertisements must be proved before the petition is 
heard,(1·) for if anytl1ing required by the statute to be done is 
not done, the Crown has no power to grant a prolongation.(.~) · 

The usual order fixing the day for hearing, requires the 
petitioner to advertise the date fixed in the London aazettc, 
and two other papers named in the order.(t) 

If on the application to fix a day for hearing it appear that 
the petition has been presented some considerable time (e.g., 
eighteen months) before the expiry of the patent, the hearing 
will be postponed, on the ground that the profits made during 
the unexpired period may be sufficient adequately to reward the 
patentee, ot· affect the term of extension (if any) granted,(1t) 
but it 'will not be necessary to serve fresh notices.(•'.:) 

At the hearing of the petition, the petitioner and opposing 
parties may appear either in person or by counsel ; but where 
there are several opponents, not more than two counsel will 
be l1eard on either side, unless the opposing parties have dis
tinct and separate interests.(y) 

It is the usual practice on the hearing of a petition for the 
Judicial Committee to deal first with the question of the 
utility of the invention to the public,(z) and afte,rwards with 
that of adequacy of remuneration ;(a) but sometimes this 
order is reversed e.g., where the accounts (b) show that the 
remuneration has been such that it would be preposterous to 
grant the petition,(c) or tlJC accounts are unsatisfactory.(d) 

(p) In re NohJe·s Patent, 7 l\Ioo. P. 
0. 191. 

(q) Drrosne's Patent, 2 W. P. C. 2, 
r) Perkin's Patent, 2 W. P. C. 8. 
·•) In ?'C Noble's Putent, 7 1\loo. P. 

(). 194· 
(I) ~en Appcnrlix. 
(u) s~e :ILICkintosh's Patent, I w. 

1'. U. 739 n. (x) Ibid. 
(!t) Woodcraft's Putent, 3 Moo. P. C. 

172 n • 

(z) p. 369JlOBf. 
(a) p. 371 post. 
(b p. 37 31lOBf. 
(c Crighton's Patent, 39 Eng. 135; 

Saxby's Patent, L. R. 3 P. C. 292; 7 
l\foo. P. C. N. S. 82 ; 19 W. R. 513; 
Clark's Patent (2), L. It 3 P. 0. 421 ; 
7 l\Ioo. P. C. N. S. 255. 

(rl) Wield's Patent, IJ. R. 4 P. C. Sg ; 
8 Moo. P. C. N. S. 300. 



EXTENSION OF LET'l'ERS PATENT. 

In accordance with the rule laid down in .Jffrct1'1l's Patcnt,(c) Attorney

the Attorney-General always appears at the hearing of peti- Gencml. 

tions for the extension of letters patent, whether there is 
opposition or not, to watch the interests of the Crown and the 
public, and he is entitled to be heard without having pre-
viously entered a caveat.(/) . 

The Judicial Committee may, if they think fit, appoint one Evidence, 

of the clerks of the Privy Council to take any formal proofs 
required to be taken, in dealing with the matter before them, 
and may proceed on the clerk's report as if the proofs had 
been taken by the Committee itself ; (f!) and under the Act of 

1 8 8 3 they may call in the aid of an assessor specially qualified 
and hear the petition, wholly or partially, with his assistance, 
and determine the remuneration he is to receive.(/t) 

Where a petitioner applied to have the hearing of his petition 
advanced, or his evidence taken on commission on account of 
his impending absence from England, an order was made to 
the effect that, if his absence proved to be imperative, his 

evidence might be taken before the registrar, subject .to any 
objection which the Attorney-General might raise. In the 
result the evidence was so taken, and the registrar directed 
that it should not be published before the hearing of the 
petition.(i) 
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A patentee is never entitled to demand, c.u debito JustHim, a Discretion of 

1 . . f l t f I . l I .Judicial Com-pro ongat10n or extensiOn o t lCJ erm o us monopo y. n mittce. 

all cases, the Judicial Committee have an absolute discretion 
in recommending the Crown to promote the progress of ti1e 
petition; (1~) and the only limit to this recommendation is that 
the period of extension shall not be more than fourteen 

years.(l) 
All the grounds upon which the ,Judicial Committee of the Grounds on 
• , • which ,T udicial 

Pnvy Council grant extensiOns of patents have reference to Committee re
commend ex-

(e) I W. P. C. 557 n. ; White
house's Patent, l W. P. C. 474-

C.f) Petitt Smith's Patent, 7 ~Ioo. 1'. 
c. 133· 

{I) 7 & 8 Viet. c. 6g, s. 8. 
It) 46 & 47 Viet. s. 28, ss. 2 an:! 3· 
i) Whit\Vorth's Patent, 48 Eng. I 5· 
k) .Jones' Patent, 1 W. P. C. 577; 

Smith ami Uobcl'tson's Patent, 30 Xew 

tension. 
ton, I" .. J. 0. S. 45I ; Po!'ter's Patent, 
I Xewton, L. J. N. S. 179; :\!organ's l'a-
1<-nt, I W. P. C. 739; Soa111u's Patent, r 
W. P. C. 733; Perkin's Ptllcnt, 2 W. 1'. 
C. I6; Derosue'" Pnteut, 2 iV, P. C. 4; 
Hun iba!i's Patent, 9 Moo. P. C. 393 i 
Card will's Pat.cnt, IO Mco. 1'. C. 490. 

(l) 46 & 47 Viot. c. 57, s. 25; Lod- · 
sam v. Hussell, I H. h Cas. 687. 
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the im~entor himself. They are, in the first place, to reward 
the inventor for the peculiar ability and industry he has 
exercised in making the discovery; in the second place, to 
l'eward him because some great benefit of an unusual de
scription has by him been conferred upon the public, tlu·ough 
the invention itself ; and, lastly, because the inventor has not 
been sufficiently remunerated by the profits derived from l1is 
strenuous exertions, to make the invention profitable. All 
these grounds proceed upon the supposition that the invention 
is new and useful.(1n) 

Moreover, the grant of an extended term must not be detri
mental to the public interest.(n) 

From the above, it is clear that a petitioner, in order to 
induce the Judicial Committee to recommend the Crown to 
grant the prayer of the petition, must satisfactorily prove two 
things, viz. :-

(i.) The invention is meritorious; 
(ii.) He has been insufficiently remunerated, owing to no 

fault of his own. 
I. Merit. The applicant must make out a prinul facie case 

of validity.(o) For this purpose, a decision of the High Court 
of Justice, or the Court of the Connty Palatine of I.ancaster, 
in favour of the validity of the patent, will be sufficient.(p) 

The .Judicial Committee will not recommend the extension 
of a patent, which, on the face of it, appears to be invalid ;(q) 
but they will not discuss or decide the question of validity, if 
it appear decidedly doubtful on the ground of Jack of novelty, 
or utility, or from any other cause.(1·) In cases of doubt as 

(111) Per J,ord Romill,v, Norton's Pa
tent., 1 1\Joo. I1

• C. N. S. 339; 9 .Tur. 
~. S. 419; sec nlso Whitehouse's Patent, 
2 1\foo. P. c. 496 ; I w. P. c. 473; 
Ernrd's rntent, I "T· P. c. 557; Down
ton's Pntent, 7 "r· 1'. C. 565 ; Dcrosne's 
Patent, 2 W. P. C. I ; 4 l\Ioo. I1

• C. 
417; Carp. P. C. 699; Woodcroft's Pa
tent, 2 W. P. C. I8; IO ,Jur. 363. 

(u) ;\fclnncs' Pal cut, I, ll. 2 P. C. 
54 ; 37 IJ, J. P, 0. 23 ; 5 J\Ioo. P. C. 
N. S. 72. 

(o~ Erard's Patent, 1 W. P. C. 557 ; 
Kay R Patent, 1 W. P. C. 568 ; 3 1\foo. 
P. C. 24. 

(p) Sec Dctt'H Patent, 7 I,, 1'. N, S. 
577; 9 .Tur. N. S. I37; I l\[oo. P. C. 
X S. 49· 

(q) Kay's Patent, I W. P. C. 568; 
3 l\Ioo. P. C. 24 ; Ernrd's Patent, I W. 
P. 0. 557; l\[cllongnl'a Patent, L. n. 2 
P. C. I; 37 IJ, J. P. C. I7; 5 l\foo. 
P. C. N. !:l. I. 

(1·) Hill's Patent, 9 .Tur. N.H. I209 
9 L. T. N. S. IOI ; I l\loo, P. C. N. ::; 
258; IS Newton, I.. J. N. S. I09 
Cocking's Patent, 2 P. 0. 1!. 151 ; 
Stewart's Patent, 3 P. 0. R. 7; Saxby's 
Patent, IJ. R 3 P. C. 292 ; 7 1\Ioo. 
P. C. N. S. 82. 
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to the valiclity of the patent, the. Judicial Committee exercises 
its discrotion.(s) · 

If a new grant is allowed, it is of course opim to the same 
• 

olljections, and may be annulled in the same manner as the old 
one ;(t) and the Judicial Committee are not called on to discuss 
the question as to whether an extension, if granted, would avail 
the petitioner anything: that is left to the courts of law.(1t) 
. There is an obvious distinction between the "merit of in
genuity and the merit of utility" of an invention ;(.1;) and 
unless the Judicial Committee are satisfied that the invention 
possesses the latter, they will not recommend an extension ;(y) 
but the fact of great labour and ingenuity beiug required 
to produce the invention will go far to establish a case of 
ut.ility strong enough to satisfy the Committee that tl10 public 
is likely to derive a benefit from tlw invention sufilcient to 
warrant an extension.(z) 

In order to succeed, the petitioner must show that there is 
in the invention merit beyond that ordinary merit which 
would be sufficient to sustain a patent in the first instance
that is to say, there must be something beyond that merit 
which would, in an action for infringement, support a patent 
in the face of a plea of want of utility.(a) 

:Further, because an invention is new, in the sense that a 
patent for it could be supported on the ground of novelty, it 
does not necessarily follow that it is sufHciently novel, having 
regard to prior inventions of a like clmracter, to satisfy the -
Judicial Committee that tl1e benefit conferred by it on tlJO 
public is sufficient to warrant an extension.(b) 

(s) Per Sir William Eric, 1\fciunes' 
Patent, L. R. 2 P. C. 54; 37 L. J. N. S. 
P. C. 23 ; 5 Illoo. P. C. N. S. 72 ; Wood
CI'oft'H Patent, 2 "'· P. C. IS,- IO Jur. 
363; 28 Newton, J,, J. C. S. 196; 
I'inkc1·'s l'atcnt, 12 .Jnr. N. S. 433 ; 
Soames' Patent, I W. P. C. 729; 23 
Newton, L. J. C. S. 462. 

(t) Galloway's l'uteut, I W. P. C. 
'/24; 7 J lll', 453· 

(u) l'er J,ord Brougham, 'Yoodcroft's 
Patent 2 W. P. C. 18; IO Jur. 363; 28 
Newton, L. J. C. S. I96. 

(x) BetL's Patent, 7 L. T. N. S. 
577; gJu1·.N. S. 137; I Moo. P. 0. N. S. 
49; Pinker's Patent, I2Jur.. N-. S. 433· 

(l/) Simistm·'s Patent, I W. P.C. 721; 
7 Jnr. 451; 4 :Moo. 1'. C. !6.J.; 21 
Newton, L. J. C. S. 465 ; J,ongrnaitl's 
l'atcnt, 1 Eng. 347 ; lJerosnu's l'ah·nt, 
2 W. 1'. C. I; Carp. 1'. C. 699; 4 l\Ioo. 
P. C. 4I7; 24 Newton, L. J. C. S. 459· 

(z) Hill's Patent, 9 J,, 1'. N. S. IOI; 
9 Jm·. N. S. I209; I l\Ioo. P. C. N. S. 
258; IS Newton, L. J. N. S. 109. 

(a) Soc remarks of Grove, .T., Stoney's 
Patent, 5 P. 0. H. 520; ~ee also Saxby's 
Patent, 3 P. 0. R. 294; Bctt's Patent, 
I 1\Ioo.l'.C.N. 8.49; 9Jur.N.S.I37; 
7 L. 'f. N. S. 577· 

(b) Stuart's Patent, 3 P. 0. R. 'J ; 
Sillar's Patent, G. P. C. 58 I; !II 'Dougal's 

2 A 
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The invention must be shown to be independently meri· 
torious e.g., it will not clo to sl10w that it could only be 
useful in conjunction with some later discovery.(c) It 
is, however, not an objection to the grant of a prolongation or 
extension that the invention is an improvement on, and is 
intended to be used with, some previously patented inven
tion,(d) or that the original invention would not be used 
without it,(c) provided that there is utility in the improve

ment.(() 
The e_·:tent to which the invention has been used by tho 

public is an important consideration. I£ there has been an 
extensive use by the public, of course this fact is unfavourable 
to the contention of an applicant for prolongation or extension, 
for tl10ugh it shows that the invention is useful, it also shows 
that the patentee has had an opportunity of making profit out 
of it.(g) On the other hand, if the invention has not been 
extensively used by the public, the presumption is against 
its utility, and therefore unfavourable to the applicant.(h). 
In the words of Lord Romilly, the Judicial Committee 
"find much more difficulty in dealing with t.iJ•_, case of a 
patent where it has not been used for fourteen years, than 
in dealing with one where a user has talmn place, because 
assuming that there is no utility in the invention, there is 
nobody whose interest it is to oppose it ; but where it has 
been used for a considerable number of years, there are per
sons who always desire to get rid of the invention [patent], 
ancl from them their lordships hear all the arguments 
whicl1 cau properly be brought against the validity of the 
patent."(i) 

The presumption of non-utility arising from n limited nse 
of ihe invention by the public is not in every case fatal, for it 

Patent, L. U. 2 P. C. I ; 37 L. J. N. S. 
P. C. I7 ; 51\Ioo. 1'. C. N. ::;, I ; 1\Iclnncs' 
Patent, L. U. 2 P. G. 54; 37 J,, J. N, S. 
1'. U. 23; 5 i\foo. P, C. N. ::;, 72. 

(c). Jlett's Patent, I Eng. 335 
(d) lluvill's Patent, I 1\Ioo, 1'. C. N. S. 

348; Sonmcs' Patent, I W. P. C. 729. 
(e) Woodcraft's Patent, I W. 1>. C. 

740; 3 Moo. P. C. Ii' I ; Galloway•s
Pntcnt, 1 W. P. C. 727 

(.f) Dell's Pntcnt, 2 W. P. C. I6o; 
Io Jut'. 363. 

{I) DowJ~ton'a Patent, I w. P. c. s6s. 
It} All:tn a P11lcnt, L. R. I P. C. 507; 

4 1\Ioo. J>. C. N, S. 443 ; Hcrlwrt's 
l>utcnt, L. R. I P. C. 399 j 4 1\foo. P. C. 
300; Simistcr's Patcut, I W. P. C. 721; 
7 Jur. 45I; 41\Ioo, P. C. I64. 
. (i) Allan's Patent, L. _n, 1 P.C. 507 i 
4 1\loo. P. C, N. S. 433· . _ 
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is often capable of being rebuttcd1(7.:) but strong evidence is 
required to do this.(l) 

The following facts luwe been held to be sufficient evidence 
to rebut the presumption of non-utility arising from a limited 
user by the public: there was a special trade opposition ;(m) 
the invention was of a special nature ;(n) tho market and 
demand was necessarily limited ;(o) experimental difficul
ties ;(p) legal proceedings ;(q) and the scarcity of labour.(1·) 
- The applicant must show that, if a prolongation or exten
sion ue allowed, there is every likelihood of the invention being 
used by the 1mblic i.e., that the conditions owing to which 
the public use l1as hitherto been limited (if such be the case) 
have ceased to exist; otherwise the intention of the Crown 
that the patentee should be rewarded by the profits arising 
from the invention, during the further period of the monopoly 
could not take effect, aud tho .Judicial Committee would 
not recommend the Crown to accede to the petitioner's re-

quest.(s) . 
If an invention consist of several parts, and it appear that 

some part 01' parts is or arc not meritorions, but that there is 
merit in tho remaining part or parts, an extension will probably 
be recommended in respect of the meritorious 11art or parts 

alone.(t) 

871 

I f. Insulllcicnt remuneration o\ving to no fault of the Insufficient rc
mmwratiou. 

patentee. 
In deciding whether the patentee has been sufllcicntly 

rewarded, the Judicial Committee take into consideration the 

(!.:) Norton's Patent, I :i\Ioo. P. C. N.H. 
339; 9 JUI·. N. S. 4I9; Bakewell's 
l'ntcnt, IS Moo. 1'. C. 385; Wright'H 
Patent, I ,V, P. C. 575 ; Joues' 
Patent, I W. P. C. 577 ; Allau's 
1'atcnt, L. It. I P. C. 507 ; 4 1\loo. 
1'. C. N. S. 433; Cocking's Patent, 
2 P. 0. U. I 5 I ; Derrington'li l'atent, 
cited I.~. R. I 1'. C. 509; 4 !IIoo. P. C. N, S. 
445; Coryton, 225; Simiatcr's Patent, 
I W. P. C. 72I; 7 Jnr. 45I; South
worth's l'atcut, I W. P. C. 486; Herbert's 
Patent, IJ. R. I 1'. C. 399; 4 1\lot>. 
P. C. N. S. 300. 
. (l) Allmi's Patent, L. n. I P. c. 507 j 
4 1\Ioo. P. C . .N. S. 433· 
• (m) Simistcr's Patent, IW.P. C.72Ij 
7 Jur. 451 j 41\Ioo. r. o. lui. 

(n) Southworth's l'afcut, I W. P. C. 
486; .Toucs's Putout, I W.l'. C. 577· · 

(o) IIcrbCI·t's !'a tent, JJ, n. I 1'. c. 
399 ; 4 Mon. P. C. N. S. 300. 

(p) lbid. 
('J) Wlight's Pah·nt, I W. 1'. C. 

575· 
(r) Napier's Patent, I3 l\Ioo. 1'. C. 

541-M Womlcroft'H Putcnt, 2 W. P.O. IS; 
IO .Jur. 363; Bat1:s' l'lth•ut, 1 W. 1'. C. 
739; Jo'o:mlc's Patent, 9 ::lloo. 1'. C. 376. 

(1) Bodmer's 1'1\tent, 8 i\fuo. 1'. C. 
282, J,ce's Patent, IO !lfoo. I'. C. 226; 
Napie1·'s l'atcut, L. H. 6 AIIJl. Ca~. 
174; so L .. J. P. C. 40; Clmrcb's 
.Patent, 3 P. 0. H. 95· . 
• 
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benefit which has resulted and is likely to result to · tl1e 
• • 

public, as compared with that which has accrued ·to· the 
patentee.(~t) 

The petitioner must satisfy the J ndicial Committee that be 
has, having regard to the particular circumstances of each case, 
used his best endeavours to make the invention a pecuniary 
success, and that no circumstances under his control have 
led to his insufficient remtmemtion,(.r) but that he has at all 

• 

times been willing to give the public the benefit of the inven-
tion.(y) 

Th 11s, in the case of Roper's patent,(z) the patentee of a 
captain's bridge constructed as a life-mft petitioned for pro
longation on the ground that, owing to illness and other 
circumstances beyond his control, he had not been adequately 
remunerated. It was proved that for nearly eight years he 
had been practically incapacitated from business in consequence 
of a railway accident. The invention had been awarded 
prizes at exhibitions, but had never been brought into actual 
use. Under the circumstances, the Judicial Committee con
sidered that, having regard to the meritorious nature of the 
invention, the difficulty of bringing it into actual use, the 
patentee's illness, and the fact tl1at no opposition was offered 
on behalf of the Crown, the case was an exceptional one, and 
an extension for seven years should be granted. 

If infringements of the patent have been openly committed, 
it will be necessary for the petitioner to show that proceedings 
have been taken to protect the patent, as evidence of negli
gence on his part to do so will induce the Judicial Committee 
to refuse to t·ecommencl a prolongation or extension; (a) 
whereas if the expense of litigation necessary to maintain the 
patent has prevented tlw petitioner f1·om del'iving adcl)_nnte 

(lt) Newton's Patent, 14 Moo. P. C. 
156 i Dcrnsnc's l'nlcut, 2 W. P. C. 4; 
lllallet's Patent, L. H. I P. C. 308; 
Nussey and Leachman's Patent, 7 
P. 0. R. 22. 

(x) Southworth's Patent, 1 W. P. C. 
486; Kollman's Patent, 1 W. P. C. 
564 i Lowe's Patent, 2 W. P. C. 158; 
10 J ur. 363; Norton's Patent, I Moo. 
P. C. N. 8. 339i 9 Jnr. ·N. S, 419; 

Patterson'R Patent, 6 1\foo, P. C. 469; 
13 Ju1·. 593; Wield's Patent, L. H. 4 
P. C. Sg ; S Moo. P. C. N. S. 300; 
Cardwell's Patent, 10 1\Ioo. P. C. 488; 
Rnkcwcll's Patent, 15 :lfoo, P. C. 385 ; 
Stewart'u l'atent, 3 1'. 0. R. 7· 

(y) Stewart's Patent, 3 P. 0. ll. 10, 
(z 4 P. 0. U. 201. 
(a Simistor's Patent, I W. P. C, 

724; 4 ·Moo. P. C. 164; 7 Jur. 451. 
• • • 



EXTENSION OF LETTERS PATENT. 873 
• 

profits from the invention, this circumstance \Vill tell in llis 
favour.(b) 

The circumstance that the invention ltns not been brought 
into public use owing to disputes between the co-owners of a 
patent, will not inuuce the Judicial Committee to rccouuncuu 
a prolongation or extension.(c) . 

The }letitioner must louge at the Council Oflicc, not less than Accounts. 

one week before the day for the hcariug,(d) a statement of ac-
counts as evidence of his couteutiou that he has been iusuffi-
cicutly rewm·detl, lm viug regard to the value of t.hc in veution to 
the public. The Judicial Committee iusist that the statement 
shall he a full, clear, and accurate (1:) balance sheet, showing the 
whole profit and loss which has been derived or snstaincu in 
respect of the invention.(/) It is the petitioner's duty to 
satisfy the Committee, in a manner which admits of no con
troversy, as to the amount of remuneration which in every 
}lOint of view the invention has brought to those who have 
introduced, or helped to introuuce, it to the public, in order that 
their Lordships may be able to come to a conclusion \Vhether 
that remuneration may fairly be considered a sufficient reward or 
not.(g) To use the langmtge of Lord Cairns, "It is not for the 
Committee to send back the accounts for further particulars, 
nor to direct the accounts for the purpose of surmising what 
may be their real outcome if they were diflerently cast ; it is 
for the applicant to bting his accounts before the Committee 
in a shape which will leave no doubt as to what the remuuera.-
tion has been that he has receivcd,"(k) 

If this requirement is not attended to carefully, the Com
mittee will most probably refuse to grant the petitioner leave 
to amend the accounts,( i) and will dismiss the petition alto-

(b) Petit Smith's l'ntcnt, 7 :i\Ioo. 1'. C. 
133; H~ath's Patent, 2 W. P. C. 247 ; 
8 .Moo. 1'. C. 217. 

(c) Pattel·son's !'alent, 6 Moo. I'. C. 
469 ; I 3 J ur. 593· 

(d) Jutlicial Committee Rules r. ix; 
sec Appeudix. 

(e) Clark's Patent, L. R 3 1'. C. 421 j 
7 l'oloo. 1'. C. N. S. 255 ; Hill's I'atcut, 
1 :i\Ioo. P. C. N. S. 258; 9 J ur. N. S. 
1209; 9 J,. 1'. N. S. 101. 

(j) Judicial Cururuittec Rule,:, r. ix.; 
see Appendix. 

(g) Saxby's Pa_tcut, I~. R. 3 1'. C. 
292 ; 7 l\[oo. P. C. N. S. 82 ; Clark's 
Putout, L. ll. 3 P. C. 421; 7 l'oloo.l'. C. 
N. S. 255; Wcild's Patent, r~. ll. 4 P. 
c. 89; 8 l\[oo. 1'. e. N. s. 300. 

(/1) Saxby's Pa!t•nt, L. ll. 3 1'. C. 
292 ; 7 l\Ioo. 1'. C. 82. 

(i) Ncwtou's Pntt•nt, (4) L. TI.; 9 AJlp. 
C;IS. 592 ; I 1'. o. H. 177 j 52 L. '1'. 
329; Yates and Kellett's l'atcnt~, 4 P. 
o. H. ISO. 

• 
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gather; (lc) and the petitioner ·wm not be· r.xcused on the 
ground that he has kept no such accounts, or ]Jas de~t:coyed 
his books.(l). 

It is most material for the Judicial Committee to know in 
what ratio the profits have increased or diminished from year 
to year, therefore it is advisable for the petitioner to strike a 
balance at the end of each year's accounts.(1n) 

It is to be noticed that the Act of 1 8 8 3 directs that the 
Judicial Committee, in considering their decision on the 
question of adequacy of remuneration, "shall have regard 
to the profits made by the patentee as sueh."(n) These words 
specify one llarticular class of profits as absolutely necessary ; 
but there is nothing in the section of the Act to suggest that 
the Committee shall not consider the profits in relation to the 
patent arising from other sources, consequently the accounts must 
disclose all profits arising from the working of foreign patents, as 
was the practice before the Act of I 88 3.(o) The profits, if 
any, arising from the sale of articles made under the !latent 
expressly for exportation abroad must also be disclosed.(p) 

The Committee are required to l1ave regard to all tho cir
cumstrmces of the caso.(q) 

The question always is, What has been the total remuneration 
derived from the patent, or which could have been derived from 
the patent ? Consequently, when the patent has become vested 
in an assignee, e.g., a company, the committee require a disclosure, 
not only of the assignee's profits, but also of all the profits 
derived by his predecessors in title,(r) and also, when licences 
have been granted, a disclosure of not only the royalties re
ceiveu hy the patentee, but also, wl1ere possible, some e'·idence 
as to the profits made by the licensees.(s) 

(/.·) Adnir's Pntcnt, J,, n. 6 Aw.Cns. 
176; so I.. .1. 1'. C. 68; Haxby'~' l'n
tcnt, L. Il. 3 1'. C. 292; 7 llluo. 1'. C. 
N. S. 82; Ht•lt s l'ntcnt 1 l\loo. 1'. C. 
N. S. 49; 9 Jur. N. S. 137; 7 L. '1'. N. 
s. 577. 

(I) Yntcs nnu J\rllctt's l'al!·nt, L. H. 
12 A rP· Cns. 149. 

( 111 J l'crkin's l'ntcnt, 2 "'· P. C. I 6, I 7, 
(n) S. 25 (4). 
(o) Ncwtou's 1'ntcnt, J,, 11. 9 App. 

• 

Cns. 592 ; Jolmson's Patent, J,. n. 4 1'. 
C. 82; A!lnia·'B l'atrnt, J,, ll. 6 App. 
Cas. 178. 

(p llnnly's Pntcnt, 6l\Ioo.l'. C. 44I. 
(t/ 46 & 47 \'ict. C, 57, B. 251 HB. 4• 
(r lJcncon's l'ntcnt, 4 1'. 0. ll. II!). 
(s 'J'rutman's l'alt·ll!, J,, H. I l'. U, 

123 ; 3 1\loo. I'. C. N. S. 488; Saxby's 
l'ntent, J,, H. 3 1'. C. 298; 7 llloo. 1'. 
C. N. S. 82 ; Hill's Patent. I .1\Ioo. P. 
c. N. s. 258, 268; 9 L. '1'. N. s. IOI, 
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The petitioner is entitled to place on t11e credit side of the Allownnccs 
• • • • crcdite•l to po· 

account vanous 1terns and expenses, but 1f he desires to contend tition(r, 

that such sums are not to be considered as profits, such claim 
must appear on the petition or in the accounts, otherwise he 
will not be allowed to offer any evidence in respect of it. (t) 
It is better to render a separate account of items in respect ·of 
which a deduction is claimed. 

The petitioner is entitled to credit himself with the expenses 
incurred in making preliminary experiments, in obtaining the 
grant of the patent, and in legal proceedings necessary to 
defend it; (1t) also necessary costs of exhihiting and advertising 
the invention; (x) and reasonal•le salaries and travelling 
expenses for clerks; (JJ) and commissions on sales or 
royal ties.( z) 

A deduction has been allowed in the case of a foreign 
patentee, resident abroad, who has obtained an English patent 
and has employed an agent jn England to introduce the in
vention here.(a) 

When tho petitioner has compromised actions at' law in 
relation to the patent, and foregone any claim to costs, it is 
improper for him to deduct the expenses of such proceedings 
in an unexplained lump sum.(b) 

Deductions ltavo been refused in respect of an item for the 
purchase of land for the purpose of workillg b~ sit1t a manu
facture according to a patented process,(c) and also in respect 
of payments for the surrender of licences.( d) When a Jlatentoc, 
under the impression that the invention was one of small 
value, sold it for a trifling sum, and, after it had proved of 
considerable value, repurchased it at an increased price, he 

1) Dailey's l'ntcnt, I 1'. 0. n. I. 
11) Kny's Pntcnt, I W. 1'. C. 572; 

3 1\Ioo. 1'. C. 24; Jlcntl•'s Patent, 2 W. 
1'. C. 247; 8 llloo. 1'. C. 217; Hill's 
Patent, I ll£ao. l'. 0. N. S. 251>; 9 ,J ur. 
N. S. I2o9; 9 I,, 'l'. N. B. IOI; Adair's 
!'alent, L. n. 6 App. Cad. I76; 50 L. J. 
l'. c. 68. 

(.v) Dnncnn aml ·wilson's Patent, I 
P. o. n. 2 57• . 

(!/) Dnn~an and Wilson's Patent, I 
P. 0. R. 257. 

{z) lbirl. Prole's Patent, J,, n. I 

1'. C. 5 I4; 4 Moo. 1'. C. N. S. 452; 
J6 I.. .J. 1'. c. 76. 

(a) Po0lc's Patent, J,, ll. I P. C. 514; 
4 1\foo. l'. C. N. S. 452; 36 I,. J. 1'. U. 
76. 

(b) llill'H Patent, 1 :'IIoo. 1'. C. N. R, 
258,268; 9 Jur. N.l:i. I209; 9 1 •• '1'. N. S. 
IOI. 

(c) Fryer's Patent, 47 En~. 49· 
(d) Hill'b Patent, I :\Iuo, 1'. U. N. S. 

258; 9 J ur. N. S. I209; 9 I,, '1'. N. S. 
101. 

• 

. ' 
" 
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was not allowed to charge the item in the accounts as one 
of loss. (e). 

Patcnto manu- When the patentee is also the manufacturer of the patented 
fncturer. 

article, the profits which he makes as manufacturer, although 
they may not be in strict point of view profits of the patent, 
must undoubtedly be taken into consideration,(!) It is 
obvious that in different manufactures there will be different 
degrees of connection between the business of the applicant as 
manufacturer, and his business, or his position, as the owner 
of a patent. There are patents which have little or no con
nection with the business of the manufacturer, and there are 
others of a diflerent kind, where there is such an intimate 
connection with the business of the manufacturer that the 
possession of the patent virtually secures to the patentee his 
power of commanding orders as a manufacturer.(g) 

When it is not possible to sever the heads of a patentee's 
profits, as a manufacturer, and as a patentee, but it is apparent 
that a substantial sum has been reali.>ed, the Committee will 
not recommend a prolongation or extension.(k) 

There is no specific mle as to the proper ratio to fix as the 
proportion of the total profits to be allowed as manufacturer's 
profits when the patentee is also the manufacturer,(i) but the 
proportion must be divided according to the circumstances of 
each case.(k) 

Where it appeared that a considerable sum had been received 
from sales of the patented article, the Committee refused to look 
on the difference between the actual cost of the articles and the 
price at which they were sold as mere profits made by the 
patentee as salesman, but concluded that a considerable pro-

(c) Wield's Patent, L, R. 4 P. C. 89; 
8 .1\loo. l'. C. :N. S. 300. 

(f) lJett'al'atcnt,I l\Joo. P. C. :N, S. 
· J "rS · J'l'Nco 49, 9 ur • .~.,, · 137, 7 '· . . o. 

577; l\Iclnnes' Patent, L. ll. 2 1'. C. 
5q, 57 ; 5 l\Ioo. P. C. N. S. 72 ; 37 
L. ,J. 1'. C. 23; Hill's l'atcut, I Moo. 
1'. C. N. S. 258; 9 Jur. N. 8. I209; 9 
L. '1'. N. S. IOI ; J ohusou'sl'nteut, L. H. 
4 1'. C. 7 5 ; 8 1\Ioo. 1'. C. 282 ; Saxby's 
l'atonf, L. H. 3 1'. C. 292, 295 ; 7 l\[oo. 
1'. C. N. S. 82. 

([t) Sec Saxby's Patent L. H. 3 1'. C. 
295 

(11) Muntz'sl'ntent, 2 W. P. C. 11~; 
Newton's Patent, 51 Eng. 208; 17 Iron, 
I55. I7I. 

(i) lJnncan aml \\'ilson's l'atcnt., I 
1'. u. H. 257. 260. 

(/•) f:ico 'l'rotmnn's Patent, J,, R. I 
P. V. I IS; 3 llloo, 1'. U. N. 1:;, 488. 
'l'wo-thirds hns been held to be too J.u·gc 
n proportion in Hill's Patent, I l\loo. 
1'. U.N. S. 258; 9 Jur. N. S. I209i 9 
L. T. N. f:i. IOI ; nnd also in Duncan 
nml Wilson'sl'atent, I P. 0. H. 257. 
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portion of this was profit which the· patentee lind received, 
because, having the patent, he was able to sell the articles, ancl 
refused to recommend ati extension accordingly.(l) 

Where the patentee is himself a manufacturer it is better 
for him to keep the accounts of his manufacturing business 
separate from those relating exclusively to the patent, so as 'to 
present them in this form to the Judicial Committee. 

Where a patentee is a manufacturer and himself superintends 
the conduct of the business of making the patented article, he 
is often entitled to a reduction in respect of his personal 
services, but the amount varies with the special circumstances 
of each case.(m) 

877 

The effect of rendering incomplete accounts, or accounts in Effect of rcn-
. f . t l f l b I . . dtn·ing iucom· an Improper orm, IS no a ways ata , ut t lC petitiOner must 1,Jcto :tccounts. 

not rely on tlw indulgence of the Committee, and he cannot be 
too llarticular in tllC matter of accounts. Under special cir
cumst~nces, when it apJlears that the accounts are wrong 
through a bomZ fide mistake on the part of the patentee, the 
Judicial Committee may grant an adjournment in m;cler that 
the accounts may be put right,(n) but in most cases of in-
sufficient or improper accounts the petition will be dismissed 
at once.(o) 

Opposers are not entitled to production and inspection of Discuvory. 

the petitioner's accounts till thr. hearing,(p) but they are allowed 
copies of them, at their own cx11ense, when they are filed.(q) 

It is to be observed that any lJersou may enter a cm:cat or ol'PoFition. 

warning to the Sovereign not to accede to the prayer of the 
petition. Interest in the patent is not essential, as in the 
case of opposition to the graut,(1') the amendment of a S!Jecifi-

(I) Dailey's Patent, I P. 0. R. r. 
. (m) As much ns £6oo per nunnm has 

been allowed in tile case or the chairman 
of a company limned to work the patent : 
Child's Patent, 56 Eng. 43$; but as a 
rulc£400 per annum, m·lc~s, IS considered 
suflicicnt; Dailey's 1'atcnt, 1 P. 0. J:. 
I i Carr'H l'atcnt, L. H. 4 1'. (). s~o ; 
9 l\Ioo. P. C. N. S. 379; Perkins' l'atcut, 
(2) 47 Eng. IOS ; Cocking's Patent, 2 
l'. 0. H. ISI; Furness' l'uteut, 2 1'. 0. R. 
I7S• 

(n) Perkins' Patent, 2 W. 11
• C. 

J7; Heath's Patent, 2 W. P. C. 2S6; 

S Moo. P. C. 217 ; Henry's Patent, 38 
l~ng. 343, 3S2 ; Chat wood's I'utent, 37 
Eug. 2l:>S; .Johnson aml Atkinson's 
l'atcnt, I,, Jl. 5 1'. C. 87. 

(n) Clark's l'ntcnt, (2) r,. R. 3 I'. C. 
421 ; 7 l\loo. 1'. <J. N. l:i. 25S; Newton's 
l'Htcnt, (4) L. H. 9 App. Cas. 592; I 
1'. 0. H. 177; .t\tlair's l'atent, L. H. 6 
App. Ca8. I 78; so r •. J. 1'. c. 68. 

(p) lkitlsun's Patent, 7 .Mon. P. C. 
49(,j) Judiciul Committee Rules, r. vii. 

(r) p. 27 3 ante. 
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LETTERS PATENT FOR INVENTIONS. 

mi.tion,(s) or the revocation of a patent.(t) A person who· has 
entered a· caveat is entitled to receive four weeks' notice from the 

petitioner of the day fixed for the heal'ing,(1t) and to be served 
with a copy of the petition.(x) He is also entitled to notice of 
any special application by the petitioner (y) and, at his own 

expense, copies o'f all papers lodged in reference to the peti
tion.(z) 

An opponent must, within a fortnight of being served with 
the petition, lodge at the Council Office a notice of the grounds 

of his objections to the granting of the prayer of the petitioner,( a) 
which will be suflicient if it state the ground of the objections, 

though 11artieulars are not given.(b) 

New grnnt. It is the practice for the Crown in cases where the Judicial 
Committee recommend a prolongation or extension of the term 
of a patent to give efleet to the report of the Committee by a 

grant of new letters patent.(c) 
It is not necessary for the patentee' to file a fresh specifica

tion on the grant of a new patent ;(d) and the validity of the 

new patent may be questioned in the same way and on the 
same grounds as that of the old one :(e) the new grant is in 

the nature of a graft on the old one, and has no existence 

apart from it.(/) 
A new grant of letters patent is subject in all cases to the 

conditions imposed by the Act of I 88 3 and subser1uent 
statutes,(g) and may be granted to more than one 11erson 

joiutly,(IL) but, it is submitted, a new gmnt cannot be made 
· to a person or persons who has, or have not, or one of whom 

condition~ has not o. legal interest in the old letters patent.(i) The 
Urown in granting new letters patent has the power to, and 

frequently does, impose conditions in the interest of the original 

• 

(x) p. 239 ante. 
(I) Jl• 343 ante. 
(11) Jutliciul Conuuitteo Rule~, r. ii.: 

sec Appendix. 
(x) Jbicl. 
(Y) Hutchison's Patent, 14 Jlloo. P. U. 

364. 
(z) Judicial Committee Hulc~, r. vii. 

· (al Judicial Committee l!ules, r. vi. 
(b) Ilull'sl'ntent, L. n. 4 App. Cas. 

171; 48 L .• J. 1'. C. 24. 
(c) t:itoney's l'utent, ·5 r. 0. n. 524 ; 

Coekiug's Patent, 2 I'. 0. n. 151. 

(tl) W usteney Smith's Putcnt, 2l'.O.TI. 
14· 

(e) Src Ilusscll v. I.etlsnm, 141\L & W. 
583 ; II. L. C. 687; lluvill v. l!'inch, 
L. H. 5 C. l'. 523. 

(.(} Jlodll v.l!'incll, L. n. 5 P. C. 523 i 
39 IJ. J. C. P. 277. 

(rt) Wustcnoy and Smith's Putcnl, 2 
1'. 0. H. 14· 

It} 46 & 47 Viet. c. 57, s. 4, ss, 2. 
i) Southworth's l'utent, 1 W. 1'. C. 

488. . 
• • • • 

. 
• 



EXTENSION OF LETTERS PATENT. -
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patent~e(lc) or 'his representatives.(l)- The following· are in
stances of cases 'in which such· conditions have been imposed .. 
In WMtelwzMe's Patent(1n) extension was granted to an assignee 
on ·condition that he secured to the patentee and inventor, 
during the term, an annuity of £5 oo, in addition to £3 oo 
already secured to him. In J1farkwiek's Patent,(n) where tlw 
ol'iginal patentee had been bankrupt, the condition was imposed 
that he should receive an annuity during the extended peri-;cl. 
In JJ[m·ton's Patent(o) the assignee was required to secure 
to the original patentee one-half the future profits after 
recouping his own losses. In Hcrbel't's Patent(p) an extension 
was granted to assignees on condition that they secured upon 
trust to the widow and representatives of the inventor one
half of the profits. 

Sometimes conditions are imposed on the patentee for the 
benefit of other persons who have an interest in the patent,(q) 
or who might be liable in respect of infringements committed 
between the date of the order and the sealing of the new 
patent,(1·) or to the effect that a patentee mortgagor should 
give to his mortgagee a like security over the new patent as 
he had over the old.(s) 

When the justice of the case requires, conditions will be 
imposed in favour of the Crown or the public.(t) 

(l•) Whi!cl10usc's Patent, I W. P. C. 473; rcporteu as Russell's Patent, :z Moo. 
P. C. 496. 

I) llt·rbcrt's Patent, L. H. I P. C. 399· 
m) IW. P. C. 473; reported ns Hu~sell's l'atcnt, 21\Ioo. P. C. 496. 

(11) I3 1\loo. 1'. C. 310. (o) 51 Eng. 274; I7 Iron. 250. 
(p) L. R. I P. C. 399; 4 .Moo. P. C. N. S. 300. 
('J) Normandy's l'ateut, 9 ~Ioo. 1'. C. 452; llaxtcr's Patent, 13 Jm·. 593· 
(r) Schlum bcrgt·r· s Patent, 9 llloo. 1'. C. r. 
(s) Church's Patent, 3 P. U. H. 95· 
(1) In l'cttit Smith's !'alent (7 llluo. P. C. 133) the conditiun was imposr.d that 

lloo Urown should be allowed to usc the iuventiuu wilhout licence. Sou nlso Lan· 
cn>ter's Patent, 2 Moo. 1'. C. N. S. 189; Uarpcntcr's 1'atcnt, 2 l\Ioo. 1'. U. N. S. · 
191 II. j Dixon ?1. Loudon Small Arms Co., J,. n. I App. Cas. 632· These cases 
were all prior to the Act of I883. Such conditions are not now insisted lllJOU in 
fi1Yom· of the Crown, as they arc provided lor by s. 27 of 1110 Act of 1883, wltich 
applies to all new grants of letters patent. 

In lllallct's l'ateut (L. ll. 1 1'. C. 308) 1lw comlitiun wns imposcu tlmt tho 
patentee shou!tl grant licences upon tenus similar to one ah·1·atly gr;tnll!d hy him. 
lu llurtly'sl'atent (6 lllot•. l'. C. 441) it was mmle 11 comliliun or lho new gmnt 
I hut the patentee should sell the patented article (irou nxlctrecs) nt a moderate 
Jixcd HUilJ. Such condilions are, lwwcvcr, not jmposed now, rcliaucc heiug placed 
on s. 22 of tl1e Act of J883 . 
. ln llotlncr's Pntcnt (8 1\Ioo. P. C. 282) the conuition was imposed thn1 certain 
portious of the specification which l'Clatcd to pnrts of the iu.ycntlon not WOJ'kcd out 
should be discluimed, 

• • • 
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It is the practice when extension is granted in respect of 
two cognate patents to fix the expiry of each on the same 
day.(v) 

The Crown can only grant a prolongation or extension 
of letters patent on the report of the Judicial Committee 
of the Privy Council. It is the invariable practice for the 

Crown to act on such report, but it must be remembered that 
the Crown is not bound so to act.(x) The Judicial Committee 
before recommending a prolongation or extension requires 
security to be given that the conditions (if any) on which the 
new grant is recommended will be performed.(y) 

The new grant may be made after the expiration of the 
original term, if all the statutory conditions have been complied 
with, but it is always dated as on the day on which the original 
term expires. 

The Crown has no authority to grant more than one period 
of prolongation or extension of letters patent.(z) 

It is not usual for the Judicial Committee to recmnmend a 
longer pl'Olongativn or extension than seven years ;(tt) but in 
cases where it can be shown that the invention possesses such 
rare and exceptional merit that the patentee would not be 
likely to obtain an adequate reward in seven years, a longer 
period will be recommended,(b) which may in extreme cases be 
fourteen years, the longest period for which the Crown has 
power to grant a prolongation or extension.(c) The Jndicial 
Committee, in recommending a prolongation or extension, always 

consider the merit of the invention from the point of view of 
the public as well as the remuneration which the patentee 
has received, and adjusts the period accordingly.(£l) 

The costs of all parties of, and incident to, llroceedings 
before the Judicial Committee are in its discretion.(e) 

(v) ,Johnson's nml Atkinst•n's Patent, 
L. H. 5 P. C. 87; Church'R Patent~, 3 
1'. 0. I!. 95· 

(x) Sec Ledsam v. Ru~sell, I H. L. 
Cas. 687. 

(y) Whitehouse's Patent, I W. P. C. 
473; Carp. P. U. 565; 2 l\Ioo. 1'. C. 
496. 

(z) Goucher's Patent, 2 Moo. P. C. 
N. S. 532. · 

(a) Furness' Patent, 2 P. 0. R. I75· 

(b) 1\IoncriefT's Patent, 22 Iron. 35 
lliitchell'H Patent, 30Ncwton, L. J. C. S 
356. 

(c) l\Iitchcll's Patent, 30Newtnn, L.J. 
c. s. 356; 46 & 47 Vkt. c. 57, B. 25, 
ss. 5· 

(d) Newton's Patent, I4 llloo. I'. C. 
I 56; lluilo•y's Patent, I 1'. 0. U. I ; I>c
roane's Pnttnt, 2 ,V.l'. C. 1; Carp.!'. C. 
699; 4 Moo. P. 0. 4I7. 

(c) 46 & 47 Viet.. c. 57, B. 25, as. 7• 

• 
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It is the practice of the Committee to award costs, on the 
principle that bona fide oppositions arc rather to be encouraged 
than discouraged, that the Crown may be put in possession of 
all that can be alleged against the continuance of the patent.(!) 

Costs of opponents will be refused, however, if the Committee 
are satisfied that there was no sufficient ground of opposition, 
and such opponents may be ordered to pay the extra costs 
occasioned thereby ;(g) and thq opponent's costs will be refuc;ed, 
if the Committee are of opinion that the opposition has been 
improperly conducted.(k) 

In cases when the petition is abandoned, and there is 
opposition, the petitioner pays the opponent's costs.( i) It is not 
necessary for the opponent to serve the petitioner with notice 
of an intended application for costs.(!~) 

Sometimes one set of costs is given to each opponent,(l) and 
sometimes one set is given between all the opponents.(1n) 

In cases whel'e there m·e more than one opponent it is not 
uncommon for the Committee to award a lump sum to be 
divided among the opponents, either with, (n) or without, (o) 
the option of taxation in the usual way by the l{egistrar of the 
Committce.(p) 

The Attorney-Geneml, who represents the Crown on the 
hearing of petitions, does not ask for, nor is he ordered to pay, 
any costs. 

881 

I£ the petitioner succeed, he must forthwith leave at the Registration. 

Patent Office a copy of the order for prolongation or extension 
when obtained, that it may be entered on the register of 
patents.(q) 

(/) Wicltl's Patent, L. R. 4 P. C. 89; 
8 1\foo. P. U. N. S. 300; Westmpp a111l 
Gibbin's Patent, I W. P. C. 556 ; Honi· 
ball's Putent, 9 J\Ioo. P. C. 378; 2 W. 
r. c. 2or; 25 L. '1'. I. 

(g) Downton's Patent, 1 W. P. C. 567. 
{/t) Hnniball's Patent, 9 1\loo. P. C. 

394; 2 W. P. C. 201; 25 L. 'I'. 1. 
(i) Bridson's J>atcnt, 7 1\Ioo. P. C. 

499 j Hornby's Patent, 7 llloo. P. C. 
503; :Milner's Patent, 9 1\[oo. P. C. 39; 
Macintosh's Patent, I W. P. C. 739; 
Morgan Brown's Patent, 3 P. 0. R. 212. 

(k) Bl'idson's Patent, 7 l\loo. P. C. 449· 
• 

(l) Newton's Patent {2), L. R. 6 App. 
Cas. 174; 50 L. 'f. P. C. 40. 

{m) Newton's Patent (4), J,, R. 9 App. 
Cas. 592 i 52 L. '1'. 329; I P. 0. H. I77. 

{n) 1\Iilncr's P11tent, 9 1\loo. P. C. 
39; Hill's Patent, I 1\loo. P. C. N. S. 
259; Wield's l'atcnt, L. H. 4 P. C. 89. 

{o) Schlumberger's Patent, 9 Moo. 
P. C. 1 ; Johnson's1'11tent, L. R. 4, P. C. 
7 5; 8 1\Ioo. P. C. N. S. 282; Jones' . 
Patent, 9 ll!oo. P. C. 41, 

(p) Judicial Committee Rules, 1', viii. 
(q) P. R. rgo, r. 874• 

0 
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CHAPTER XII .. 
• 

ACTION TO RES1'RAIN THREATS OF LEGAL 

PROCEEDINGS • 
• 

• • 

SECTION 32 oF AcT 1883 TnnEATS WITlliN THE SEc'l'ION·

TnnEATS NOT WITIIIN THE SECTION LAw Pmon •ro AcT oF 

1883 How 1'nnEA'rs MAY BE l\fADE DECLARATION oF IN
VALIDITY JNTERLOCUTOltY INJUNCTION ACTION FOR INFRINGE-

• 

l\IENT WITJIIN MEANING oF SECl'Io:s- 32 DuE DILIGENCE-

PEnsoNs HAVING LnnTED lNTEltEST PARTICULARS Cosl'S. 

SECT, 3 2 of the Patents, Designs, and Trade Marks Act of I 8 8 3 
enacts that " where any person claiming to be the patentee of an 
invention, by circulars, advertisements, or otherwise, threatens · 
any other person with any legal proceedings or liability in respect 
of any alleged manufacture, use, sale, or purchase of the inven
tion, any person or persons aggrieved thereby may bring an 
action against him, and may obtain an injunction against the 

• • 

continuance of such threats, and may recover such damage (if 
• 

any) as may have been sustained thereby, if the alleged manu-
facture, use, sale, or purchase to which the threats related \vas 
~ot -in fact an infringement of any legal rights of the persmi 
making such tln·eats : Provided that this section shall not apply 

• 

if the person 1,naking such threats with due diligence commences 
• • 

and prosecutes an action for infrh1gement of his patent." · 
• • 

Oulynpplil's t<> · The above section only applies to threats made since· tl1e Act 
tlll'l·uts mndo • • • • 
l!inco Jnu. r, came mt(\ operatiOn ~.e., threats made smce the I st January 
r884. 

8 8 
, ) · 

:Recognition of 
priuciplo, 

I 4.~a 
• 

The principle embodied in this enactment seems to have 
• 

been recognised by Malins, V.O.; as early as I 8 7 I ,(b) though 
• • 

(a) Sng-gv. Bray, 2 P. 0. R. 223, 247· . 
(b) }{ollins v. Hinks, L, R. 13 Eq. 355; Axman v. Land, L. R. 18 Eq. 330 . 

• 



THREATS OF LEGAL PROCEEDINGS. 

the conclusion at which the learned Judge arrived viz., tliat at 
that date the Court would restrain a patentee from issuing 
circulars· threatening legal proceedings against alleged infringers 
unless he would undertake to commence proceedings to assert 
the validity of the patent appears to have been based on the 
OI1'0Ueous assumption that there is no presumption at law in 
favour of the validity of a patent which has not been declared 
void.(c) 

MS 

The Court always had power, by injunction, to restrain any 8Inndcrous 

f k. 1 d t t t I 1 t d t . • slatcnwhts. person rom ma mg s an erous s a emen s ca en a e o lllJnre 
the business of another person, whether the statements com~ 
plained of are oral or written.(d) 

It is to be noticed that the foregoing section of the Act of Cnscs w~t11in 

8 d t I t I . I . I . l . I he pNVI~o of 
I 8 3 oes no app y o cases w uc 1 are w1t nn t 1e proviso s. 32 of Act 

that is to say, to cases where the tht·eat:ening party with due or 
1883

· 

diligence commences and prosecutes an acLion for the infrh1ge· 
ment of his patent. 

Cases within the proviso of s. 3 2 of the Act of I 8 8 3 are 
still governed by the law as it existed prior to the Act. · 

At the date of the commencement of the Act of I 8 8 3 the T.11w prior to 

law as regards threats of legal proceedings in respect of alleged Act or 
1833

' 

infringements, was that a patentee was not liable for issuing 
circulars or other threats warning persons against using articles 
which he alleged were infringements of his paten~, l)rovided 
that he issued such notices bona fide, and in the belief that tl1e 
m·ticles in question were really infringements. (c) Moreover, 
a patentee was not liable to be restrained by injunction from 
continuing to issue notices that the articles complained of were 
infringements, unless such statements were proved to be untrue, 
so that the further issue of them would not be bona fide. (f) 

The patentee was entitled to issue noLices containing state
ments that articles being sold by others were infringements of 

(c) Juclgmcot of Jesse), !lf.R.,Halsey ''· 
Brotherhood, L. U. I 5 Ch. D. 520, 52.). 

(d) ,Loog v. Dean, L. R. 26 Ch. U. 
306 ; 'l'hornns "· 'Villiam~. L. H. I4 
Oh. D. 864; Duduow v. Beu<lo11·, I,. H. 
9 Ch. D. 89; Stlxhrook v. Easterhrook, 
L .. U. 3 C. P. D. 339; 'l'horlcy's Cattle 
Fn~tl Co. v. l\fassan, L. U: 6 Ch. D. 582 j 
Riding v. Smith, L. R. I Ex. D. 9r. 

(e) Wren v. Wield, L. R. 4 Q. R. 
730; Halsey v. Brotherhood, I,, R. IS 
Ch. D. 514; L. H. I9 Ch. D. 386; 
SharJl v. Bmuer, 3 P. 0. R. 193· 

(f) Burnett v . .'fate, 45 L. '1'. N. 8. 
743; Halsey v. Brotherhoocl, r,. R. IS 
Ch. D. 514; 19 Ch. D. 390; l:lugg v. 
Bray, 2 P. 0, R. 224. 

• • 

• 

• 

• 
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LETTERS PATENT FOR INVENTIONS. 

his rights; if such statements were made with reasonable and 
probable cause; (k) though an'nction would lie if the statements 
were not· simply allegations of infringements, but went on to 
allege, as matters of fact, assertions which were not true. A 
question of infringement is one of law, and, in the words of 
Bramwell, L.J.,(i) "A man is not bound to be correct in l1is 
statement of the law, but l1e is bc.•md to be correct in his 
statement of facts." 

A patentee may· make threats against persons making, using, 
selling, or purchasing articles wllich he considers to be infringe
ments of his patent rights, as a means of protecting his own 
property ; on the other hand, such threats may be circulated 
maliciously, and mala ficlcs, with the intention of injuring the 
trade of the person against whom they are made. 

Before the Act of I 8 8 3, it was held that if a statement as to 
infringement was made by the patentee in defence of his own 
property, although it injured and was untrue, it was a 
privileged statement ; it was a statement that the defendant 
had a right to make ; unless, besides its untruth, and besides 
its injury, express malice was proved tl1at is to say, want 
of bona fides and the presence of mala fidcs.(k) It was also 
held that there was no obligation on the part of a person, 
who l1ad issued notices stating that the acts of another were 
an infringement of his patent rights, to follow up such state
ments with an action for infringement against the person men
tioned, for he might desist, and render such action unnecessary, 
or he might not be worth suing at all.(l) 

The Act of I 883 has completely altered the law with 
regard to cases within s. 32, in favour of the public, for it 
provides that if a person claiming to be a patentee, by circulars, 
advertisements, or otherwise, threatens any other person with 
any legal proceedings or liability, in respect of any alleged 
manufacture, use, sale, or purclwse of the invention, and does 
not with due diligence commence and prosecute an action for 

(It) Per Baggallay, J;,.T., Halsey v. 
Drotherhoou, I;. H. 19 Cl•. D. 390. 
. (i) Dicks v. Brook~, L, It. IS Ch, D. 

22. . 
(k) Per Uolcl'iuge, L.C.J., IInlsoy v, 

Drothcrl10od, L. R. 19 Ch. D. 388 ; 
Sugg v. Bray, 2 P. 0. It 243· 

(I) Halsey v. llrothcrl10od. L, R. 15 
Ch. D. SIS. 
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• 

tl1e infringement· of his patent, he is liable· to be sued by the 
person or persons who are aggrieved by such threats, and an 
injunction restraining the continuance thereof may be obtained, 
and damagcc; awarded against him, if it turns out that the 
alleged manufavt11re, use, sale, or purchase was not, in fact, an 
infringement of any of l1is legal rights. · 

If the case is within s. 3 2, and a person aggrieved brings 
an action against the patentee to restrain tl1e issue of tlueats of 
legal proceedings, or liability in respect of any alleged manu
facture, use, sale, or purchase of the invention, the question of 
the bona fides of the patentee does not affect the case one way 

or the other.(n~) The only defence open to him, if Iw l1as not 
at tl1e date of the action with due diligence commenced and 
prosecuted an action for infringement of his patent, is to show 
that the allegations contained in the threatening notices were, 
in fact, true.(n) 

In such an action, the burden of proof that the patentee's Durden or 
statements are untrue lies, prima facie, on the plaintiff,(u) as tn·oof. 

it did before the .Act of 188 3,(2?) though he may easily rebut 
it in a particular case, and tl1row on the defendant the burden 
of proving them to be true.(q) 
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Threats within s. 3 2 may be made by circular, advertise- How tl•reats 
• • may bo made. 

ment, or other\Vlse. It has been held that a threat contamed 
in a solicitor's letter,(1·) in a private letter,(s) and in a letter 
written without prejudice,(t) are actionable. It is sulJmitted 

• 

that the Court has power under this section to restrain oral state-
ments which contain threats of legal proceedings against, or lia
bility on the part of, persons aggrieved by allegations made by 
the patentee to the effect that they have infringed his patent.(u) 

(111) Kurtz v. Spence, 5 P. 0. R. 161; 
IIerrburget· v. Squire, 5 P. 0. ll. 581. 

(11) Crampton v. l'ntents Investment 
Co., 5 P. 0. ll. 382; 6 P. 0. H. 287 ; 
Automatic Weighing l\Iacltine Co. 11. 

Combined W eigl•ing ana 1\Iensurilig 
lllncltinc Co., 6 l' 0. R. 120. 
~ (o) Challcude•· 1>. Royle, L. It 36 

Ch .. D. 1~5 ; 4 P. 0. R. 363 ; Barney "· 
Umled lclepltone Co., Ld., 2 1'. 0. H. 
17J. . 

(11) Bm·nett v. 'rate, 45 I.. T. N. S. 
743 ; Anderson v. Liebig's Extract of 
llleat Co., 45 L. T. N. S. 757, 759· 

(q) Challender v. Royle, L. n. 36 Ch. 
D. 435 ; 4 P. 0. R. 363. 

(r) lluflield v. Waterloo, 3 P. 0. R. 
46 ; h H. 31 Ch. D. 638 ; Urnmplon 
11, Tho Patents Investment Co., 5 1'. 0. 
R 393; The Cumbinetl Weighing nnd 
Advertising 1\Iachino Co. 11. 'J'ho Auto. 
malic W cighiug 1\fachine Uo., 61'. 0. H. 
502. 

(s) Wnlkcr v. Clnrko, 4 P. 0. U. ll3; 
Jlurt !'. III nrgnn, 4 P. 0. H. 278. 

(t) Kurtz v. Spence, 5 1'. 0. 1:. 173-
(u) Kurtz v. Spence, 5 P. 0. n. 161, 

172, 173· 
2 B 

• 
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A tl1reat wllich is not withdrawn is considerea as 
continuing.( a:) 

In an action brougl1t under s. 3 2 of the Act of I 8 3 3, 
not only the issue of infringement may be raised, but also that 
of the validity of the patent to which the threats relate;(y) 
and it is therefore open to the plaintiff in such an action to 
prove, in either of two ways, that he has not infringed any 
legal rigl1t of the defendant. Eitl1er he may say, "The patent 
is valid, but I lmve not infringed it ; " or he may say, " The 
patent is invalid, and, therefore, I have not infringed any legal 
rigl1t of the person making the threats."(z) 

In order to act on the above-mentioned section, the Court 
must be satisfied, at the hearing of the action, that the articles 
in respect of which the threats were made are not. "an in
fringement of any legal rigl1ts of the person making such 
threats." The question, therefore, whether the patent of the 
person making the threats is a valid patent must come into 
consideration, if the plaintiff in the action seel.:s to have it 
considered, because, if the patent is invalid, there is no in
fringement of a legal right of the patentee.(a) 

A threat, to be actionable under the Act of I 883, must be 
not merely a waruing about something that is going to be 
done, but must he a threat about an act done. It must be a 
threat of legal proceedings in respect of an alleged manu
facture, use, sale, or purchase of the invention, and not in 
respect of a proposed manufacture, use, sale, or purchase.(b) 

Everybody has a right to issue a general warning to 
infringers, and to advise the public that the patent to which 
the patentee is entitled, and under which he claims, is one 
which he intends to enfo1·ce.(c) 

It does not follow that because a threat is so worded 
as grammatically to apply only to the future, it may 

(x) Drifficld v. Waterloo, L. R. 31 
Ch. b. 638, 643. 

(JJ) Clmllcndcr v. Royle, L. R. 36 Ch. 
D. 425; 4 P. 0. R. 363; Kurtz v. 
Spence, 4 P. 0. R. 427 : r~~nburger 11, 
Squire, 5 P. 0. R. 589. 

(z) Per Charles, J., IIerrburger v. 
Squire, 5 P. 0. R. 589. 

(a) See judgment of Cotton, L.J., 
Chullendcl' v, Hoyle, JJ, R. 36 Cb. D. 
435 ; 4 P. 0, R. 363. 

(b) Chullcntler v. Royle, L. R. 36 Ch. 
D. 435, .i.udgmeut of Dowen, L.J, 

(c) lbul. 
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not in any particular case be in substance and in fact 
applicable to what has been done.(d) A threat whir.h is 
actionable need not necessarily, it is submitted, apply only 

• 

to what is past, hut there must he flomething actually exist-
ing something done before the threat will be actionable ; 
and it cannot be contended that threats with respect to future 
acts are altogether excluded from the meaning of s. 3 2 of the 
Act of r883.(c) 
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If the use simplicitn· of a certain apparatus does not Ki111l of uses 
• • compluiue\1 of. 

amount to an mfrmgement of the patent, but the use of 
that apparatus in a p:uticnlar · manner does amount to 
such an infringement, the patentee cannot escape liability 
for issuing threats to the users of such appamtns, unless 
he makes it perfectly clear that what he complains of is not 
the use sim]JliciteJ', but the use in the pa1·tieular manner 
specified. (f) 

In the event of a patentee obtaining an injunction and 
damages against a manufacturer, he is entitled to warn 
pmchasers from the manufacturer not to pay the purchase
money to him, and that, if the manufacturer fails to pay the 
damages, he (the plaiutiff) will claim from the purchasers.(g) 

Charles, .T., in a case where an action was brought to p .. c!t~n!tion of 
. l I . 1' f I d 111VII]IIhty. restram threats, nne t 1e vahc Ity o t 1e patent was con teste · 

and decided in the plaintiff's favour, seemed to be of opinion 
that the Court in actions to restrain threats cannot give a 
declaration that the patent is voic.l.(/t) 

An injunction to restrain threats of legal proceedings or Ea.' .I"',.,,. nJ'Pli· 
. . . . . cnhou. 

habihty in respect of alleged mfrmgement of a patent wJll 
not, as a rule, be given on an ex pa1'to application. Thus, 
where the plaintiffs were the proprietors of a patent for 

• 

improvements in cylinders and valves of steam-engines, and the 
defendants alleged that t.he engines made under the plaintiffs' 
patent were infringements of patents vested in the defendants, 
in respect of wl1ich they had commenced an action for infringe-

• 

(tl) Chnllendcr v. Royle, L. ll. 36 Ch. 
D. 435, judgment of Bowen, L.J. 

(e) Kurtz v. Spence, 5 P. 0, ll. ·171. 
. (f) llurt v. Morgnn, 4 P. 0. It 278. 

• 

• 

(.q) Cropper v, Smith, L. ll. 24 Ch. 
D. 305, 312. 

(/1) llcrrburger t•. Squire, 5 P. 0. n. 
595· 

• 
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merit against the plaintiffs, Bacon, v.c., l'efused to grant im e.l: 

pm·te injunction to restrain threats, but allowed notice of motion 
to be given in the ordinary way.(i) 

In an action to restrain threats made under s. 3 2, the Court 
will not grant an interlocutory injunction unless it is satisfied 
tl1at the plaintiff has made out a Jn·irMl facie case to the effect, 
either that he has not infringed the defendant's patent, or that 
the patent is void ; and, unless there is such a Jn·ima facie 
case, the Court does not take into consideration the balance 
of convenience to the parties.(!.:) 

Cotton, L..J., commenting in the Court of Appeal on a deci
sion (l) to the effect that the Conrt has power to grant an inter
locutory injunction in a tlll'eat action, though it is not proved that 
the plaintiff has not infringed the defendant's patent, and also 
on the question whether an interlocutory injunction should be 
granted depends upon the balance of convenience to the parties, 
said: (m)" It is very true that in all cases of interlocntory in
junction the Court does consider, and ought to consider, the 
balance of convenience and inconvenience in granting or refusing 
the injunction. But there is another very material question to 
be considered: Has the plaintiff made out a 1n·ima facie case ? 
That is to say, if the evidence remains as it is, is it probable 
that at the hearing of the action he will get a decree in his 
favour ? Therefore, although I quite agree that the Court 
ought not, on an interlocutory injunction, to attempt finally to 
decil1c the question whether the Act complained of is an 
infringement, or (if the question of the validity of the patent 
is raised) wlwther the patent is a valid one or not, yet in my 
opinion it ought to be satisfied that on one or both of those 
two points the plaintiff in the action has made out a prima 
facie case, and unless the Court is so satisfied it would be 
wrong to grant an injunction, merely on the ground that it 
cannot do the defendant any harm. Injunctions ought to be 

(i) Wilson & Co. v. Walter E. 
Church Enginccriug Uo., Lu., 2 P. 0. H. 
I75· 

(k) Chnll~nclcr, v. Royle, L. n.. 3~ 
Ch D. 425 , 4 I. 0. R. 363; SocuHo 
Anonymo des 1\lnnufnctUI'Cs ·de Glnces 
v. 'l'ilghm1n'R Pnt~nt Sand 13lnst Co., L. 

R. 25 Ch. D. I; Btu·ncy ''· United 
'l'elephono Co., L. R. 28 Ch. D. 394· 

(I) Walker v. Clarko, 4 P. 0. R. II t; 
Chnlloudor v. Royle, L. R. 36 Uh. D. 
428; 4 I>, 0. R. 363. 

(m) Challender ''· Rnyle, T,. H. 36 Ch. 
D. 436 i 4 P. 0. R. J6J. 

• 
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granted only on a case made out entitling the plaintiff to that 
particular remedy." 

In Colley v. Hm·t,(n) the Court being satisfied, on a motion 
for an interlocutory injunction, that the plaintiff had made out 
a prima facie case of non-infringement, granted an injunction 
restraining the defendant from continuing to threaten any 
person with legal proceedings or liability in respect of the 
alleged manufacture, use, sale, or purchase of his invention. 

On the other hand, where the Court was of opinion tl1at the 
plaintiffs, by their aflidavits, had failed to raise a prohalJle case 
of non-infringement, and that there was a cuntlict of testimony 
on the question, an injunction was refuscd.(o) 
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The Court, in deciding whether the defendant has made out J~~i.J,:u: .. !'r 
' f'. ' f ' f ' k 'd )Jr//1111 ./111'/C a zn·tma .; acw case o m rmgement, ta ·es into cons1 m·:,tion ens". 

the fact whether or not he has commenced an action for 
infringement, and, if he has not done so, this fact is evidence 
against him.(p) 

Where in an action (1·) to restrain the issue of a threatening Postp~m<·ru .. ut 
. I h . . of actwu. 

circular It appeared t 1at t e plamtlfls were only exclusive 
licensees fo1· a limited area of the patent referred to, and that 
the patentee had commenced an action for infl'ingement against 
the plaintiff, in which tlJC defendants were to be made co
plaintiffs, the Court ordered the motion for an injunction 
restraining the further issue of the circular to stand over till 
after the hearing of the infringement action.(s) 

We l1ave seen that the 1n·oviso in s. 3 2 provides that the f\c'!"" r .. ,. 
tnfn11'"''1lwnt 

section shall not apply if the person making the threats com- wllil'l~Jn·il~!!s. 
• . . . Uw (':I:OOt' wrtlnn 

plamecl of With due dJbgence commences and prosecutes au ""' p, . .,,.i>,o .. r 
' f • f · f 1 • t Tl · II s. 32 uf thll Act actwn or m rmgemcut o us pa eut. lC question natura y or"tss3• 

arises, against wl10m must such an action be commenced ami 
prosecuted, so as to bl'ing the case within the proviso ? 

It is not always possible for the defendant in a threat acLion 
to bring an action for the infringement of his potent against 
the person aggrieved Ly t]JC threats. :For instance, the potentee 

71 61'. 0. n. 17. 
o ll1nncy v. United 'l'clcplwnc Co., 

2 1'. 0. n. 173· 
(11) Culley v. llnrt, 6 1'. 0. H. 17. 

• • 

(r) Barnett 1'. Darrctt'sl'c;cwStol'Prl' 
Bottling Co., J,<l., 1 1'. 0. 1l. 9· 

(H) Sec nlso ComLinctl Weighing nn<l 
.Athcrti.iug ~IMhinc Co. ·1', Anruruntic 
W cighing llluchiuc Co, 6 1'. 0 .11. soz . 

• 

• 
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of a rival machine would necessarily be a person aggrieved if 
threats were made against him ; but if such person does not 
manufacture and sell, but only licenses the manufacture and 
sale of such rival machine, there would be no means of bring
i!lg an action for infringement against him. 

It would appear that what the words of the 1n·oviso point 
at, is a case where some act has Lcen done which can be tested 
whether or not it is an infriugement. The words " if the 
alleged manufacture, use, sale, or purchase to which the tln·eats 
related was not in fact an infringement of any legal rights of 
the person making such threats," clearly lJuiat to an act done 
which has been alleged to be, but as a matter of fact is not, 
an infringement of the }1!ttcnt of the person issuing the threat, 
and the mere fact that, where the owner of a rival patent is 
the aggrieved person, it is in many cases impossible that au 
action for infringement should be brought against him, pre
cludes the notion that the action mentioned in the proviso 
must be confined to an action against the aggrieved party.(t) 
On the contrary, the proper view seems to be that the proviso 
will be satisfied, if an action for infringement of the patent Le 
honestly brought and cliligently prosecuted against any person 
to whom the threats eomplained of are applicaule ; (n) Lut 
all action commencCll against a third party in respect of in
fringements totally diflercnt to those alleged against the plain
tiff to the threat action, is not an action for infringement 
within the mcaniug of s. 3 2.(v) 

If the action for infringement Le brought, not against the 
party aggrieved, Lut agai11st a thinl party, and, if tlmt al.ltion be 
not prosecuted with due diligence, or, if it ]Je collusive, tlJeu, no 
doubt, the person claiming an i11junction to restrain threats 
would be entitled to coutend that the case was within the 
section, and that such an infringement action did not bring it 
within the proviso.(;,;) 

Thus, in a case where the defendant had commenced an 

(I) Challender v. lloJ le, L, ll. 36 
Ch. lJ. 425, 439 ; 4 1'. 0. H. 363 ; lJuy 
1•. Fo~ter, 7 1'. 0. I!. 54, 59· 

(11) ibid. 
(1·) ~ll;c (\n.Lind WeiglJiJJg uml 

Ad\·crti1-ing 1\rnchinc ('o. v. The Anto. 
mntic Weighing l\lachinc Co., 61'. 0. 
H. 502. 

(a:l Bee Clwlkmlcr ., .. Hoyle, J,. 1:. 
36 <:I, IJ. 425, 439 j 4 P. 0. R. 363. 
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action for infringement against tbe plaintiff, and undertook to 
prosecute it with due diligence, the Court refused an injunction 
to restrain the issue of a threatening circular, which, however, 
was granted subsequently, on the ground tl1nt the defendants 
\Yere not, as a matter of fact, prosecuting their infringement 
action diligently.(y) . 

An action agninsl; licensees for royalties in respect of articles 
which the defendant alleges were manufactured under anotlwr 
patent and not under the licence is an action for infringement 
within the meaning of s. 32 of the Act of 1883.(z) 

' " ' ' 

891 

In considering the question whether an action for infringe- Due dili~eucc. 

ment has been commenced awl prosecuted with due diligence, 
so as to bring the case within the proviso of s. 3 2, it must be 
noticed that the section is silent on the point whether it is 
IlCecssary that the action for infringement must be commenced 
after the action for threats. It has been hehl that, if a 
threatened action for infringement be commenced and prosecuted 
with due diligence, there is no ground upon which an action 

under s. 32 can be commenced at all.(a) · 
:Moreover, au action for infringement commenced before the 

issue of the threats complainctl of, is sufficient to bring the case 
within the proviso of s. 3 2, if the alleged infringements are the 
same as those forming the subject of the threats.(b) 

In forming a conclusion as tu whether an action for infringe
ment l1as been commenced with due diligence after the issue of 
threats, account must be taken of the time that has elapsed 
since the threats complained of were first issued and tlte 
infringement action was commenced, and not of the time since 
the defendant first Lccame aware that the plaintiff was doing 
the acts which are alleged in the threatening notiecs to he an 
infringement of the plaiutiJf's rigltt.(c) 

There is no rule as to the length of time within which a 
patentee must bring an iufriugcmcut actiou in order to escape 
liability in respect of threatcued proceediiJgs.(d) Where the 

(!/) Household 1J, F:~irburn, I 1'. 0. 
ll. 109; 2 P. 0. n. 142. 

(z) Day t•. ~·obtcr, 7 P. 0. H. 54· 
(a Day t'. Fubter, 7 P. 0. H. 54, 6o. 

· ~b Dny v. l<'<:stCJ·, 7 1'. 0. H. 54· 
(c) Challl•nder t•. Hoyle, L. It 36 Cb. 

D. 435; 437 ; 4 P. 0. H. 363 ; Com· 
Liuttl Weighing i\Incl•ine Cn. 1'. ,\utu
llllltic Weighing l\Inchinc Co., 61'. 0. 
n. 5o2. 

(d) Colley t·. Ifnrl, 7 I'. (\ R. rot, 
IC6. 
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defendants in a threat" action did not commence an: action ·for 
infringement till over two months after the threats complained 
of were issued, and theri only issued writs against two persons, 
not the plaintiffs in the threat action, and subsequently entered 
a counter-claim alleging infringement by the plaintiffs, they 
were held not to have commenced and prosecuted an action for 
infringement with due diligence.(,:) 

It has been held that au action commenced and subsequently 
discontinued by consent, is not an action prosecuted with due 
diligence, so as to entitle it defendant in a threat action to 
exemption from liability; (/)though it would appear that an 
act.ion which is abandoned because the defendant gives in, and 
desists from the infringement, or because the plaintiff is advised 
that the action must fail, is an action for infringement prose
cuted with due diligence.(!/) 

It cannot be contendeu that an action for infringement to 
come within the meaning of the proviso of s. 3 2 of the Act 
of 1 8 8 3 must be prosecuted down to a successful result ; on 
the contrary, the action may be within the proviso though 
it is discontinued, or judgment is against the plaintiff.(h) 

The fact that a patentee, who has commenced an action for 
infringement against a person subsequently claiming an in
junction restraining the continuance of threats, has not applied 
for an interlocutory injunction, is not evidence that he has not 
prosecuted his action witl1 due diligencc.(i) 

lt is the llnty of the defemlant to a threat action who brings 
a uross-actiou for iufriugemeut, to endeavour to avoid causing 
unnecessary costs lJy trying the same action in two diflerent 

forms. (1.:) 

r.il'cns''''smul S. 32 of the Act of 1883 gives a right of action to any 
li~;~it~:ti::~lVing person or persons aggrieved by the threats of ''any person 

daimiug to be the patentee of the invention," and it would, 

(c·) Ilcnlmrg<a' v. Squire, 5 P. 0. 1!. 
581 ; 6 P. 0. H. 194; !Jut Hec Challcn· 
del' v. HoyiP, J,, H. 36 Ch. ll. 437· 

(/) Crampton v. l'ntcntR Inu:stmcnls 
C'o .. 5 1'. 0. H. 381, 393 i but ~ec Colley 
v. llnrt, 7 1'. 0. H. 101. 

(g) Collt•y t', llart, 7 1'. 0. R. IOI, 
Iol:S,· uo. 

(!1) Colley r. Had, 7 1'. 0. H. ror, 
IO(J, I 10. 

(i) AmlcJ·son /J. J,icbig's Extmct of 
J:llcat c ... ,45 L. 'J'. N. S. 757· · 

(1•) Cum Lined Wt•ighing .i\lnchinn Co, 
v. Automatic \r cighing .i\Iachinc Co., 
6 1'. 0. H. 502; Colley t•. Hart, 7 1'. 0, 
u. IOI I IOS, 189. 
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therefore, appear doubtful whether the section applies in the 
case of threats made by a licensee or other person having only 
a limited interest in the patent. · 

It must be remembered that a mere licensee cannot sue 
alone for an infringement of the patent, and it is doubtful 
whether an exclusive licensee can do so (l) because tlie 
term "patentee " as used in the Act means the ·person for 
the time being entitled to the benefit of the patent,(m) antl it 
is doubtful whether this term would be held to include an ex
clusive licensee.(n) 

If an exclusive licensee cannot justify an action for the in
fringement of the patent, he cannot avail himself of the 
proviso, and it is submitted, therefore, in such case the section 
could not be held to apply. 
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When a plaintiff in an action for infringement applies for mr!-'ct uf nppli-

1 1 f tl C t . ] l l . 't' . l cnttoll fur t Je eave o · 1e our or a ,]lH ge to am em ns spcCI watwn, 10 Je .• w to umewl 

1 b d 't th t tl t t • 'd 1 1 'fi SJII!eificntiuus, t wre y a nu s a 1e pa en 1s vo1 so ong as t 1e speCl -
cation is unamended; and he is not entitled to issue threatening 
notices until the amendment is actually made.( u) · 

The plaintiff in a pending action for infringement is not l'usith·e str.to. 
' 1 1 · 1 • · 1 · · . llll'llt of iu-tmtlt cc to 1ssue t 1reatemng cn·cu ars statmg as a pos1t1Vc friugeuwut. 

fact that the defendant has infringed the patent, and that the 
action has been commenced in consequence; but he may warn 
others against using the defendant's machiucs.(11) 

In an action to restrain the issue of threatening notices l'nrticnlnrs. 

the defendant may be ordered to furnish 1mrticulars, pointing 
out how the acts complained uf arc infringements of llis 
patent, nuc.l pointing out, by l'(lfcrcnce to pages and lines of the 
specification, which varts of the invention therein Jcscriued he 
alleges have been infringed; (q) and the plaiutitl; if he denies 
the validity of the defendant's patent, may be required to 
deliver to the defendant particulars of his objections.(1·) 

(I} p. p. 338, 339, ante. 
(m) 46 & 47 Yict. c. 57, P. 46. 
(11) See llarnctt ·r. llmrctt's Screw 

!:itoppcr nettling Co., I 1'. 0. 1:. 9· 
(u) .Fusee Vcstn Go. v.l.lrynut & ZIIay, 

41'. 0. n. 191. 
(p) Goulard v. Linlis:ty, 4 1'. 0. n. 

189. 
l!Z) Wren 1'. Wield, J,, H. 4 Q. H. 

213; Union Electrical Power and Light 
Co. 1•. Elcctl'ical !'ower Stnmgo Co., 5 
1'. 0. H. 329; Law t'. Ashworth, 7 1'. 
0.11. 86. 

(1') lJnion Elcctricull'owcr and Ligltt 
Cu. v. The Elc~tricall'owcr Stur11gc Vo., 
5 1'. 0. H. 329; Smith t•. J,aing, 7 1'. 
(), H. 148. 
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The defendant is entitled to the particulars before he de· 
livers his defence.(s) 

I£ the defendant is tl1e owner of more than one patent, it is 
proper that he should deliver particulars of the :patents on 
which he relies to support the threats before the plaintiff 
delivers his particulars, which may be confined to the patents 
mentioned in the defendant's list.(t) 

OoHts. The costs of an action to restrain threats are dealt with by 
the Courts under their ordinary jurisdiction. 

Where the plaintiff obtains judgment with costs the Master 
will, on taxation, tax in favour of the defendant any issues 
upon which he has been wholly successful.(u) 

• 

(s) Law v. AslJworth, 7 P. 0. R. 86. 
(t) lhicl. Particulars of breaches ami 

objections nre discussed more fully in 
Chap. xiii • 

• 

(u) Herrburgcr v. Squire, 5 P. 0. R. 
596 ; Longbottom v. Shaw, 5 P. 0. R. 
502. 

• 
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CHAPTER XIII. 

AC'fiON OF IN.InUNGEMENT. 

GEsEnAI, !NI'ItiNGEJms·rs PnoOEEDINns JJEl'ORE ComiENCEliEN'l' 

OF AcnoN PAwrtES PLEADINGS S·rA'rE~IEN'r oF Cr.AU! PAR

TICULAns Ol' BnEACHES DEFENCE PAUTICUMns Of' On.mc
'l'IONS TniAr. NEW TniAr, APPEAT,-·IN:rEnr.ocuTonY INJUNC

TIONS ·pEnPE'fUAL INJUNCTIONs ErmENCE INSPECTION AND 

DiscovERY AccouNT ou DAJ£AGES DEs:rnuc'I'ION on DELIVEHY 

OF INFRINGING ARTICLES COSTS. 

Gcneml. 

' . .. . 

• 

IT was not for two hundred years after the Statute of ·Mono- :Mauuer iu 
wJ,ich ll•ltcrs 

polies became law that the popular prejudices against patent pat~ut wc_rc 
. .1 d. l l . l b d , . formerly mtcr· priVI eges 1sappearec, anc JUC ges egan to etermme questiOns preted. 

arising between patentees and the public in a fair and impartial 
spirit. Formerly the Courts were only too ready to seize on 
any slight defects to declare a patent null and void. They 
were, no doubt, actuated by the deep-seated prejudice which 
was extremely general in the public mind, and which was the 
direct outcome of tlw monstrous oppression practised by means 
of patent grants before the statute of James I. 

The Courts now recognise the principle laitl clown by Lord l\Iamwr in 
, • , • which they nro 

l<..Idon, L.O.,(a) that the patent IS to be considered as a bargalllnowiut~r-
l'l'•·tcd 

between the public (represented by the Crown) and the patentee, · · 
and the specification therefore must be construed on the same 
principle of good faith as that which I'egulatcs all other con
tracts. Consequently, all questions which arise between pa
tentees and the pu1Iin are determined between the parties 
without any bias or strained construction put upon the law or 
patent in favour of either. 

(a) Cm·twrightv. Eumer,.citcd 14 Yes. 131, 136 • 

• 

• 
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LETTERS PATENT FOR INVENTIONS. 

The privilege conferred by letters patent for an invention, 
which is created by the law,(b) would be of no practical use to 
the grantee, if he did not possess legal remedies against persons 
found to have invaded it. 

It is open to a patentee whose exclusive privilege is being 
invaded to bring an action for infringement against the offend
ing party, and so vindicate his 1·ight by a proceeding in which, 
if he succeeds, he can obtain not only an injunction of the 
Court restraining a continuance of the wrongful acts, but also 
an account of profits made by the infringer, or damages against 
him, and the costs of the litigation. 

A sr.cret use of an invention before the date of letters patent 
will not, at any rate if there has been no profit derived there
from, invalidate the patent subsequently obtained.(c) 

The question suggests itself, Can a patentee who has obtained 
letters patent for an invention, by an injunction of the Court, 
prevent another man from continuing what before the date of 
the patent had been a secret use of the invention ? 

It is submitted that he could do so, for during the continu
ance of the patent the patentee and his nominees have the 
sole right to use the invention. To stop the man who was 
previously, but secretly, using the invention from continuing to 
do so, would not be against the spirit of the patent law, which 
is designed in the interest of the public to encourage t1JC puh
licat.ion of new and useful inventions to be ultimately enjoyed 
by the public in general. The man who uses an invention and 
keeps the method of performing it a secret, really inflicts a 
hardship on the public, for, if he never discloses it, the public 
may have no further advantage of it beyond that which the 
secret nser chooses to give. It is open to the sectet user, if he 
be the true and first illYentor, to obtain a patent and enjoy the 
exclusive privilege of using the invention during the term for 
which it is granted. The law grants protection to the man 
who first discloses au invention, provided it was not communi
cated to him by another person within this realm, in which 
case he would not be the true and first inventor. 

If any person has openly practised au invention Lefore the 

(b) Chap. viii. p. 304 ante. (c) p. IIO ante. 

' 
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date of subsequent letters patent, he cannot be prevented from 
continuing to do after the patent that which he did before it, 
and tho patent will be bad in law on the ground of lack of 
novelty.(d) 

Besides the remedy of an action for infringement, patentees Other rcmo. 

are entitled, in common with other persons, to bring an action dies. 

against any one who sells goods manufactured by himself or 
another in such a manner as to induce the purchasing public 
to believe that such goous are manufactured by the patentee or 
his nominees, when, in fact, they Iwve not been so manufactured. 
It does not signify in what way the offender carries out his 
fraudulent purpose, whether by counterfeiting a name,( e) word,(f) 
mark, or device(.q) upon the SjlUrious articles themsch'es, or UJ)Oil 

the wrappers in wl1ich they may be wrapped,(/t) or by using auy 
other means to deceive the 1mulic into purchasing goods as tho 
goods of a particular individual wl10n they are really 11ot so.(i) 

A plaintiff who succeeds in showing that the defendant has Salo of gootls 
. l l 1. . in 11 mamwr solU goods m a manner en culated to make t 1e pub IC beheve cnlculntcd to 

l 1 f l . I docch'o. tlutt they were, contrary to t 10 aetna net, pure 1asmg t 1e 
manufacture of the plaintiff, is entitled to an injunction against 
the defendant, and also to an account or damages.(!.:) Aml it 
is no answer for the defendant to say that the spurious goods 
are equal in quality to those made by the 1)Inintifl'.(l) 

If a person sells goods in a manner which induces the pur
chaser to believe that he is buying the goods of another, he is 
liable to an action, notwithstanding the fact tlmt he makes no 
actual misrepresentation. 

1'hus, in a case where it appeared that tlw plaintiff made 
and sold goods which he was accnstomml to mnrk with the 
words "Sykes' llatent," and the defendant (w1w was of tho 

tl) Sec Chnp. IIT. 
c) Hnnsomo 1•. Hllntnll, 3 T1 •• T, N. S. 

161; Singoa· ~fnnuli1ctul'ing Uo. "· J, 1og, 
L. U. 18 Cb. D. 395, 422. 

( f) Knott 11. 1\Iorgnn, 2 Keen 213 ; 
Wuihers~oon v. Currir, l1. H. S K & I. 
Api1. 508; l!'onl 11, Fuste~·, I,. It 7 Uh. 
App. 611; Siegert v. Firullnt~a·, I,. U . 
. 7 Cit D. 801. 

(a) In I'C Wortlainglon, J,. n. 14 Ch. 
J), S; Orr Ewing v. Johnson, L. H. 13 
Ch. )), 434; I,. R. 7 App. Ca~. 219; 

Scixo 11, Provezende, J,, H. 1 Ch. App. 
192. 

(II) Bloficltl ''· P;t,rnc, 4 Jl. & A. 410; 
.lllnt'kwell t'. CraLL, 36 J,, ,J. Ch. 50.J ; 
Upm•n•n 1•. Elknn, L. II. 12 Eq. 140; J,, 
l!. 7 Ch. App. 130. 

(i) Hcc Grnhnm, Designs awl 'l'nulo 
;\l:u·k~, pp. 87-110, and cases thoro 
collcdcd. 

(/:) Rcc po.,t. 
(/) Blufinld v. Payne, 4 Jl, & A. 

410. 
' • ' . ' 
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• 

same name as the plaintiff) made and sold goods to retailers 
which he also marked with the words "Sykes' patent," and tl1e 
ratent right had expired, the defendant was restrained by tl1e 
injunction of the Court, on the ground that he was selling his 
good:3 as and for those manufactured by the plaintiff; and this 
notwithstanding the fact that he did not himself represent his 
goods to be of the plaintiff's manufacture.(1n) A rule nisi for 
a new trial was refused by tl1e Court of King's Bench.(n) 

Rigllt of dis- Any person who becomes acquainted with the process of 
coverer of n 
scc1·,.t process. manufacturing an article which is merely a secret, and not tl1e 

OfTI•ncc mull!l' 
46 & 47 Viet. 
c. 57· s. 105· 

subject of a patent, is entitled to manufacture it ; and if the 
name of tl1e first manufacturer has become attached to the 
article, any person manufacturing it is entitled to describe it 
by such name, provided he does not use it in such a manner as 
to lead the public to believe that they are buying goods made 
by such originalmanufacturer.(o) 

Tiy the Act of r 8 8 3,(p) it is made an offence, punishable on 
summary conviction, by a fine not exceeding five pounds for 
every offence, for any person to represent that any article sold 
by him is a patented article, when no patent has been granted 
for the same ; and a person is fleemed to represent that an 

article is patented, if he sells the article with the word 
"patent," "patented," or any other word expressing or implying 
thr.~ a patent has been obtained for the article stamped, 
engraved, or impressed on, or otherwise applied to the article. 

It is not an offence under the above mentioned Act to 
represent an article as patented, when the patent has expired.(q) 

s .. .,,~,·ity "!tho The public are secured against the injurious effects of illegal 
puLhc n;r•unst l f ll • 1' 1 · 1 · f } · tlw injurious patents hy t 1e o owmg remec Ies w uc 1 exist or t Jell' pro-
effects of • 
ill<•gul patents. tectiOn :-

Fi1'St: Any member of the public agaiust whom proceedings 
are taken by the patentee, is entitled to show that the patent 
in question i:J void,(r) and so defeat the action, for there can 
be no infringement of an invalid patent; and, unless the patent 

(m) Sykes v. Sykes, 3 B. & C. 541. 
(n) 3 I, . • 1. N. R. 161. 
(o) 11£nssam v.J. W. Thorley's Cnttlc 

Food Co., T,, n. 6 Ch. D. 574; 14 Cb, 
:I), 748. 

{p) s. 105· 

(qbSee Chenvin 11. Walker, I,. n. 5 
Ch. • l!63; 1\Tnrshnll 1>. Hoss, I,. H. l) 
Eq. 651; J,inolcum Co. v. Nniro, L. U. 
7 Ch. D. 834. 

(r) But sec p. 434post. 
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has all the elements of validity -in itself, it cannot be made the 
means of complaint by reason of an alleged infringemeut.(s) 

Secondly : Any person entitled as of right so to do, or 
authorised by the Attorney-General in England or Ireland, or 
tl1e Lord Advocate in Scotland, may obtain the revocation of 
an illegal patent on petition to the Court.(t) · 

1'Mrdly : Every patent contains a proviso to the effect that 
it slmll forthwith determine and be void to all intents and 
purposes, if at any time during the term for which it is granted 
it be made to appear to tl1e Queen, her heirs, or successors, or 
any six or more of her Privy Council, that tl1e grant is con
trary to law, or prejudicial or inconvenient to the subjects in 
general, or tlmt the invention is not a new invention as to the 
public use and exercise thereof within the United Kingdom of 
Great Britain and Ireland, or the Isle of Man, or that the 
patentee is not the first and true inventor thercof.(n) 

Infr-i n fF m cnt s. 

399 

A person invades the exclusive rigl1ts of a }Jatentec and poti.nitiun or 
. • f . l l l' , JDfrwg~m~nt. commits an 111 rmgemcnt, w 1en, 1e ( 1rect1y, or mdirectly, uses 

the art or invention which is the subject of the patent, and 
applies it in any way for his own profit or benefit, otherwise 
than for the purpose of a bond fide experiment. 

Any act done on board a British vessel on the high seas, 
will not amount to an infringement of a British patent of 
wl1ich the Court will take cognizance.(x) 

The use of an invention for the purpose of the navigation of Usc of pntcut.·tl 
• • 

f . I . I . I . . d' . f I ~r . , C t mveutwus ou a orCign vesse w1t nn t JC JUl'lS ICtiOn o 1er 11 aJCSty s our s, f01·cigu vcss•·ls, 

in the United Kingdom or Isle of 1\fan, or the usc of an in-
vention on a foreign vessel within that jurisdiction, if the State 
to which the foreign vessel belongs shows similar indulgence to 
13ritish vessels, is not deemed an infringement of any British 
patent obtained for such invention, unless it is used for the 
manufacture or preparation of something intended to be sold in, 
or exported from, the United Kingdom or Isle of Man.(y) 

(s) Dudgeon v. Thomson, L. R. 3 App. 
Cns. 37· 

(t) Chnp. x. 

(11 p. 341 ante. 
(x No wall v. Elliott, 4 N. R. 429. 
(y) 46 & 47 Viet. c. 57, s. 43• · 

• • 

• 
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An act done in infringement of a Tiritish patent on board a 
foreign vessel in British waters will be restrained by the 
injunction of the Court, if the provisions set out in the pro
ceeding paragraph nrc not· applicable to the case.(z) 

Uso of pn- It is no invasion of a patentee's rights for another person to 
touted inven- • • • 
tion by wny of use the mventwn, and thereby produce the fimshed product by 
lmn•i titl•• ex. f b • 1 " 
1wai1iwnt. way o ona fide expernnent or amusement, am not With the 

Usr. fnr in
struction of 
pupils. 

• 

Payment after 
trial. 

intention of selling or making use of the thing so made for the 
purpose for which the patent was granted, but with the view 
merely of improving upon the invention the sul>ject of the 
patent, or with tlw view of seeing whether an inprovement 
can he mndc.(a) In the words of .Tcsscl, :M.TI.,(b) "patent 
rights were never granted to prevent persons of ingenuity 
exercising their talents in a fair way. Hut, if there be 
neither using nor vending of the invention for profit, the mere 
making for the pmposc of experiment, and not for a fraudulent 
pmpose, ought not to be considered within the meaning of the 
prohibition, and, if it were, it is certainly not the subject for an 
injunction." 

Use of a pirateu article for the purpose of maldng experi
ments for the instruction of pupils, is usc for advantage, and an 
infringement of the patent under which the article was mann
factured.(c) Thus, where an English electrician purchasetl 
and imported from a foreign manufacturer apparatus made 
according to an English patent, and maintained tl~at he hatl 
only purchased the apparatus for examination and cxperiwent 
by himself and his pupils, as certain royalty paid instruments 
in his possession were too expensive to be taken to pieces, and 
further insisted that he had never sold, and had never otherwise 
used the apparatus, the Court held tl1at such use was an 
infringement, and granted an injunction restraining the con-
tinuance of it.(d) 

Also where it appeared that certain persons purchased 

(:::) Cahlwcll 1•. Van Vlisscngcn, 9 
Ilnre, 415. 

(a) Frcnl'l'on 1'. J.oc, L. H. 9 Ch. ll. 
48; Jones 11. l';•nrcc, I "'· 11

• C. 121, 
125; 5 .:\!. & G, 208; 1\luntz v. Foster, 
2 W. i•. C. 101. United 'l'clcphonc Co. 

• 

11, ShnrplcR, 2 P. 0, R. 28 ; 1'roctor 1', 

llnylcy, 61'. 0. n. 107-
(b) Frenrson 1·, I.or, J,, H. 9 Ch. ll. 

48-
(c) Unit~d 'l'clcphonc Co. v. Shm·pleR1 

J,, H. 29 Ch. D. 164. 
(tl) ibid • 

• 
' 
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infringing machines upon the understanding that they were 
not to be paid for unless they proved successful, and the 
machines in question were used by the defendants in their 
works for several mouths, the Vice-Chancellor of the Court of 
the County J>alatine of Lancaster held that such use was not 

' 

experimental ; but the Court of Appeal dissolved the injunction, 
on the gt·otmd, however, that snpJlosing the infringement was 
proved, as the defendants were merely users allll not manufac
turers, and the only infringement was put an end to some 
considerable time ago and there was no evidence of any inten
tion on their part to continue in the wrongful act, au injunction 
ought not to l1ave been granted.(,·) 

' 

•iOl 

Formerly there used to he an idea that it was possible to E·1uity uf :t 1•n· 

infringe upon the equity of a statute. If it were not possible to h-ut. 

show that the words of the statute had been infringeu, it was 
contended that the e<J.uiLy had Leen invaded; and, similarly, by 
a confusion of ideas a notion was prevalent that there might Le 
an infringement of tlte erptity of a patent. There is, however, 
no sound principle of this Jdnd in the patent law; that which is 
protected is that w1lich is specified, and that which is held to 
be an infringement must be au infringement of that which is 
specified, though it may uot ue the less an infringement because 
it has been coloured or disguised Ly additions or snbtrnctions, 
which additions or suutractious may exh;t, and yet the thing 

protected may be taken notwithstanding.(/) 
It is not material to consitler the intention of a person wl10 !ut.;utivu."~ 

lllfi'JIIj'l'l' !S 1111· 

conunits an infringement of a patcut; (t/) eritlence of iutention mall'rhll. 

may Le material for the cousitleration of the jury, lmt if the 
invention ue in point of fact atloptcd or imitated, whether 
in ignorance or with intention, au infringclllcnt is commit-
tcd.(lt) An infringer is liable for what he docs, not for what 
he intends ; (i) and there may Le an indirect infriugemeut, as 

(c) l'l'octor ,., llaylcy, 6 P. 0. n. 106, 
5·s "(n l:iec Dn•lgeon r·. Thom~uu, 30 l ,, 
'l', N. S. 244 ; L. 11. 3 A PP· l'as. 34• 
judgment of Cairns, L.O. 

{y) l\[cCormick v. Gray, 7 II. & X. 
2$, 39; 31 J ... l. Ex. 42; llcntlt ,., 
L n win, 15 Sm. 552 ; Stead 1', Ant!cr~on, 
2 W. 1'. U. 156 ; 4 C. JJ. 834; Seed v. 

Jfinggins, 5 .Tm·. X. S. 540 ; S K & 
ll. 771 ; Youub !'. Ho~cntlml, I 1'. 0, 
]l. 29, 39· 

(/•! 2 \\'. J', (', 2Zi II. 
(i) Stc:ul 1'. Andcr>ou, 2 \\'. 1'. C. 

156; 4 C. 11. 834 ; Newall 1•. Elliott, 10 
Jut·. N. S. 954; :\ulcl's Explu. i\'CS Co, 
v. Jones, L. 1:. S App. l'ns. 12, 13. 

2 0 
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well as a direl!t one, though tlw intention of the part.y be 
perfectly innocent,(/.:) and even though he may not know of the 
existence of tlw patent itself,(/) or that the thing he was deal
ing with was an infringement.(m) Neither is it a sufficient 
answer to a motion to commit for brencl1 of an injunction to say 
that the defendant did not intend to infringe,(n) nor is ignor
mlce a valid defence.(o) 

Jesse], l\f.TI., in a case of infringement of copyright, laid it 
down that where a plaintiff comes to enforce a legal right, and 
there has heen no mi,:;cmHluct on his part, no omission or neglect 
which would induce the Court to deprive him of his costs, the 

• 

Court has no discretion, and cannot take away the lllaintifrs 
1·ight to costs.(z1) 

On the other hand, wltcri:l the dcfemlant was a retail dealer 
who unwittingly sohl artides which were an infringemeut of 
the plaintiff's patent, Jamel'l, Y.C., lwltl that he was not lialJle 
for the costs of an action to restrain the infringement, if he at 
once gave full information as to the persons from wl10m he 
ol1tained the articles complained of, and promised not to retail 
auy more.(q) And, adopting the same principle, I.onl Hathcrley, 
in a tmtle-mark case, hcltl that forwartling agents antl ware
lwnsemcn who hatl receh·ed boxes of cigars bearing forged 
ln·auds, but were unaware of the forgery, and gave all informa
tion in their power immediately on lJeing informed thereof, 
were not Iia blc to the costs of au art ion brought to restrain 
the sale of such cigars.( r) 

·when there is more tlwn one patent for the same invention, 
anytl1ing done nmler oue of those of ~;nhscquent <late is au 

(/.·) l"nitctl 'fclt·phon~ Co. ,., J.owlon, 
&c., '1\•lcpJ.,.Jw ('o,, L. II. 26 L'h. ] l.j66 
Atluir 1'. Yuuug, L. H. 12 l'h. ll. 13. 

(/) llcuth 1', Unwin, 2 W. 1'. C. 228, 
315; Wright 1', llitchcock, L. 1!. 5 Ex. 
37 ; Dul"cuport 1', Uylan•ls, L. H. 1 E•t· 
302; Ylllmg z·. Host·nthul, 1 1'. 0. H. 39· 

(111) \\"nlto11 t', I.:watcr, 8 C. U. X. 8. 
162; Wright 1'. llitd~euck, I,, 1l. 5 
Ex. 37 ; Gcnry z·. Norton, 1 De G. & S. 
9; ]Ja~cnport ,., Uylamls, J,, 1l. 1 E'l· 
302. 

(11) l'limptun l', f'pillt•r, L. H. 4 t'h. 
1. ..,<·6 .,<·s '· .. o 1 -o . 

(o) Upmnnnl'. Furrcstcr,L. TI. 24 ('h. 
]I, 231 : \\"l!itmnu r. Oppenheim,},, H. 
27 Ch. l>. 260; Wright t'. 1litchcock, 
L. H. 5 Ex. 37; Dawnpo1·t 1'. Hyla~ul~, 
L. H. 1 E•!· 302; Walton l', Ln\·utCI', S 
C. H. ::\. :-;, 162; Gc:uy 1', Norton, 1 lJc 
G. & R. 9· 

(p) ( \•ll)'Cr l', \\'hiltinghnm, I •. n. 15 
Ch. lJ. 501 ; scenlsu F pnmnn 1'. Forro·s· 
tcr, J,, J:. 24 Ch. 1>. 231. 

('J) Betts r. Wilmott, 18 W. H. 946; 
Xm.n , .• lY.\Imqnci'!JUC, 34 Hen\', 595· 

(1·) l" pnmnn ,., Elknn, L. H. 7 l'h. 
A pp. Cas, 130. 
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infringement of tlwt which bears the earliest date; (s) anu 
if nn invention is shown to be new and useful, the fact tlwt 

• 

it is much more useful with n sulJsccpwnt im1n·ovement affords 
no ground for infringing the original invention by using it 
with the subsequent improvement.(/) 

• 

408 

In determining whether an net complained of ls renlly m·t Import:mcc o£ 
' f ' · • 1 • nsct•rtniuiu~ m nngemcnt of n pntent or not, 1t IS n ways most Important to the rxact iu. 

t ' f I 'fi · 1 t · 1 • • \'t'lltiun cun-nsccr am rom t 10 spec! cnt10ns w m 1s t JC exact mventJOn )'riscil iu the 

protected. If this invention is taken hy the defendant, an t•ntent, 

infringement is committed, and it will not sn\·e tlw defendant 
from the consequences that, though he has taken the inrention 
he hns dressed it up colournbly, mhlCll somcthiug to it, or taken 
something away from it, providctl that of lhc whole it ean he 
said that the machine or pt·ocess is either the !Jlaiutifrs or 
difiers from it only colourauly.( 11) 

The usc of the word "cnlouml•lc," "coloural•h·," in reference Cse u£ tl•r 
• • • • • • t,l \\'OI''i ''cululn·-

to an mfnngcment 1s lnghly mapproprmte, and apt to lend n!JI,•." 

to great confusion, if it is forgot ten that the real c1ucstion 
always is, Hns the property of the patentee uecn taken'? (.IJ) 

'When determining whether nny particular net is an in- l'rin~iplo of in· 

f . t f t t . t . 1 •· . t t vcuhou. mtgcmen o a pn ent or no , 1 1s a ways mos~ unpor au 
to consiller what is the lll'iJI(:iple of the im·ention. (!!) The 
reader must observe that the word priueiple, when thus used, 
is not intemlml to signify any of those fh·at principles or laws 
of nature which cannot uo the su bjcd of a valid patent, (z) 
!Jut it is intended to mean a pt·nclical application of one 
or more of those Jirst 111·iueiples which is properly llcnominnted 

(s) ~axLy r. Hennctt, J,, H. S Ex. 
210. 

(t) 'Jhomsou r. Batt~·, 6 1'. 0. H. S.t, 
100. 

(u) Vmlgcon 1', 'fhomsun, L. H. 1 
AJ•l'· l'u~. 34 ; .:\liutcr r, \\'t·ll~, 1 \\', 
1'. ( ~. 134 ; 1-itcn•nM ,., Kcntiu!.", 2 W. 
1'. l', 1S1 ; )lunl1. t', Fu~lrr, 2 \\', 1'. C. 
95; Wultw 1', l'ultt·t·, 1 W. 1'. l', 585; 
Unmblc 1', li urt1., 3 t.', H. 425 ; Trotman 
1', Wood, 16 ( ', B. X. l', 479; lfnywnrcl 
1', 1'a\'CIIIcllt I.ight t'u., 1 1'. 0. H. 20]; 
Xonlcnlclt t•, Unnlncr·, 1 1'. 0, H. 61 ; 
\\'nlkcr· 1', Hytlrocaruon l'yn.Jkah·, 
2 1'. 0. H. 1i; Sugg ,., Hmy, 2 
1'. 0. H. 233; t.:uitcu 'J'clcphonc Co. t', 
St. (icorgc, 3 l'. O.ll. 321; Wchnrtlson 

,., Castny, 4 1'. 0. R 265; Elliu~lon 
r·. Cl.uk, 5 1'. 0. R. 135,319; \\'cr•unm 
1·. )Jay, 4 l'. 0, H. 303; Ehrlich '\ Ihl.~~, 
5 I'. I I, H. 19S, 437; tlarrnrcl r·. h•lgt', 6 
I', (I, H. 3i21 563; lloycl 1', llorrock~, 6 
1'. 0, 1:. 152, 52S; .\utomntic Weighing 
:\l:rcllinc ( ·,,, r. Cumuiuecl \\'ci;;hing 
:\Jnel•ine ( · ... , 6 1'. ! I, H. 121, 367; 
:'llnw r·. ,lone~, 6 1'. 0. H. 32S; \\'ml•y 
1', )lnncl•cslcr, &t·., l;tt•nm 'l'ramwnj"n 
Co., 6 1'. 0. H. 359, 365 ; 7 1'. 0. :. 
30, 

(.•·) !Md. 
(!!) ThoUI~OIII', :\fotll'(', (j r·. o. R. 426 

450· 
(.:) p. 35 aule. 
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an art by means of which articles of commerce may be 
ma11ufactnred; and an art of this description is that which 

must necessarily be the subject of every valid patent.(a) 
Thus, in the case of 1Yatt's steam-engine, 'Vatt invented the 
art of making a steam-engine with a condl•user separate 
from the cylinder, and in common llarlance it is said that 
the princi!Jle of that invention is the construction of a steam
engine so !;hat the steam shall l•e condensed in a vessel 
separate to the cylinder. Aml whenever it can Le shown 
tlw.t any net thme without the sanction of the patentee 
comes, in this sense of the wonl, wilhin the principle of the 
invention, the act is an infringement of the patent, for it 
necessarily implies that the art invented 1Jy the patentee has 
been nsed contrary to the pl'ohibition ht the grant. The law 

intends a patent to reward the patentee for his invention l•y 
meaus of the prolit to be derived from the exercise of the sole 
privilege granted by the patent; and if other parties could 
cvmle tlJe patent privilege hy nutkil1g some mechanical variation 
from the mode of applying the invention, or the articles to be 

produced by means of it, as described in the specification, 
the ollj0ct of the patent would be frustmtecl, for no one 

wouhl pay the patentee a profit for the patent article, if he 

coultl obtain au article su]Jstantially the same at a cheaper 
rate. (b) 

It is an infringement to adopt a mode of nccomplishiug au 

ol•jcet similar in principle to tlw patentee's mode,(c) or to 
illlitate the patentee's inveution. (d) 

Tlms, in the case of Cmsslc!J v. 1Jercrlc!J,(1') it apl'eared that 
the patentee had oLtnined a patent for au improved gas 
al1paratus, and the infringement complained of was a cloBe 
imitation of the patented maclliue, the principles applied iu 
the plaintiff's machine and in the defendant's l•eiug the same. 
The plaintiff accordingly olJtained a verdict. 

Darou Alderson, in a snhsequE:nt case, commenting on 
C1·ossfc;; v. Bcccrlc!J, saitl: "There never was a more instructi\'c 

(a) p. 24 ante. 
(/,) See Tliudmat'ch on l'ateuts, pp. 

493, 494; 'l'lwiu~oll v. llloot'c, 6 P. ( ), 
H. 426, 450. 

(c) llu>sr.llt·. Cowley, 1 W. l'.l'. 45<1. 
(d) ( 't'oRRicy ,., JleYcl'lcy, I W. 1'. C. 

106 j Ju110 1', J'mtt, I W. 1'. (.:, 146 .. 
(e) I W. 1'. U. 106. 



ACTION 01~ INFRINGK\mN'l'. 

case than that: I remember very well the argument put by 
the Lord Chief Duron, who led the case for the plaintiff, and 
succeeded. There never were two things to tlJC eye more 
different than the plainiiff's in,·ention and whnt the defenrlant 
lwd done in contravention of his patent right. 'l'he plaintiff's 
invention wns different in form llifl'erent in construction; it 
agreed with it only in one thing, and that was, 1Jy moving in 
the water a certain point was ltlalle to open, either before or 
after, so as to shut up another, and the gas was made to pass 
tl•rongh this opening; passing through it:, it was marlc to reYol vc. 
The scientific men, all of them, said the momeut. a practical 
scientific man has got that principle in his ltearl, he ean 
multiply witlwnt end the forms in which that principle ran 
l1e made to operate."(/) 

If the pith and marrow nf the patentee's invention be taken, 
an infringement is commit tetl, and such a taking· i::; none the 
less actionable because the infringer has atldctl something to 
the in vent ion which constitutes an improvement.(!!) 

405 

It is an infringement to take two out of three parfil of a. Iufl'in~cmPnt 
• '- • • • • of n ~~umhiua. 

pntenlcll eomlnnntton With a. colournl,Je ranatwn of the tiuu 

third; (It) nntl when nn ohject the same as that patented is 
nttninerl by the same process, introduced for the same purpose, 
there is an infringemcnt.(i) 

It has lJecn explained (1.:) that in the case of a patent for a by usa of <!0111· 

1 . . f } } . b l } pnnent !•lll'fs. com Jlllatlon o sevem parts a c nun may e mm e to i 1c com-
J,inntion as a wholt>, and also to any one or more of the 
~;e,·cral parts scpamtely, or in combination as n. minor inven-
t ion. 'l'he c1 1wstion whether the use of one or more of the 
conqJoucnt }lal'ts of a comlJination is an infringement or not, 

/) .Tnpc r. Pratt, 1 W. 1'. C'. 146. 
!I) Erlich r. IhlcP, 5 1'. C I. 1~. 437 i 

llaywar•l r. Ilaruiltuu, I :rill: 1'. I'. liS, 
124 ; Pmclor r. Jlenni~, L. H. 36 Uh .• JI. 
740, 7 56; I ':mningtou r. Nuttall, L. H. 
5 E. & I. ,\ pp. 205 ; 40 L .• I. I 'h. 7 39; 
N•·il~nn r. Harfoll·d, 1 W. 1'. C. 310; 
Hus>.ell ·t·. I.ctls:nu, 14 l\£. & W. 579; 
llatemnn 1·. Gray, i\lacr. 1'. C. 102; 
SaxiJy r. Cl mw~. Ex. 228-43, L. .1. 
241; 'l'hol'll ·1•. Worthing Skating Ilink 
Co., h H. 6 Ch. D. 415; Plimpton ''· 
Spiller, L. H. 4 Ch. J.), 286; Cm·tis 1·. 

Platt, L. H. 3 Ch. D. 135 n.; 35 L. J. 

Ch. 852; Spencer ,., Anconts, &c., ! 'n., 
6 1'. 0. H. 4G; Thompson r•. llatr.•·, 6 
1'. 0, H. S4; Thompson /', .:If out'(', G 
1'. 0. H. 428; Wilson t'. llarbom·, 5 
P. n. H. 245, 6i5 

(!1) i\Inrrny v. Clayton, L. ll. 7 Ch. 
"\pp. U:t~. 570, 585; Kaye "· !.!lllth!., 5 
1'. 0. ll. 641. 

(i) l'ct' l.ortl Jlathcrlcy, C'auniugtou 
1.•. ~uttall, J,, ll. 5 E. & I. App. Cns. 
205 ; 40 L. J. Ch. 739; sec nho Jl:ulische 
Auilin und Sn<ln Faurik z•. Lcvinstdu, 
L. R. 24 Ch. D. 175. 

(k) p. 207 ante. 
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de1:iimds upon whether or not the parts are claimed separately 
oi· taken- as a subsidiary combination. It is not possible to 
say in the abstract whether the use of two parts, A and B of a 
combination consisting of A, B, and 0, is or is not using part of 
the invention ; nor can it be decided in the abstract whether or 
not the specification shows that A or B is claimed sufficiently 
as a part of a combination consisting of .A, B and O.(l) 

Now nud usc- A patent for a combination is infringed by the usc of a sub-
ful su!Jordinnto • 
Juu·ts. ordinate part only, if that part 1s new and material; (m) though, 

Equimleuts. 

' 

• 

if the patent is for a combination of two or more old inven
tions, the usc of only one of them will not be an infringe
ment. (n) 

'l'hus, if a man invents a machine consisting of three 
parts, of which one is a very useful invention, and the other 
two are found to he of less practical use, it is not free for a 
pP.rson to aclopt the useful part, and contrive some other mode 
of carrying out the less useful parts.(o) 'l'hc question always 
is, " Has the combination iu substance been taken ? Has the 
defendant, though not exactly taking the whole combination 
which has been patented, taken by slight variation or by 
mechanir.al equh·alent the substance of it, so as to produce the 
same result by practically the same means ?" (p) 

The law will not allow a person to take one article that has 
been patented and gh·e a substitute in its place, for the pur
pose of effecting the same end, l1y the use of ec1uivalents, 
using the skill and knowledge which he may possess to evade 
the patent.(q) 

(I) C'lnrk 1·. Adie, L. H. 2 App. C'ns. 

335· • L I 1' 1 (m) Llhler 1', cat ICI'1 S •,, & l, 
I004; l'arkes t•. f:lteycns, L. H. S Eq. 
358, 366; L. H. 5 Ch. App. 36; Wl'i~;ht 
·v. Hitchcock, L. 1!. ~ Ex. 37; Fux
welll\ llostock, I2 W. H. 723; Sellers 
1'. Dick, 5 E:r. 3I2; Newton t'. Grnlotl 
• luuctiuu Hy., 5 Exch. 331; Smith 1', 

J,ondou nnd North-Western Jll'.,2 E. & 
13. 69; Young l', llosonthal, I·l'. 0. H. 
33 ; Clark t', A<lie, L. H. 10 Ch. App. 
Uns. 667; 3 Ch. ll. 134, I43; 2 App. 
Cas. 3I5, 327, 335· 

(n) Smith ·n. Lomlou aml North-,Vcst
eru Uy., 2 B. & ll. 6g, 76. 

(o) lbid. . 

· (p) l'cr Cotton, J •.. l., l'roctor t•. 
Bennis, L. ll. 36 Ch. D. 2.'i4 1 740; se<J 
also llnructt r. Tate, 45 L. '1'. N, S. 
143; lllurmy r. Clayton, J,, H. IO Ch. 
A JIP· Cus. 67 5 n. ; Gerrard t•. Edge, 6 
1'. 0. n. 372, 563. 

('J) llateman v. Gray, lllacr. P. C. 
I02; l\Iorgnu 'II, Sen ward, I "'· P. C • 
I 7 I ; 'l'hom v. W urthing Sku tinA' llink 
Co., L. It 6 Ch. D. 4I5 11.; Unitml 
'l'eltplwnc Co. v. Harrison Cnx·"'alker, 
],, H. 2I Ch. D. 720; United 'l'clephcno 
Co. 1', llassnno, 3 P. 0. H. 295; Unitml 
'l'clephonc Co. v. St .George, 3 P. 0. It 
321; IInncock v. Moulton, Johns. Pat • 
:\Tan. 5th ctl. p. 254. 
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It is an infringement to substitute mechariiea.l equivalents fot• 
the patentee's invention and add at the same time an improve~ 
ment,(r) or to omit some part or parts of a patented combiua~ 
tion and add anything, whilst at the same time using the snb
stance ond essence of it.(s) In order, however, that the sull· 
stitution of au equivalent for nny part of an invention foi· 
which letters patent luwe been granted, may constitute an in
fringement, the equivalent must, at the date of the patent, be 
known to be an equivalent. To produce the result anin.Jd at 
by the prior patentee by the usc of an equivalent menus, wllich 
required subsequent invention to demonstrate that it was nn 
equivalent, may be perfectly good subject-matter for n subse
quent grant of letters patent, allll conscclncutly no infriugemeut 
of the prior 1mtcnt.(t) 

Thus, rendering cast steel easy to weld and malleable by the 
addition of coal tar and lJlnck oxide of manganese to a crucible 
containing bars of common !Jlistered steel, broken into fmg
mcnts, or mixtures of cast antl mallcaLle iron, or malleable 
iron and carbonaceous matter, and heated to the pl'Opei· heat 
for melting the materials, was held by the House of Lords ('u) 
to be no infringement of a prior patent for doing the same 
thing by means of carbonate of manganese, although there was 
evidence to the effect that carbonate of manganese was formed 
hy exposing a mixture of carbon and oxide of manganese to a 
high temperature. Lord Auinger, U.B., in the Court of l~x

checluer, ruled that the materials or elements of carbonate of 
manganese, as used by the defendant, being out of all propor
tion cheaper than the carbonate of manganese itself, the use of 
such materials in the composition was a new discovery or 
invention, and not within the letters patent ; and tlwt there 
was not sutlicieut cvitlence of the formation of carbonate of 
manganese during the process adopted by the defendant, that 

(r) Ehrlich v. lhlcc, 5 l'. 0. H. 437, 
454· 

(s) l'roctor l'. Benui~, 36 Cl1. IJ. 7401 
755 i Needham 1', Johusu11, I 1'. 0. H. 
49 ; Gwynne v. 1Jrysdalc1 3 1'. 0. H. 
65, 67. · (tl ll~discJIC Anilin und Soda FaLrik 
v. cvm~tcm, L. TI. 24 Ch. D. 156, 

I7D-I73; Heath v. Unwin, 5 II. I". C. 
545; l'Jimpton t'. Hpiller, L. H. 6 Ch. D. 
424; "\utoumtic Weighing Mnchiuc C.:o. 
i', Kuight, 6 1'. 0. n. I IJ ; 'l'hmnpson l'. 
l\[om·e, 6 1'. 0 .. It. 426 ; 'l'nluut '~'· 
J.arochc, IS C.:. ll. 31. 

(11) llcnth v. Unwin, 5 H. T.. Cas. 
sos. 

407 
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is, of the use of carbonate of manganese in the manufacture of 
s_teel within the meaning of the specification. (x) 

Hulu in Sellers It is an accepted proposition of p'atent law, known as the rule 
v. Dickinson, 

in Sellers v. JJickinson,(y) that if a portion of a patented new 
~~:rrangemcnt of machinery is in itself new and useful, and a 
person, for the purpose of producing the same effect as it pro
duces, uses that portion of the arrangement, and substitutes 
another mechanical equivalent, for the other matters combined 
with it, he thereby commits an infringement of the patent. 

Jm·cution of . ·when an invention relates to the production of an old and 
mm11R of pro- l 1 • 1 · 1 
rlnci11g n known resn t, t lC patentee IS protected on y m respect of t lC 

knnwnrrsnlt · 1 f f • 1 · t' 1 t f tl · · partrcu ar means o per ormmg t w mvcn 1011 1e se s or 1 m 
the specification ; (z) and under such circumstances it may be 
no infringement to achieve the same result by the usc of well
known cquivalents.(a) 

Curti~ ,., Platt. In Undis v. P!att,(b) Lord Hatherley (then Vice Chancellor 
'\Vootl), and Lord '\Vestbury on appeal, followed the rule laid 
down Ly Lhc House of Lords in Seed v. HirJ[Jlns,(c) which 
applies to patents for achieving known results, viz., that if you 
fiml a specific mechanical improvement claimed, then you 
must hold the person strictly to that particular mechanical 
device which he has claimed for effecting the object he 
had in view ; and if he says it is to be done in one precise 
and particular way, to that precise and particular way he 
must be held, and those who have bone~ jidc employed a 
different system and a different way must not be held to 

• 

• 
• 

have infringed. "·where the thing is wholly noYel and one 
which has never been achieved before, the machine itself which 
is iuventcu necessarily contains a great amount of novelty in all 
its parts, and one looks very narrowly and very jealously upon 
any other machines for effecting the same object, to see whether 
or not they are merely colourable contrivances for evading 
that which has been done before. When the object itseif is 
one which is not new, but the means only are new, one is not 

(:c) !Tenth v. Unwin, 2 W. P.O. 217 ; 
5 II. L, C. 505. 

(y) 5 Exch. 312, 326; 20 I,, ,J, N. S. 
Ex. 417. 

(z) p. 48 autr. 

(a) flosncllv.llishop, 5 P. 0. I:. 151, 
, 56. , . 

(71) L, R. 3 Ch. D. 13511 • 
(c) 8 II. L. Cus. 550. 
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inclined to say that a person, who invents a plH'ticular means 
of doing something that has been known to all the world long 
before, has the right to extend very largely the interpretation 
of those means which he has adopted for carrying it into 

effect.'' (d) 
It has wrongly been alleged that Ow·t£s v. Platt laid doWli 

the principle that when an invention is claimed for improve
ments in machinery consisting only in combination, there the 
patentee must be held to the description which he giYes of 
the particular means by which his invention is to be carried 
into etfcct, and that the doctrine of meclwuical equivalents 
cannot apply. What Ow·tis v. Platt really lays down is, 
"that where there is no novelty in the result, and where the 
machine is not a new oue, lmt the claim is only for improve
ments in a known machine for producing a known result, the 
patentee must be tied down strictly to the invention which he 
claims and the mode which he points out of effecting the im
provement."(c) Consequently this case does not apply when 
there is not only novelty in the machine, but novelty in the 
reP:: lt, it produces ; (f) neither is a claim for a particular 
l.H~ill<~ to effect certain purposes infringed whel'e the same 
purposes are effected by different means; (g) nor is a combina
tion to effect certain results infringed by a combinat-ion of 
similar parts operating in a different manner, though the 
results effected are the same.(h) 

Lord Uairns, speaking in the House of Lords on the different b!o<lcs of 
. bl l f . f . . t t f 1 1' I . ] iufi·iugiu.,. poss1 e moe es o Ill rmgmg a pa en or a lOl'Se-c 1pper w nc 1 patents r~r 

409 

consisted of a combination of several parts, said : (i) "One cl·~ml(J~u~tious. 
· , el' . HIJ'US, 

mode of infringement would be n. very simple and clear one, l .. c. 

the infringer would take the whole instrument from beginning 
to end, and would produce a clipper made in every res11eet 
like the clipper described in the specification. Ahont an 

(tl) Per Page Woo~, V.C., Curtis 11, 
Platt, L. R. 3 Ch, D. IJ5 n. 

(e) Per Cotton, J,J., J.'roctor v. ll!!a
nis, L. H. 36 Oh. D. 756, 757; sec also 
Ehriich 11. lhlce, 5 P. 0. I:. 437; Boytl 
1'. Horro~ks, 6 P.o. It.152, 558; 'l'homp· 
son v. l\Ioore, 6 1'. 0. ll. 426. 

ff) lbitl. Automatic Wci~hing l\Ia. 
chme Co, ~·. Kuight, 6 P, 0. H. IIJ. 

_ (rJ) Sngg v. lkay, 2 P. 0. R. 233-9; 
p 48 ante. 

(!1.) J,nwl·ence v. Perry, 2 1'. 0. H. 
179, tSS j BoyJ v. lloi'roJcks, 6 1'. 0. H. 
152; Antonu\tic \\•cighing UG, "· 
Knight, 6 P. 0. H. IIJ, 297. 

(i) Clark tt. Allie, JJ. H. 2 Ap(l. Cas, 
320. 
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infringement ·of that kind no question could arise. The second· 
mode would be one which might occasion more difficulty. 
The infringer might not take the whole of the instrument 
here described, but he might take a certain number of parts 
of the instrument here described ; he might make an instrn
ment which in many respects might resemble the patent 
instrument, but would not resemble it in all its parts. And 
then the question would be, either for a judge or for any 
tribunal which was judging of the facts of the case, whether 
tl1at which was done by the alleged infringer amounted 
to a colourable departure from the instrument patented, and 
whether in what he had clone he had not really taken and 
adopted the substance of the instrument patented. nut there 
is a third way in which it i:> possiLle to cowJeive an infringe
ment of a patent of the kind to which I have referred. Inside 
the whole invent,ion there may be that which itself is a minor 
invention, and which does not extend to the whole, but forms 
only a subordinate part or integer of the whole. Now, again, 
that subordinate integer may be a step, or a munber of steps 
in the whole, which is or are perfectly new, or the subordinate 
integer may not consist of new steps, hut may consist of a 
certain number of steps so arranged as to form a novel coml.Ji
nation within the meaning which is attached hy the pateut 
law to the term "combination." Suppose that in a patent 
you have a patentee claiming protection for an invention con
sisting of parts which I will designate as A, n, C, and D ; he 
may at the same time claim that as to one of those parts, D, 
it is itself a new thing, and that as to another of those parts, 
C, it is itself a combination of things which were possibly oltl 
in themselves, but which, put together and used as he puts 
together and uses them, produce a result so new that he is 
entitled to protection for it as a new invention. In a patent 
of that kind the monopoly would or might be held to be 
granted, not only to the whole and complete thing dcscriued, 
but to those subordinate integers entering into the whole 
which I have described. But then, the invention must be 
descrihc<l in that way; it; must be maile plain to orilinary 
apprehension upon the ordinary rules of coustmctiou, that the 

-



ACTION OF INFRINGEMENT. 

patentee has had in his mind, and has intended to claim pro
tection for those subordinate integers ; allll, moreover, he is, 
as was said by the Lords Justices, at the 11eril of justifying 
those subordinate integers as t1wmseh·es matters which ought 
properly to form the subject of a patent of invention." 

411' 

Esher, M.ll., speaking on the same questions, lmt on a ·r.,r EslJcr, 

different occasion, said : (!.:) "That seems to me to claim the )l.lt. 
feeding apparatus as a. combination, awl to claim the combin-
ation, and the combination aione. If that he so, 1tow can such 
a combination be infringed ? The machine which is challenged 
may have that combination actually without any variance at 
all. If so, it is obvious that the clwllengcd machine is an 
infringement. Or it may have that comuination with some 
alteration. The alteration of a comhiuation, as it :;;ecms to me, 
may be by addition, or subtraction, or snb.5titutiou of parts. 
Any one of these alters the combil.ation. If the alteration, 
whether it be by addition, or snutmction, or substitution be merely 
colournble, then the two macllines are substantially the same ; 
although not mathematically exactly tlJC same, they nrc sub
stantially the same, and in :my case, notwithstamliug :such 
colourable alteration, there may be ah infringement. An alter-
ation hy addition may l•c an impmYemeut, lmt then that will 
lean~ the whole of the original comllination, and add somet11ing 
to it. If such an alteration of the combination l•e made, it 
seems to me that no good patent can he made with regard to 
the new machine, except by claiming the invention as an im
pro\'ement, and by showing distinctly what the addition is, so 
as to show what the impro\·ement is. An alteration by sub
traction, if it were more than a colourrtiJle subtraction, wunltl, 
as it seems to me, alter the combination. It would not he a 
combination of the same things; it would be a cmul•ination of 
different things, and, if the comuination were altered by a 
material subtraction, I should think that it was a new comuin-
ation. But an alteration l.Jy substitution, that is IJy suustitutiou 
of one of the material clements of the original combination, 
mlist to my minll, be a new comuiuation. The second cou1-

(k) Noi'Jcnfclt v. Gnruncr, 1 1'. 0. n. 6r, 65.. . 

• 
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bination; then, is a combination of different things from the 
first. There is a taking away of one of the elements, and a 
material element of the old combination, and a putting in of a 
new material element which is different from any of the 
elements of the former. Somebody tried to express these 
things by A, B, and 0 ; but if the original combination is of 
A, B, and 0, and you take away C, and make a combination 
of A, B, and D, it seems to me as clear as possible that the new 
combination is a different combination from the old." 

DifT .. rent wnys The form (l) now used, of all letters patent for inYentionfl, 
of iufl'iuging n. 
patt•nt. prh·i· grants to the patentee full power, sole privilege, and authority 
)f'g"t 1• 

• 

Orckrin~ an 
article tn lJP 

m:ult! nccord
iug to n. 
pn teniPtlpro-
''t •:--~s. 

N n proof nf 
f"alt•. 

by himself, his agents, or licensees to make, use, exercise, and 
vend the invention, and then forbids the rest of the public, 
during the continuance of the patent, either directly or in
directly, to make use of, or put in practice the inYention, or any 
part of the same, or in any wise to imitate the same, or make, 
or cause to be made, any addition thereto, or subtraction there
from, whereby to pretend themseh·es the inventors thereof, 
without the consent or agreement of the patentee in writing 
under his hand awl seal. Conseq_ucntly, there are several ways 
in which a patent priYilege may be infringed : by manu
facturing, or making articles for usc or sale, by means of the art 
which is the subject of the patent; or l'Y using, exercising, or 
putting the art in practice to the prC'jncL!e of the patentee in 
any other way; by making for usc or sn le, or vending articles 
made in pursuance of the invention; or by counterfeiting, or 
imitating the inYention in any other way . 

It is also an infringement to ordr.r an article to be nuttlc 
according to n patented process, for if he who cnuses an article 
to be made, may be said to make it himself.(m) 

What the public is Ly tlw patent prohibited from doing 
is to exercise the art wl1ich is the subject of the grant. In 
the case of making an article without proof of sale, the fact 
that the defendant has not sold the article m::mufactnred 
according to the patent, and therefore not cleri\'Cll pecuniary 
prof1t, does not prove that he has uot exercised the art, 

/) 46 & 47 Yict. c. 5, IHt Sdwdulc, Form D. 
m) Uibson v. llrn:~d, 1 W. 1'. C. 631 • 

• 



AOTION OF INFRINGEl\lENT. 

though it does show that the plaintiff has not suffered any 
substantial loss, and it is, therefore, an argument in mitigation 
of damages. 

-US 

"When the patent is for a combination of various parts, each :-.ruuufncturc 

I • } • . . lf }·l l f 1 l • 1 • nut! sui" of of w nc 1 IS lll 1tse o u, t 10 manu acture alll sa e m t us parts of n 

t f tl . . f . . 
1 

. .comuiuntiou. 
couu ry o 1osc parts IS no m rmgemeut, nor IS t w exportatiOn 
of them with tlte intention of putting them together abroad, 
for the single parts do not make the patented comlJiuation, 
and the making of them is in itself lawfnl.(n) Nor is it any ~f:lllnfncturirr~; 
• • • • • Hl'tielt.'S which 
mfrmgcment to manufacture, or sell an artiCle winch may may Lc ~~~"'I 

1 f l . f . } fol' Jllll'l'"'''' uf be usel or t 10 purpose of m riugmg a patent, C\'en t wugh iuiriug-•·lncut. 

the person manufacturing and selling it actually knuws that; 
it will be used for vurpo::;es of infringement ;(o) though it 
appears that au injunction restraining the sale of a complete 
machine would he violatell Ly the sale of all the COill}JOnent 
parts in such a way that they could be easily put together by 
any ouc.(p) 

It has. been held to he an infringement of a comuination Ht•stul'iug 
. . . . nrticles tlll' 

patent to l'cstorc lllstrmnents h~· rcncwmg parts winch were subject of a 
· 1 t 1 0· • ( ) combiuatiou essentm o t 1e com matwn. 1J 1mtcut., 

The mere making of articles for the purpose of sale or usc, No iufl'ing<'· 

l b f l . , l • ( ) • • f • llll'Ut tlll!C~S am not y way o JUJl!t ju ,; expemueut, ,. JS an m rmge- ~nll':lt.le nrticlo 

I 1 l 1 ( ) b . is l•ro•lucctl. Jucut, although no aetna sale or usc HIS ta wu 1' ace; 8 ut 
there is no iufriugcment unless a salealJlc article is }H'O· 

ducell,( t) though the thing constructed may infringe without 
being separately preparc1l nllll saleaule, as in the case of 
fittiug a ship for the recevtion aml laying of a telegraph 
CU ble.( II) f ufriu~;nuwnt 

hy <·llo of 
It is an iufriugemeut to sell or usc an arlil'le which was nrti·,;IL· tmum-

• • fm:tm·,•d with-
lll!lllUfactnrell r.cconhng Lo a patented process Without t]w out till' !iccuco 

] · f I · ) 1 1 1 · 1 1 · tl · of tile Imtcntco. Iceucc o t 10 patcntec,(x w wt wr t 10 artie e was mat c lll · ns 

(11) Sec Glouchcr v. Clayton, 11 .Jur. 
N. ::;, 107, 462; 34 I. .• 1. t'h. 239; 
:ll'Cl•rtuick r. Umy, 7 11. & N. 25. 

(o) 'l'ownscnd 1•. Haworth, 48 L .• 1. 
Ch. N. :-;, 770: 12 I 'h. IJ. 831 n.: l-iykt-s 
1', Jlowurth, L. ll. I 2 Ch. 11. 826; 48 
J, .• J. Ch. 769. 

( p) C nitctl Tt•lcphuuc I 'o. r. T'nlc1 
L. H. 25 1 'h. n. ns. 

('il L:uitcd 'l'clcphouo <Jo. 1•. Xl'ilson, 
W. ti, 18~71 I!)J. 

• 

(r p. 400 1111le. 
(~ :Muntz 1'. Fost<'t', 2 W. l'.l'. 101; 

.Tones r. l'cal't'<'1 1 W. 1'. C. 125. 
(II lli~,:~;s ·•·· <lomlwin, E. ll. & g, 

5:!9 i 27 J, .• 1. IJ. B. 421. 
(11} Xcwall 1•. Elliot, 10 .JUI·. ::-i'. S. 

95t;.) \\'rig lit 1', Hitchcouk, L. II. 5 Ex. 
37; ·vai'CilllOI't v. llylaml~, 1.. H. 1 E'l· 
"0' .J -· 

' .. 
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LETTERS PATENT FOR INVENTIONS. 

country or was imported from abroad,(y) or whether tho sale 
was to an English or a foreign customer (z) makes no difference; 
but, if the article was in the first instance manufacturr.d or sold 
by a licensee of the patentee, it is no infringement for tlte pur
chaser to resell it, either within or outside the area comprised 
by the liccnce.((t) 

It has been held that the mere exposure for sale of an 
article made according to a patent, without actual proof of 
sale, is not an infringement ;(b) though, on the other hand, it 
was held by a Court of First Instance that where a defenclant 
had manufactured articles, and his traveller had offered them 
for sale, though he had not actually sold any, there had been 
such a use as to amotmt to an infringement.(c) 

A mere loan of a patented article, without any intention of 
selling it or evading the patent, is no infringement.(d) 

' 

rurd•nso of a Any person who purchases an article made under a Britif;h 
pnteutc•l f . t I . . I . t b I I . I nrtide without or a orCign paten , w wtner m t us coun ry or a roa(, w uc 1 

restrictions • 1·1 · 1 · · } b · ' IS so u Wit 10ut any restnct10ns on t 10 uyer, acqtures an 
absolute right to resell it or othenvisc deal with it as he 
pleases, and he is at liberty to sell it in any country where 
there is a patent in the possession of, and ownml by, the 

or notice of n vendor. (c) Also a purchaser of a patented article, without 
Iicuuco. notice of au exclusive licence for a limited area, is not affected 

by the licence, and cannot be restrained from using the 
machine within the area ; (/) Lut a licence to manufactme an 
article under a foreign patent in a foreign country does not 
imply permission to sell or usc the article in this country in 
violation of an English patent.(~) 

(IJ) Wnlton r. J,nvater, 8 G. D. N. S. 
162; Elmslie t•. Boursi~r, L. Il. 9 Eq. 
217; Yon Il~yden I'· Ncubtatlt, L. H. 
14 Ch. D. 230 ; Societe .Anr,nyme des 
l\Jauufuctures de Ulnc• s 1·. 'l'ilglnunn's 
Saud lllnbt Cr•., L. n. 25 Ch. D. 1; 
( :nrlsuurn Sugar Ucfining Co. 1·. Hhnrp, 
I l'. 0. H. 1S1; Unite1l Telephone L't>. 
v. Shai'!Jie8, 2 1', U. 1!. 31 ; z6 Ch. lJ. 
164. 

(z) United Telephone Co. v. Shnrplc~, 
L. R 29 Ch. D. 164, 167. 

(a) Smith 1'. Buchanan, '26 8. J. 347i 
p. 333 ante. 

(l') :\liuter 1·. Willi om~, 4 A. & E. 251. 
k) Oxley 1'. llolt!cn, S C. B. N. S. 

666; 30 J,. J. C. P. 68; p. 412 ante. 
(tl) lJnilcd 'l'elrphtnc l'o. 1', Ilcnry, 

2 1'. 0. H. II. 
(e) l'e•· L'ottou, J; .. J., ~ocictc Anunymo 

des ~Innulilcture de Gluces v. 'l'ilgl:num's 
Patent Hand Blast Co., I,, H. 25 Ch. D. 
9; llctls 1•. Wilmott, J,. 1!. 6 Ch. 239· 

(f) Heap. v. Hartley, 51'. 0. 1!. 6o3. 
(y) Sorictc Anonyme des i\Ianufucturcs 

de Glnces t•. 'l'ilghmnn's Patent Sund 
Blast Co., L, ll. 25 Ch. D. I. 



ACTION OF INFRINGEMENT. 

. A licence to manufacture a patent article is an autl1ority to Etrectof 

d f tl 1. d . . I l licnncc. the ven ees o Je 1censee to ven 1t w1t 1out t 10 consent of 
the patente.e, and their doing so is no infringmnent,(h) whether 
they do so inside or outside the area comprised in the licence; 
for a purchaser from a licensee, \Yhether special or general, 
acquires the patented article for all purposes, and can exercise· 
every right of ownership in respect of it.(i) 

.415 

The use of a pntentedJH'Occss for a purpose difl'el'Cnt to that Us{' of 1,n. 

1 ' 1 1 ' • • f • ( ) lt•UII't)}Jr<IC{'SS for w uc 1 t Je patentee uses It may constitute aum rmgcmcut, k , ... mncltit111 rot· 

l 1 b. • f } · J • 1 . · 11 purp11se oliiTel'· am to ac opt a com matwn o mac uncry w nc 1 or1gma y was •·nt to tllllt fot· 

d. t 1 t t ] 't • · i t t1 1 which thlll'll· n·cc Ct o one purpose o ma .:c 1 llllll!S cr o ano wr ant ten tee uses it. 

additional purpose, is au infringement of the patent which first 
introduced that combination, provitlcd there is no invention 
involved in the adaptation.(/) 

The use of an article which will amount to an infringe- Use mny be 

f 
. . b . 1 . active or mont of a patent or Its protlnctwn may c OIL wr active or 1,nssil·e. 

1)assive ; (m) and the mere possession of an article made in 
infringement of a patent, if there is an evident intention to J>osscssion of 

' ' ffi · t t · 1 t1 t t t · · t' · ( ) nu nrtidu mndo usc 1t, 1s su C1Cll o en tit e lC pa en ce o an ll1JU11C 1011. "II uy iufriuge· 

TJ • • t' t l t t • t1 t f IIWIJt, ms, an lllJUnc wa was gmn ct o res ram 10 lllas cr o a 
ship from usii1g an inYcntiou for pumps, although lw denied 
Imving used any l>Umps which were an infringement of the 
patent, and did l](lt suggest that the owners ought to be 
parties. It was shown in evidence that tlw ship was fitted 
up exclusively with }Hlmps which were an infringement of 
the patent, but lwd been so 1itLctl up before the defendant, 
who was not a part owner, had command of her, and that he 
l1ad nothing to do with putting them on board, and they had 
never been worked in British waters. The majotity of the 
Court of Appeal lwld that the defendaut, bcillg in conllllaiJd 
of a sl1ip exclusiYely fitted with pumps which were an in-
fringement of the patent, was intending to use the invention.( a) 

(h) Thomas v. Hunt, 17 C. D. N. S. 
183. 

(i) Smith 1', Duchnnan, 26 S .• T. 347· 
(!.-) Cunniuglou v. Nuttall, J,. H. 5 

E. & I. App. Cus. 205. 
I) 1 hhl. p. 230. 
n~) Cal!h~cll·tJ: Ymn·li~scnlfcr, ~Hare, 

415 , HcttH. Neilson, 3 De lr.J.& S.S2. 

(n) Adair!'. Young, L. H. 1:1 Cb. D. 
13; l'ructor v. Dayley, 6 P. 0. R. 106 
l"uilctl 'l'clcphouc l'o. z·. Loudon and 
Globe Telqthouo awl )faiutcunncu Co., 
J,, H. 26 I.' h. l I. ilili. 

(o) Atlni•· t', Young, L. H. 12 Ch. D 
IJ. 

• 

• 
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And where certain defendants, a telephone company, con~ 
tracted with an American agent for the purchase of a number 
of telephones, and were supplied accordingly with instruments 
containing Blake transmitters, the suuject of both English and 
American patents, which they kept unused in a warehouse, 
the Uourt held that they had infringed the English patent, 
notwithstanding that they had dismautlcd the telephones hy 
taking out the Blake transmitters, anti kept the dill'ereut parts 
stored separately.(p) 

It is no answer to the charge of iufriugement for the 
defendant to say that he committed the nets complained of 
because the plaintiff failed to carry out an agreement whereby 
the plaintiff undertook to ~Supply l1im with articles ronde accord~ 
ing to the patent.(~) 

The usc of an invention for the purpose of the navigation of 
a foreign vessel within the jurisdiction of any of her Majesty's 
Courts in the United Kingdom or the Isle of 1\lnn, is no 

infringement in respect of which the patcutce can obtain an 

injunction.(?') Neither is the use of an invention in a foreign 

vessel within the jurisdiction of the same Uonrts, provilletl it 
is not used therein for, or in connection with, the manufacture 
or preparation of anything intended to he sold in, or exported 
from, the United Kingdom or the Isle of l\ian.(s) 

The above provisions do not extend to vessels of any foreign 
State of which the laws authorise subjects of snch foreign States, 
having patents or like privileges for the exclusive usc or cxer

cis~ of inventions within its territories, to prevent or interfere 
with the usc of such inventions in British vessels while in the 
ports of such foreign State, or in the waters within the juris
diction of its Court, where such inventions nrc not so used 

for the manufacture or preparation of anything intended to be 
sohl in or exported from the territories of such foreign 
Statc.(t) 

In Belts v. J.Ycilsun,(n) which was an action brought for the 

lllade abroad. ({1) United Tele)Jhono Co. '1'. London 
nm Globo 'l'clcphono nml Maintcnnnco 
Co., L. H. 26 Ch. D. 766. 

(r) 46 & 47 Viet. c. 57, s. 43, s<. 1. 
(s) Ibid. 

(q) United 'l'clt•phonc Co. v. Tusker, 
5 1'. o. n. 628. 

(I) 46 & 47 Viet. c. 57, s. 43, ss. 2. 
(u) I.. H. 5 E. & I. App. r. 



ACTION OF INFRINGEMENT. 

infringement of an English patent for the manufacture of a 

combined metnl to be (amongst other purposes) applied as 
capsules to put on bottles, the House of Lords held that the 

defendant, wlw resided in Scotland, and purchased capsules, 
made according to the patent from n foreign manufacturer, and 
in Scotland put them on beer bottles, which he sent to Bn!Jlmul 
for tmnsldpmcnt and t'JjiOI'tat ion, wns lJy the user of the 
capsules, wllile tho beer remained in England, guilty of an 
infringement of the pntent, and this notwithstanding that there 
was no evidence to show that the beer was sold in England for 
consumption there. 

But .in Vimts.~~-·ur v. Krupp,(J:) where it appearild thnt certain 
shells made in Germany for the )!ikallo of Japan, ncconling to 
an Bnr;lislt patent., were urougl1t to this country to be placed on 
l1oard a ship belonging to the ~likado, it was held that the Court 
could not interfere to prevent him removing the sl1ells. The 
ground of this decision was that the <:omt has no jmislliction 
to interfere with the property of a foreign Sovereign; otherwise 
foreigners are subject to tlw la\rs of the country in which they 
Jm ppPn to be, and if a foreigner in l~nglaud infringes an English 
)'atent, he mny l1e restrained hy the injunction of the Court.(!/) 

In Nobd's E:tJ1lo8ircs Co. Y. Jones, Seull, ,(: Cv.(::) it appeared 
thnt tlw 11laiutifl:'l were the owners of au English patent for au 
im·ention for rendering nitro-glycerine less dangerous, and that 
certain foreigners imJ10l'tcd into England an article com
pounded of nitro-glycerine and otlwr substances, which they 
lwd manufactured abroad according to the patent, and the 
respondents, acting as Custom House agents for the importers, 
passed the article through the Custom House, and obtnined 
permission (a) to land and store it in magazines belonging 
to the importers. The House of I.ords lwld, aflirmiug the 
decision of the Court of A weal, tlwt tlw respondents being only 
Cnstcm House ngents for the importers, and not themsel\'t~S 

the importers, and Jmving neither possession of, nor control 
o\·er the goods, their acts did not amount to an exercise or usc 

(J~ J,, R. 9 Ch. D. 35 r. 
(y VnlJwcll v. Ynn Vlissengcn, 9 

llnrc, 415; 21 L. J. N. S. C'h. 97· 

(z) L. U. S App. Cas. 5· 
(a) As required hy the EXI'Iosives 

Act, 1875· 

• 
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of tho patent, and that no action could be maintained ngainst 
them for infringement. 

Every patent is dated and scaled as of tlw day o~ the appli
cation, but no proceedings can he tnken in respect of :m 
infringement committed before the publication of the complete 
specification ;(11) and after the ar.ceptance of a complete spccill
cntion until the date of scaling a patent in respect thereof, or 
the expiration of the time for scaling, an applicant has the 
like privileges and rights as if a patent. for the invention had 
been sealerl on the elate of the acceptance of the complete 
spccillcation, bnt he is not entitled to institute any proceedings 
for infringement unless and until a patent: has been granted 
to him.(t:) Consequently, until the patent is actually granted, 
no proceedings in reRpcct of infringements can he taken at all, 
nor even then in rcf-ipect of any nommitted before tho publica
tion of the complete specification, (d) hut in an nc.tion brongl!t 
snbscrrnontly to the grant of the patent relief may be ohtainerl 
in rP-spcct of infringements committed during the intorvnl 
he tween the pu blicntinn of the r.omplete specification and the 
tlnte of the gmnt ns well af.i in rr.~p,~ct of infringement!': com
nlitte!l since the gTnnt . • • 

If a patentee brings nn netion for infringement against any 
mcmher of t:hc pulJlic, it iR open to the clefendnnt to gin~ 

evidence showing that the patent is im·alid; (r') ancl, if the 
Court he of opinion that such is the case, a cleclnrntion of 
invalidity will be the result; also it is open to any member of 
the public, either of right or on obtnining the sanction of the 
Attorncy-Gcnern'i in l~ugland or Irclnnd, or the I.ord Advocate 

'· 
in ScotltU'd, to obtain a declnmtion of im·alidity on presentation 
of a 11ctition to the Court.(/) 'l'hc patentee has the right to 
appeal to the Comt of Appeal aml the House of I"ords from 
the tlccisioa 0f the Cnmt of First Instance declariuo· the r)ateut 

0 

void either in an action f.:·r infringement or petition for 
re\·ocation, aJHl, if the clecision lJe reyersed, the patent will not 
be re\·okcJ. H if.: snhmitted t hnt' nny net clonn by a member 

(b) 46 & 47 \'ict. c. 57, ~. 13. 
(I') 46 & 47 \'id. (', S7, H. '5· 
(d) .)G & 4i \'ict. l'. 57, s. 10. 

(1') p. 341 rmlr. 
l,() p. 343 (/11/t•. 
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of the public during the interval between n decision of a Court 
of Firr t Instance adverse to the patent and its reversal on 
appeal which would be an infringement had the patent not 
hccn cleclaretl voill, is in fact au infringement which eutitleH 
the patentee to damages or an account, lwcause the decision of. 
the Court of Appeal or House of .Lords, as the case may be, 
give-s validity to the patcut: au blitio; but it is fmthcr submitted 
tlwt if the dcfemlant could show that what he did was llonc 
in reliance on the former decision the plaiutifl' would only 
be entitled to nominal damages. (!J) 

A patentee can sustain an action in respect of a threatmwd 1'1Jr~at~netl in-
frill "L'IJ II' II f S. 

iufringemeut of his patent, even though no actual iufl'ingement "' 
has taken 11lace, for jf a pcrHon threatens to do an act mnount-
iug· to nn infringement it is sufilcieut to found an action for 
an iujnuction.(lt) The mere offer, however, to supply an article 
for the production of which thc1·e is an existent patent, which 
tlous not lay claim to the production of every kind of such 
:micle, in the a bscncc of evidence of positiYc infringem(,!nt_. i~ 

not snflicicnt to support an application for an injnnction.(i) 

J',·of''-'''tlhlff.~ 111~(111'1~ (}1111111/l'ilt'l'iilr.nl t!( Adion. 

·when n patentee becomes aware of the fac.t that scvcralrntcntc~s· 
· r · · 1 · t t 1 · · l .1 11w'ition on jiCl'SOIJS :ti'C Ill I'Jilg'lllg' liS pa :en. lC lS Ill a SOillCW JUt :tW \\\'Hl'C tlis.,cwt>riug 

. . f 1 t . . 11 I . r . l f 1 . Se\'1'1':1! in-posiiiOJI, or w r.nnno ,]Oill a t te m rmgcrs as < e CIH nuts Ill ra·ingea·s. 

one n.ction,(.i) mal, if ltc issues separate writs simnltnnconsly 
a"'ainst all the iufrin!!crs, he will hasc to U]'holtl the validity 
~ ~, ~ 

of his patent in severn} distinct proceedings, in each of whieh 
llc may ha\·c to meet different oJ.,jcctions, and lw mny be guilty 
of the charge of oppressive litigation. On the contrary, if he 
singles out an infringer and establishes his patent against !tim 
first, as regards the others they arc not bound by the decision 
in the first nvtion, and may raise the rptcstion of validity anew, 
and the conduct of the plaintiff may IJc construed hy the Comt 
to amount to laches, and so lliscntitlc him to interlocntor.r 

(11) Sec Arkwa·ight 1·. Nightingall', 
1 W. 1'. C'. 6o. 

t_li\ Fr~asonr. Lew, L. Il. !)Ch.ll.4f:. 
GC.: Dowlingl'.llillingtou, 71'. 0. Il. II)!. 

(i) Gynnc v. DJ'YRtlalc•, 21'. 0.11. 1(•0; 
K r·. on UJIJlrr.l, 3 1'. 0. 1:. 65. 

(.i) pp. 424, S54JIU·''· 

• 
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injunctions against the other infringJra, to which, having 
previously established the validity of the patent, he would 
have been entitled had he commenced action against them 
earlier.(k) In such a state of circumstances the proper course 
for a patentee to pursue is that suggested by Lord Hatherley, 
then Vice-Ohancellor Wootl,(t) viz., after getting information 
of case after case of infringement to select that which he 
thinks the best, in order to try the question fairly, and proceed 
in that case to obtain his interlocutory injunction. At the 
same time, he should write to all the others who are in simili 
casu, and say to them : " Arc you willing to take this as a notice 
to you that the present case js to determine yours ? Other
wise I shall proceed against yon by way of interlocutory in
junction, and if you will not object on the ground of delay, I 
do not mean to file bills against all of you at onee. Am I to 
understand that yon make no ohjection of that kind ? If yon 
do not obJect I shall file a bill against only one of you." 

It is usual and proper for a patentee, before commencing 
proceedings in respect of an infringement of the patent, to 
apply to the alleged infringer, warning him not to continue 
the acts complained of, and asking him voluntarily to afford 
the relief which, in the event of the patentee bringing an 
action aml succeeding, he would claim from the Court, though 
he is by no means bound to do so, and is entitled to commence 
his action without making any snch demand.(m) Neither is he 
bound to rely on the infringer's promi>le not to repeat the 
wrongful act, but he is entitled to the injunction of the Court 
in aid of his legal rights,(n) though, if his conduct is oppressive, 
he may lose the costs of the action.(o) The Court does not, 
as a rule, take notice of negotiations between the parties pre
liminary to the issue of the writ, unless they amount to an 
accord and satisfaction, or release and hinclinc• acrreement in 

0 0 

k) p. 456 post. 
l) Bovill v. Crate, L. ll. I E'l· 391. 

(m) Upmann 1.>. Elkan, I,, H. r2 E<J. 
I46; Upmanu v. l~urcster, L. H. 24 Ch. 
D. 231; Bu1·gcss 1'. Hills, 26 Ilc:ll'. 244, 
247; Burgess t•. !lately, 26 Rcav. 249· 

(u) Losh v. Hague, I W. 1'. C. 200' 
Geary n. Norton, I De G. & S. 9; Nun~ 
v. D'AlllilqiiPI'•Jil'',J4 !lt!l\',595: Hjllllann 

t'. Fnrcstm·, L. R.. 24 C. D. 2JI; Nicholls 
t'. l'itmau, L. R. 26 Ch. D. 374; Witt
maun 11. Oppenheim, J,, H. 27 Ch. D. 
260; Fmdella v. ·wellnr, 2 Uuss. & lily. 
2-1-7; Pl'Oclcr v. B;v;lcy, 6 P. 0. R. 106. 

(o) Nunn v. D'Afuuquerqno, 34 Beav. 
595; TI nrlson v. Bonnett, I4 ·w. R I) II; 
Smith ·v. Uoberts, 5 P. 0. R. 6I I ; p. 42I 
a11te. 
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relation to the cause of action, or the proceedings are tainted 
' 

with a lack of good faith.(p) 
Though a patentee has an undoubted right of action against Fntcntco 
" f ' } " f " ] } • • !hough HUCCCS• an m rmger w 10 m rmges, w wt 1er m 1gnorance of the patent ful in tho 

· I f 11 f . uctiou docs uot or not, 1t c oes not o ow, as a matter o course, that he wdh!wnys obtain 
0 • • ' 

in all cases succeed in obtaining an injunction or costs of anwJunctlon. 

the action. 
Thus, where a defendant unkuowi!lgly sold a few articles in 

infringement of a patent, hut gave the plaintiff full informa
tion as to where he had obtained the articles complained of, 
ami promised not to sell any more, a Hill for an injunction was 
dismissed, and he was left to his remedy in damages.(q) 

In another case, where it appeared that the plaintiff had ob-
tained possession of certain instruments admitted to he made iii 
infringement of his patent, but that the defendant had never 
intended to sell them, nnd relied on an undertaking for their 
return, the action was dismissed with costs, but an order was 
refused for the return of the instruments to the defendant .. 

And in a case tried in Scotland, where the facts were that 
the defendant aclmitted infringement l!efore the actioiJ, hut had 
discontinued and offered to ]!ay damages in respect of sucl1 in
fringement, and the action was Lroug!tt in respect of a different 
article, which was not an infringement, the Comt refused au 
interdict, and, notwithstanding the previous admitted infringe
ment, condemned the plaiutiff in the costs of the actiou.(1·} 

And when it appeared that there had been only oue infringe
ment, wltich had been discontinued, the Court of Appeal held 

• 

that in the absence of nny evidence of the dcfendnnt's inten-
tion to continue the uulawful act an injunction shoulll Lc 
refused.(s) 

Pad ic;;. 

All persons interested in a pntent should he made parties to l~rop~r partitJs. 

an action for infringement, ei titer as co-plaintifls or, if tii(!Y 
refuse to join, as defellllants, in order that the infringing 

(p) Edlcstou 1', Edl~ston, I De n . 
• 1. & S. 203 ; D1ovcnport v. RvlmHis, 
J,. lt. 1 E•i· 305. ' 

('J) ]letts 1', Willmott, r6 W. H. I Eq. 
305 j bCC nloo Upnarm l', Elkan, L. 1:. 

12 Eq. 145; 'l'lwmsonl'. llakr.r, 3 Ti111cs 
I:cp. 7 I 5· 

(r) Fletcher L'. (ilusg-t•W Gus l'ulll
mis;ioncrs, 4 1'. o. n. J86. 

(s) l'roctrr t'. lln,rlcy, 6 P. 0. 11. 53S. 

• 

• 

" . 
. . . 

• 

• 
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defendants may not 1Je called upon to account twice, 1irst to 
the plaintiff and then to the other defendants who claim au 
interest.(t) 

The mortgagor of a patent is entitled to sue in respect of mt 
infringement in his own name without Joining the mortgagee 
ns plaintiff, and the mortgagee does not possess such an in
terest in the patent as to make it necessary that he should be 
joined as a dofondaut.(?t) 

The more agent of a foreign patentee cannot, in his own 
name, maintain an action of infringement.(;c) 

It is provided by the Supreme Comt Hulcs, of 18 8 3,(y) 
that no cause or matter shall be defeated by reason of the mis
joinder or nonJoinder of parties, and the Uonrt may in every 
cause or nutter deal with the matter in controversy so far as 
regards the rights and interests of the parties aetually before 
it, and tho Court or a judge may, at any step of tho proccctl
iugs, either upon or without tho application of either party, 
and on such terms as may appear to tho Court or a Judge to 
l.Je just, order that the names of any parties improperly Joiuetl, 
whet.ltor as plaintifls or as dcfcmlauts be struck out, and that 
the names of any parties, whether plaintifls or defcmlauts, 
who ought to have lJeen joinetl, or whose presence before the 
Court may 1Je necessary in order to onalJlc the Court cllcctnally 
and completely to adjudicate upon and settle all tho r1uestiom 
involved in the cause or matter be mltled. 

The auove rule docs uot authorise tho amemhuenL of the 
j•le<,dings by alluwing a plaintiff wh•) has no right to sue to 
amend by joining as co-plaintili' a person who has a right to sue.(.:) 

In a ease where it appeared that ti:u plnintill"s rights had 
dming the progress of the trhl been transferretl to a company, 
lewe was given to add tho company as plaintiJfs, but the 
rlgl1t was l'eservetl to the defendant, if he thought fit, Lo have 

{I) Wcsthcml !'. Kccue, I lJcm·. 2~7, 
295; Jlcrgmnu 't'. :llac:\lillan, !,, H. 17 
Ch. D. 423; llimlmarch on l'atcnts, p. 
30S. 

(u) \'an licltlcr Apsimun & Co., Lim
ited, 1:. 'l'he Sowerhy Jlridge Flour Hu
cicty, Limited, 7 1'. 0. H. 208. 

(x) Adams 1:. )iurth llritish Uailway 
Co., 21) I •. '1'. N. 1'. 31i7. 

(!!) R. C. H. 1883, Or,!. xn. r. 1 1. 
(.:) Walcott r. f,yon~, !.. H. 29 Ch. 

11. 5S4; Van Gelder .\psimon & Co. 
r. _'J'~w SowcrLy llridgc .Flour Society, 
Lumlctl, 7 1'. 0. H. 41, 45; Lul sec 7 
l'. o. u. 208. 
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the trial postiloned, alLhough the fact of the transfer was known 
to him when he put in his statement of defence ; (71) bnt where 
the defence was that tl1e defendant had not infringed before 
the assignment of the patent to the plaintiffs, ]eave, at the 
trial, was refnsetl to add as co-plaintiffs the predecL;,sors in. 
title uf the plaintiff,( e) as likewise was an order for leave tu mhl 
as defendants the assiguces uf the defeUtlants where it appeared 
that the assignment hatl been matle peuding the actiou.(d) 

Any JlCrson who infringes or takes part in the infringmllent DcfclJI.l:tul. 

of a patent may ue made a tlefcmlaut Lu au actioJJ, and held 
responsible for his acLs, whether he IJe a priucivnl or nu agent; 
and it is no justification fur a servant. to say that his master ~laBicl' am\ 

. tit.'l'\''liJl. 
ordered him to connuiL the infringement; (t:) uur cau tlw IJJaster ' 
avoid linbility for the acts of !lis workml·n aml !-lervanis l1y 
saying that he gave thelll tlirectious uoL to violate the patent, 
for the ]H'incipal is always rcsponsiL1c for the acb; of llis agent 
which are not llonc in exccBs uf his autlwrity.(./) 

The directors of a COllllJally may IJe made pcrsuually liable, ]Jirectol'~ ol a 
' · eorupau v. 

hoth in damages and costs of the nctioll, for infl'iu~;Gmcuts · 
canied out under tlwir l1irectiou l1y tlw workmen employed lJy 
the compauy.(g) Of conr::;e tlw eompauy could !Jc n.Jde a 

defeudant also. 
Fureirrners resident iu t.:reat Britaiu or· tlw blc of :\Ian are Foreig-uero 

0 . 1 t • '1.1 f . . . f J I •• I . l't'SII Cll Ill reSlJOllS!u c or any mirmgemeut o a J!'ILIS 1 patent, .JI!S~ as ureal Jlrilain 

f I . , . f' ] , . . J l l I J Ill' I he Isle uf they are or t w mfractwn o · any Jnt1s 1 aw, am L wy may JC Mau. 

made defendants to infringement actiolls.(h) 
The usual form in which iHjmrctions are 1 •Tan ted a 1 raiusL Porm of in· 

o "' jnuclion. 
infringers restrains the defendant, his scrvauts, agents, or· work-
men from continuing the acts complainell of.( i) 

(/1) Huston 1;. 'l'oLiu, 491 •.• J.t:!J. 262. 
(c) Xohcl's Explusiws Co. l'. J11lll'S, 

42 L. '1'. N. H. 754· 
(d) llriggs 1;, 1,ardcm·, 2 1'. U. It.13 
(c) Jlctls t•. De Vilrc, 11 .Jur. X. :-;, 

11; Adair 1'· Youug, I,. H. 12 Ch. II. 
19; Dctts 1'. Ncil~o11, G N. ll. :?21 ; 
llc11lcy "· lll01·c, 38 J,ontl •• Jour. 224. 

(/) Sec Sykes 1:, Hnwnrth, [,, H. 12 
Ch. D. 826; Betts t•. De Yitrc, 1,. lL 3 
Ch. App. Vas. 429; G1·cgorv l'. l'ipc1·, 
9 H. & V. 591 ; Whatman v. l'car~on, 
],, ll. 3 C. 1'. 422; Hharroll 1'. ],omlou 
aml North-"rcstoru Hy.C'o., 4 Exch. ,;So, 

_;S7 ; Uortlllll ''· Holt, 4 Excl•. 365; 
Lyuu~ 1', ill art in, S • \, & E. 512; 3 X. 
& 1'. 509. 

(!I) A.-li, ,., \' eslry ul' J lcrmuml~cy, 
L. H. 23 Vh. 1 J, Go; :llathias ,., Yatc~. 
46 L. '1'. X. S. 497; Jlelts 1', ])~ \'itrc, 
J • "" ~· • 1 I' ~ C'l \ l'·l· 0 ll1o ... ,, 1-,, 9' Jo lo J lo .4 PJl• /C. 'So 

441 ; Hpl•nccr 1·. 'l'!Jc .\ncoats HubLer 
C'o., G l', 0. ll. 46. 

(h) Caldwell r. Van Ylisscngen, 21 
L. J. N. S. Ch. 97; 9 llarc, 415; 
YaYasscur r. Krupp. L, 1:. 9 Ch. V. ,., 
.J:J • n :-<eton. I'· 352· • 
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LETTERS PATENT FOR INVENTIONS. 

In cases where a plaintiff succeeds in obtaining a verdict 
against both the mnnufactmer and the person who uses an 
article made in inf1 gement of his patent, he is entitled not 
only to an account against the former, but also to damages 
against the latter. (1.:) 

Manufacturers, and persons who have purchased from him, 
may ue sued as defendants in the same acLion ; (l) but in other 
cases of separate infringements of the same patent by different 
persons separate actions must be brought against each individu
ally; (m) though where one pel'son has infringed seveml'patents 
belonging to the plaintiff lw may be sued in respect of all 
the infringements in one action.(n) A plaintiff who brings 
several actions against the same defendant in respect of in
fringements of several patents will probably be allowed only the 
costs to which he would have been entitled had be included 
all the infringements in one action.(o) 

In an action for infringement against a llerson to whom an 
indemnity had been given by the manufacturers, and where such 
person gave notice under the t.hird llarty J!rocednre (zl) claiming 
indemnity, and the mnnufncturers }!Ut in an appearance, it was 
heltl that the pro1Jer order to be made was that, on the manu
facturers admitting their lialJility to indemnify the defeudants, 
they should Le at liberty to appear at the trial and take such 
1)nrt therein as the judge should direct, and that they should 
he bound by the de<.:ision of the Court in the action in any 
question as to the above indemnity as might arise between them 

• 

and the defendants, but not further or otherwise.(q) 
The Court of Appeal held that no injunction could Le granted 

against such manufnctmers brought in under the third party 
rules, as they were not mnde tlefeudants, and leave to amend 
was refused, but they were ordered to pay the costs of the 
actio11.(1') 

(7<) Penn v. lliLhy, L. H. 3 Eq. 308; 
36 L. ,J. Ch. 2i7; United Telephouo Co. 
t'. Walker, 4 1'. 0. II. 67. 

(I) l'ructor ''· I;el<lli~, L. H. 36 Ch. D. 
740; lJnilcu 'l'elophoue Co. t'. \\'ulkc.t·, 
4 1'. u. H. 67. 

(m) !lilly 1'. lluig, 2 Yes. 486. 
(11) Li,tl'r 1•. \\'co·!, ~don, 3rd cd. p. 

909 

(o) Uuited Telephone Co. v. Sharples, 
2 I'. o. n. 28. 

p) S. U, ll. 188 3, 01·•l. :.:n. r. 48. 
'1) Ed bon t•. Hollaml, 3 1'. U. ll 

397· 
(r) E·li,ull v. llollnml, 6 1'. 0. H .. 

243· 
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When goods are made in infringement of an English patent, Consignees of 

1 ' d h · goods shipped and s nppc frorn abroad, t e constgnec.s arc proper defendants from nbro .. d. 

to an action, and where they were resident out of the jnrist1ic-
tion of the Court leave was given to serve the writ out of the 
jurisdiction.(s) • 

Pleadin(Js. 

The usual pleat1ings in an action for the infringement of a I'lca<iings. 

patent, after service of the writ,(!) arc a ~tatemcnt of claim, 
particulars of breaches, a statement of defence, particulars of 
objections, and reply. 

'\Vhete the parties to a cause or matter are ngrcctl as to the 'I'I'ial ll'ithunt 
. f f t b 1 . 1 1 b I l fi ful'lnnl ph••HI· questiOns o act o e ( ec:rt et etween t JClll t l8Y may, a tcr ing". 

writ issued antl before judgment, h.r consent and ortler of tlJC 
Uourt or a judge, proceed to the trial of any such questions of 
fact without formal pleadings.( 1t) 

If the parties to a patent action adopt this course, it is sub
mitted, they will not be exempted from the u.:;cessity of 
delivering particulars of breaches and particulars of objections, 
lmt these will be required, us was the case where issues were 
directed under the old practice by the Oonrt JJy Chancnry.(v) 

Statement o/ Claim. 

In the statement of claim the patentee shonltl allege the ,\IJegatinn ?f 

f l d 'f } . . l . ] . . . gmut ami IItle, grant o t w patent, an 1 us t1t e 1s a c er1vat1ve one 1t 
should be clearly stated. 

It is not necessary to allege that the invention was new at Xot necessary 

1 · I 11 · f I d l to allege the date of t 1e patent, smce t 1e a egatton o t 1e grant nn t 1e twYclty, 

production of the letters patent themselves throws on the 
defendant the onus of disputing the novclty.(;iJ) 

It is common to state iu the statement of claim that the or Yulidily, 

letters patent are, and since the grant thereof always have 
' been, valid and subsisting, but this is not necessary, and the 

(·•) 'l'l1e Wnbh!Jurn 11n:l Jl[ocu J.\lanu. 
fucturing Co. 1·. 'l'he Cunard :;tcamship 
Co .• 6l'. O.ll. 398; l\[us~cy 1•. llayue~, 
1 .. H. :!1 Q. ll. v. 330. 

(1) For fol'JlJS or imlorsrlliCI.t of tlJe 
writ, ~cc ~\ppeutlix. 

(u) S. C. It 1883, Ord . .Xl:XIY. r, 9· 

( v) Onlcr in ])a l'cn pm·t 1•. J ~pbson, 
l:ictou, p. 346; Jluvill 1'. timith, \\·. N. 
1867, p 240; 46 & 47 Viet. c. 57, s. 29; 
l'· 437 JIU8f. 

(.c) Amory t', llrown, L. U. 8 E•I· 
664. 
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LETTERS PATENT FOR INVENTIONS. 

allegation is not contained in the form given in the Appendix 
' · to the Supreme Court Hules, I 883.(a) 

o1· t.o Hct out 
tlw spccilica
tious. 

Disclnhuers 
shnultl bo 
nllegctl. 

It is not necessary to set out in the statement of claim either 
the whole or any portion of t.he specifications, (b) though Litis 
was usually done in Bills in Chancery under Lhe old practice. 

If any disclaimer has been entered at the Patent Oflice, this 
fact, with the date, should be alleged in the statement of 

~nllici•·ut ''"'"' The statement of claim must state a snflicient case to justify 
to jm;tify rulil'f • • • ' 
'"'"'" ~~~·'"' ue the lll.JHnct.wn asked; (c) and must not set out a .separate and 
statt,a. l'f')' t f t' t tl t 1 l tl 't ( l) t I ercn cause 0 ac IOn 0 IU em Ol'Sec 011 1e Wl'l • ( 

,\JJ,.;ra tlt1ll of 
j II f l'i llg'l'llll' JJ t. 

.A IIIL'llllllle 11 t. 

• 

l'artio•ular, of 
hrPadte~ 11111:-:it 
he l't':l :O:OIJ:tiJ}t• 

awl 1'~'"1'""· 

Pa rl ic 11 lm·li ti/ lJ ,·cw·h ,.l;j; 

The allegation of infringement in the statement of claim 
ueed ouly lJe iu geucral terms, for it is specially enacted that 
t.he plaintifl' must deliver with his statement of claim, or by 
order of the Court or the judge at any snlJscquent time, par
ticulars of the breaches compl::.ined of; (c) and at the hearing no 
eYidence can, except by the leave of the Court or a judge, lJe 
admitted in proof of auy alleged infringement of which par
ticulars have not been giYen; (/) bnt the Court or a judge has 

• 

power from time to Lime io grant leave to amend particnlars.(!J) 
Any parly desiriug an mnemlment of the particulars of 

breaches or objections in an action for infringement must 
satisfy the Comt that he is really placed in a difliculty lJy the 
particulars as they staud.(h) 

\Yhcre, on a motion for fmthcr and better particulars, it 
awearctl that thr. lJlaintifl' had stated thaL he was unable to 
giYc fnrther particulars till he had obtained discovery from tlw 

' 

tlefcmlaui, the moLion was ordered to stand over till after the 
defendant had given cliscovery.(i) 

The plainLifl' must take care tlmL the particulars which lw 

(a) :,;, C. 1:. ISSJ, Appcmlix C., 
Form 6. 

(b) 1\ar 1J. J\lnrsl:all, 2 W. l'. C. 39; 
Westhcntlr. 1\cr.nc, I Bcav. 287 ; S. U. 
1:. 1883, Appemlix C., Form 6. 

(c) Curtis c. Cutts, S L. J. N. S. Ch. 
I S4. 

(d) :-ieu t:uilctl Tclephouc Cu. ''· 
'!'.1,k,,. (:\u. 2), 6 1'. o. H .. ;s. 

(c) 46 & 47 Yict. c. 57, s. 29, ss. 1. 
Fm· forms of 1mrliculars of' Lrcachcs sec 
Appendix. 

(/) 46 & 47 Viet. c. 57, s. 29, ss. 4· 
(f!~ 46 & 47 Viet. c. 57, F. 29, ss. 5· 
(ltJ llaslam .,., 11•111, 4 l'. U. 1:. 203, 

207, per Wills, J. 
(i) 1:us>cll L', llalliclol, 2 1'. 0. H. 

14·1· . . 
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furnishes arc rcailoJHtl>le and proper ones, otherwise he will 
fail Lo obtain the cct·tilicaLe of Lhe Court or a judge, which is 
necessary to entitle him to the costs of such particulars ou 
taxation.(/.:) 

427 

l'articulnrs of breaches arc sullicient if, taken together with snlllciuut if, 

I 1 1. J • 1 d f 1 f · · · talwu with tho L JC p ea( mgs, t wy grve t w e em ant an· uutrce uf the case plemliu;;s, they 
1. 1 • 1 · (l) ,.ivo thu 1le· to vc mac c agmnst lllll. femlnut uotico 

Thus, where the pleadings staLed that the defcrHlanL's machine[,~, ~~:~;,)~s·· 1
" 

included a c01·tain new and important comlJinntiou which was ag::inst him. 

Lhe plaintill"s invention, and the particulars of breaches simply 
!Joiutcd to certain specified machines, and statml in general 
tcr111s that these iufriugetl the patent:, they were Jwltl to be 
:;ullicient, in spite of the contention that the plaintills ought 
to Sllccify precisely in wlJat respect Lhc defendant's machines 
were an :infringelllent.(w) Again, where the particulars of 
ureaches specifictl a particular: ar~icle as an iufriugemeu~, the 
l'uurt, IJeiug ol' opiuiou that the defendants llll!St know whether 
aml iu what re:;pcd he had infringed, refused to compel. the 
plainiill' LO specify lhe persons with respect to wlww, anrl Lite 
occasions on wltich, the infringement occurred, or to order him 
tu point out the parLieuiar parts of the SlJCcilication allegctl to 
lmve been infritwetl (n) Aud where the allcrretl infrin"e!nent '=' ' ~ 0 

is au exhiLit in the case, itj has IJcca held not to be neces-
sary tlmt the particulars of ]Jt'eaehes should point out Lite 
precise portion of the specification alleged to have been iu
friuged. (o) 

Where a specification <lescrilJcs two processes wholly distinct ~lust st:lle 

i' I I 1 1 1 f 1 • · 1 1 f 1. • huw plaint itT's rom cac L ot ter, nul t 10 l e em aut s process IS capa J e o vemg iuvcutiutt has 
• , • " J f I I • l c hceu iufl'iu"cfl, au mfrmgcment 'Ji t te one, but not o t w ot wr, )!artwu ars OL o 

IJreacltes iu general terms woultl uot uc sullicieut.(LI) Allll if 
the specilicatiou contain a tlcscription of a. uumucr of articles, 
all uf which arc the suujccL of the invention, Lhc particulars 

(l·J 46 & 47 Viet. c. 57, 8. 29 (6). 
(I) .1\cctlham 1·. Oxley, I II. & :l\I. 

24/;; l'ctman 1', n,,)J, 3 1'. 0. H. 390; 
S. < :. rcpo•·tcal in Lcdgart! v. Bull, L. H. 
1 1 A Jl!l· Cas. 64S ; Chcctluuu l'. Oldham 
(~u. 3), 5 l'. 0. n. 624· 

(111) Needham v. Oxley, 1 11. & ill. 
~.fS. 

(n) 'l'alrmt I.', ~,·1 Huclw, I.'i U. ll. J!O. 

Sec also )!osclcy f. Victol'ia HuVLci' Go., 
3 1'. 0. ll. 351. 

(o) Batty t>. Kynock (Xu. 2), L. I:. IIJ 
Eq. 229; Xcetlham ~·. Oxle1', 1 H. & JL 
24S; l'erry l'. 1\litchcll, I \V.l'. e. 26;1. 

(i•) 'l'n!hot 1'. L·1 Hochc, I5 U. lJ. 
310; Patent Type Foumlin1,; Cu. "· 
Jliclmnl>, 2 L. '1'. X l:i. 3.;1). 
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must point out which part of the specification has been 
infringed.(q) 

Thus, where the specification contained a description of 
thirteen different sorts of pens, the plaintiff' was ordered to 
point out specifically which particular pens shown in the 
drawing he alleged to have been infringed.('r) 

The defendant is entitled to a statement in the particulars 
of breaches as to which one or more of several claims in the 
specification he is charged with having infringed ; (.s) but it 
is sufficient if the particulars refer to pages and lines of 
the specification without direct mention of the claiming 
clauses. (t) 

l'rovitled the particulars of breaches give the defendant 
a fair idea of the case to be made against l~im, they will 
be sutlicicnt if they refer to specific claims, and specify 
certain machines of the llefendant as infringements of those 
claims and it is not necessary that they should state by 
reference to pages and lines what portion of the specification 
has been infringed; (u) though if the invention is a complicated 
one, or the defendant has any other sufficient grounds for 
rc<1uiring the information in the preparation of his defence, 
the plaintifl' may Le compelled to furnish particulars of pages 
and lines of the. speci1ication. ( v) 

The 1mrticulars of breaches must not merely refer in general 
terms to acts of the defendant, Lut must specify definite 
instances of infringements committed Ly IJim, and give at any 
rate the date of some of the various occasions when the 
infringements took place, aml the names and addresses of the 
persons (if any) concerned as buyers, &c. (x) 

Thus, in an action for infringement where the particulars of 
breaches alleged that the dcfemlants had infringed by illlt'Orting 

(•J) l'cn·y t'. i\litchcll, 1 W. 1'. C, 
269; l'altnl Typ" }"om.cliJ•g L'u. 1', 

llichanls, 2 L. '1'. N. S. 359· 
1' l'cny r. l\Jitclwll, 1 \\'. 1'. (', :!69. 
x llnbluw , .. 11 .. 11, 4 1'. o. H. 203. 

\I Els«·v !•.lluii~J·, 1 1'. 0. H. 189. 
(u) Waflcl' l', Chunh Engimcriug 

Cn. r. WilsoJ•, 3 1'. 0. H. 123; Electric 
'I'clrgraph Co. r. Nott, 4 e. B. 462; 
'!'alLot v, J,a Hoclw, 15 U. H. 310; 
llatlcy v.Kyuotk (Xo.2),L. 1:.19 :E1J.229; 

Cheetham v. Oldham (Xo. 3}, 51'. 0. 1:. 
624· 

(v) l"an•b t" • .Ko!JiJ,ghmn l\Ianufiu·tur
iuf( C«•., cited L.ll. 19 Eq. 230; Wrcu 
1·, \\'~ild, L. H. 4 Q. ll. 213; Jones t. 
I.e~, 25 L. J. Ex. 241. 

(.1.·) .i\lurmy r. Clnyt~n, L. H. 15 E']. 
115; l'msslcl' r. 'l'«lllc\', L.ll. 2 l h. V. 
533 ; Hyk· H ·,._ JIU\\111 ih, J,. 1:. 12 Ch. 
lJ. 826; cj: fuwii'J' r. Lloyd, 45 L. J. 
Ch. 746; 25 W. It 17, 
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into this country, selling, exposing for sale, and otherwise deal
ing with glass glohes, shades, and moons, having their surfaces 
wholly or in part roughened iu a particular way, the judge 
expressed an opinion that the plaintiffs ought to give two or 
three specific instances of globes which they alleged to be . 
infringements, but ought to be at liberty to add general words 
so as not to be confined to such instances at the trial, and his 
Lordship accordingly made an order for furtL · and better 
part.iculars.(y) 

In Walter 0. Olwrck En,qinccl'ing Oo. v. Wilson,(z) the 
words "in particular and by way of illustration " wel'e held 
to be too wide, but, on the other hand, in Ila.slam v. Hall,( a) 

where the particulal's of breaches "O!J11XIJJ of c.aunplc and not of 
limitation," alleged certain machines fitted l_,y the defendants 
on board the " Selcmbria/' and '' all 1nacldnes made O,l/ tl/C 
defendants simila'l' to them," to be infringements of the 
plaintiff's patent, the words in italics were allowed to remain, 
but the plaintiff was confined, so far as concerned machines 
fitted to ships, to the " Sclcmbria," unless he gave further 
names. 

Defence. 

,- . ···-·· . . . ' ' . . 
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In the defence (h) it is open to the defendant to defeat Tw 1 rlrfcnrPs. 

an action for infringement of a patent by prodng either t]rat 

he has not committed any infringement, supposing the patent 
to be a valid one, or tlHlt the patent is, in fact, non-existent, or 
Yoid, and that the acts complained of are consequently no 
violation of any right ve.sted in the plnintilf.(c) 

The fact that a patent has been q ucstioned and upheld in r F•.'~nwr ncl ·· 
• 'JI'h ¥,.II' ,f 

former action, doGs not estop a person questioning it again i! . ;.,, .. , -· ' 
• • ·J ) ~ 

a subsP.qucnt action, when the parties to the second action are · 
not the same as the parties to the first ; and though the plain-
tiff in both actions is the same, the Cumt trying the second 
action is not bound by the decision in the fol'mer in faYonr of 
the plaintiff, for its operation is not m ul ual as between the 

(y) 'l'ilglmwn'N Pntcnt Rnnrl DlnRt 
Co ... Limit111l, 11, Wright & Ilnth I' C'l'., 
J; nutc.l, 1 l'. O.H. 103 ; see nisi) 'l'nlbot 
·v. L11 Hodm, 15 C. 13. 310. 

(:) 3 P.o. H. 123. 

(11) 4 l'. 0, H. 203. 
(I,) For fnrms nf .tdimce Hec A ppcn

dix. 
(c) See Du<lp;cnn t'. 'l'homson, L. U. 

3 App. Cn~. 37. 
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J.,ETTERS PATENT FOR INVENTIONS. .. 
parties to the second actiou.(rl) In such a case, however, the 
Comt is bound by the interpretation put on the specifi.:. 
cation by a Court of equal or superior jurisdiction in the first 

action.( c) 
It is not a valid defence to say that the defendant com

mitted the infringement b~cause the plaintiff failed to cm·ry ont 
an agreement whereby he undertook to supply the defendant 
with a certain number of the patented machines ; but, in such a 
case, the injunction of the Court restraining further infringe
ments will only be granted on the terms that the plaintiff 
undertakes to supply the defendant with a certain limited 
number of machines in the place of those which the injunction 
would prevent him from using.(/) 

The defendant should state in his defence the grounds on 
which he relies if he disputes the validity of the patent, for he 
cannot at the trial bring forward any ground of defence wl1ich 
is not stated in his pleadings.(g) 

An order has been made that a defendant should, upon an 

issue as to tl10 sufficiency of the SIJecification, be at liberty to 
dispute the utility of the alleged invention, althongh he had not 

rai:;ed the general issue as to utility.(h) 
Particulars of objections do not stand in the place of pleas,(i) 

and they cannot go outside the pleas,(/.:) though ihey must giYe 
more detailed information,(l) and not be merely reiterations.(m) 
The Court has refused to allow a defendant to contend that the 

patent wns illegal when it appeared that he lm1l only given no
tice of an objection to that effect, and not specially pleaded it.(n) 

It is submitted that any objection to the validity of n 

pateut will be properly misell if tlw llcfcncc contains a simple 

(tl) 'l'aylllr on EYidencc:>, stlt ed., Yo!. 
ii. p. I444; Shelden 1'. A.-<T., 30 L .• T. 
N. S. Pr. & llfat. 217 • 

(r) Edison 1J, Il••llm.d, 5 1'. 0. H. 
459; 6 1'. 0. l!. 243; SlnzengL·I' 1.', Fol!
ham, 6 P. 0. H. I30; Anlomn he 
Weighing l\lncltinc Co. 1>, CcomLinrd 
Weighing l\Jncltinc Co., 6 1'. 0. H. 367. 

(,f') United 'l'clcphonc Co. 1J, 'l'nskm·, 
si'. o. n. 628. 

(g) Bol'ill?'. Goo•liPI' (No. 2), J,. H. 2 
Eq. 195; sec S. C. H. 1883, Appcmlix 
1). 

(l1) Plimpton 1•. 1\Ialcolmson, L. H. 3 
Uh. D. 53', 536. 

(i) 438J10.<f. 
(1:) 1\lncnmmt!'n 1', IlnlF!l, 2 W. l'. C. 

128; .Tones 1>. l!crgcr, I ·w. 1'. G. 544· 
(/) Jlnh;ois 1'. l\lnt·kL•IIZio, I W. 1'. C', 

=Go; Jones 1'. Dergor, 1 "'· 1'. G. 544; 
Walton 1.', llntcmnn, I W, P. C. 616. 

(m) Xcilson ?J, Hnrforcl, I W. 1'. (\ 
370; llettR ?J. Walker, L. R 14 (J, ll. 
363,368; Walton 1·, Jlntc:>m:m, rW. I'. t', 
268 n. 

(n) Gillet 1'. Wilby, 1 W. l' .. C'. 2jO. 
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denial of the validity of the patent, " on the grounds stated in 
the particulars of objection delivered herewith; "(o) bnt it is 
advisable tl1at the grounds of objection should appear on the 
defence itself. 

• 

• 

It is open to a defendant in an action of infringement to Gl'omuls on 
, wloieh in-

plead the invalidity of the patent on any one or more of the vnli<lit.y mny 
, , l1c• p]parlr•d. 
followmg grounds : ' 

i. The grantee was not the true and first invcntor.(zl) 
ii. The alleged invention is not the proper subject 

matter of a patent.(?) 
iii. The invention is not usefnl.(1·) 
iv. The inYention is not new.(s) 
v. The specifications arc insufficient.(/) 
vi. There is some disconformity · between the spocifi

cations.('n) 
Yii. The letters patent have lapsed previously to the com

mittal of the acts complained of, in consequence 
of the non-payment of fees, or the period of their 
duration having expired.(v) 

viii. Any ground on which the patent might, at the com
mencement of the Patents, Designs, and Tmde Marks 
Act, 1883, have been repealed by scire Jacias.(.v) 

a. T.etters patent of earlier date than those forming 
the subject of the action have been grantell in 
respect of the same invention.(y) · 

b. The letters patent were granted on a false sugges
tion.(<:) 

c. The grant of the letters patent was not lawfnl.(a) 
d. Non·compliance on the part of the patentee with 

the conditions of the letters patent. 
c. Failure of the essential requisites of no\'clty or 

utility. 
rl. Abuse of the privileges granted hy the letters 

patent. 

(o) Reo order in Kurtz ,., Spenc~, 36 
Ch. D. 776. 

(1) Chap. V. a11te. (u) !Md. 

(p Chnp. IT. m1tr. 
11 p. 4 rmlr. 
1') I 'Imp. I Y. 1111/r. 

·,~) Chnp. Ill, tlllll', - . 

(1:) lbtd.; p. 448posl. 
,1: 46 & 47 Viet. c. 57, R. 26. 
!I Ghnp. I IT. anlr. 
~) Ibid. 

(a) Ch:tp. II. Wilt•. 
• • 

• 

• 

• 
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The objection tltat the invention is not the proper subject 
matter of a patent cannot be taken under a plea that the 
invention is not new,(b) or under a plea of insufficiency of the 
specification.( c) 

As we have seen,( d) the requirement of utility does not arise 
from any exp1·ess words in the Statute of Monopolies, but is a.n 
inference to be drawn from the common law and the enactment 
that the monoply granted must not be " mischievous to the State, 
or to the hmt of trade, or generally inconvenient."( e) Though it 
may be thought that the proper form of plea is to plead the 
statute, and not merely the want of utility, the practice at 
common law, which was adopted by the Court of Chancery,(/) 
viz., to deny the utility in general terms, is that usually 
followed.(g) The defence of want of utility cannot be raised 
under a plea that the invention is not a new manufactme if the 
plaintiff objer.ts.(h) 

The issue of novelty is quite distinct from that of true and 
first inventor,(i) for an invention may be a new manufacture 
within the Statute of Monopolies (!.:) but the patentee may not 
be the true and first inventor, in which case the patent would be 
void. The defendant is consequently entitled to ltave the 
question of newness of manufacture tried apart from thnt of 
newness of invention; (I) and a plea that the invention is not 
the proper subject-matter of letters patent does not raise the 
issue of novelty.( 1n) 

In Walton v. Pottc1· (n) it was pleaded that the invention 
was not a '' new manufacture," and the Court held that this 
plea admitted the invention to be a " manufacture" within the 
meaning of the statute, and only put in issue the novelty. 
But in Spilsbm·y v. Clough (o) it was held that a plea that the 

(b} Walton v. Potter, I W. P. C. 597i 
llousehill Co. v. Neilson, I W. P. C. 
677. 

(c) 2I Jnc. I. c. 3, s. 6; Housel• ill Cu. 
v. Neilson, I W. P. C. 677; Jupe v. Pratt, 
I W. P. C. I5I; Walton v. Potter, I 
W. P. C. 597· 

(cl) p. I25 ante. 
(e) Mm·~an ''· Senwartl, I W. P. C. 

I97; 2I Jnc, I. c. 31 s. 6. 
(f) Seton, ~th Etl. p. 347 ; Plimpton v. 

Malcolmson, L. It. 3 Cb. D. 53I, 536. 

(f! Hindmarch on Patents, p. 275. 
(It \\' nlton v. Bateman, I W. 1'. C. , 

023· 
(i) HousehillCo.v.Neilson, I W.P.C. 

689. 
7~) 21 Jac. I. c. 3· 
l) Spencer v. Jack, 3 De G. J .. & S. 

346 ; II L. T. N. S. 242; Houseblll Co. 
v. Neilson, I W. P. C. 689. 

m} Booth v, Kennard, I H. & N. 527. 
n) I W. P. 0. 6o1, 6n. 
o) I W. P. C. 255· 
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invention was not "a new manufacture " was bad, ao it left it 
doubtful whether the objection was that the invention was not 
new, or that it was not a manufacture within the statute. 
And in Buslt v. Fox,(p) the House of Lords l1eld that a plea to 
the effect that au invention is not a new manufacture, puts in 
issue both the novelty of the invention and its being a · 
manufacture. In Spencer v. Jael~ (q) the Lord Justices, on 
Appeal, ordered the questions of newness of invention an!l 
newness of manufacture to be tried separately. 

Under the practice prior to the Act of r 8 8 3, insufficiency of ~1wcifi~nfious 
1 'fi · f 1 f b' . . 1 .usufficwnt. t 1e spem catwn was one o t 1e most requent o ~ectwns raiSel 

in patent actions. 'fhe reason of this was that formerly the 
letters patent contained a condition requiring the patentee 
within a statod period to file a specification ascertaining the 
nature of the invention, and in what manner the same was to 
be performed under pain of forfeiting the grant altogether.(?·) 

The form of letters patent a~ present in use does not contain 
any condition (though it might do so) (s) avoiding the grant, if 
the specification, which is filed previously to the grant, is 
insufficient. As, however, insufficiency of the specification was 
a ground on which the repeal of a patent might at the com
mencement of the Act of I 8 8 3 have been obtained by sei1·e 
facias, as being a failure to comply with one of the conditions 
of the g1·ant,(t) it is still a ground of defence to an action for 
infringement under the present practice.(~t) 

It was formerly a ground of sci1·c facias to deceive the 
Crown by obtaining a patent by means of a false represen· 
tation,(v) and, it is submitted, the Crown is deceived if 
there is a material difference between the provisional and com· 
plete specification ; the patent must in such a case have been 
obtained in respect of an invention which was not foreshadowed 
in the provisional specification ;(x) and the objection that there 
is disconformity is consequently a good defence to the validity 
of a patent.(y) Moreover, it may be said that the complete 

(p) 1\fncr. P. C. 179. 
(']) 3 De G. J. & S. 346; II J,, T. 

N. !:l. 242. 
(r) See Arkwright v. Nightingale, I 

W. P. C. 61. 
(s) Seu 46 & 47 Yict.. c. 57, B. 33· 

(I) p. 347, ante. 
(1t) 46 & 47 Yict. c. 57, s. 26, sa. 3· 
v) It v. Arkwright, I W. P. C. 66. 
a:) Curtis v. Platt, Grift: f,, 0. C. 53· 

(y) 46 & 47 Yict. c. 57, s. 26, EB. 3· 

• 
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specification does uot particularly describe and ascertain the 
nature of the invention, if it departs from the terms of the 
title or of the provisional specification, in which the natme of 
the· invention must be described. It would consequently 
appear that evidence of a defect in the title and disconformity 
between the specification, may be tendered under a plea of 
insufficiency.(z) . 

The Court will at any time during the progress of an action 
for infringement allow the defendaut to raise a fresh issne on 
the discovery of facts which could not with due diligence have 
been discovered before.( a) 

The defendant in an action for infringement may in con
sequence of his relationship to the 11laintifi' be estopped from 
denying the validity of the patent, e.g., where he is a licensee 
nuder a licence granted by deed which contains a recital 
implying the validity of the patent,(b) for, the contract 
being by deed, the failme of the consideration is immaterial, 
and it is not competent to a defendant hy plea to deny the 
effect of a deed which he has executell.(c) The incapacity of a 
licensee to deny the validity of the patent against the licensor, 
terminates with the termination of the licence, and he is then in 
exactly the same position as any other member of the public 
against whom an action of infringement may be bronght.(d) 

Persons, other than licensees, may in consequence of their 
past conduct he estopped from denying the validity of the 
patent as against the plaintiff. Thus, a patentee who lws 
assigned his patent is estopped from denying its validity in an 
action for infringement brought by the assignee.(e) 

Although it is a sound principle of law that a grantor 
cannot derogate from his grant, yet the language of a specifi
cation mnst not be strained against an assignor who happens to 

(z) Penn 11. Bilby, J,. H. 2 Ch. App. 
I27, I30; but sec Derosnc ·v. Fairie, 1 
W. P. C. J6I ; Ncil8on 11, Harford, 1 
W. P. C. 3I2; Ill organ ·v. 1-'uller, (I) 
H. lL 2 E('. 297. 

ia) Hol~·lc ·n. Uobertson, JJ, R. 4 Ch. 
n. 9; S. <!. R I883, OrJcr xxnn.; p. 
439J10Sf. 

(u) llowruau "· 'l'nylor, 2 A. & E. 
278; I ,V, 1'. c. 292 ; Cutler 1'. nuwcr, 
1 1 (~. ll, 973 ; Hee p. 334 antr., 

(c) Smith 1•. Scott, 6 C. B. N. S. 771; 
5 ,fur. N. 1:;, I358; Hall "~-'· Conder, 2 
U. B, X S. 22. 

(d) Dangerfield v. Jones, I3 I,, T. N. 
S. I42; Axman v. Lun<l, I,. It IS E<J. 
330; Crossley ·t•. Dixon, 10 H. J,, U. 
29' .)• d • 1 '1' 1' (e) Oldham v. ],ongmon ,mtc• 3 . •· 
441; Walton .,,, J,avnte~·, 8 C. B. X H. 
162, 187; Iluugh 1:. Chnml c1·lnin, 25 \\', 
It 742; hut see 312, 337 flllfl' • 

• 
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• 

be the original patentee and defendant in an action of infringe
ment brought by the assignee ; (j) and he is at liberty to show 
that the specification is not as wide as the plaintiff alleges.(g) 
l\foreover, an assignor cannot be restrained from assisting, as a 
scientific witness Ol' otherwise, the defendant in an action 
brought by the assiguee.(k) 

A patentee w1.o l1as worked the patent in partnership with 
his co-patentee, but has dissolved partnership and assigned the 
wl10le of his interest in the patent to his former partner, 
is estopped from denying the validity of the patent in an 
action of infringement at the instance of such former co
patentee.('i) 

• 

In Baird v. Neilson(!.:) it appeared that Baird had agreed 
with Neilson to put an end to litigation and pay a royalty for 
the use of Neilson's patent. Subsequently, Neilson brougllt an 
action against 13aird for specific performance of the agreement, 
mul Baird, in a cross action, sought to deny that wl1at he was 
doing was an infringement, but the House of Lords held that 
the very object of the agreement was to put an end to the 
question of the particular thing done by l3aird being an infringe
ment, and that he was therefore estopped from setting up the 
defence. 

A defendant who lms consented to an injunction is, in a 
• • 

:mbsequent action for breach of the injunction, estopped from 
denying the validity of the patent.(!) 

'Vhere on an action being brought to enforce an agreement 
the defendants gave an undertaking to tha patentee not to sell 
certain grates, having a patent canopy, without marking them 
in an agreed manner, it was held, on a motion to commit 
them for breach of the agreement, which motion was by consent 
turned into a motion for an injunction, that they were estoppeu 

• 

4Sii 

• 

• 

from denying the validity of the plaintiff's patent.('m) 
.A defendant may be estopped from denying the 

Defendant mn y 
validity be cstoppc!l 

' from dcuynog 
vnlidih· on 

(.f) Hocking aml Co. ~·. Hocking, 
6 1'. 0. R. 6g. 

(y) lbicl. 
(It) Lonclon noel Leicester Hosiery Cn. 

J.imit!•tl1:. Gl'iswuld, 3 P. 0. H. 250, ?.53· 
U) Chnmhl•l's 1'. Crichloy, 33 Ben\·, 

3]4. 

• 

J., 8 C. L. nnd ]!', 726. 
l Thomson 11. illoore, 6 P. 0. R. 

44'· 
(m) CroRsthwnite "· Stl•nl, 5 P. 0, H. 

220. 

. ' . . 
' ' " . • • • 

• • • . . ' . 
• • •• 

• 
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motion for an of a patent on a motion for an interlocutory injunction, and 
interlocutory . , 
iujunct.ion, but yet not be so estopped at the tnal. 
tHlt nt thu Tl 1 ' ' t' , ] t d t h d tl'inl. ms, w lE>ro m a prevwus ac 1011 ,]tH gmen an cos s a 

rer~ons not 
cstoppr.•l. 

been given against the defendants, Lord Hatherley, then Vice
Chancellor Wood, on the hearing of a suit against the same 
defendants, for the infringement of the same patent, held that, 
if the plaintiffs had made an interlocutory application they 

· would have been entitled to an injunction till the hearing, but 
tl1e question being as to a perpetual injunction, the right 
of the defendants to deny the validity of the patent was not 

barred.(n) And again, where it appeared that the patentee 
had formerly worked the patent in partnership with the de
fendants under an agreement reciting the patent, and during 
the partnership the defendants had joined the patentee as co
plaintiff in suits against various infringers, tl1e same judge 
held that the partnership having l1een determined, and the 
defendants having commenced working the invention without 
the leave of the patentee, the latter was entitled to an inter
locutory injunction against them before establishing the patent 
at law.(o) · 

Where it appeared that in a previous action tried in 
Scotland, and decided in favour of the plaintiff, the defendant 
had omitted to dispute the validity of the patent, he was not 
allowed to set up this defence on a motion for an interlocutory 
injunction in England.(p) But in an action for the infringe
ment of a patent which had baen declared valid in a previous 
arbitration between the plaintiff and defendant, the Court 
held that the defendant was not estopped from 'disputing it at 
the trial.(q) 

A bankrupt patentee is not estopped from denying the 
validity of the patent against a purchaser from his trustee in 
bankruptcy, if there is nothing to show that the purchaser has 
bought on the faith of any representation made by the 
patentee.(?') 

(n) Goucher v. Clo.yton, II .Tur. N. S. 
107, 

(o) Muntz t•, Grenfell, 2 W.y, C. 88, 
91· 

• 

(p) Dudgeon v. Thomson, 30 L. T. N. 
s. 244· 

(q) Newall v. Elliott, I H. and C. 797· 
(r) Cropper v. Smith, L. R. 26 Uh. 

D. 700, 706; 10 App. Cas. 249· 
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Nor is a person who has worked a patent in partnership 
with the patentee, and during tl10 partuersllip asserted its 
validity against various infringers, but refrained from taking 
legal proceedings, estopped from disputing the patent in au 
action brought by the patentee after the termination of the 

• 

partnership.(s) 
Where there are more than one defendant, an estoppel may 

affect only one of them.(t) Thus, in a case where it appeared 
that one defendant had, during the existence of a partnership 
between the plaintiff and the defendant, by his acts barred 
his right to dispute the validity of the patent against the 
plaintiff, the other defendant, wl~o was noli affected by the acts 
of his co-partner, was not estopped in an action bl'ought 
subsequent to the termination of the partnership, from disput
ing the patent.{1t) But where two defendants, disputing in 
the same interest, sever their defence, and one delivers parti
culars disputing the validity of the patent, but the other omits 
to do so, the latter is entitled to the benefit of such particulars, 
if proved,(v) provided he is not otherwise estopped· from 
denying the validity of tl1e patent.(:1;) 

Particulm·s of Objections. 

437 

It is enacted by the 11atents, Designs, and Trade .1\Iarks ~rust be c!u-
( } I d f d 

, . f . f . Jrwrr.d wtth 
Act, 1883, y) t 1at t 1e e en ant m au actiOn or lll rmgement stntcmcut 

d 1. ' h l . f l f b d f of defcuc<', or must e 1ver w1t ns statement o c e ence, or y or er o by order uf tho 

h C . d b t t' . l f Court or n t e onrt or a JU ge at any su seq uen Illle, partiCu ars o jurlgo, nt nny 

b. . h' I I 1' ' t tl f A d 'f aub,;cqucnt any o ~ectwns on w Jc 1 10 re 1es 111 suppor 1ereo . u 1 time. 

he disputes the validity of the patent, the particulars must 
state on what grounds he disputes it, and if one of those 
grounds is want of novelty, they must state the time and 
place of the previous publication or user alleged by him. 

It is also by tl10 ·same statute (z) further enacted, that :Evidence 

I ' f ' f ' f · t · 1 limitL•d at t w hearmg o au actiOn or m rmgemeu , no evH ence slmll, · 

(s) A:xmann v. Lund, L. R. IS Eq. 
330. 

(t) Goucher v. Clayton, II Jur. N. S. 
I07 ; Hugh v. Chutubcrlnin, 25 W. R. 
742, 

(11) Hugh v. Chamberluir, 25 W. R. 
742, 

• 

(v) Cropper t•, Smitt,, L. R. zo .AJIJI· 
Cos. 249• 

(x) Hugh t•. ChnmLerlnin, 25 W. R. 
742; Goucher v, Clnyton, I I J ur. N. 1;;, 
IO]. 
. (lJ) s. 29· 

{z) H. 29. 

• 

• 
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• 

except by leave of the Court or a judge, be admitted. in proof 
• 

of any alleged objection of which particulars have not been 
delivered . 

l'nrticularo of · As we have seen, particulars of objections do not stand in 
objections cun• · , 
not go beyond the place of, and cannot go beyond, the pleas rmsed by the 
tho 1'

1036
' defence ; (a) and it is to be noticed that the Act of I 8 8 3 

requires far more detail in tlte particulars of objections than in 
the particulars of breaches complained of hy the plaintiff.(b) 

Amoudmout of It was decided that the notice of objections required hy 
particulat·a of 
ohjectious. 5 & 6 Will. IV., c. 83, s. 5, to be delivered by a defendant in 

• 

an action for infringement were not conclusive at his peril, 
but the Court or a judge, under their general jurisdiction, as 
well as under the statute, might order a further and fuller 
notice.( c) 

' 

Under the Act of I 883, the Court or a judge has power to 
order the amendment from time to time of the plaintiff's or 
defendant's particulars ;(rl) and if they are insufficient or too 
general, the opposite party, if he means to object to them, 
should at once apply, by summons at chambers or a motion iu 
Court,(c) for an order for further and better particulars, other· 
wise, where the particulars are too general, evidence within 

• 

their literal meaning may be admitted.(/) In the words of 
Mellish, L.J. : " There is a very large difference between a 
case where a judge has been applied to and has ordered further 
particulars, in order to state an objection more specifically, and 
a case where at the trial the plaintiff asserts that the defemlaut 
ought to be prevented from avo.iling himself of an objection. 
It is perfectly obvious that if . . . . wherever the Court, 
would order further particulars because the objection had not 
been particularly specified, it would also hold tlwt the party 
was precluded from raising it at the trial, nobody would be 
foolish enough to apply to a judge for further particulars."(g) 

(a) p. 430 ante. 
(b) pp. 442, 447 ante. 
(c) Dulnoia v. 1\Inckcnzic, 1 W. 1'. C. 

26o. 
tl) S. 29 (5). 
c) Ju,Jicaturc Act, 1873 s. 39; Fear· 

son v. Loc, 26 W. H. 138; S. C. H. 
1883, 01·,l, XIX. r. 7· 

(/) Hull o. llollnrd, 1 H. ami N. 134; 
CurtiM v. l'lntt, 35 L. J. N. S. Ch. 852, 
868 ; Sugg o. Silber, L. R. 2 Q. D. D. 
493· . 

(y) Sugg v. Silber, L. R. 2 Q. B. D. 
495· 
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• 

The party at whose instance particulars are delivered under 1'imu fu1· . 
· ] ' d 1 1 1 d • . plonding nftor a JU( ge s or er 1as, un ess t 1e or er otherw1se provides, the dolivocy of 

I ti f t . • l ]' f tl l }' f 1 pnrticulnrs of same eng 1 o 1me tor p ea{ mg a ter 1e ( e IVery o t w par- objections. 

ticulars tl1at he had at the return of the summons ; ami an 
order for particulars does not, unless the order otherwise pro-

vides, operate as a stay of proceedings, or. give auy extensioi1 
of time.(k) 

The party against whom an order for further and better CostB. 

particulars is made may be ordered to pay the costs of tlw 
application ; ( i) and if the party against whom the order is Noucompli-

1 d 1 . I . 1 . f I nuco. mate · oes not comp y Wit 1 1t, t w prOJler course 1s or t w 
other side to apply to have the insufficient particulars struck 
out.(!.:~) 

It is competent for the defemlant at any time dnring the Fresh i~sucs. 

Jll'ogress of an infringement action, with the leave of the l'onrt 
or a judge,(l) to raise a fresh issue ou the discovery of facts 
which could not with due diligence have been discovered 
before,(m) and to amend his particulars of objections accord
ingly, though he may be liable for the costs occasioned 'by any 
such amendment.(n) 

The defendant may, even during the progress of the trial, 
obtain leave on short service of motion to mneud his particu· 
Iars,(o) if lte can show that the fresh evidence he is desimus of 
adducing could not with due diligence have been discovered 
carlier.(p) 

The Court will not sanction an amendment, if, on the face of 
it, it appears that the fresh objection cannot be sustained.(q) 

• 

Where a new trial is obtained the defendant is entitled to OLjcctiuuti on 
. . I f 1 . . I . I . l I f' ucw ~rial. give partiCu ars o o JJectwns w nc 1 were not rmse( at t 1e n·st 

trial.(r) 

(It) S. C. H. 1883, Onl. XIX. r. 8; J~uytl 
t', .l!'nrmr, 5 1'. 0. H. 33, 36. 

(i) Grover & Baker Sewing J\lachinc 
l'o. !'· Wilson, W. N. 1870, p. 78; l'cun 
l'. ll1lby, L. H. I Eq. 548. 

(k) .!!'lower IJ. J,Joyd, 20 H. ,J. 86o; 
Hi~:gins' Diges_!t Supplement p. 78. 

l) 46 & 47 viet. c. 57, s. 29, ss. 5· 
m) Holste v. Robertson, L. Il. 4 

Ch. D. 9 ; Otto v. Steel, 2 P. 0. R. 
I.39· 

. (n) Ucnar!l v. Levinstcin, 13 W. R. 

229: 11 J,, '1'. N. H. 505; Vaw 1'. Elcy, 
J,, Il. I Eq. 38; Blakey t'. J,ath:uu, 6 
1'. o. n. 29. 

o) lbid. 
p) :\loss 11, i\lalings, L. U. 33 Ch. D. 

603; Edison Electric Co. v. Shcppey, 
4 P. 0. R. 47I; Blakey v. J.nthnm, 6 
1'. 0. R I84. 

('1) Holste 11, Hobcrtsn.n, J,, Il. 4 Uh. 
D. 9· 

(r) Bovill t'. Goodier, 36 L. J. N. S. 
Ch. 360. 

. ' 
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PATENT :FOR INVENTIONS. 
;,,,, .. ; ... ,· ''•'. . 
+;··:;;; Usual ~~dcr~ . · · · The usual order, which is made on an application by the 
' . ~'I .. , --~ . 'L t. ·· ·. - · . defendant for leave to amend his particulars, gives the plaintiff 
: f - •. 

' · time within which to elect whether he will discontinue the 
action, and orders the defendant, in the event of discontinuance, 
to pay all costs incurred by the plaintiff since delivery of the· 
original particulars of objections, and only allows the objection 
to be amended in the event of the plaintiff not electing to dis
conti!lue, and makes the costs of the application, and consequent 
on the amendment, the plaintiff's in any event.(s) 

The fact that t-he plaintiff was aware of the existence of the 
fresh objection which the defendant seeks to raise will not 
entitle the defendant to an order on any more favourable 
terms.(t) 

Provision n~ to 
costs. 

When the plaintiff on an application by the defendant for 
leave to amend his particulars elects at the hearing to proceed 
with the action, the order merely provides that the costs of the 
application, and all costs occasioned by the amendment, and 
costs unnecessarily caused to the plaintiff bY. reason of the 
amendment being made, sl1all be the plaintiff's in any event.(n) 

' 

l•'urtlwr ,,vi. 
denco on ap
}Jl'nl. 

Where a defendant in compliance with an order of the Court 
had amended his particulars of objections, and made an appli
cation for leave to re-amend them by inserting further specified 
instances of alleged prior use which had come to l1is know
ledge, l1e \\:as ordered to pay the costs of the application, and 
the costs arising out of, .and consequent on, the re-amendment 
were reserved; (v) and where a cause was in the paper for 
hearing, the defendant was, after giving notice to the plaintiff, 
allowed to give evidence, by affidavit, of prior user discovered 
after the cause was in the paper, but the terms imposed in
sured to the plaintiff an oppor~unity of filing affidavits in 
answer, and the costs of, and consequent on, the application 
were rcscrved.(x) · 

On !In appeal the Court has power to receive fmther evi-

(s) Eclison 'l'clcphonc Co. v. India 
. Uubber Co., L. R. I7 Ch. D. I37; Baird 
v. :i\loulc'sEarth Ulosct Co., L. B. I7 Ch. 
D. I39; Jh~ling v. 1\Inclarcn, L, H. I 7 
Ch. D. I39 ; Ehrlich v. l!Jlee, 4 P. 
0. H. I IS, 1 I9; Parker v. Maignen's 

Filtre Rapide Co., 5 P. 0, R. 207 ; 
Darrar v. Purser, 6 P. 0. R. 365. 

t Ehrlich v. Ihlec, 4 P. 0. R. 115· 
u Purkcr v. Maigneu·~ }'illrc Rarrido 

Co., 5 1'. 0. R. 208. 
(v) Penn v. Bibby, L. R. I Eq. 548. 
(.z') Wilwn v. Gm111, W. N. I875, 78. 

.. -.. , .... 
" 
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deuce, but if the appeal is from a judgment after trial, this 
evidence, except as to matters subsequent to the judgment, can 
be admitted only on special grounds (e.g., the party desiring to 
tender it has found a lost document), (y) and not without 
specialleave.(z) 

An appellant will not be allowed to give further evidence on 
appeal, unless, it can be shown that he could not have tendered 
the evidence at the hearing in the Court below,(a) or that the 
defendant has been misled,(b), though he would be allowed to 
cure a merely formal defect in his title.(c) 

441 

• 

• 

A patent may be void on account of the disconformity of the Discouformity 
'fi · · f 1 1 · b · d f · ( ) ur tho spccifi· spem cati.onR, or m consequence o t 1e c aim · emg · e ect1ve; tl c•1tions. 

but, it is submitted, a defendant relying on either of these 
grounds cannot dispense with the necessity of delivering par-
ticularr; 'lf objections, for the Uourt will not undertake to decide 
as to the disconformity of the specifications or the validity of 
the claims without the evidence of witnesses,(c) which conlcl 
not be given unless particulars l1ad been previously delivered.(/) 

' 
Tlte particulars of objections must be precise and definite, Requisites of 

d h ltl t . l ]' f . . t' f J • l particulars cf an s on n.:>t con am a ong 1st o ant1c1pa wns o w uc 1 objections. 

only a few are relied on at the trial ;(u) but they should 
give such information as will enable the plaintiff to make the 
necessary inquiries at any places named.(h) 

The Act of I 8 3 5 ( i) was the first statute which specifically Obj.,ct or tho 
. d h d 1' f . I f b. •, b th I p•lrticulars of reqmre t e e 1very o partiCu ars o o ~ec.,rons y e c e- objections. 

fendant to the }Jlaintiff, and this was done, not to limit the 
defence, but to prevent the patent from being upset by any 
unexpected turn of the evidence, and to lessen the expense.(l.:) 
This object is similarly provided for by the Act of 1883.(l) 
The .Act of 1 8 3 5 did not require any further detail in the 

(y) Hinde v. Osborne, 2 1'. 0. R. 45· 
(z) S. C. H. I883; Ord. I.nu. r. 4· 
(a) Hinde v. Osborne, 2 1'. 0. 1!. 45; 

W alkcr v. Hydrocarbon Syndicate, 3 .P. 
0. R. 253; lllakcy v. Latbnm, 6 P. 0. 
R. 184. 

(I>) .Awcdcnn Braid~d Wire Co. v. 
Thomson, 5 P. 0. n. I I3, I 18. 

(c) Nonlenfclt v. Gnrd~er, I P. 0. R. 
6r,judgment of Lindley, L.J. 

(d) Chap. v. 
(e) Arr.old v, Drndtur,r, L. R. 6 Ch. 

App. 706 ; Longlmtlom v. Shal\'1 6 P. 
0. u. 5IO, 

(/) p. 437 ante. 
y) 'l'homson v. Datty, 6 P. 0. R. 84. 
II) l'er Parke, D., Palmer v. Cooper, 

9 Jt.:xcb. 236. 
(i) 5 & 6 Will. IV. c. 83, s. 5· 
(k) Sec remarks of 'l'iudnl, C.J., 

.Fisher v, Dewick, I W. P. C. 267 ; 
Curtis v. Platt, 8 L. T. N. S. 657. 

(l) S. 29, sa. 2. 

• 

• 

• 
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:. '>. : :J~~i!! .~:~quircd defe)lda~t>'s particulars of . objections tlmn in the plaintiff's 
-· . · : : · iu }':\l. ~culm·s t' 1 f b h b t th t f tl b t \. t :·· · . . of obji)~ionsr par wu ars o 1'?1\C es, u e. ~nus o 1e su seq uen. 1 c 

•-· . ~~~;~~~,~~~2• of r 8 52,(11L) whiCh are very smnlar to, though not qmte so 

. . 

• 

·.:', general as, the words of the Act of 1 8 8 3, which regulates the 
.. 
··', present practice, required tl111t the particulars of ob,jection 

'.should state "the place or places at or in which and in what 
manner the invention is alleged to have 1Jeen usetl or published 
prior to the date of the letters patent." 

Since the Act of I 883 requires f,'l'eater detail in the par
ticulars of objections than ditl the Acts of I 8 3 5 and I 8 52, it 
follows that words which were held to be too general under the 
latter Acts will be too general under the Act of I 883, which 
regulates the present practice in patent actions. 

Wor•ls which Particulars of objection will he too general if, for instance, 
m·e tuu 'reul'ral. 

" they allege as an anticipation a user by certain persons specified, 

Ueuoml public 
]inuwlntlgc. 

• 

aud "dit:c1·.~ otlw1· JICI'Sous," ( n) or "b,11 otlw1• 21erson.~ in London and 
Uirmingham,"(o) or "at Nottingham cuul d.~twlwrt•,"(p) and in 
such cases the words in italics may be ordered to be struck 
out. The particulars of objection must state whether the 
whole of the invention is alleged to have been anticipated, or 
whether a portion only is old,(~) and if the invention deals 
with complicated machinery or with several distinct macl1ines, 
lhe particubrs must state which particular niacl1ines or which 
portion of the invcnticii1 has been anticipated.( r) 

The defendant in an action for infringement frequently 
relic::; ou the invalidity of the patent on the ground that tho 
subject-matter of the alleged invention was matter of general 
public lmowledge before the date of the patentee's application. 
A defendant who relies on general public knowledge as an 
objectiou must be careful not to rcfm· to specific specifications, 
or other publications, as merely showing the state of general 
public knowledge, otherwise he may incur the costs of amend
ing liis particulars by striking out all such references. It is 
.neither necessary nor proper for him to state in his particulars 

(m) ··~ & 16 Viet. c. 8-;, s. 41. 
(n) Galloway v. Bleadon, I W. P. C. 

268 n ; Fisher ·v. Dcwick, I W. P. C. 
55' n. 

(o) Fowler· f, I,luytl, 20 ~. J. 86o, 

• 

• 

(p) .Jones ·c. Berger·, 1 W. P. C. 544 ; 
H ollnud v. 1!'ox. I C. L. n. 440. 

(q) Fisher v. Dewick, I "'V. P. 0.264; 
IlU88ell ·o: Lctlsnm, 11 l\L & W. 647. 

(r) Boyd v • .Fnrrar, 5 1'. 0. It 33· 
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of objections the Lool\s or publications whicl1 contain that 
kno\vledge, but such general public knowledge shouhf be proved 

/ 

by ordinary evidence, with a reference to well-lmown books, if 
necessary.(11) And if the defendant relies on and states a Gcuuml uticr. 

general user in general terms e.g., the invention was previously 
to the patent in question used by persons engaged in the trade 
to which it refers, "ffC1W1'ally in London and the vicinil,IJ tlwrcoj," 
he is perfectly justified in so doing, aml does not inflict auy 
hardsl1ip on the plaintiff, for proof by one person is uot 
sulficient to prove a general user, and the plaiutifl' iu such n 

case cannot complain of generality of statement, for the wore 
general it is the more the defendant must }H'OVC untler it.(t) 
An allegation of general public user must not, however, lJe in 
too wide terms. Thus, in a case in wl1ich the tlefendant's 
particulars of objections alleged previous user of tlw invention 
by "Crt1'1•ict!}C·b·ttildc1'8 !JC?U:rctl/!J fhi'Oil!]lW1tt (/n•ctt }}rifctln," and 
nlso by " ·vrwious ctwriagc-lm-ildcrs 'in VI' ·ncrtr London, L·i-liCI11Uol, 

:.1lanclu:81C1', mul Sontlutmpton, and m riuus ollW1' r!f the principal 
towns of Great Britain," they were held to be insulficieut.(n) 
On the other hand, an application which alleged tiw general 
user of an invention by a. particular class of persons con
sisting of lace makers at Nottingham, has been held to be 
suflicient.(x) · 

• 

The Uonrt will sometimes allow general words such as umwml word~ 

I "( ) 1. . , ( ) which nrc " amongst ot ters, !J or " amongst ot 1er mstances, ' ,,. to rc· allowable. 

main in the particulars of objections, but it will take care that 
the plaintiff shall not be taken by surprise at the trial.(a) 

-

In a recent case the defeudants by their particular:; of At!l'licatiou for 

b. . II 1 I l l l l 'b 1 b I I . . lltlJOlli'IIIIWIII. o ~ectwns a egec t mt t te met toe c escn ec y t lC p amt1ll' in 
his specification had been iu ordinary and common use for 
forty years prior to the date of the patent. In further answers 
to interrogatories they gave a description of the particular 

(s) Uolc v. Squire, 51'. 0. H. 4li9; 
Holliday v. He.flpenstall, 6 P. 0. H. 
320; Autonmlic Weighing J.\fachine Co. 
"· Kuight, 6 P. 0. H. 302; Phillips .,,, 
!vel Cycle Co., 7 1'. 0. H. 77. 

(I} l'almer ·r. Wngstnff, 8 Excb. 840; 
Jones v.llorgcr, I W. P. C. 547; Dontlcy 
,., Keighley, 7 1\I. & G. 652; 8 Scott N. 
ll.. 372. 

(It) 1\Iorgan ''· }'ullcr, (2) I;. H. 2 Eq. 
297· 

(x) .Joucs t'. Hc1·ger, I W. l'. C. 549· 
(y) Cm·tis v. Platt, 8 L .. '1'. N. H. 

657· 
(z) Penn ,;, Jlibby, J,, n. I Eq. 548. 
(a) Curtis n. Plntt, 8 L. '!',X. S. 657, 

.imlgmcnt of' Wood, V.C. 

• 

. . . 

• -• 
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· method they relied on to support their plea of general user. 
At the trial, evidence was given of another method which had 
been used at a large number of places, and which appeared to 
be a complete anticipation of the plaintiff's invention. The 
plaintiff objected that no particulars had been given of this, 
and asked that the case might stand over. Kay, J., held that 
the action must stand over, but at the p1::dntiffs risk as to 
costs, and that the defendants (whose witnesses had given 
many instances of this user) should he allo,ved to give par
ticulars of further instances. The judge refused an application 
to the effect that the plaintiff might have a certain time, after 
the delivery of the fresh particulars, to elect whether he would 

• 

discontinue the action on paying costs up to the first delivery 
of particulars, but to get the subsequent costs.(b) 

~'hue nnd. We have seen that the Act of I 8 52 re(1uired the particulars 
pine~ of prwr , , • • , 
~~ul>hcntiou rc- of obJeCtiOns, If priOr user was relied on, to state "the place or 
lwd on. . . 

Cnscs under 
.Act of 1852. 

• 
Flower t•. 
r,loyrl. 

places at or m whiCh, and in what manner, the invention was 
alleged to have been used or published prior to the date of 
the letters patent;"(c) whereas the words of the Act of 1883 
are to the effect that if one of the grounds on which the 
defendant disputes tl1e validity of the patent is want of novelty, 
he " must state the time and place of the previous publication 
or user alleged by him."(d) 

In consequence of the similarity between the wording of 
these two statutes, the cases decided under the former are 
important, as bearing on the construction wl1ich will probably 
be placed on the latter enactment as occasion requires . 

In .Flower v. Lloyd(e) the Court of Appeal held that the 
particulars of objections could not be required to go beyond 
the words of the Act, and varied the order of the Court below, 
which required the defendants to state" the names and addresses 
of the persons by whom, and the places where, and the dates 
at, and the manner in which" the invention had been publicly 
practised in England before the date of the patent, by requir-

• • • 

ing the defendants to state "the. place or places at or in which, 
' 

and in ·what manner" the invention was known or publicly 

(b) Pnseall v. Toope, 7 P. 0. n. 125, 
(c) p. 442 ante. 

(d) s. 29 (J). . 
(P.) 46 J ... J. Ch. 746; 20 S. J. 86o. 
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practised in England before the date of the patent. In pur
suance of this order, the defendants delivered particulars alleging 
prior user by three persons, whose names and addresses were 
given, and· by other persons in Binninghmn and London 
respectively. On summons for better particulars, the judge 
held them to be insufficient, and ordered the defendants to 
give the names and addresses of the other persons in Bi?·ming
!Lan~ and Lonrlon by whom the patented process had been 
previously used, and pointed out that if they could not give 
further information the words in italics were useless, and ought 
to be struck out. 

. . . . - . 
• • 

445 

It was expressly held that under the .Act of I 8 52 the Decisiors 

1 · ·'ff · 1 d t 1 d II (. 1 under Act or p amt1 was ent1t e o t 1e names an ac l resses ~.e., t w xBs2. 

present residences) (f) of the persons by wlwm prior user was 
alleged to have been made, as well as the places where the 
prior user had taken place; (.q) ami, further, that where tl1e 
plaintiff or the defendant, as tl1e case might be, made out a 
proper case, the Court had Jurisdiction to order interrogatories 
to be answered, notwithstanding the provision in the Act for 
the delivery of particulars.(h) And wl1ere the defendants ob
jected that there was a prior American patent which had been 
surrendered ; that tl1e invention had been published in certain 
journals of specified dates, and in sketches and drawings in 
the Patent Office Library; and also alleged prior user, it was 
held that better particulars ought to be given, specifying the 
date, name of patentee, and time of surrender of the alleged 
American patent, and the pages of the journals, also identify-
ing the drawings, and the order as to prior user ought to be in 
the terms of Flower v. Lloyd.(i) 

It is to be observed that the Act of I 8 52 required the place Difference be. 

I P. f • b}' • b d . h . tween Act or nne mannm·, (~>C., o pnor pu ICatwn to e state m t e part1- 1Bs2 nnd Act 

ticulars of objection, whereas the Act of I 883 requires a or 
1883

' 

statement of the time and place of such prior publication. 
And it has been held that if a defendant under the latter Act 
disputes the patent on the ground of want of novelty, he must 

/) Palmer v. Cooper, 9 Excl1. 236. 
g) Birch v. 1\fnther, L. R. 22 Ch. n. 

629· 

• 

: (It) ibid. 
(i) l'limpton v. Spiller, 20 S. J. 8$9· 

• 

. . 
• • • 

• 
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state reasonably on wl1at ground, in respect of want of novelty, 
· he disputes it, and he must also state the time and place of 

the previous publication or user alleged by him.(!.:) 
nnrli~,. Plntt. In Um·ti8 v, Platt,(l) tlw particuhws of objection, which 

were furnished under an order requiring a statement of "the 
place where, and tl1e earliest date at which," certain alleged 
anticipating machines had been made, stated a list of thirteen 
persons and firms, and that, in all the cases, the user had been 
at t.hc earliest from I 8 2 5 downwards ; and, in answer to the 
contention that they ought to state in each instance the place 
at which the first machine lJaCl been made and the date of 
making, Lord Hatherley, then Vice-Chancellor 'Vood, orderell 
an amendment, on the ground that as regarded the date of 
user and the place of user of the machines, the defendants 
were bound to give the plaintiff all the information they 

themselves possessed. 
The defendants in this case were also ordered to amend an 

objection alleging prior publication in books, .&c. with a mere 
general reference by stating the particular work or document 
and the volume of that work in which the alleged prior pnhli
cation was to be found.(1n) 

noforonco t? A defendant who relies on prior specifications,(n) or printed 
pngPR mul hncs . . 
of prior Epcci- books,(o) must pomt out, by reference to pages and hues, what 
ficntions nllll • f 1 · fi • b ] ] 1' ( ) l hooks rolir<l portiOns o sue 1 speC! catwns or oo (S 1e re 1es on; p am 
on. where particulars of objection stated, with regard to a certain 

• 

alleged anticipating specification, " the parts relied upon arc 
the whole Sl)Ccification but more particularly" certain specified 
portions, an order was obtained requiring their amendment by 
striking out the words denoting reliance on the whole specifi

cation, bnt the defendant was held to be at liberty to Sl)ecify 
other pages and lines beyond those already referred to.(q) 

statement of . If a defendant object that there is a disconformity between 
<liscotformity 
r<·li'''l ou. • the specifications, he may 1Je rec1uired to state in what the 

(!~) l•'owlcr ?', Gaul, 3 P. 0, H. 247, 
250; Boyd?\ Horrocks, 3 P. 0. H. 285; 
Darrah ?>, Purse, 6 P. 0. ll. 365. 

(l) 8 J,, '1', N. S. 657. 
(111) lbitl. 
(u) l•'owlcr r. Gaul, $. P. 0, H. 247. 
(o) llaJTis r. llnthwcl1, 3 1'. 0. II. 243· 

(p) Sec Grover & llnkcr Sewing 
l\lncftine Co. 1'. Wilson, W. N. 187o, 78; 
l•'ishcr 1'. llewick, l \V. I'. C. 264; 
l'limpton t', Spiller, lligl!:itts' Rnpplc
nwn t., p. 79· 

(t;) Hanis ·r. Hothwcll, 3l'. I I, R. 243. 
-
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disconformity · coi1sists, or how the invention described in·. the· 
complete differs from that described in the provisional specifica-
tion.(?·) And if it be o~jected that the complete specification Objcr.tic~•.thnt 

1 ffi . I 1 'b I . , d . ] tho Apcciflrn. toes not su ment y l escn e t 1e mvent10n an lil w 1at manner tinn is iu-

1 . b . • ] 't ' ffi . t f I . sutlicimu. t 1e same 1s to e performer, 1 1s not su men or t 1e partiCu-
lars to state merely that the directions given are not sufficient to 
enable a workman skilled in the manufacture to which the 
patent relates to make a machiuc the subject of the invention, 
if the defend.mt is in a position to give better particulars.(.~) 

Hut in a case under the Act of 1 8 34 it was held that, if the 
plainWf was content to accept as notice an objection that the 
specification was insufiicient, any objection showing immlli-
ciency· at the trial might be taken.(!) 

1'he effect of the Act of I 8 8 3 and the recent cases is to D<·tailr<!<p•ir .. ,J 
• • • • • h\' A <·t. of 1883. 

rer1mre far greater detml m the particulars of objectwns than · 
was formerly necessary, and particulars simply alleging that 
the specification does not describe the most beneficial method of 
practising the in vent ion known to the patentee,( 11) or does not 
sufiiciently tlescrihe the natme of the invention or the manner 
in which it is to be performed,('v) or does not sufiiciently dis-
t;inguish between what is new and what is old,(:v) or that 
it is calculated to deceive,(!/) or does not sufficiently set forth 
the nature of the invention,(.!) or that the invention does not 
produce the effect stated,(a) which were held snflicient niHler 
the old practice, would most probably not 1Je held so 

now. 
A defendant may be rcrtnired to state in the particulars of n .. rr.ren~o to 

1 . . b . f f t tl 1 . . I f claims. o )Jectwn, y means o a re erence o · 1e c mmmg c anses o 
the plaintiff's specification, what portion or portions of the 
invention or inventions, as the case may be, he alleges .have 
been anticipated and published, and he may be compelled hl 

refer to pages and lines of any anticipating documents which 

(r) Anglo-Americ:m Brush Electric 
Light Cor11orntion 1•. Crompton, J,, H •. l4 
Gh. D.· 152; Jo'iRher '/', Dcwil'k, I W. 1'. 
C. 551, n. 
· (s) Crompton ·v. Anglo-Am~rican 
Hmsh Corporation, JJ. R. 35 Ch. D. 283 ; 
Lcnfv. Topham, 141\L & W. r46. 
· (t) !\eil"on ,., llal'lonl, I W. P. 0. 
~~2 J.) • 

(11) .Tones v. ]Jerger, 5 l\T. & fl. 208; 
w. 1'. c. 546. 

1•) 1lcatb 1'. Unwin, I "'· 1'. C. 5$I n. 
.>J) ,Tones L'. llcrger, 5 ;\f. & G. 208. 
(y) Xcilson 1'. Harford, 1 W. 1'. C. 

J24D, 
(.;) Hen·h 1J, Unwin, IO Jlf. & W. 

687. 
(a) llcath r. L'nwin, I W. P. C. 551 n. 

• 
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. - . ' . he alleges as publications of any of the plaintiff's claims.(b) 

Where a specified machine is relied on, it is not necessary to 
state which of the plaintiff's claims it infringes, as he must be 

- .. ' 
• 

Objection thnt 
pntout is void 
on nreouut ,,f 
IIUll·PllYnlt'll t 
of fees. 

Jury. 

• 

• 

taken to understand his own patent well enough to be able, 
when be sees the machine, to judge how far it is or is not an 
anticipation of his invention.( c) And objections which referred 
to certain specified machines as anticipations of particular 
claims in the specification were held sufficient, notwithstanding 
the fact that the owner of some of the machines refused to 
allow the plaintiff to inspect them, and the defendants were 
not sure whether some of the others were in existence.( d) 

Under the practice prior to the Act of I 883, a defendant 
could, at the tt·ial, take the objection that the patent was im
properly stamped, without having raisrd it in the particulars.( c) 
It is, however, submitted that, if a defendant now desires to 
take the analogous objection that the patent is void for non
payment of duties, the particulars must refer to the fact. 

Trial. 

Infringement actions are tried without a jury unless the 
Court directs otherwise.(/) 

As a rule, patent act.ions do not require the intervention of 
a jury, and can be more satisfactorily disposed of by a judge 
al0ne.(g) 

In the words of Lord Selborne, L.C.,(h) "It is to be 
observed that such cases almost always involve questions of 
law and fact, not only mixed, but mixed in such a way as to 
render the extrication of them extremely difficult; secondly, 
that very often much must depend upon the construction of 
documents, as to which a jury must take their direction en
tirely from the judge ; thirdly, that much of the evidence in 
such cases is argumentative and relative to matters of opinion, 

(b) Heath v. Unwin, I W. P. C. 
55I n. 

(c) London and Leicester Hosiery 
Co. v. Hig!Jam, Lnw~on on Patents, 2nd 
ed.; p. 498; Harris v. Rothwell, 3 
P. 0. R 243; Fowler v. Gaul, 3 P. 0. U. 
247 ; Bo)'<l v. Horrocks, 3 P. 0. R. 28 5 ; 
Boyd v. Farrar, 5 P. 0. H. 33, 36. 

(d) Boyd v. Farrar, 5 P. 0. H. 33, 35· 

(e) Hindmareh on Patents, 438, App. 
Cas. 

(/) 46 & 47 Viet. c. 57, s. 28. 
(g) Bovill v. Hitchcock, L. R. 3 Ch. 

417; Young v. Fernie, I De G. J. & S. 
353 ; Downes v. H ughcs & Co., 69 L. 
'f. 150; Sugg v. Silber, L. R. I Q. B. 
D. 362. 

(h) Patent Marine Inventions Co. v. 
Chadburu, L. R. 16 :.i:q. 447· 
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• 

so as to make it extremely bard, even for the judge himself, 
to keep it under proper control ; and, lastly, that even the 
questions of fact are often, to a very great extent, questions of 
science, wl1icb, to say the least, are as likely to be as well 
decided by a judge as by a jury. It very rarely happens, if it 
ever does, that in such cases the practical work is not done 'by 
the judge. It very rarely happens, if it ever does, when a thing 
is not reduced to a narrow question of fact, that the jury do not 
simply follow, after a very elaborate discussion of the case by 
the judge, the direction of the judge." 

' 

It was held in a case where an application for trial by jury 
was refused, that if there were a rea11y doubtful question at 

• 

issue the Court would not decide it for itself.( i) And in a 
case where tl1e plaintiff opened fraud, but the defendant's 
counsel protested tl1at this was not raised by the pleadings and 
asked for a jury, a trial by jury was allowed and the cause was 
directed to stand over for that purpose.(!.:) 

Trial by jury cannot be l1ad before a ,judge of the Chancery 
Division of the High Court of Jnstice.(l) Actions con1menced 
in the Chancery Division must be set down in the general 
list, if they are to be tried by a jury, to he tried by one of the 
judges of the Common Law Division. 

The judge before whom a case requiring scientific investi
gation comes for trial, is empowered to send the issues of fact 
to be tried by an official referee; (11t) and the Court of Appeal 
will not interfere with the discretion of a judge of first instance 
in this rnatter.(n) 

.. 

. The Court has power to, and on the request of either party "\ss .. ~sm·. 

it must, call in the aid of an assessor specially q nn lifierl, nnrl try 
and hear the case wholly or partially with his assistance.(o) 

In cases where an assessor is called in, the remun<'rntion to 
be paid to him is determined by the Comt, anrl pnid in the 
same manner as the other expenses of the execution of tile 
Act of 1883.(p) 

(i) Davenport v. Goldberg, 2 II. & l\I. 
282. 

(!~) Tangye v. Stott, 14 W. R. 128. 
(l) Wurner v.l\furdoch, L. R. 4 Ch. D. 

750· 
(m) Judie. Act, 1873, s. 57· 

111) Saxby v. Gloucester Waggon Co., 
W. N. 188o, p. 28. 

o 46 & 47 Viet. c. 571 s. 28. 
p 46 & 47 Viet. c. 57, s. 28 (3). As 

to the effect of nn assessor's opininn r•n 
the.indgmcntofthc Court, St!e ~'he Beryl, 
L. R. 9 P. D. 137, 141. 

2 l•' 

449. 
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Trial of issues. 

• 

Qnesti.ms or 
Jaw. 

• 

• 

J.JE1.'TERS PA1.'EN~r FOR INVEN1.'IONS. 

Betcire the.repeal of Lord Cairns' Act(q) and Sh· John Rolt's 

Act,( r) the practice had arisen in the Court of Chancery of 
• 

directing in. patent suits the trial of issues relative to the 
validity of the patent and to the fact of infringement, and, 
though those Acts are now repealed,(s) the jurisdiction which 
they establislied is not. abolished,(t) but is exercised by both 
divisions of the High Court of .Justice.(n) 

• 

The Court has the power to order any issue of fact in a. 
patent a.ction to he tried before an official referee,(•() and to 

• • 

orcler a trial without .a jury of any cause, matter, or issue re-
quiring ml.y prolonged examination· of documents or accounts, 
or any scientific or local examination which cannot, in the 
opinion of the Court or a judge, be tried with a jury:(?/) or at any 
time to order any cause, matter, or issue to be tried by a judge 
with a jury, or by a judge sitting with assessors, or by an 
official referee or a special referee with or without assessors.(:) 

• 

If it appear to the Court or a judge that the issues of far.t 
in dispute in a patent action are not sufficiently defined, the 
parties may be directed to prepare issues, and, if the parties 
differ, such issues will be settled by the Court or a judge ;(a) 
out issues will not be directed unless the Court is satisfied that 
there is a real question to try,(b) and most probably not at all, 
1f the motion is opposed by the plaintiff,( c) or is made after 
the disclosure of the plaintiffs evidence.(cl) 

If it appear to the Court or a judge that there is in any 
cause or matter a question of law which it would he con
venient to have decided before any evillcmce is given or any 
question or issue of fact is tried, or before any 1·eference is 
made to a referee or an arbitrator, the Court. or a judge may 

• 

make an order accordingly, and rnay direct such question of 

(q) 21 & 22 Viet. c. 27. 
,. 25 & 26 Viet. c. 42. 
R 46 & 47 Viet. c. 49· · 
t Sayers 11. Collyer, L. R. 28 Cb, D. 

IOJ, 108. 
(n) 46 & 47 Viet. c. 57, s. 117. 
(x) 36 & 37 Yict. c. 66, s. 57 ;.Saxby 

1'. Glougcster Wngg~n Cu., W. N. I88o, 
p. 28. 

(JJ) S. C. R. 1883, Or,J. :xxxn. r. 5· 
(::) S. C. R. I8lrJ, Orcl. XXXVI. r. 7 n. 

(a) S. C, R. 1883, Qd, XXXIII. !'. I ; 
a eo Seton on Decrees, 4th ed. p. 347, lilr 
the form of issues. 

(b) Davenport v. Phillipps, 5 N. R. 
485. 

(c) Henderson v. 'L'he Hnncorn Soap 
nnd Alknli Co., W. N. 1868, p. 250; 19 
I;. '1'. N. S. 377. 
. (cl) Koskcll v. Whitworth, I, R. 5 CJ.. 
459· 



AC1'TON OF INFRTNGEl\IENT. 

In w to he raised for the opinion of the Court, either by special 
case or in such other manner as the Court or a ,judge may deem 
expedient, and all such further proceedings as the decision of 
such question of Jaw may render unnecessary may thereupoi1 
he stayed.(c) 

• 

451 

And, subject to the provisions of the first seven rules of 'l'rinl of qnrR· 
() •] · f S C 1:> 8 8 tl C · d . lions ollnct by . Her XXXVI. o . . •· I 3, 1e ourt or a ,lll ge may, m any different 

cause or matter, at any t.ime, or from time to time, order that modes. 

different questions of fact arising therein be tried by different 
modes of trial, or that one or more questions of fact be tried 
before the others, and may appoint the places for such trials, 
and in all cases may order that one or more issues of fact be 
tried before any other or others.(() 

The Court of Appeal \Vill not readily interfere with a de
cision of the Court below as to the mode of trial.(t/) 

It is generally highly inconvenient to try the issues in a 
patent action separately or before diflerent tribuuals,(h) but 
sometimes great expense may be saved · to the litigants by 
adopting t!1is course.(i) An order for the trial of tlie iRsue of 
infringement by its~lf, will not be granted, unless the validity 
of the patent is not only admitted, but admitted in unqualified 
terrns.(l.) 

The following are instances in w l1ich 'special issues may be TnstmH'I'R or 

l ' t l b ' l t 1 'lVJ 't ' 11 · l t) t 1 1.\•ia\ ~·f RjWcial c Irec ec to e tnec separa e y : ' wre 1 IS n egec Ja t 1e issur.s. 

specification is ambiguous or vague, the question of sufficiency 
of the specification may be determined separately and without 
evidence ; (l) or wlJCrc several users are alleged as anticipa-
tions of a patent, all the evidence on one alleged user may be 
taken before going into the others.(m) Where, at the trial of · 
an action on n patent which had been repeatedly established, and 
the judge was of opinion that the sufficiency of the specifica-

(e) s. c. n. I Ord. :"XXI\', r. 2, 
(/ S. C. R. Ord. xxxvr. r. 8. 
(y Bovill v. L. R. 3 Ch. 

App. Cas. 417; Brooke v. Wigg, L. R. 
8 Ch. D. 510, 517; Williams 1•. Guest, 
L, H. 10 Uh. App. Cas. 467 ; Huston t•. 
Tobin, L. R. 10 Ch. D. 538; Wharton v. 
Bollin, W. N. 1883, p. 96; Snxby v. 
Gloucester Waggon Co., W. N. 188o, p. 
28. 

(/e) Young 1'. Fernie, 1 De G. ·,1, & 
s. 353· 

(i) See Kurt7.l1. Spence, 5 P. 0. R. 170. 
(1.·) United Telephone <.:o. r. :llottcrs

!Jead, 3 P. 0. n. 213. 
(I) 'l'hc He public of Doli via v. The 

NationBI Bolivian Na\"igation Co., 24 
·W. R. 361. 

(m) Uiclmrdson v, Castrey, 4P. 0. R. 
265. 

• 
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• 

tion, the utility of the invention, and the fact of infringement 
had 'all been proved, he granted an injunction, but ordered an 
issue as to the novelty of the invention to be tried before a 
jury.(n) And where the plaintiff admitted that, if the defendant 
could prove the prior use of a certain article, the patent would 
be void, the defendant was allowed to call evidence of such 
prior use, and the action was dismissed accordingly.(o) 

~otion for Where issues have been ordered to be tried, or questions of 
JUdgmnnt f t b d ' d ' I 1 ' 'ff wltero issues ac to e etormme m any manner, t 1e p amt1 may set 
havo been tried • • • 
or questionq of clown a motion for JUdgment as soon as such Issues or 
fact deter- • 1 b 1 • d If h d 1 mined. questwns mve een c etermme . e l}es not set c own 

• 

such a motion, and give notice thereoi to the other parties 
within ten days after the right so to do has arisen, then, after 
tllC expiration of such ten days, any defendant may set down 
a motion for judgment, and give notice thereof to the other 
parties.(p) .And where issues lmve been ordered to be tried, 
or questions of fact to be determined in any manner, and 
some only of such issues or questions of fact have been tried 
or determined, any party who considers thot the result of such 
trial or determination renders the trial or determination of the 
others of tl1em unnecessary, or renders it desirable that the 
trial or determination thereof should be postponed, may apply 
to the Court or a judge for leave to set down a motion for 
judgment without waiting for such trial or determination. 
And the Court or a judge may, if satisfied of the expediency 
thereof, give such leave upon such terms, if any, as shall appear 
just, and may give any directions which may appear desirable 
as to postponing the trial of the other issues of fact.(q) 

?£otion for· Any party may at any stage of a cause or matter where 
Jnrlgmcnt on . • , f h l d , I l 1. nrlmissions of adnusswns o fact ave Jeen ma e, e1t 1er on the p eac mgs or 
fnct. otherwise, apply to tl1e Court or a judge for such judgment ot· 

• 

order as upon such admissions he may be entitled to, without 
waiting for the determination of any other question bet\veen 
the parties; and the Conrt or a judge may npon snch application 

(n) llovill 11. Goodier, J,, It 2 Eq. I9S· 
(o) lladhnm v. llird, S P. 0. R. 238. 
(p) S.C. R. r883, Ord. xr •. r. 7· 
('l) S. C. It. 1833, OrJ. xr .. r. 8 i 

Ferniu v. Young, L. H. I E. & I.App. Cnq, 
63; l\Inc long-all 11, General Sewage nml 
;\lrmure Co., W. ~. r875, 64; 'I'nngye 
v. Stott, I4 w. n. JS6. 
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ruake such order, or give such judgment, as the Court .or judge 
may think fit.(?') If a plaintiff moves for judgment under this 
power on admissions in the pleadings, he is bound by statements 
made in the defence, and thus where a defendant admitted 
ten, but denied any further infringements, au inquiry as to 
damages was limited to the ten admitted infringements.(s) · 

. . ' 
• • • . . . 

• • 

It is enacted by s. 56 of the Judicature Act of I 8 7 3 that, Rcfcrouce to 

b. R 1 £ C t d t 1 ' 1 ' d official or su ~ect to any u es o our ·, an o sue 1 rxg 1t as ex1ste at special referee. 

the date of the Act to have particular cases submitted to the 
verdict of a jury, any question arising in any cause or matter 
(other than a criminal proceeding by the Crown) before the 
High Court of Justice or before the Court of Appeal, may be 

• 

referred by the Court or by any Divisional Court or judge 
before whom such cause or matter may be pending for inquiry 
and report to any official or special referee, and the report of 
any such referee may be adopted wholly or partially by the 
Court, and may (if so adopted) be enforced as a judgment by 
the Court. . 

This power was exercised by Pearson, J., in Baclisc7w Anilin 
~md Sodct Fabril.: v. Levinstein,(t) who directed certain experi-

• 

ments to be made by a special referee for the purpose of 
advising the Court; by the Court of AJlpeal in llfoore v. 
Bcnnett,(~t) where it was ordered that a special referee should 
make experiments to test the capability of a certain machine 
to cut brushes; and by Kay, J., in EcUson v. Holland(v), where 
it was ordered that certain of the plaintiffs and defendant's 
witnesses should make experiments in the presence of a special 
referee, with a view of asuertaining the sufficiency of the 
complete specification. 

Any party to any cause or matter involving the trial of a 'l'ri:~l atas. 

question or issue of fact, or partly of fact, and partly of law, sizes. 

may, with the leave of the judge or judges to whom, or to 
whose division, the cause or matter is assigned, require the 
question or issue to be tried and determined at the assizes, or 
at sittings to be held in Middlesex or London.(.v) 

(r) S. C. R. 1883, Ord. xxxu. r. 6. 
(s) United 'l'elephoue Co. v. Donohoe, 

L. U. 31 Ch. D. 399· 
(t) L. U. 24 Ch. D. 156. 

(u) I P. 0. R. 129, 133. 
( v) 5 P. 0. U. 459, 479· 
(x) 36 & 37 Viet. c. 66, s. 29. 

• 

. ' . 

• 
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attached, if it has been ordered to be tried at the assizes, the 
judge bus no power, except the interests of justice so require, 
to remit it for trial in London.(¥) 

Consolidation of Actions. 

A.ctionsmny be When a patentee brings several actions on the same patent 
consolidated • d' l f d 1 b I'd t d tl t 

• 
agamst 1fferent c e en ants, t 1ey may e conso 1 a e , so m 
the validity of the patent and any other issues common to all 
the actions, may be tried once for all in one action; (z) and 
actions pending in the same division are now to be consolidated 
in the manner in use before the commencement of the J udica
ture Act, 1873, in the superior Courts of Common Law.( a) 

only nt tho in- Actions can only be consolidated at the instance of the 
s~nwoftl1o b d 
dofcndunts. defendants; (b) and at common law a plaintiff could not be oun 

without his consent by the result of one action, but could after 
· an adverse verdict proceed with any of the others.(c) 

l::icvcrnl Where several actions are brought by different plaintiffs 
:Ji&~~~~tb:lain- against the same defendants the Court will, on the application of 
tt 1h·fi~ ngaiudst the plaintiffs make an order enlarcrinrr the time for takin(l' the e same o- ' o o o 
fondant. next step in several of the actions, and staying proceedings 

'l'imo wlwu n 
consolidation 
order can bo 
mado. 

• 

Procerlurc to 
obtain new 
trial. 

therein, till after one has been tried as a test action.(d) 
It was held at common law that a consolidation could be 

made as soon as the defendants had appeared, and before declara
tion; (c) and where the defendants to several actions, by a 
consolidation order, consented to be bound by the result of one 
action, and the defendant in that action, which was decided 
against him, neglected to appeal, it was held that a defendant to 
one of the other actions had no equity to be allowed to carry the 
case to a superior Court.(/) 

New :J.lrial. 

If, after the trial of a patent action, either party considers 
that he is entitled to a new trial, and desires to obtain one 

(y) Fairburn v. Household, 2 P. 0. H. 
195· 

(.::) Foxwel11!, Webster, 4 De G. J. & 
s. 77· 

(a) S. C. H. 1883, Ortl. xr.rx. J', 8. 
(b) LnHh's Practice, )nl cd. 965; 

Amos v. Vlmdwick, 1,, n. 4 Ch. D. 86g. 

(c) Lush's Practice, 3rd etl, p. 965. 
(rl) Amos t•. Cilarlwick, L. 1!. 4 Cb. 

D. 86g; Bennett t•. I.orJ llm·y, L. 11. 5 
C. 1'. D. 339· 

(e) Lush ·s l'ractice, 3rd cd. p. 965. 
. (f') Tbonul~ t', Winter, 17 L. '1'. :N.:-:. 
148. 

• • • 

• 

• 
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accordingly, the proper procedure is, if the action was tried with. 
a jury, to apply by motion to a Divisional Court of the Queen's 

• 

Bench Division; and, if the action was tried without a jury, 
the procedure is by appeal to the Court of Appeal.(g) 

Where, after the reversal by the Court of Appeal of a judg
ment obtained by fraud, the respondents sought a rehearing of 
the appeal with fresh evit!ence, it was held that the Court had 
no jurisdiction to rehear the appeal, but that the proper course 
was an original action, analogous to a suit under the old practice 
to set aside a decree a:> obtained by fraud.(h) 

Appeal. 
' 

All appeals to the Court of Appeal must be by way of rehear- r .. occdure. 

iug, and must be brought Ly notice of motion in a summary way, 
and no petition, case, or other formal proceeding, other than such 
notice of motion is necessary. The appellant may, by the notice 
of motion, appeal from the whole or any part of any judgment 
or order, and the notice of motion must state whether the whole 
or part only of such judgment or order is complained -of, and in 
the latter case must specify such part.(i) 

It is not, under any circumstances, necessary for a respondent. 
to give notice of motion by way of cross-appeal, but if a reSJ)Oll
dent intends, upon the hearing of the appeal, to contend that the 
decision of the Court below should be yaried, he must, within 
eight days, or such time as may be specified by special order, 
give notice of such intention to any parties who may be affected 
by such contention.(!.;) 

. . 

• 

If, upon the hearing of an appeal, it appears to the Court of !'ower o£ 
· 1 h h d 1 C f A Court. o£ Ap· Appeal that a new tna oug t to be a , t 1e ourt o ppeal peal to order 

has power, if it thinks fit, to order that the verdict and judgment now hilt!, 

shall be set aside, and that a new trial shall be had.(l) 

. ' 

An appellant may be ordered to give security for the cost of security fot• 

th 1 ( ) <1 "f l . . . 'tl . . costs of RI•pcal. e appea ; 1n an 1 sue 1 security ;.s not gtven WI nn a reason-
• • 

(y) L. c. n. ISSJ, Orcl. XXXIX. r. I j 
Huut v. City of London lleal Property 
Co., L. B. 3 Q. B. D. 19; Edison v. 
Shippey, 4 P. 0. R. 473· 

(h) :Flower v. Lloyd, L. U. 6 Ch. D 
297· 

,(i) S. C. ll. rSSJ, Orcl. LVlll. r. r. As 

to service of notice of motion, and time 
within which appeals are nllowed1 see 
S. C. H. r883, OriJ. LVIII. r. 2-19. 

(k) S. C. R. x883, Ord. LVIII, rr. 6 
und 7• 

(l) S. C. R. xSS3, Or.!. l.Vlll, r. 5· 
{Ill) s. c. n. IBSJ, Ord. LVlll, r. 15. 

' ' 
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PA'!'ENT FOR I~"'VENTIONS . 

. able ~tim~. an order will; in the absence of extenuating circum
stances, be made for the immediate dismissal of the appeal.(n) 

If a respondent contends that the appellant ought to be ordered 
to give security for costs, he must apply to the appellant before 
llloving the Court for such order, otherwise he will be liable to 
the costs of the application.(o) 

If a defendant becomes bankrupt, after setting down an 
appeal, the appeal cannot be proceeded with unless he give 
security for costs, or the trustee in bankruptcy is made a party 
to the proceedings,(p) but on giving security for costs in such a 
case, he is entitled to proceed with the appeal.(q) 

Insufficient It has been held not: to be sufficient ground for postponin" an 
ground for '' 
postponing an appeal that the plaintiff was abroad, but desired to attend and 
appeal. . . 

Procedure, 

Laches, 

0 

mstruct lus counsel.(r) 
• 

• 
Intc1'locutory In:fnnctions. 

If the plaintiff iu a patent action desires to obtain an inter
locutory injunction, as is usually the case, restraining the defend
ant from continuing the acts complained of till the trial of the 
action, he should apply to the Court, c.v 'i.Ja1·te, or on notice, 
and in either case withoutdelay.(s) 

Thus, a plaintiff was held to be too late who applied on 
December 2nd for an interim injunction in respect of infringe
ment committed on the 13th and 23rd November.(t) 

On the other hand, where it appeared that the plaintiff had on 
several previous occasions established his patent, and that there 
was a combination of persons against him, interested in resisting 
his claims, and that he waited till he had established his patent 
again against one of the members of this combination before 
proceeding against the other members, his conduct was held to 
be i1o bar to an interlocutory injunction.(1t) 

Again, where the plaintifts, in :February, received notice from 
the solicitors to a company that the company was being formed 

• 

(n) Washburn and :M:oen Manufac
turing Co. v. Patterson, L. R. 29 Ch. 
D. 48. 

(o) Garrard v. E<lge, 7 P. 0. R. 139· 
(p) United 'l'e!P.phone Co. v. Bnssnuo, 

L. H. 31 Ch. D. 630. 

(,·) Walker v. Hydrocarbon Syndicate, 
3 P. 0. R. 253. 

(s) Bacon v. Jones, 4 My. & Cr. 436; 
Baxter v. Uoombe, I Ir. Ch. R. 284; . 
Bridson v. B~necke, I2 Beav. I, 3· 

(t) Greer v. Bristol Tanning Co., 2 
(q) Uuite<l Telephone Co. v. Bnssano, 

L.lt .3I Uh. D. 630. . 
P. 0. R. 268. 

(1t) Bovill v. Smith, W. N. 1867, 240. 
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for the purpose of manufacturing an article which might possibly 
be an infringement of the plaintiffs patent, and inspection was 
offered, the Court held that they were not too late in applying, 
in March, for an interlocutory injunction, the delay being 
sufficiently explained, on the ground that they had been advised 
not to apply for it till the company had raised a substantial 
capital, and had actually commenced to manufacture the infring
ing article.(v) Aud an interim injunction was granted, when the 
plaintiff became aware of the infringement on the 23rd March, 
but spent some time in making inquiries before giving the 
defendant notice to desist on the 8th May, and continued in 
correspondence with him till the bill was filed on the 7th 
July.(x) · 

A plaintiff is not to be held guilty of laches diseu titling him to 
au interim injunction, merely on the ground that the infringement 
was committed under the supposed protection of a patent, of the 
existence of which the plaintiff had knowledge some time before 
the commencement of the action.(y) 

If, however, a plaintiff acquiesce in the infringement of the Aquicsccuca 

defendant, no injunction will be granted on a subsequent inter
locutaryapplication. Thus, an interim injunction was dissolved by 
Cottenham, L.C., where it appeared that the plaintiff, about two 
years before he applied to the Court, was aware that the defen-
dants were at considerable expense in preparing and erecting 
apparatus for the purpose of using the patented invention, and 
never interfered to stop them, but permitted them to go on in 
the expectation that they would pay the royalties required.(z) 
Acquiescence may also disentitle the plaintiff to an account of 
profits altogether,(ct) or partially by limiting the account to 
profits made since the commencement of the action; (b) it may 
also be a ground for granting damages instead of an injunction.(c) 

The conduct of a plaintiil' who knows of the existence of a 

(11) United 'l'clephone Uo. v. Equitable 
1'elephone Association, 5 !>. 0. H. 233. 

(x Losh v. HuguP, 1 W. P. C. 201. 
(y Osmond v. Hirst, 2 P. 0. R. 265, 

267. 
(z) Neilson v. Thompson, I W. P. C. 

275: 285. 
(tt) Crossley v. Beverly, I W. P. C. 

120; Hnrrison v. 'l'aylor, II Jur. N. S. 
408. 

(b) Ford v. Foster, L. H. 7 Ch. App. 
Cas. 611, 627 ; Beartl v. 1'urner, 13 
L. T. N. S. 746. 

(c) Sayers v. Collyer, L. R. 28 Ch, 
D. 10J. 
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J .. ETTERS PA'rEN1' l!'OR INVENTIONS. 
' 

' ' " 
' . · patent of later date than his own. for the same invention, 

· but. takes no steps to get it repealed, does not amount to acqui-
• 

escence, unless the invention is actually put in practice under 
the subsequent patent.(d) 

Pro•·etlm·o Where there is an independent case, on any ground, against 
whom there is • l t · · t' b · t d tl C t 'd rm indopoudont an mter ocu ory lllJUnc 1on emg gran ·e , 1e our cons1 ers 
~~rl~~~t~;;u it better to order the motion to stand over till the trial, if the de-
injunction be- f d t k f ' 't b lth h 1 tl tl t' ing grunted. en an as s OI 1 , ecause, a oug w 1en 1e case on 1e mo 10n 

is the same as the case at the trial, it is better merely to make 
the costs in the motion costs in the action ; yet, where there is 
an independent case against a motion, so that fihe defendant 
may say : "If you succeed at the trial, yet you must have failed 
on the motion by reason of this delay, and therefore you have 
exposed me in any view to unnecessary expense," it is better, 
then, to order the motion to stand to the trial, without prejudice 
to any question.(c) 

Whcn•lcfcwl- If the defendant is from any reason or other estopped from 
rmt is cstol•I•cd. d . l 1' l' c 1 t t • t tl 1 · t'ff (J' d enymg t 1e va 1c 1ty 01 t 18 pa en as agams 1e p am 1 , ) an 

. the fact of infringement is clear, an interlocutory injunction will 

f.'.v JWI'IC appli
cation, 

• 

be granted. · 
Eldon, L.C., laid down the rule that when an injunction is 

applied .for c;lJ Jlct1'lc, on the ground of violation of the rights to an 
invention secured by patent, it is incumbent on the party making 
the application to swear, at the time of making it, as to his 
belief that he is the original inventor ; for although when he 
obtained his patent he might very honestly have sworn as to his 
belief of such being the fact, yet circumstances may have subse
quently intervened, or information been communicated, sufficient 
to convince him that it was not his own original invention, and 
that he was under a mistake when he made his previous de-. 
claration to that effect.(u) · · · · 

It is submitted that in the ·case of a plaintiff having a 
derivative title, the above rule will be satisfied if he swears that, 

(d) Newall v. Wilson, 2 De G . .ill. & 
G. 282. 

(e) Sec rcmurks of Chitty, ,J,, J,istcr 
t'. Norton, I 1'. 0. U. I I6. 

(f) Sec p. 434 aut c. 
(!/) Hill !'. Thompson, I W. l', 

• 

231 ; sec ulso ~turtz t'. De lu Uuc, 5 
Uuss. 322, 329; Gordner v. Broadbent, 
2 Jur. N. S. I04I; Whitton1•. Jennings, 
1 Dr. & Sm. I IO; Mayer ·t•. S1•encc, 1 
J.&H.S7. . 



• 
• • 

• 

• 

ACTION OF INFRINGEMENT. : 

in his belief,· the original patentee was the first and true 
invention. · 

• 

A person applying c.v prtrtc for an injunction must exercise 
perfect good faith, and put tlie Court· in possession· of all the 
facts within his knowledge bearing on the question whether· an 
injunction ought under the circumstances to be granted or not.(k) 

The Court does not commonly grant injunctions on M pa1'tc 
applications, but the usual course is to make an order extending 
over a specified day, liberty being gi'ven to the applicant to serve 
short notice of motion for the day before that on which the order 
expires, and the applicant is required to give an undertaking to 
abide by the order of the Court as to any damages the defendant 

• 

• 

may be put to by reason of the interim order, such other terms 
being imposed upon him as the case may require.(i) 

• • • • 

An interlocutory injunction is granted when the sole question GmuL al!d r ... 

b 1 . . l I'd" f I (7·) d l fus:Ll uf mter. etween t 1e 1mrt1es IS t 1e va 1 1ty o t 1e patent, r.: an t 1ere Iocutui'Y iu· 

is a strong presumption or case in its favour,(!) but it will most junctions. 

probably be refused if there is a real doubt as to the infringe-
ment.(?n) In cases where there is a question as to the infringe-
ment, it depends on the degree of doubt whether or not an 
injunction will be granted, and the Court will consider the 
degree of convenience or inconvenience to the parties caused by 
granting or refusing the injunction.(n) Thus, if the trade of the 
defendants is a new one, and likely to lead to the sale of a large 
number of the alleged infringing articles, is is more convenient, 
and less likely to produce irreparable damage, to stop him by 
injunction from selling, than it would be to allow him to sell 
and merely keep an account, thus forcing the plaintiff to com-
mence a multitude of actions against the purchasers; (o) and 
where there is evidence of long enjoyment, and consequently 
prima facie evidence of title which ought to be respected,(p) the 

(It) Dulglish v. Jarvie, 2 i\lac. & G. 
231 ; Curtis v. Cutts, 3 Jur. 34· 

( i) Daniell's Chancery Practice, 6th 
ed. p. 16II. 

(k) 'Neilson v. Thompson, I W. P. C. 
277; Stevens v. Kenbng, 2 W. 1'. C. 
I79i Electric Tdegmph Co. t•. Nott, I I 
Jur. 157. 

(l) Seep. 4611JOSf. 
(111) Neilson v. 'l'hompson, 1 W. 1'. C. 

277 ; Stevens v. Keating, 2 W. P. C. 

I79; Electric Tclcgt·nph Co. t'. Nutt, 
I I Jur. 157 ; Wood v. Cockel'ill, 2 Coop. 
C. C. 58 ; Plimpton v.lllalcuhnson, L. H. 
20 Eq, 38. . 

(n) Bridson v.l\IcAipine, 8 Benv. 230; 
'l'hompson v. Hughes, 7 1'. 0. R. 7I. 

(o) Plimptou·1J, Spiller, L. H. 4 Ch. D. 
286, 292· . 

(p) Stevens v. Keating, 2 W. 1'. C. 
177, p. 46I ZJOSt. 

• 

• 

• • 

• 
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LETTERS· PATENT FOR INVENTIONS. 
. .. 

,. 

" 

Court· will not consider the injury to the defendant, but will 
protect the plaintiff from the possible consequences of the 
market being flooded with articles manufactured in infringe
ment of his patent, supposing him to be able to sustain it.(q) 
If it appears that an interim injunction would seriously preju
dice the defendant, and not benefit the plaintiff, it will be 

refused.(1·) 
ou "Pvlicu- On an interlocutory application the Court avoids as far as 
tion for iuter- • • 1 · f } ) 1 
Iocutory iu- possible expressing an opm10n on t 1e merits o t 1e case,(s am 
L~u~~~l:-!l~fs does not decide the question of validity unless the patent ap
~~f~iC::i~ff ilio pears on the face of it so irretrievably and hopelessly bad that 
1'
1
nso aud etu- it could not possibly be supported.(t) The Court endeavours to 

< c:wou rs o 
lwcp thiug~ in keep thin rrs in stat1t quo.(n) 
statu quo. o 

• 

'Where a defendant contended that he was working under a 
patent of his own, which he maintained was valid, Cottenham, 
L.C., in refusing an interim injunction said : "It would be rash 
in me if I were to give au opinion, coming to a conclusion con
trary to what is sworn by the most eminent scientific persons in 
this country. If in a question so open to doubt as this I should 
interfere with the defePdant I should be setting up my own 
judgment in opposition to those who, being practically acquainted 
with matters of this description, have deposed that, according to 
all rules and principles, the subject-motter of the defendant's 
patent may be perfectly new and unconnected with anything 
claimed by the plaintiff. I may not be satisfied that these 
ge 1tlemen are right, or that the plaintiffs are wrong, but I am 
satisfied that the case is not one so free from doubt as to justify 
me in interfering."(v) 

Evidence Where the Court is satisfied that what the defendant has 
suflicieut to d • · · f 1 1 · 'ff• • • 1 obtaiu nniuter- one IS a mere mvaswn o t 1e p amt1 s patent 1t w1l brrant an 
~ocut'?ry iu- interim inJ'unct1'on (·1·) JUuctlon. • w 

• 

(q) Davenportv.Jepson,4DeG.F. & 
J. 448; Hamar v. Plane, I4 Yes. I30i 
Stevens v. Keating, 2 W. P. C. 177. 

(1·) Neilson 11. Thompson, I W. P. C. 
27 5, 286; 1\forgnn v. Sen ward, I W. P. C • 
167 ; Thomson v. Hughes, 7 P. 0. R. 
7I. 

(s~ Plimpton v. 1\lalcohnson, L; It 
20 Eq. 38. 

(t) Briggs v. Lurdeur, I P. 0. R. 126; 
-

Shillito v. Larmuth, 2 P. 0. R. I; Plimp. 
ton v. Malcolmson J,, R. 20 Eq. 38, 

(u) Plimpton v. Spiller, L. R. 4 Ch. 
D. 288. 

(v) Electric Telegrnph Co. v. Nott, II 
Jur. 157; 2 Coop. C. C. 41. See also 
l\Iorgan v. Seaward, I \V, P. C. 167 ; 
}funtz v. Vivian, 2 W P. C. 87. 

(x) 'fhorn v. Worthing Skating Rink 
Co., L. R. 6 Ch. D. 415 n. 
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ACTION OF INFRINGEMEN'1'. ' 461 -
' 

To obtain an injunction on an interlocutory application it is 
sufficient to show one clear instance of infringement,(y) or to 
make out a 1n-imd facie case ; (z) and the Court of Appeal is slow 
to interfere with the discretion of a judge of first instance who 
is satisfied as to tl1e existence of a p1·imtt facie case.( a) 

The question of the validity of the patent, thougl1 not decided Qu~s~ion oftbo 
. l 1. , . d l b . vnlld1ty of tl1c 

on an mter ocutory app 1cat10n IS, an oug 1t to e, an Important pntent is im-
'd t' 'tl th c 1 d • • 1 tl }lOI'Inut COil• cons1 era 10n WI 1 e .ourt w 1en etermmmg w 1e 1er or not ~ir!Pmtion. 

to grant an interim injunction.(b) Where the infringement is 
made out, and there is a presumption in favour of the validity 
of the patent arising, e.g., from long previous enjoyment, or from 
the circumstance of the patent having been supported in previous 
litigation,(c) or if the defendant is estopped from denying the 
validity of the patent (d) an interim injunction will be granted. 

The rule was laid down and acted upon previously to the 
Act of I883 that an interim injunction will be refused where 
the patent is recent, and there is a serious question as to its 

validity.( c) 
It may possibly be held on some future occasion that ss. IO 

and I I of the Act of 1883, in virtue of the investigation and 
protection which they afford to the public, have altered this 
rule.(/) 

An important factor which dete1•mines tl1e Court in granting ;presumption 

f , , t l t . , . , h h f h Ill favour of or re usmg an m er ocu ory IllJUnctwn, IS t e strengt o t e the validity of 

t ' ' f £ th I'd'~ f tl t t A th~ patent. presump 1011 m avour o eva 1 luY o 1e pa en . presump-
tion in fa\'our of the validity of the patent may arise from long 
enjoyment, a prior action resulting in a declaration of validity, 
or other circumstances. 'Vhere there has been long enjoyment 
under a patent the presumption in favour of its validity is based 
on the consideration that it was in the power of anybody to have 

(!/) U niteu 'l'clephouc Co, 1', Sharple', 
J,, H. 29 Ch. D. I64, 169. 

(z) Briggs 11, Lardeur, I P. 0. R. 128; 
Rhillito '1'. Larmnth, 2 P. 0. R. I, 3; 
Anderson 11. Patent Uxonitc Co.,. Limited, 
3 1'. 0. R. 279· 

(a) Baker 11, White, I Timeq R. 64. 
(b) Jackson '1-'. Ncctlle, I P. 0. n. 

174· I77· 
(c) Dudgeon 11. Thomsnn, 30 L. T. 

N. S. 244; Bovill 1>. Gooclicr, ~5 J,, ,J, 

Ch. 174; 35 Deav. 427; llovil: v. Smith, 
W. N. I867, 240; Davenport v. Gold
berg, 2 H. & M. 282 ; Davenport 11 • 

• Te~son, 4 De G. F. & J. 448; Newall1,, 
W1lson, 2 Do G. l\I. & G. 282. 

( cl) Sc•e p. 434 ante. 
(e) .Jackson v. Seedle, I P. 0. n. 

I741 177; Lister v. N01•ton, 1 P. 0. R. 
r 14; Caldwell v. Yan Ylissengcn, 9 
Hare, 42-J. 

(j) Jackson L'. Needle, I P. 0. R. If7. 

' ' 
., 
' 
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LETrERS PATEN'l' FOR INVENTIONS . 
. . . . . . . . . ' 

:obtained the -repeal of the patent, by S(ircfaciaR before 1884and 
' , ' . . . . . 

'on petition for revocation since -that date, yet no one has done 
~ .. •- . .. . 

·so.(g) 
• • • • • • • • 

· Where it is established to the satisfaction of the Court that 
• • • • • 

the plaintiff l1as been in long, active,(lt) and uninterrupted (i) 
' . . . 

enjoyment of the patent, an interim injunction '"ill be granted, 
• • • 

notwithstanding th.a~ the validity of the patent may be doubtful; 
for if a party gets his patent and puts his invention in execution, 

' . . . . . 
and has proceded to a s~le, t11at may be cal~ed possession under it, 
however doubtful it may be, whether the patent can be sustained; 

• • • 

and possession under colour of title is ground enough to enjoin 
• 

nnd to continue t~1e injunction till it is proved that it is only 
• 

colour and not rea~ titl~ ;(!.) provided that the enjoyment lws 
been sufficiently long, and the patent is not on the face of it so 

• 

irretrievably and hopelessly bad that it is clear ·it cannot be 
• 

supported.(l) 
Thus, where a patentee had been in possession of l1is 

exclusive privilege for several years, and a defect in the 
• • 

specification was suggested, the Court refused to allow the pri-. . . ' 

vilege to be disturbed until the question of title had been 
• • 

decided; (111) and an injunction has been granted in the face of 
a prior specification, which seemed to be fatal.(n) 

• • 

Not nr.crssnry It is not necessm-y for the plain tift~ on motion for an interim 
to ~tntn thnt · 
the patent lm~ injunction, to state that the patent has never been disputed, nor 
llPVCl' br.rn ' 
dispntr<l. ·is the mere assertion that the patent is invalid sufficient to de-

·-
termine the Court to withhold the injunction.(o) 

The Court will, in the words of Jesse!, M.R., "grant an in
junction before the hearing, where t.he patent is an old one, anrl 
the patentee has been in long and undisturbed e11joyment of it 
or where its validity has been established elsewhere, and the 

(!/) Davenport 1', .Jepson, 4 De G. F. & 
.1. 440; Cnldwcll 1•. Van Vlissengcn, 
linn·, 4I5, 424; Electric 'l'clel,'l'nph Co. 
1', Not!, 2 Uoup. Ch. Cns. 4Ij 46 &47 Viet. 
c. 57, s. 26. 

(It) J), 463. 
(i) bid. 
(/•) See ,judgment of Eldon, L.C., 

Universities of Oxford and Cnmb1idgo 
1', Hiclmrtlson, 6 Ves. 706; Dndgeon 

1', '!'hom son, 30 L. T. N. S. 244; 
llr.tts 1·. 1\Icnzies, 3 .J ur. N. S. 357, 
358; Gnrdner1•. llrondbcnt, 2 .Tur. N.H. 
I041. 

(/) p. 463 ; Briggs 1•. I.nrdeur, I 1'. 
0. ll. I26; ::ihillito v. I.nrmnth, 2 1'. 0. 
H. I. 

(m) :Muntz v. Fo~ter, 2W.l'. C. 93. 95· 
(11) J,osh ?',Hague, I W. P. C. 201. 
(o) Rend 1'. Andrew, 2 P. 0. R. 119, 

122. 



• ACTION OF INFRTNGEMEN'i'.' . . • 

• 

Court sees rio reason to doubt the propriety of the · result,· or 
where the conduct of the. defendant is such as' to enable' the 
Court to say that, as against himself, there is no· reason to doubt 
the validity of the patent."(p) · · · · : · ·. 

If the plaintiff relies on long enjoymetit as entitling· him to If plniutiff rc-
. • , . ltcs ou long 

n presumption in favour of the validity of his ·patent on an enjoymcut, ho 
. . . . . . . . b I . · must show 

application for an mter1m InJUnctiOn, It IS meum ent on nm to tlmt ho hns 

h h II d h . . Th . nctunlly mml 
show t at he as actua y use t e mventwn. us, an m- u, ... iJII'entio~>, 
junction was refused where the plaintiff was only able to pro-
duce evidence of actual user at a recent period, notwithstanding 
that the patent was ten years old.(q) 

It is also incumbent on the plaintiff to show that his enjoy- ~ud his t-n-
. • JOymcnt lw~ 

ment of the monopoly has been an umnterrupted one; (7') and been unin!tw-
. I b h ld I h th · · · f h rnpte<l. It 1as een e t mt w ere e mventwn 1s o sue a nature 
that it cannot be exercised without the licence of a prior 
patentee, the plaintiff's undisturbed enjoyment only commences 
from the expiration of the prior patent, and where this amounts 
to only one year the injunction must be refused.(s) 

In regard to the length of uninterrupted and active enjoy- r.ougth of n11-

f I I I • l d h. l .1 iutcrruptP•l ment o t 1e monopo y c a1mec un er a patent w 1c 1 Wl l nctive euh·· 
bl. h I · f f tl I'd' f h . mcnt whir·h esta 1s a monopo y m a Your o 1e va 1 1t.y o t e patent, 011t.itles plfiin-

and also entitle a plaintiff to an interim injunction, thirteen,(t) ~~~~~~:~t;,~·: 
twelve,(1t) eleven,(v) ten,(.v) nine,(y) eight,(z) se\'en,(a) and six (b) jnnrtioi,. 

years have, on different occasions, been held to be sufficient. 
Three years was held sufficient under circumstances from 

which it appeared that, previously to the grant of the patent, 

(p) Dudgeon 1'· Thomson, 30 I,. T. 
N. S. 244 ; S. C. 22 W. H. 464; see nlso 
Hillr. Thompson, 3 l\Ier. 622; S.C. I 
W. P. C. 229, 231 ; Universities of' 
Oxford nud Cambridge ·n. Richardson, 6 
Yes. 689,707; Stevens r.Keating, 2 W. 
1'. U. I77; Hamar t.l'lane, I4 Ves. IJO; 
Dickford 1'. Skewes, I ,V.l'. C. 2II 1 213; 
Electric 'l'ele~mph Co. 1•. Nott, 2 Coop. 
Ch. CaR. 4I ; Wilson 1'. 'l'imlnl, I W.l'.lJ. 
730 ; Renar<l 1•. I,evinstein, IO L. '1'. 
N. ~. 94; Da1•enport v. Jepson, 4 De H. 
~'. & J. 440. 

('J) l'limpton 1:. 1\Jalcohnson, L. H. 20 
Eq. 38. 

(1') Uollurd v. Allison. 4 ;\Iv. & Gr. 
487 ; Curtis v. Cntts, 8 J,. J. N. S. Ch. 
184 ; 2 Coop. C. C. 6o; H il11>. Thomp
son, 3 1\Ier. 622. 

(s) Hugh 1'. lllngill, W. N. 1877, 
62. 

(I) Humnr 1·. !'lane, I 4 Y cs. · r 30 ; 
Head n. And:·cw, 2 P. 0. H. II9; 
Ste1·cns 11. Keating, 2 \\'. 1'. C. I76. 

(n) Neilson 1', 'l'hompson, ~ W. 1'. C. 
279· 

(11) Wilson r. Tindal, I W. P. C. 730. 
(X} Shillito 1.', Larmuth, 2 1'. 0. I!. I. 
(y) DavenJIOrt 11, Richard, 3 L. 'f. N. S. 

503-
(z) Betts v. ;\fcnzies, 3 Jm·. N. S. 

357 ; L. ~!. 3 Eq. 312. 
(a) Stevens v. Ke-'lting, 2 W. P. C. 

I76; Osmond v. Hirst, 2 1'. 0. R. 265. 
(b) Rothwell 11. King, 3 P. 0. R 

379; Bickford 11. SkewP.s, 1 W. 1'. C. 
2I 1, 213; Renard n, I,evinstein, 10 
J,, '1'. N. S. 94· . 

• 

• 
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. ' many inventors had been endeavouring to obtain the result 
achieved by the paten'tee, who lmd since the grant sold, at con
siderable profits, numerous articles manufactured according to 
the invention without his monopoly being previously ques
tioned; (c) though wl1ere the plaintiff's 1)atent was three years 
old, but the works enabling him to carry on operations under 
it were not completed till one year before Bill filed, tl1e injunc
tion was refused.(d) 

Where a patent was only two years old at the commencement 
of an action an interim injunction was obtained, but after
wards it was dissolved by the I.ord Justices on appeal, Knight 
Bruce, L.J., saying, in reference to tl1e recent date of the letters 
patent: " There cannot lmve been any considerable length of 
enjoyment under them, and the defendant, in such a case, at 
least is entitled, I apprehend, to the benefit of nny r,'!asonable 

doubt and reasonable difficulty wl1ich he cnn ~how to exist as 
to the sufficiency and validity of the specification."(c) 

Again, where a patent wns a recent one and the only question 
as to its validity was one founded on an objection to the suffi
ciency of the specification, and it was proved that a competent 
workman, with no otlwr assistance than the specification, could 
work the bvention, an interlocutory injunction was refused.(/) 

WlwroYnliclity Where the validity of the patent has been established on 
of tlw pnt~nt • • I I • • 1 l f d 1 
hnR brcn pre- previOus occasH.ns, t wug 1 It IS open to t 1e c e en ant at t 1e 
viou~ly cstnb- t ' l t d' t 't tl C t '11 ' t 1 t I' t' lishccl tho rm o Ispu e I , 1e our WI , on an m er ocu ory app wa JOn, 
Court on i 't l'd't ffi ' 1 bl' 1 1 b I · nppli~Jition for regarc I s va I I y as su ment y esta IS leL y t 1e previous 
~~~~~j~:~~;J;,n, proceedings a3 to warrant the grant of an interim injunction,(!/) 
rcgnrcls tlu; P11• if the infrinaement is clear (lt) or there is a p1'imctfiacic case of 
!Put ns Ynlul. o ' 

infringement,( i) and this notwithstanding that the defendant 
disputes the validity of the patent on a ground not raised in any 
of the previous proceedings.(J) 

(c) Wheatstone 1'- 'Vi! de, Griff. P. C. 
247-

(d) Hill ?J. Thompson, 1 W. 1'. C. 
232 ; 3 Mer. 622 ; see also Plimpton v. 
l\lalcolmson, L. TI. 20 Eq. 37· 

(e) Renard v. I,evinstein, 10 r •. 'I'. 
N. S. 177. 

(f) Co!PS v. Dnyli~. 3 r. 0. R. 178. 
(g) Dudgeon 1J. 'l'homson, 30 L. T. 

N. S. 244; Dm·euport 1'. J~psm., 4 Do 
G, 1•'. &.J. 440; Dnv~nport 1', Uuhlhcr!l', 

2 H. & l\[, 282; N'ewnJI?,, Wilson, 2 D.1 
0. l\L & G. 282 ; Rovil11·. Smith, W. N. 
1867, p. 240; Bovill 1', Goodier, L. R 2 
Eq. 200. 

(Tt) IIn~ wnrd 1.1, Tho Pnvement Hght 
Co., 1 P. 0. It 207. 

(i) Thorn ?J. Wortlling Skating Rink 
Co., L. n. 6 Ch. D. 415 11. 

( j) Newall v. Wilwu, 2 De G. l\L & 
G. 282. 
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The fact that a plaintiff bas succeeded in obtaining an inter- Sufficient 

d. t f S t h C t t • • • • f • • Jlrlmrl/acle IC o a co c our res rammg a priOr m rmgement m Scot~ ovidonco of 

Innd, is sufficient p1·irna facie evidence of the validity of tlte vnlidity. 

patent to justify the grant of an interim injunction against a 
subsequent infringement in England.(/.:) 

• 

Where a patent bad been the subject of an arbitration at tho 
request of parties to a former action, and the arbitrator had 
given his award in favour of its validity, the Court, in a subso
q~"tent action of infringement against the same defendant, 
considered the patent sufficiently established by the arbitrator's 
award, and granted an interlocutory injunction.(/) 

An interim injunction will be granted in a subsequent action, 
where it is shown by the plaintiff that lw has established 
his patent on a former occasion, though against a different 
defendant; but the subsequent drfendant will at the trial be in 

• 

no way bound by the previous decision, and mny contest the 
patent anew on the same or different evidence, and he cannot 
be compelled to do so by presentiug a petition for its revoca
tion.(m) It is submitted that in such a case tl1e Court will 
consider itself bound as to the interpretation of the specification 
by tl10 construction 1mt upon it by a Court of equal or superior 
jurisdiction.(n) 

• 

Although the Court has the power to grant an interlocutory rmct_icc ?n 
. ' • • 1' 'l ( ) 't . tl ' • bl t' t grantmg Ill· lllJUllCtiOll SWlp 'WI 1'1', 0 I lS le lll\'Urin e prac ICC llO to tcr·locntory in· 

do so, but to bind the plaintiff in an umlertaldng to indemnify junctions. 

the defendant, if it should ultimately tmn out that the patent is 
lrad and that the injunction ought, therefor~?, not to have been 

• 

granted; (2J) and the nndertaldng is equally required where the 
patent has been established on former occasions, ns where there 
l1as been no previous contest.(q) 

(k) Dt:tlgeon v. Thomson, 30 L. 'r. 
N. S. 244; Stc1·ens t•. Keating, I9 L .• J. 
N. R. Ex. 57; 2 W. P. C. I76, I7]. 

(l) I,ister v. Eastwood, 26 L. '1'. 4· 
(111) 13ovill v. Goodier (2), L. It 2 Eq. 

195; RttRscll v. Darnslcy, I ,V. 1'. C. 
472; 2 Coop. Ch. Cas. 5S; but ~ee Da
venport''· Goldberg, 2 H. & 1\f, 286. 

(11) E<lison1:. Holland, 6 P. 0. H. 243, 
249, 276; Slnzcnger 1>. Felthnm, 6 P. (), 
ll. I 30. 

(o) Bacon ·1,, Jones, 4 l\I. & C. 436; 

Wilson v. Tindal, I W, P. C. 730; 
Dickford v. Skewes, I W. P. C. 2I4; 
Tuck v. Silrcr·, John. 218. 

(p) Chnppell tJ. Davidson, 8 D. ;It & 
G. I; Tuck v. Silv6r, John. 218; Wake· 
field v. Duke of Buccleuch, I 1 J ur. N. S. 
523 ; Gmhnm v. Cnmpbnll, J, H. 7 Ch. 
D. 490; -:\Iuntz v. Grenfell, 2 W. 1'. C. 
91 ; 2 Coop. Ch. Cns. 59· 

(q} United Telephone Co. 11, Tnsknr, 
5 1'. 0, H. 628, 633; Bovill v. Smith, 
\\'. N. 1867, 240. 

2 G 

• 
• • 
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Prnclict! on re. 
fusnl of inter
locutory in
junctions. 

LE'ITERS PATENT FOR INVENTIONS. 

Unexplained and unreasonable delay in making an application 
to enforce the undertaking to be answerable in damages will be 
sufficient ground for refusing it; (t) but the undertaking is not 
put an end to by the discontinuance,(1t) or dismissal,(v) of the 
action. 

• 

The undertaking can be enforced when the injunction has 
been wt·ongly gtanted owing to a mistake of law by the judge;(x) 
and it may be entered into by,(y) and enforced against, a married 
woman.(z) 

When an interim injunction is refused, either on the ground 
that the infringement is doubtful, or on the ground of delay,(a) 
the usual course is to order the defendant to keep an ac
count.(b) 

Forms of or!l~r This order for an account may be made in different forms, as 
for nccount. 

Defendant un
able to be 
answerable in 
!lnmnges. 

the circumstances of the case may require.(c) 
In Neilson v. Tlt01npson, the account was for the future as well 

as from the commencement of the infringement.(cl) But in 
Vidi v. Smith (c) the Court held that a retrospective account 
should not be granted till final judgment. This is the most 
general form in which the order is made ;(f) though in Plimpton 
v. !llalcolmson,(g) and R11ssell v. Ootdy,(h) the account was of 
'' all moneys received or to be received" by the sale of the 
patented articles, and in Bca.nlscll v. Sclt1mnn,('i) the account 

• 

was of the articles only.(/~) 
If it be shown that the defendant is unable to be answerable 

in damages 
ground.(l) 

an injunction will probably be granted on that 

(I) E~:1mrte Haii,L. R. 23 Ch. D. 644. 
(u) Newcomcn v. Coulson, L. R. 7 Ch. 

D. 764. 
(v) Newby v. Harrison, 3 Do G. F. & 

• T. 287 ; Graham v. Camp\Jell, L. n. 7 
Ch. D. 490. 

(a:) Griffitl1 v. Blake, L. R. 27 Vh. D. 
474; Hunt 11, Hunt, 54 L. J. Ch. 289; 
Uothwell 1•. King, 4 P. 0. R. 76. 

(y) Re l'rynne, W. N. I885, p. I44· 
(z) Hunt v. Hunt, 54 L. J. Ch. 289. 
(a) Bovill v. Crate, L. R. I Eq. 388; 

Neil•on v. 'l'ilompson, I W. P. U. 286; 
I.ister 1•. Norton, I P. 0. It I J4. 

(b) lbitl.; Bacon 11. Jones, 41\1y. & 
Cr. 436; Jackson v. Needle, I 1'. 0. R. 
I76; Hill t•. Thompson, I W. 1'. C. 232; 

3 lifer. 662; l\[orgnn 1•. Seaward, I W. 
P. C. I6g. 

(c) For common form of or!lcr sec 
Seton, 4th cd. p. 344· 

(tl) I W. P. C. 286 • 
e ~ 3 E. & B. g6g. 
j) Sec Plimpton v.Spillcr, L.R.4Ch. 

D. ~86. 
(fl Seton, 4th ell. p. 344· 
(/t I \V, 1'. 0. 458. 
(i) Seton, 3r<l cd. p. gio. 
(k) Sec also Hill v. Thompson, 3 l\Ier. 

626; Jackson v. Nce<ll~, I P. 0. H. 
I76. 

(l) Newall v. Wilson, 2 De G. :II. & G. 
282; Plimpton"· Sjlillcr, L. R. 4· Ch. D. 
286 . 
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ACTION O.F INFRINGEMENT, 
• 

Though laches may disentitle a plaintiff to an interlocutory Lnchos. 

injunction,(n~) yet delay to enforce a legal right does not prevent 
a person from bringing an action, provided it does not cause a 
statutory bar,(n) and consequently dolay or acquiescence which 
would prevent the plaintiff from succeeding on an interlocutory 
application may be no bar to his right to a perpetual injunction 
at the trial,(o) and to damages or an account.(JJ) 

• 
Perpetual In:functions. 

467 

If at the trial of au action the plaintiff succeeds in con- Perpetual in· 
. , . . junction. 

clus1vely(q) provmg that the defendant has mfrmged, and the 
validity of the patent is established, one of the remedies to which 
he is usually entitled is 11 perpetual injunction restraining the 
defendant from repeating the acts complained of during the con
tinuance of the monopoly. And where the defendant is desirous 
and willing to consent to a perpetual injunction without bring· 
ing the action to a trial, it may be obtained, by the consent of 
both parties, on the hearing of the motiou,(1·) or by summons in 
chambers.(s) .A defendant is entitled to withdraw his consent to 
a perpetual injunction, if it was given under mistake or sur
prise.(t) 

.Acquiescence on the part of the plaintiff may induce the 
Court to refuse an injunction but to grant damages.(1t) 

Generally speaking, the Court will not grant an injunction if Not ~en~rnlly 
• granted 1f the 

the patent has expired before the commencement or durmg the patent has ex-
• • pircd bofom 

course of an act10n ;('1!) but where 1t appeared that the patent tho commence-
. . d I ] l f . . II mont or during would expire m a few days, an t 1at t 1e c e endant had puatwa y tho course of 

manufactured a large stock of the patented article ready to tho action. 

throw on the market as soon as the monopoly was at an end, 

(m) p. 456 ante. 
(11) Three Towers Banking Co. 1•, 

1\lnddcver, J,. R. 27 Uh. D. 523; Wood 
1·. Lambert, 3 P. 0. H. 84. 

(o) .l!'nllwood v. Fullwood, L. H. 9 Ch. 
D. I76; Johnson v. W,>:aft, 2 De G. J. 
& S. IS, 25; Proctor v. llermis, J,. R. 36 
Ch. D. 740; Bacon v. Spottiswoode, 1 
Deav. ::182. 

p) Dnvillr. CrntP, J,. H. I Eq. 388. 
q) 1lil11•.l~vans, 4 Do G. F. & ,J. 288. 

(1•) ::1Iorrell11. Pearson, 12 Deav. 284. 
(s) 46 & 47 Viet, c. 57. s. 30 ; J nuic. 

Act, 1873, s. 39 ; Frenrson v. J.oe, 26 
\\'. n. 1.)8. 

(t) ElsaR 11, Williams, 1 Times Hop. 
144. 

( 11) Sayers v. Collyer, J,. R. 28 Ch. D. 
I OJ. 

(v) Betts v. Gallais, L. R. 10 Eq. 
392; Davenport v. Rylnnds, L. H. I Eq. 
302; 35 L •• T. Ch. 204; 1'1icc's }>a tout 
Candlu Co. v. llnuwcn's Patent Camllo 
Co., 4 K. & J. 727 ; Smith v. L. & S. W. 
It Co., :\!ncr. P. 0. 209; 23 J,, .T. Ch, 
562. 
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LETTERS PATENT FOR INVENTIONS . 

Lyndhurst, L.C., granted an injunction to restrain the sale of 
such articles both before and after the term limited by the 

· grant of the patent.(x) 
Injunction Although no actionable infringement has been committed, and 
granted whoro • • 
thoro is no consequently there could be no claim to damages, yet If there 
nctunl infringe- • 'd • t • th t f th ] f d t t ' f ' . moot but nn Is an evi ent m entwn on e par o e c e en an o m rmge, 
ti~~!:oo to in- the Court will grant an injunction.(y) Thus, where it appeared 

that the defendants had opposed the plaintiff's application for a 
patent and had infringed it during the interval between the 
filing and acceptance of the specification, and also subsequently, 
the Court, though there was no actionable infringement, 
granted its injunction, on the ground that there was an evident 
intention to infringe.(z) 

Consequences As a rule, the breach of an injunction of the Comt is a con-
or breach or fin 1 . h d h .1 f . 1. bl . 
injunction. tempt, w nc ren ers t e party gm ty o It Ia e to committal, 

and it is no answer for a defendant to say that he did not intend 
to commit the contempt, for if he has actually infringed after 
injunction he has committed a contempt.(ct) 

~h:cnch.or fiu There may be cases in which a breach of an injunction of 
lllJUUchon mny • • • • • 
!Je n duty. the Court IS not only JUStifiable but a positive duty. Thus, 

• 

James, L.J., in reference to a case in which the majority of the 
Court of Appeal confirmed an injunction restraining the master 
of a ship from u:;ing cei·tain patented pumps, with which the 
sl1ip was exclusively fitted, said: "In the absence of the owners 
it appears to me that the Court could not make a mandatory 
injunction as to the equipment of the ship. And, that being so, 
I cannot concur in granting an injunction to restrain the master 
from doing what it appears to me to be his plain duty to do. 
Whatever appliances there may happen to he on board, however 
they came there, pumps, anchors, fire extinguishers, stolen or 
not stolen, pimtod or not pirated, it is his bounden duty to use 
them according to the exigencies of navigation for the safety of 
ship, cargo, and life. To the master when out at sea (injunction 
or no injunction), sahts 1l{tz:is C8t snprcma lc.•J. And for myself, 

(x) C:rosslcy 11. Beverley, 3 Cfir. & P. 
513; I Russ. & :\1. z66 u. ; I W. P. C. 
Io6. 

(y) Frenrsonv. J.oc, L. R. 9 Ch. D. 48; 
Dowling 1'. P.illington, 7 P. 0. R 191. 

• 

(.::) Dowling 11. Billington, 7 1'. O. n. 
191. 

(a) Plimpton v. Spiller, L. R. 4 Ch. 
D. 288; Thomson 1•. l\Ioore, 6 1'. o. R. 
426, 445· 
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• ACTION OF INFi.UNGEl\IENT . 
• 

I believe that a master would be practically as safe in disobey
ing an injunction under a pressing en1ergency as he would be 
in shooting a mutineer. And in my opinion, if a single life was 
lost through the master's neglect to use such appliances, the 
injunction would be no defence to an indictment for man-
slaughter."(b) · 

It is doubtful whether on a motion for sequestration against 
a company and committal against the directors for breach of a 
perpetual injunction, the Court has power to order an account 
of profits or the delivery up of the infringing articles.(c) 

It is a complete answer to a motion for committal for breach Au~_wcr to 

f 1 . . . . . . f . t f motions for o a perpetua lllJUnctwn restrnmmg m rmgemen s o a patent committnl fur 

t h I t . I . . t' I t I . d d breach of o s ow t 1a smce t 1e IDJUnc 1011 t w paten 1as expire , an injunction. 

that the acts complained of were done subsequently to such 
expiration.(d) 

·where on a motion to commit for breach of an injunction 
restraining infringements it appeared that the article complained 
of was different from that in respect of which the injunction 
was originally granted, the Court, being of opinion that the new 
article was also an infringement, but not deciding the question, 
did not make an order for committal, but upon the plaintiff 
giving an undertaking as to damages, granted an injunction 
restraining the manufacture of the new article until further 
order, and this course was subsequently approved of by the 
Court of Appeal.( c) 

It is not a contempt of Court to publish, after a judgment Instances of 
. d d . k' f 'd f I no contempt. has been obtame , a vert1sements as mg or ev1 ence o t 1e 

anticipation and publication of the subject-matter of the 
patent,(!) or for subscriptions towards the expenses of an 
appeal.(u) 

Solicitor and client costs may, on a motion to commit for 
breach of an injunction, be given to a successful plaintiff,(h) but 
not to a successful respondent.( i) 

Where it appeared that the acts complained of had not been 

(b) Adair v. Young, L. n. 12 Ch. D. 
21. 

(c) Spencer v. The Ancoats Vale Hub· 
ber Co., 6 P. 0. H. 67. 

(d) Dawv.Ely,L.R.3Eq.497 
• 

(e)l'limpton v. Spiller, L. R. 4 Ch. D. 
286. 

(f) Plating Co. v. lfmquharson, L. U. 
17 Ch. D.49. 

(y) Ibid. (lt) lbitl. (i) lbitl. 
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LETTERS PATENT FOR INVENTIONS. 

done vexatiously, but in the probable belief an erroneous one
that the defendants were entitled to do what they did, solicitor 
and client costs were refused, but costs on the higher scale were 
given.(lc) 

Evidence. 

By the .Act of 1852,{l) the evidence of both the plaintitl' 
and the defendant was strictly confined to the particulars 
which had been given, and, therefore, if at the trial either party 
wished to give evidence not within them, the proper course 
was to apply at once for leave to amend, on the ground 
that fresh evidence had come to light since they were de
livered.(?/~) 

The Act of 1883 has somewhat enlarged the opportunities 
open to litigants of giving evidence at the trial by enacting 
that at the hearing no evidence shall, c,tccpt by the leave of tltc 
Cowrt or ttjwlgc, be admitted in proof of any alleged infringement 
or objection of which particulars have not been delivered; (n) 
but it is not safe to rely on the Court granting the necessary 
leave, and consequently, if a party desire to go outside his 
particulars on the ground that the evidence was discovered 
since they were delivered, he should still apply for leave to 
amend, which will, however, not be granted unless he makes 
out a sufficient case.(o) 

When particulars have been delivered, and not objected to, 
such evidence may be given under them as their words are 
sufficiently wide to include; (p) and, however general they may 
be, if the evidence tendered is within their literal meaning, it 
will be admitted.(q) 

Thus evidence of user in Cheshire was admitted under an 
objection which alleged that the invention had been publicly 
used in "corn mills;" (1·) and where the particulars alleged 

(k) Spencer v. 'l'ho Anconta Vale 
Rubber Co., 6 P. 0. R. 46, 68. 

(Z) S. 41. 
(m) Daw t!, Eley, L. R. I Eq. 38. 

• (11) s. 29 (4)· 
(o) lllosM ·v. i\Inlings, L. R. 33 Oh. D. 

603; Renard 11. IJovinstein, 13 W. R. 
229 j II L. '1'. N. l:l. sos. 

(21) Neilson v. Harford, I W. P. C. 
332, 370. 

(q) Hull v. llrJilnrd, 1 H. & N. 134; 
Curtis 11. l'latt, 35 L. J. N. S. Ch. 8521 
868 ; Sugg v. Silber, IJ. H. 2 Q. B. D . 
495 ; Sykes ·v. Howarth, L. R. 12 Ch. 
D. 826; 48 L .• J. N.H. Oh. 769. Sec 
a!Ho Adaii v. Young, W. N. 1879, p. S. 

(1·) Hull v. llollnrll, 1 H. & 'X. 134· 



.ACriON OF INFRINGEl\IEN1'. 
• 

infringement by manufacture and sale at divers times between 
specified dates and two specified instances of sale, evidence of 
a third sale was allowed, the defendant having, by his interro
gatories, admitted such a sale.(s) 

When, however, an order for amendment of the particulars Evitlenco 

471 

f b. t' h d b 1' d ' h 'd f ··' undurpur-0 o ~ec lOll a not een comp 1e Wit , ev1 ence o an antw1- ticulars for 

t . 'fi . . d I d d tho nmondmcut pa mg spem cat10n not g1ven un er t 1e or er was not a - of which nu 
'tt d ( ) order bns ml e . t been obtained. 

A patentee who has assigned the whole of his interest is a Pntoute.e wl10 

t . f I . . . I hns nss•gncd compe ent Witness or t 1e assignee m any actiOn w may his interest 

b · f 1 · f · ) I l is n competent nng or t w m rmgement of the patent.(n f t w patentee witiwss. 

has covenanted with the assignee iu respect of the validity of the 
patent, he may have an interest in the event of a subsequent 
action in which the question of validity is raised, but his 
evidence would not be excluded, although his interest would 
be a matter to be taken into consideration as affecting his 
credit.(v) 

A licensee is also a competent witness for the plaintiff Licensee is 
. • , a compctcut 
m a patent actwn,(.v) though he may be an mterested witnuss, 

one.(y) 
If the licence empowers him to use the invention in considera

tion of a periodical payment or a payment in proportion to the 
extent of his user, he cannot have an interest in supporting the 
patent (unless the payments are merely nominal or not a full 
consideration for the privilege granted), but he may be interested 
in its destruction. If the licensee has paid a gross sum for an 
irrevocable licence, or has ojtained it for any other considera
tion, he may have an interest in supporting the patent, for if the 
invention be thrown open to the public he cannot obtain any 

benefit from the licence. 
If, however the action be brought for the benefit of the but not "hun 

. ' f . I d. tho nctiou is 
hcensee who has an exclusive licence or some partwu ar 1s- brought for 

. . f I l . t'ff benefit of un tnct, he would not be a competent Witness or t te p am 1 , e.xclush·o 

1 . h . d' d · 1' hccuscc. Jecause he would be a person " m w ose unme Ia te an me !-

vidual behalf" the action was brougbt.(z) 

(B) Sykes v. Howarth, L. H. 12 Uh. D. 826; 4 L. J. ~. S. Ch. 769. 
(t) LiHt~r v. Lcnthcr, 3 Jur. N. S. 811. 
(u) Seo p. 130 ante; llloxam v. EIHcc, 1 C. & P. 563. 
(v) 6 & 7 Viet. c. 85, s. 1. (x) !hid. (y) Ibid. (z) Ibid. 



472 Ll~'efERS P.A'l'ENT FOR INVENTIONS. 

l'rouf of tho If t.he grant of the patent be denied, it must be proved by the 
gmnt of letters production of the letters patent themselves or a copy thereof patcut. 

certified by the Comptroller and sealed with the seal of the 

,J udgmcnt 
wlw11 du
feudaut docs 
nut a 1 'lHmr. 

Plaintiff must 
)li'O\"O tho 
s u !Jj cct.mattc r 
of the patcut. 

' 

Prouf uf in. 
friugcmcut. 

Patent Ofl'ice,(a) and no further proof is necessary. 
The letters patent are only proof of the purport of the grant 

which they contain, the effect or operation of the grant being 
quite a diflcreut question. Although letters patent purport to 
grant a sole privilege to the patentee, it may be that the patent 
is for some reason illegal or voiu, and, if so, the patent is of no 
force, and the grant it purports to make has no operation, and 
cons~quently it is strictly correct to say that the Queen did not 
make such a grant as the plaintiff alleges, for a void graut is 
the same as no grant at all.(b) The letters patent merely prove 
the purport of the grant, and upon any dispute respecting the 
invention the specification must be read and considered as 
incorporateu with the patent.(c) 

'Where a defendant puts in a defence, but does not appear at 
the trial, the plaintiff is not entitled to judgment without proof 
of his case; he must show that the specification is good on the 
face of it, and prove the infringement.(d) 

It is incumbent on the plaintiff to prove what the invention 
really is for whieh the patent was granted. The proper way to 
do this is to put in the specification, and neither the patentee nor 
any other witness can be called to prove what the real invention 
is, the question being one which can only be answered from 
a critical examination of the specification,(c) and evidence of the 
patentee cannot be tendered to show what eflect was intended 
by the specification.(/) 

In order to substantiate the allegation of infringement, the 
plaintifl' must prove that the defendant has used the art which 
forms the subject.-matter of the patent, or that he has violated 
the patent privilege in the mauner alleged in the statement of 
claim. .And iu order t.') make out his case, it is not 

(a 46 & 47 Viet. c. 57, P, Sg. 
(b Hirulmarch, p. 440. 
(c) II nrn blower t', Boulton, 8 'f. H. 

102; Dav. 1'. C. 221; Crossley t', BeYcrlcy, 
9 B. & C. 63. 

(tl) l'crori t'· Jl udsun, 1 1'. 0. H. 
261. 

(c) Bndiscbe Anilin und Soda .l!'ahrik 
v. Levinstcin, L. n. 12 App. Cas. 717; 
llinks v. ratcnt Snl'oty Lighting Co., 
I;, H. 4 Ch. D. 618. 

(f') Kaye v. Chubb, 4 P. U. H. 289, 
298. 

• 
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necessary that the plaintiff should prove that the defendant has 
used the whole of the art or invention comprised in the patent; 
it is sufficient to show that he has tlsed any essential part of 
it.(g) 

• 

An injunction may be obtained though there is no actionable 
infringement, if there is an intention to infringe.(/t.) · 

1'here are many cases in which it is impossible to ascertain 
what it is the defendant has done. Under such circumstances 
the proper course is for the plaintiff to make out a zn·inu~ facie 
case, and if the plaintiff makes out a p1·ima facie case which the 
defendant does not venture to answer, the Court will conclude 
that the alleged wrongful acts have been done in the manner 
which the plaintiff or his wit.uesses believe.(i) TlJC defendant 
may, however, give evidence to show that what he has done 
does not amount to a user of the art protected by the patent. 
Thus he may prove that the articles complained of are substanti
ally different to those described in the specification, or that they 
were manufactured according to a process different to that 
claimed by the patentee, and this will be a complete answer to 
the charge of infringement.(!.:) 

If the patent is for a process only and does not include the 
lJlanufactured article, the onus is on the plaintiff to show that the 
article alleged to have been manufactured in infringement has, in 
fact, been so made.(l) And similarly, if the patent is for the 
manufacture of any particular machine, the sale of an article 
made by the machine would be no proof of infringement. 

If the plaintiff proves that the defendant has without 
authority ('m) sold a patented article he makes out a prima facie 
case of infringement, and throws the onus on the defendant of· 
showing either that he was a lice11see of the plaintiff, or that he 

(y) Cornioh v. Keene, 1 W. 1'. C. 501; 
.Morgan v. Seaward, 1 W. P. C. 170; 
Jones L'. l'carce, 1 "r· l'. C. 124; Cmno 
v. Price, 4 1\J. & (f. sso; Hill o. Thomp
son, 8 '!'aunt. 375; 3 l\Icr, 622; 1 W. 
1'. u. 232 i P· 403 CIIIIC. 

(It) p. 468 ante; Frem·son o. I,oe, L. 
R. 9 Ch. D. 48; Dowling '" llillinglou, 
7 1'. U. R. 191. 

(i) Hutldart v. Grimshaw, Dav. 1'. 0. 
265; Hill v. Jarvis, 1 W. P. C. 100; 
JJmliijche Auilin und Soda l!'ahrik t•. 

Dawson, 6 1'. 0. R. 387, 396; Etlison /.', 
Woodhouse, judgment of 13ult, J., 3 1'. 
0. H. 167. 

(k) lllorgau v. Seaward, 1 W. 1'. C. 
I 7 I ; Walton o. Potter, I W. 1'. C. 585, 
ss9. 

(l) Palmer o. Wagstalfe, S Exch. H. 
840; 22 L. J. N. S. Ex. 295 ; 9 Exch. 
H. 449; 23 L. J, N. S. Ex. 217; p. 338 
ante. 

(111) Dotts v. Wilhuott, L. U. 6 Ch. 
239· 
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bought the at·ticle from a person who was authorised by the 
plaintiff to manufacture and sell it.(n) 

Under some circumstances, however, the onus is on the 
plaintiff of proving not merely the sale of the patented article, 
but further that it was not manufactured by himself or under his 
authority, e.g., where a patentee has manufactories both in 
England and abroad.( o) 

Evidence that a defendant gave an order in England, which 
order was executed in England, for the manufacture by a 
patented process of articles which were afterwards received by 
him, is quite sufficient to satisfy an allegation that he made 
those articles ; for he that causes and procures things to be made 
may well be said to have made them himself.(p) 

And in the absence of evidence to the effect that articles com
plained of may have been manufactured by a process different to 
that comprised in the patent,(q) the following facts are prima 
fac·ie evidence of infringement : simila.rity of structure in the 
patented article and the things produced by the defendant 
where a trade secret is alleged, and there has been no inspection 
by the plaintiff; (1·) the offering for sale of an article in the state 
produced by the application of a patented machine where it is 
proved that the defendant had one such machine in his pos
session.(s) 

Where the defence was that the alleged infringement was an 
exercise by the defendant of a secret process he was allowed to 
refuse to answer questions on cross-examination which might 
disclose his process, a.nd, at his election, evidence was taken in -
ca-mm·a of what the alleged secret process really was, and the 
shorthand notes of such evidence were ordered to be impounded 
in Court until there should be an appeal, or until further 
order.(t) 

When the defendant raises the plea that the patentee was not 

( n) Ballischc Anilin und Soda l!'abrik 
v. Dawson, 6 P. 0. R. 387, 396; Gibson 
v. Brand, I W. P. C. 630. 

(o) Betts v. Willmott, J,, H. 6 Ch. 
A pp. Ca~. 239 ; Societe Anonyme, &c., 
v. Tilghman's, &c., Co., L. ll. 25 Ch. 
D. I. . 

()1) Gibson v. l;rand, I W. P. C. 6JI. 

('li 'l'hll Curtslmrn Sugar Rllfining Co. 
v. l:iharp, I P. 0. ll. I81 1 I86, 

(r) Hucldart v. Grimshaw, I w. r. c. 
9I; 'Davenport v. Uichnrd,3 L. 'f. N. S. 
503. 

(s) Hall t•. Jarvis, 1 W. P. C. 100. 
(t) -!3arli~chc A1~ilin m~d Soda ~'abrik 

v. tcvmstew, L. h. 24 Ch. D. I56, 170. 
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the true and first inventor, the onu.s of proof rests with him, but P1·oof of issuo 
· 1 f 1 1 • ·ff d . .f. • .d h that paton too it 1s usua or t 1e p amt1 to ten er pnma Jacw ev1 ence tot e is not tho truo 

and tit~t in· 
effect that the patentee was the first person who actually co!<l- vento1·. 

municated the invention to the public.(tt) 
The decision of an issue raised by a plea that the alleged 

• 

invention could not form the subject-matter of a valid patent 
rests more with a judge than a jury. The plaintiff must give the 
specification in evidence in order that the judge may see what 

• 

the alleged invention really was, and if there are terms of art 
involved, the jury, or judge acting as a jury, must determine the 
meaning to be applied to them in the construction of the specifi
cation, which is the duty of the Court alone.(v) 

If the novelty of the invention be denied, the plaintiff must J'mof uf 
. . a -t. • .d I t I . t• I d t b novelty. g1ve Jn""m Jacw ev1 ence t 1a t 1e mven 1011 1a no een com-

municated to the public before the date of the patent.(•'J) 
The plea of want of novelty does not put in issue the fact of 
the invention being a manufacture within the meaning of the 
Statutes of Monopolies for which a patent could be granted.(y) 

In order to prove the novelty of the invention, the plaintitl' 
must call witnesses whose avocations were likely to have made 
them acquainted with the subject-matter of the alleged invention 
if it had been published prior to the date of the patent, and who 
are able to testify that it was unknown to them. It is clear 
that only indirect evidence of novelty can be given, since it is 
impossible to examine every member of the public, but if the 
plaintiff calls witnesses who for some time before the date of the 
patent were well acquainted with the particular branch of trade 
or manufacture to which the invention relates, and who can 
prove that they were ignorant of it until after the date of the 
patent, this will be sufiicient zn·imajacic evidence of novelty, and 
the ontts of proving the negative w'ill then be on the defendaut.(z) 

If the invention consist of several parts,(a) or if several 

(u) p. 7 ante. 
(v) p. 215 ante. 
(:v) Turner ?J. Winter, Dav. 1'. C. 

153; .l\Ianton v. Manton, Dav. P. C. 
348 ; Dovi111J. l\loore, Dav. 1'. <J. 399 ; 
Ualloway v. lllcnden, 1 W. P. U. 525; 
Uomish v. Keene, I "'· P. C. 509. 

(y) ~· 432 ante. 
(;;) i:3ee Cornish v. Keene, I W. P. C. 

509; l\Ianton v. Manton, Dav. P. C. 
350, 353; Galloway v. Dleaden, 1 W. 
P. C. 526; Amory ll. Drown, L. R. 1 
Eq. 663; Harris v. Hothwell, J,, R. 35 
Ch. D. 416, 421. 

(a) l\Ianton v. 1\Ianton, Dav. 1'. C. 
340, 341; Gibson v. Brand, 4 M. & G. 
I79; Gillett v. Wilby, 9 Uar. & 1'. 
334; Losh v. Hague, 1 W. P. C. 208. · 

. 

' 
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inventions have been comprised in the same patent,(b) it is 
·incumbent on the plaintiff to g~ve p1·ima facie proof of the 
novelty of all the parts, or all'the inventions, as the case may 
be.(c) 

After the plaintiff has made a pr·ima facia case in respect of 
• 

novelty, the qn1ts is on the defendant of showing that the inven-
tion was public property at the date of the patent, and conse
quently not new, as to the public knowledge, and use of it,( d) but 
the evidence of one witness may be quite sufficient to do 
t1lis.(c) 

When a published document is alleged as an anticipation, 
evidence should be called to explain it, if necessary.(!) Hut if 
the anticipation relied on is an English complete specification 
filed in the Patent Office, no proof is required of further publi
cation or its contents having been seen by the public,(1) 
for the second of two patents for the same invention must be 
bad in law.(h) 

Whe1·e the want of novelty appears distinctly from a written 
document, it is for the Court, and not the jury, to determine the 
identity of the two supposed inventions,(i) aided as to the mean
ing of technical expressions by the finding of the jury, or the 
judge, acting as a jury.(!.:) · 

Upon the issue of novelty the plaintiff is entitled to call 
evidence in reply for the purpose of rebutting that given by the 
defendant,(/) on whom lies the onus of proving his case.(-m) 
Tints, at the hearing of an action where evidence had been 
admitted on behalf of the defendants, which was not included 
under the particulars, the case was ordered to stand over, to 
allow of the plaintiff having an opportunity of rebutting such 

• 

(b) llmnton v. llawkeH, 4 D. & Ald. 
541 ; p. 260 ante. 

(c) Chap. III. 
(cl) Penn v. ,Tnck, L. R. 2 Eq. 314; 

lllintcr v. Wells, 1 W. l'. C. 129; 
Peroni v. Hudson, 1 l'. 0. R. 261. 

(c) llndlmm v. Bird, 5 P. 0. R. 238. 
(/) Hockin~ v. Fraser, 3 P. 0. R. 63; 

llllvill 1•. Snnth, L. 0. C. 52 ; Betts 
v. :llcnzies, 10 11. L. Cas. 117; sec pp. 
2161 217 w1te. 

(f/) l'limptun r. :!llalcolmson, L. H. 3 
Ch: D. 551, 557 ; llarl'is ·v. Uothwcll, 
L. H. 35 Ch. D. 416, 428. 

(It) Chap II. 
(i) Busli v. Fox, 5 H. J,. Uas. 707 ; 

Booth v. Kennard, 2 H. & N. 84; IIi lis 
t'. London Gas Lig!Jt Co., 5 11. & N. 
312; Betts v. ~lenzics, 10 H. L. 
Cas. 134; Harwoo·l t'. Great Northem 
Hy. Co., 11 H. L. Cas. 654; t:iimpson v. 
Holliday, J, R. I E. & 1. App. 315. 

(l·) Betts I', :IIenzies, 10 H. L. Cas. 
134; Harwood 1•. Great Northern Ry. 
Cy., II H. L. Cns. 654; Simpson r. 
Ilollidny, L. H. 1 E. & I. App. 320. 

(/) l'enn 't', Jack, L. H. 2 EIJ. 314. 
(m) p. 475 aute. 
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evidence, the defendants being allowed to amend their particu
lars.(n) 

A plaintiff, however, who has tendered evidence of novelty,· 
and has had his attention called to a particular alleged anticipa
ing document, cannot for the purpose of explaining its contents 

• 

recall a witness in reply, who when he gave his eviclence was 
acquainted with the document.(o) A plaintiff has been allowed 
after the conclusion of all evidence, but before judgment, which 
had been reserved, to give fresh evidence on a point relevant 
to the issue, which had not been ''threshed out."(p) 

A defendant cannot re-call the plaintiff's witnesses, after the 
conclusion of the cross-examination, in order to put to them 
fresh instances of publication, unless it can be shown that such 
instances only came to the defendant's knowledge since the 
cross-examination, and could not, with due diligence, have been 
discovered earlier; (q) and he will not be allowed to give fnrther 
evidence in answer to that given by the plaintiff in reply, if his 
evidence has been summed up.(1·) 

If tho defendant relies upon publication in a prior document, 
he should give the plaintiff notice to admit that the document 
was published prior to the date of the patent. If the pub
lication of any document is not admitted, it must be proved 
by calling the librarian of the public library at which the book 
or document was before the date of the patent.(8) 

\Ylwre an affidavit of documents had been required by the 
plaintiff, he was not allowed to recall one of the defcudant':3 
witnesses for the pnrpose of cross-examining him ns to the 
contents of a report the defendant had received from a 
patent agent, which report was not produced, and was only 

• 

referred to at a late stage of the trial.(t) 
l\fotlels are similar to documentary evidence, and the Comt 11Ioclels • 

• 

will draw its own conclusions from them.(u) 
If the plea of want of utility be raised as an objection to the P1:?.nr of 

. utJ:JI~ 

(•t) lllakey v. Latham, 6 1'. 0. H. 29, 
36. 

(o) 'rrtlcy r. Easton, 1\Inc. P. G. 61. 
(p) lloyd 11. Horrocks, 5 1'. 0. H. 557· 
(>f ~loss v . .1\Ialings, 3 1'. 0. H. 373· 
r l'cnu 11. Jack, L. H. 2 Eq. 24. 
·•) S. C. H. 1883, Onl. x.....:xu. r. 4· 

(t) ~·. Bmy, 54 L. J. N'. S. Ch. 
132. 

(u) Seed 1.'.llig!!ins, 81I. L. Cas. 565 ; 
Westinghouse ·n, J,, & Y. Hy. Co., 1 

1'. 0. H. 245; Bovill r. Smith, L. 0. C. 
52, 

• • 
"~,·:: ·~, 

' 
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pP.tent, tl1e plaintiff must give p1·ima facie evidence to prove 
that the invention was useful to the public at the date of the 
grant.(v) 

If the defendant sets up a pl'ima facie case that the invention 
was not useful, the burden is then on the plaintiff to prove that 
it was useful.(;~) 

The fact that the defendant has attempted to infringe, is 
itself evidence of utility.(y) . 

The degree of utility is quite immaterial under this issue ; 
it is quite sufficient if the plaintiff can show that the invention 
was of any utility to the public.(z) 

The question of utility must be determined with reference to 
the date of the patent. If it can be shown that it was tlwn of 
some utility to the public, it is no objection that owing to more 
recent improvements it has since become useless; (a) and, if the 
paten.tee has obtained a subsequent patent for an improvement 
on a prior invention, it is not to be inferred that the prior 
invention was therefore useless.(b) 

"Utility" in law does not mean abstract utility, hut "an in
vention better than the preceding knowledge of the trade as to 
a particular fabric."(c) 

Each essential part of the invention must be shown to be 
useful; (d) for, if a material part is useless, the patent is void.( c) 

It is not necessary that the utility of every part of an 
invention should be proved by actual trial; evidence of skilled 
persons to the effect that if tried it would answer may be suffi
cient.(/) Thus, in 1Ycilson v. Hmfonl (g) a question arose as to 
the utility of a certain vessel which according to the specifica-

(n) Chnp. IV., R. v. Arkwright, Dav. 
P. C. 135 ; 1\Ianton v. Pnrke1·, Dav. P. 
C. 32:0; l\fanton 11, llrnntorr, Dav. P. C. 
333 ; Bovill v. :\[oorol, Dav. 1'. C. 399; 
l\Iintcr 1', WcliH, I W. P. C. 129; Hill 
1•. Thompson, 2 W. 1'. C. 237; Cmno '1'. 

!'rice, I"'· P. C. 41 I ; Hussell 11, Cowley, 
I ,V, P. C. 467; Jlruuton '1'. Hawke~, 4 
B. & Alt.!. 54 I; De1·osuo ·v • . lfnirie, 5 
'l'yr. 393 ; 2 Cr. l\1. & R. 476. 

• t· Ehrlich v. Ihlce, 5 P. 0. R. 449· 
!f Lucas 11. 1\liller, 2 l'. 0. H. 160; 

Ro;:nolt!s ·1•, Amos, 3 P. 0. H. 215: 
Umted Horseshoe nnd Nail Co. ·o. Stew
art, L. U. r 3 A pp. Cas. 407 ; llmlisclw 

Auilin und Soda Fabrik 1•. Lovinutein, 
L. R. 12 App. Cas. 712. 

(z) p. 129 ante. 
a) p. 58 ante. 
h) Otto 11. J.inford, 46 L. T. N. S. 39 ; 

Edi~on '1'. Holland, 6 P. 0, H. 277 ; 
'fhompson l', Batty, 6 P. 0. R. roo. 

(c) Per Gro1·e, J., Young1•. Hmeuthnl, 
r P. 0. B. 34; p. 129 ante. 

(tl) p. 130 . 
(~) Hill1.'. Thompson, 8 'l'mmt. 375; 

Unitctlllorseshoe and Nail Co. r. Htcw
nrt, 2 P. 0. R. 122, 132, 

(/) p. 129 ante. 
(f/) I W. 1'. c. 295· 
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tion, formed a matmial part of the invention. There was no 
evidence of any person having actually tried the vessel of the 
shape in question, but there was the evidence of scientific wit
nesses to the effect that it would answer, and the judge who 
tried the case told the jury that if they were satisfied with that 
evidence it was quite sufficient to establish utility. · 

If the plaintiff proves that the invention as a whole is useful, 
he is not bound to prove that each part of it possesses an equal 
amount of utility.(h) 

The fact that an invention has not come into general use 
raises a strong presumption against its utility; (i) but it is not 
to be assumed from such evidence that the invention was not 
sufficiently useful to support a patent. The reason why an 
invention has not come into general use may be that imme
diately after the discovery an improvement upon it may have 
been produced, which, for commercial reasons, prevented the 
general adoption of the former invr.ntion.(k) 

It is to be observed that a large sale of a patented article does 
not necessarily prove that it possesses the kind of utility which 
the patent law requires to support a patent i.e., that it is more 
useful than what has gone before.(l) The reason why the article 
has a large sale may be that it is well advertised, or got up in a 
manner likely to attract the pmchasing public.(n~) On the other 
hand, the fact that thousands of a patented article have been 
sold, and, in consequence of tl1eir superiority, others of a similar 
nature have become a drug in the market, may afford evidence 
of the utility of the patent.(n) 

479 

The burden of giving evidence of the sufficiency of the specifi- l'ro?r.or the 
, , , , , 811fltCICIIC)'_Uf 

catiOn IS upon the plamtiff, as was held by Rullen, J., 111 a case tlw.speciti-

in which I tis lordship is reported to have said : "I do not agree cnhon. 

with the counsel who have argued against this rule in saying 

(lt) p. 133 ante; I~hrlich v. Ihlce, 5 
1'. 0. H. 203. 

(i) l\Iorgnn v. Senwnrd, I w. r. c. 
185; Sinistet·'s l'ntcnt, I "'- 1'. C. 
723 ; 1\Iorgnn t>, Windovcr, 5 P. 0. H. 
303; lle Bakewell's Patent, 15 l\Ioo. 
1'. U. U 386; lle Allnn'd I'ntcnt, f,. H. 1 
1'. C. 507 ; 4 1\loo. P. C. N. S. 443· 

(!.·) lla,Jischc Anilin llllll Soda .l!'nbl'ik 
v,l,cvinstcin, L. R. 12 App. Cas. 7101 

• 

712 ; United Telephone Co. 1J, Bassano, 
3 1'. 0. II. 313; Kurtz t>. Spence, 5 
P. 0, R. 182; Ehrlich 11, Jhlec, 5l'. 0.11. 
450; Etlisun v. Holland, 6 P. 0. U. 283. 

(I) p. 129 ante. 
(m) Cole t', Saqui, 5 1'. 0, H. 489; G 

P. o. n. 41. 
(n1 Elll'lich v. lhlce, 5 1'. 0, H. 

437, '449; American Brnidcd Wire Co. 
·v. 'l'hompson, 51'. 0. U. I 13 . 
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that it was not necessary for the plaintiff to give any evidence to 
show what tl1e invention was, and that the proof that the specifi
cation was improper lay on the defendant ; for I hold that a 
plaintiff must give some evidence to show wl1at his invention 
was, unless the other side admits that it lws been tried and 
succeeds. But wherever the patentee brings an action on his 
patent, if the novelty or effect of the invention be dis]iuted, he 
must show in what his invention consist~, and that he produced 
the effect proposed by the patent in the manner specified. 
Slight evidence of this on his part is sufficient, and it is 
incumbent on the defendant to fa1Rify the specification."(o) 

A plea of the insufficiency of tl1e specification puts the plain
tiff to the necessity of giving evidence to the effect that tlw 
specification does particularly describe and ascertain the nature 
of the invention, and in what manner it is to be performed. 

]<'or the purpose of proving the sufficiency of the specifica
tion it is enough for the plaintiff to call workmen of ordinary 
intelligence engaged in the trade to which the invention relates 
who are able to state that they can, or have actually per
formed the invention with no other aid than the specificn

tion.(p) 
Under an issue of insufficiency of the specification the plain

tiff must pi JVe that it sufficiently describes and ascertains every 
part of the invention ; that it is intelligible to persons of ordinary 
skill engaged in the trade to which the invention relates; and 
that the invention is capable of producing the effects specified.(q) 
If there are any technical terms or terms of art used in tl1e 
specification which require explanation to make the description 
intelligible, evidence mnst be given of their meaning, but the 

plaintiff is not allowed to correct or explain any error or mis
description, unless they be such that they could not possibly 

mislead.(r) 
If the defendant can prove that there is anything material 

stated in the specification which is false (s) or calculated to 

(o) Turncn>. Winter, Dav. P. C. 153; 
I '1'. R. 6o6. 

(p) Cnrnish 11. Keene, 1 W. P. C. 5.03; 
Rhaw 11. Joncg, 6 P. 0. ll. 3)5 ; Etltson 
t•, Holland, 6 P. 0. 1!. 2.}3· 

(~) Sec p. 161 ante. 
(1·) ReP. p. 228 rmfe. 
(s) llicklil)'{l 1•. Skm\-t•R, I Q. n. 938 ; 

T.cwis v, Marling, 10 n. & C, 22, 

' 
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mislead or puzzle a person who might attempt to follow its 
directions, the patent will be void.(t) 

481 

The construction of the specification is for the Court, aided by Construction 

I f t d ' 'bl t 1 · · d Th of the spoci-SUC 1 ac s as are a tmsst e, o exp am wr1tten ocuments. e fications. 

evidence of scientific witnesses is only admissible as proof of 
facts. Their opinion as to whether there has been an infringe-
ment or not, though sometimes received in order to save time 
and trouble, is, strictly speaking, inadmissible, and if objected 
to ought to be rejected.(11) 

When expert evidence is called for the purpose of explanation, 
and the first witness explains all that requires explanation, and 
is not broken down in cross-examination, there is no need to call 
further ·expert witnesses on the same points, and it is not ad
missible to do so.(v) 

Expert evidence and experiments made for the express pur- E~port 

f . d "th . . b I C ( ) ovJdence. pose o a cause are vtewe Wl suspwwn · y t te ourt. ;~; 

Inspection and JJisco~·cry. 

It sometimes happens .that the plaintiff could not ·establish Inspection 

the infringement complained of without an inspection of the 
process or machinery which the defendant is actually using, or 
the defendant could not prove his innocence by showing that the 
patent is invalid, or that he does not infringe, without a like 
inspection against the plaintiff. In such cases the Comt has 
power to make an order for either party to be at liberty to 
inspect the other's process or ma::!hinery ; but neither party can 
claim inspection as a matter of right; (y) and the Court will not not .a. matter 

. b . d b d I . of nght. allow it to be oppress1ve or to e carne eyon w mt Is 
necessary in the interests of justice,(z) the object of inspection Objo~t of in

being to enable the Court to have the case properly tried, and to spcctJon. 

assist the Com't in forming a right conclusion.(a) 

(t) pp. 169-173· 
(tt) l:iced ·11. Higgins, S H. L. C. 565; 

Bovill v. Smith Uritl; L. 0. V. 52; 
We~tingbouso ·v. Lnucnshirc and York· 
shire Ry. Co., I P. 0. R. 245· 

(v) Automatic Weighing i.\Iachinc 
Co. v. Knight, 6 P. 0. U. I 16. 

(•c) Dctts L', Neilson, L. H. 3 Ch. 
433 ; Yuun"' v. Fernie, 4 Gill: 609; 
l'liWllton v. 'l.IIalcclmson, L. R. 3 Ch. D. 

576; Grnmpton v. Patents Investment 
Co., 5 P. 0. R. 382, 404, 

(y) 46 & 47 Viet. c. 57, s. 30. 
(z) Bovill v. l\Ioorc, Unv. 1'. V. 361 ; 

2 Coop. Ch. Ua. 56 ; Uussell rl. Cowley, 
1 W. l'. C. 458; 11iggott v. Anglo-Ameri
can 'l'clcgmph Co., 19 L. •r. N. S. 46. 

(ct) 'fhe Patent 'fype Founding Co. 
v. Walter, Johns, 727; Bovill v. llloorc·, 
2 Coop. Ch. Ca. 56; Russell v. Cowley, 

2 H 
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1'lms, where a defendant was charged with infringing u patent 
for a sewing machine, and objected to an order for the inspection 
by the plaintiff of all sewing machines on his premises, on the 
ground that such or,Jer would be oppressive, he was allowed to 
verify on affidavit, all the different kinds of sewing machines 
which he had sold or exposecl for sale since the date of the 
plaintiff's patent, aml the order for inspection was confined to 
one of each class.(b) 'l'he defendant cannot be compelled to 
make an affidavit verifying the machines or processes he uses, 
if he bas offered inspection.(c) 

Before the Court makes an order for inspection it will require 
to be satisfied that the inspection sought is necessary to the case 
of the party seeldng it.(d) 

Thus, an application for an order for inspection by the 
plaintiff was refused where he omitted to make an affidavit 
that it was necessary to his case, and the defendant swore 
that he made several kinds of the articles complained of, and 
that some of them did not resemble those described in the plain
tiff's specification, and that in his beli~f the inspection was not 
required for the purposes of the action, but to gain information 
of his improvements.(e) Again, when the Court was of opinion 
that the defendant's acts, as alleged by the plaintiff, could not 
possibly amount to an infringement, au order for inspection was 
refused. (f) 

In an action for infringement the plaintitf cannot, as a rnle, 
be compelled to produce, or allow inspection of, the patented 
machine or process at the instance of the defendant for the 
purpose of preparing the defence, since the specification should 
give sufficient information of what the invention is and the 
mode of performing it.(g) 

1 W. P. C. 459; Dnveurort z,, Jepson, 
I N. R. 308; Pemberton, 4th ed. 484; 
Russell v. Crichton, 15 Dil·. of Court 
of' Session, 1st Series, 1270; Germ 1\lil
ling Co. v. Hobinson, 3 l'. 0. H. 11 ; 
Cheetham v. Oldham, 5 1'. 0. ll. 622. 

(b) Singer l\Innufactu1;i~g .co. v. WiJ. 
son, 5 N. R. 505; 12 L. I. N. S. 140. 

(c) Drake v. llluntz's l\letul Cn., 3 P. 
0. R. 43· 

(d) Piggott v. Auglo·Amelican 'fcl~-

graph Co., 19 L. '1'. N. S. 46; Batty 
z•. Kynock, J1. R. 19 Eq. 90; Cheetham 
v. Oldham, 5 P. 0. R. 617; Shaw 1:. 
Dank of England, 22 [,, J. N. S. Ex. 
26 ; llleadows v. Kirkman, 29 L. J. 
X. S. Ex. 205. 

(c) Batley z•. Kym•ck, L. H. 19 E•J· 
91. . 

(f) l'iggott v. Angl•>·Amei'ican 'l'elc· 
graph Co., 19 L. '1'. N. H. 46. 
. (g) Croft~ v. Peach, 1 W. P. C. 268. 
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Where, in an action of infringement, the defendants alleged 
that the patent was anticipated by the sale of articles made 
according to the alleged invention by various persons named in 
the particulars, and the plaintiff applied for an order for the 
production before trial. of the articles to be proved by ~he 

specilied persons, the Court refused the application, on the 
ground that there was no precedent for such an order, and that 
on principal it ought not to be made.(k) 

An affidavit, made by the plaintiff ou an application for an Afi!dt~;vit of 
• • , plnmhff on 

order for mspectwn, should state that he has reason to believe uwlicati"u 

h 1 • l 1, l f d . . . fur au order that t e process or mac nne usee uy t 1e de en ant IS an mfrmge- for iutipcctiou. 

lllent of his patent ;(i) it should also show the grounds of such 
llPlief,(/.:) and in what the invention of the plaintifl' consists.(l) If 
the plain till' makes out a prinul facie case of infriugemer.t, and 
that inspection is necessary to enable him to prove it at the 
trial, an order will follow almost as matter of course,('m) but 
inspection will Le limited to those machines and processes iu 
respect of which a prime/, facie case of infringement is made 
out.(n) · 

The Court is not dependent on its power to compel inspectionl'uwcruf 
• • Com'l tn 

by treatmg as a contempt a refusal to comply With an order compel iu. 

directing the party against \\'hom it is made to allow it. The spcctiou. 

order of the Court may authorise any person, for the purpose of 
inspection, to enter U}JDn or into any laud or building that may 
be uecessary.(o) 

An order for inspection may be made at any time during the 
progt·ess of an action, and may lJe obtained on summons or on 
motion.(p) 

Delay in asking for an order for inspection is no bar.(q) Deluy. 

If the party from whom inspection is sought objects, the Iuspccti'!u 

C . 1 'f . . d ] h . ht t . t' w!Jeu objected ourt or a JUC ge may, 1 sat1she t 1at t e l'lg o mspec 1011 to. 

{/1 Garrard 1•. Edge, 6 P. 0. H. 372. 
(i Shaw v. Dank of Englnnd, 22 L. J. 

N. ::;, Ex. 26. 
(k) Germ .Milling Co. n, Hobinson, 

I P, 0. n. 217· 
(I) :'1Icadow8v. Khknmu, 29 L. J. l'\. ::;, 

E~. 205. 
(m) l:lingct• 1\!annlildnl'iug < 'n, r. 

Wilson, IJ w. R. 560; 5 ::\. n. 
505 ; Batley v. Kyuocl:, L. H. 19 Eq. 
go ; Pigg•>tt v. Anglo-American Tela-

graph Co.,19 L. '1'. N. S. 46; Chccthnm 
t•. O!tlham, 51'. 0. R. 617. 

(11) Cheetham t'. OldhHm, 5 1'. 0. H. 
617· 

(o) S.C. H. I88J, Onl. 1 .. t·. 3· 
(Jl) Judie. Aet, 1873, s. 39; ti. C. H. 

1883, Ord. lolV. r. 12; Onl. Jo\'. r. 15; 
Frearson v. Loe, 26 W. H. IJ8. 

{q} 'l'ho Patent Type l!'ountliu:; Co. 
v. Walter, Johns, 727. 
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depends on the determination of any issue or question in dispute 
in the ca.use, or that for any other reason it is desirable that any 
issue or question in dispute in the cause should be determined 
before deciding upon the right to the inspection, order that such 
issue or question be determined first and reserve the question as 
to the inspection.(?') 

The order for inspecting generally makes it a condition that 
reasonable notice be given to the J?arties against whom it is 
made,(8) and, if the inspection relates to machinery, that tl'ie 
machines be put to work(t) in the presence of persons named(u) 
and further specifies the number of inspections that are to 1Je 
allowed.(v) 

A licensee not a party to the action cannot be compelled to 
give inspection in one actio11 against his licensor, though the 
order be made.(x) 

It is sometimes objected that an inspection if granted would 
lead to the disclosure of trade secrets, and damage the trade of 
the })arty against whom it is sought, but such an objection 
will not deter the Court from making an order if it appears to 
be necessary in the interests of justice,(y) though the Court will 
endeavour to prevent an undue advantage being taken of secrets 
disclosed during an inspection.(z) 

In Flowe1· v. Lloycl,(a) where inspection was resisted on the 
ground of disclosure of trade secrets, an arrangement was come 
to in the Court of Appeal whereby the defendant's works should 

(1·) S. C. R. I883, Ot'd. xxxi. r. 20 . 
(~) Drake 11, Muntz's !\Iota! Co., 3 P. 

0. R. 43 ; Genn Milling Co. t•. Robinson, 
3 P. 0, R. I I ; Flower "· Lloyd, Seton, 
4th ed. p. 35I; Bussell v. Cowley, I W. 
P. C. 458; Davenport v. Jepst•n, 1 N. 
It I 73 ; Pemberton, 4th ed. 484. p. 236; 
Drake v. Muntz's Mota! Co., 3 P. 0. R. 
43· 

(I) Seton, 4th ed. p. 35I ; Benrdsell 
v. bchwann, Seton, 3rd ed. p. 910; Da
venport 11. Jepson, Pemberton, p. 484; 
Germ Milling Co. v. Robinson, 31'. 0. It 
I ~ ; llovill v. Moore, 2 Coop. C. C. 
Sb; Russell v. Cowley, I W. P. C. 
458. 

(11) RuRsell v. Cowlc.y, I W. P. U. 
458 ; Drake v. bluntz's Metal Co., 3 P. 
0. R. 43· 

(v) Heathfield 11, Braby, Seton, 4th 

ed. p. I66I ; Germ l\Iilling Co. t'. 
Robinson, 3 1'. 0. R. II. 

(x) Germ l\lilling Co. v. Robinson, 3 P. 
0. H. II, 14. 

(//) Henard v. Levinstcin, Io L. T. 
N. S. 94 ; Piggott v. Anglo-American 
'l'elegraph Co., 19 L. '1'. N. S. 46 ; 
Smith 11. G. W. Ry. Co., l\Iner. P. C. 
223; Russell 11. Crichton, IS Dec. or 
Court of Session, Ist Series, I 270 ; 
Cheetham v. Oltlhnm, S P. 0. R. 617; 
Uylands 11. Ashley's Patcut. (!\lachine 
l\Iade) Bottle Co., 7 1'. 0. H. 175. 

(<:) Russell v. Crichton, 15 Dec. of 
Court of Session, I at Series I270; 
Flower v. Lloyd, a. p. 35I; Plating Co. I.', 
J?arquhnrson, Lawson, Patents, Desi!;n~. 
and Trade l\Iarks Acts, 2nd ed. soo. 

(a) W. N. I876, I69. 
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be inspected by scientific men to be agreed upon, but not by the 
plaintiff. 

In 0/!Cctl@l! v. 0/dltmn,(b) the plaintiff, a rival manufacturer 
of the defendant, was himself allowed to take part in the inspec
tion. 

• 

In Platin!l C'o. v. Fm·qulwJ·son,(c) the Court made nn order 
authorising inspection by a scientific ixpert, but bound him 
not to disclose his report on the facts or opinion obtained or 
anived at by him, without the leave of the Court or a judge, 

nnd, at the trial, the expert was not allowed to be called as a 
witness or cross-examined. 

Where the defendant desired an inspection of machines not 
belonging to, but in the power of the plaintiff, and the Court 
thought that such inspection would be beneficial in the interests 
of justice, an order was made that the plaintiff shoul<l bona fide 
endeavour to procure the inspection desired, and report the 
result to the Court.(d) 
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'Vhere an independent inspector is appointed, he is usually AI!Poiutmcut 
· d 1 - } l ] . . . of mdepcmlcut reql1lre to "report to t 1e Court upon t 1e facts, an( 1is opuuon inspector. 

founded upon them." (c) 
lleside ti>Tanting inspection, the Court or a judge has the snmplcs. 

power, wl1ich is frequeutly exercised, to authorise samples to be 
taken, or any observation to IJe made, or experiment to be tried, 
which may be necessary or expedient for the pnrpose of obtain-
ing full information or evidence.(/) 

It was held that the inspection "authorised by the Act of Ius~cctiou 
• • • , uullcr Act of 

18 52 ([!) referred to an mspectwn of the mstrument or maclunery za52. 

manufactured or used by the parties, with a view to evidence of 
infringement, and not to an inspection of books; (It) and probably 
the same meaning must be attached to the word as used in 
s. 30 of the Act of 1883, and nn inspection of books would not Uuder Act of 

I88J. 

tbJ s P.o. n. 6I7. 
(c) Gtilf. J>, C. I87. 
(tl) Rylnn•ls 1•. Asblc1''s I>ntent 

(~lachine llfat!e) Dottle co:, 7 1'. 0. H. 
I7S· 

(e) 'I'he Plati11g Co. t.'. Farquharson, 
Lawson, Patents, Designs, and Trade 
:Marks Acts, 2nd cd. p. 500 ; see also 
Hill t', Touts, ibid. 499· 

( n s. C.Il. I883, On!. I .. r. 3; Russell 
11. Cowley, I W. P. C. 459; The Patent 
'fvpe 1-'uunding Co. v. Walter, Jolms, 
727; 'l'he Plating Co. v. Fnrquharsnn, 
GriJI: P. C. I87; The Germ ~!tiling Co. 
v. Robinson, 3 P. 0. H. I4; Cheethnm 1•. 
Oldham, 5 1'. 0. R. 621. 

Cul s. 42. 
(It) Vitli ''· Smith, 3 K & B. g6g. 
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be allowed on affidavit merely showing the possibility of dis
covering matters advnntageoufl to the case of the party seeking 

it.( i) 
Iu'l'''~tiuu An injunction may he ohtained rc~training a tln·entened in-
where thm·<· is f . 1 • ] · 1 ] 1 mcr1•Jy n rmgmncnt; (!.·) anr 111 a cafle w 1cre 1t appearec t mt t 1e 

thrcntcn~rl in· d f 1 1 .1 1 · t t 1 t · Ill fring-•. 111 ,.111• e elll ant 1au enterec mto a con rae· to ma \C rer nm pac c e-

Interrogn
tolies. 

Seeuritv fnr • ro,t• ot. 

Power of tho 
Court when 
discovery is 
objectt••l to. 

wheels, which the plaintifl:o;; alleged W8re a violation of their 
patent, an orclel' was obtn..iucLl from the Court authorising the 
plaintills and th~!r witnesses to be at liberty to inspect at all 
seas0l1ttLie times, giving reasonable notice, the paddle-wheels or 
machinery relatiug to paddle-wheels madt>, or to be madP, 
pursurmt to the said contract.(/) 

Notwithstanding that in patent actions particulars must 
be delivered by both the plaintiff and the defendant,(m) 
either party may, by leave of the Court or a judge, deliver 
interrogatories in writing for the examination of the opposite 
parties, or any one or more of such parties, provided that in
terrogatories which do not relate to auy matters in question 
in the action shall be deemed irrele,·ant, notwithstantliug that 
they might bP admiflflible on the ornl croRs-examination of a 
witness.(n) 

In the e\·ent of the Ccurt or a judge grauting leave to any 
party to administer interrogatories to any ollwr party or parties 
the costs must in the Jirst instance be secured by the party 
seeking such discovery in the manner prescriuelll1y the Supreme 
Court Hules, 1883.(0) 

As in the case of inspcction,(z~) so, wh<:n discoveiy is suught 
if the party from whom it is sought objects to it or any part 
thereof, the Court or a. Judge may, if satisfied that the right to 
the discovery sought deiJemls on the determination of nny issue 
or dispute in the cause, or that for any other reason it is 
clesiralJle that any issue or question in dispute in the cause 

(i) Sco Hmith t•. G. W. Hy. Co., ?liner. 
1) ., 

. (,, 22J. 
(l•) p. 468 ante. 
(l) )forgan -;•, Ser.wnnl, 1 W. I'. C. 

169. • · _ 
(m) 46 & 47 Viet. c. 57, s. 29. 
(11) f>. C:, R. 1883, Ord. XXXI. J', I ; 

Uird1 v. i'IInthcr, L. H. 22, f'h. D. 629; 

• 

Haddan's l'atcnt, 54 J, .. T. N. S. Ch. 
126; l•'iuuignn 1', James, L. H. 19 Ef( . 
72; CroRshy ·v. 'l'omcy, JJ. R. 2 Ch. ll. 
533; Snuntlers v. Jones, L. R. 7 Ch. II. 
449· 

(o) 01'!1. XXXI. I'!', 25, 26, 27. 
(p) p. 483 an!P, 
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should be determined before decidiug upon the right to the 
discovery, order that such issue or question be determined first, 
:mel reserve the question as to cliscovery.(q) 

And when a defendant's auswer to nn interrogatory cannot 
help the plaintifl' to obtain n decree, but will only be of use to 
him if he obtains a decree, the Court has a discretion whether 
to oblige the defendant to answer before trial, and will not do 
so when compelling such discovery would he oppressive.(1·) 
Thns, if the defendant denies infringement, but admits thr 
possession of the infringing art.iclcs, he will not Le compelled to 
answer interrogatories which seek an account of all such articles 
in his possession, as well as discovery as to the purchase or hire 
of them, and an account of sales and profits.(.~) 
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Where a party interrogates as to facts tending to enable him Hnle t!mt. the 
)J:tl'tY mteno

to prove a particular i~suc, the party giving discovery will not g-utt·ilmnst 
• :mswer fnlh·. 

be excused from answermg fully on the ground that such answers · 
cannot be of use to t.he party seeking it, if he fails to prove some 
other issne.(t.) 

The limitation as to answering intcnogatories applies only to 
those relating to matters which depend on the part (or it may 
be the whole) of the case which will become immaterial if the 
case be not established, or arc of such a nature that the 
party seeking the discovery is not (·ntitled to it till his case 
is estaulislled l1y the jntlgmcut of the Court(u) e.g., where 
infringement is admitted and discovery is sought of the sales 

• 

and profits made Ly trafficking in the infringing articles.( 1i) 

It does not protect a defendant who denies the plaintiff's title 
hL toto, or alleges that the patent is invalid, from answering fully 
all interrogatories which are material.(x) 

Subject to the above limitations, the old fixed and rigid mle 
that "he who answers at all must answer fully," guides the 
Court in deciding whether any particular answers given arc 

(IJ) S. C. ll. 1883, Ord, xxx1. r. 20. 
(r) l'arkcr v. Wells, L. U. 18 Ch. D. 

477; Swahcy 1•. Suttou, 1 11. & 1\I. 514, 
514; Fennessy r. Clark, L. H. 37 Ch. D. 
184; List<:r ·v, Norton, 2 P. 0. It 68, 
Bmy nu Discovery, Jl. 553 . 

(s) De Ia Une 1•. Dickinson, 3 K. & .J. 
388; Rolls 11, Isaacs, W. ~. 1878, p. 37; 
Fennessy v. Clark, L. H. 37 Ch. D. 184. 

(t) Foxwell ·1•. \\'custer,. 2 Drew & 
Son, 250. 

(u) De laRue?•. Dickinson, 3 K.&.T, 
391; Parker t·. Wells, L. R. 18 Ch. D. 
477; Lister t•. Norton, 2 P. 0. H. 68. 

(v) lbitl. 
(xl Swinuornc t·.Nelson,r6llcav. 416; 

FoxwcliJ•. Wcuster,3 N.H. 103; g.Jur. 
N. s. IISg. 
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sufficient, or whether any particular interrogatories are allowable 
or not.(y) 

When a defendant, in answer to an interrogatory asking 
whether or not he was mnking articles identical with those 
manufactured by the plaintiff under the patent, and requiring 
him to state in what respects his articles differed from the 
plaintiff's, stated that he had for many years before the date of 
the patent applied to the articles in question the same treatnlfmt 
as was described in the specification, and that he now made 
articles which, save so far as his own method or process, adopted 
before the patent, was similar to that described in the specifica-

• 

tion of the plaintiffs patent, differed from the articles there 
described, but that it was impossible, without occular demonstra
tion, to show in what they differed, he was held to have given a 
sufficient answer.(z) 

Where infringement has been alleged, anything showing, or 
tending to show, the fact of infringement may be required to lJe 
set out in answer to interrogatories.(a) Thus, where a plaintiff 
had been successful in actions against infringers and brought a 
subsequent action against another infringer, the defendant was 
compelled to answer whether the process used was the same as 
that used by one of the prior infringers ; (b) and where the 
defendants denied infringement they \Yere compelled to state, 
in answer to interrogatories, where they first manufactured, and 
to whom by name they first sold any, and what quantity, of the 
articles alleged by the plaintiff to be infringements, and by what 
process they were manufactured.(c) 

Where infringement is admitted, the plaintiff is entitled to 
an answer to inteiTogatories asking for the names and addresses 
of the persons to whom the defendant's machines have been 
sold; (d) and where the defendant had, in answer to interroga
tories, set forth the names and addresses of persons resident in 

(y) Swinbornc v. Nelson, 16 llcnv. 
416; Elmer 1:. Crcnsy, J,, R. 9 Ch. 
App. 69; Snull v. :Browne, L. U. 9 
Ch. App. 364; Lister v. Norton, 2 P. 0. 
R. 68. 

(~) C ·ossley v '"---·· T u - .nL 'u' ,;, 1 e ~UIUOJJ ..u, .Ue ~ '-.IIJe e 

533; seo also Smith v. G. W. Ry. 
Co., l\fam·. P. C. 227 ; 6 E. & B. 
405, 

(a) De In Rue v. Dickinson, 3 K. & 
J. 391; Li~!er l'. Norton, 2 P. 0. R. 68, 
69 ; Rennard v. Levinstoin, zo L. T. 1\. 
s. 94· 

(b) Bovill ·v. Smith, L. H. 2 Eq. 459, 
461. 

(c) Swinborne v. Nelson, 16 Ben\', 
416. 

(d) 'l'ctiPy r. EnRton, 18 C. D. 643. 
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England from whom he had received royalties for the use of 
machines which the plaintiff alleged were made in infringement 
of his patent, such defendant was ordered to give the names 
and addresses of persons resident abroad from whom royalties 
had been received by him in respect of machines made in 
England, on the ground that the answer might lead to the 
discovery of important facts relative to the infringement.(e) 

A defendant will not be excused from giving the names and 
addresses of his customers on the ground that by so doing he 
may thereby expose them to actions for infringements.(!) 

Where a defendant company sought to withhold from pro
duction certain letters which had passed between the officers of 
the company, and between them and other persons, together 
with reports relative to infringement and the validity of the 
plaintifl's claim, it was held that such documents \Yere not 
privileged, and their production was ordered.(g) 
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• 

The Court will not compel a party to discover facts beyond Discovery 

I . bl I . t l . (7 ) limited to w mt 1s necessary to ena e us opponen to prove us case. !~ facts necessary 
• to enable 

Thus, where the only plea rarsecl by the defence was that the parties to 

1 . 'ff t I l fi . tl d f d prove their p amti was no t 1e true am rst mventor, lC e en ant was case. 

allowed to refuse to answer interrogatories as to the inaccuracy 
of the specification, the novelty of the process, and the fact of 
the infringement.( i) 

:Fishing interrogatories, which merely help one party to get Fishiuf\ inter-

} 'd l l I l f • nwntorw~. at the ot 1er's ev1 ence anc see w 1at 1e can ma >:e o 1t, are not " 
allowed : e.g., a plaintiff is not allowed to ask a defendant to 
state the names of the persons to whom he alleges he sold 
articles similar to the plaintiff's before the date of the patent,(l.:) 
though he may be required to state whether the alleged antici-
pating machines mentioned in his objections are in existence, 
and the names and addresses of the alleged prior users.(l) 

It has been stated that interro!!atorir.s for the examination of Respective 
~ rights of plniu

titf and tiP· 

(e) Crossley v. Stewart, 1 N.R. 426; 
sec also Davenport v. Rylnnus, L. R. I 
I<;q, 302, 308 ; Lentl1cr Co. L', Hirsch· 
field, L. H. I Eq. 299· 

(f) Tetley v. Easton, IS U. B. 643: 
Howe v. McKernan, 30, Bcav. 547 ; 
Bovill v. Cowan, W. N. IE67, p. 115. 

• • feudnnt to dis-
(q) Wostmghousc 11. l\Iullnnd Ry. Co, rown· 

4s,· I,. '1'. N. S. 98, 462. . . 
(II) Bidder 1'· Bridges, L. R. 29 

Ch. D. 29, 34· 
(i) Young v. White, I7 Benv. 532. 
(k) Daw v. Elev, 2 H. & l\I. 725. 
(ll Birch 1•. l\Inthcr, L. n. 22 Uh. D. 

629. 
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LETTERS PATENT FOR. INVENTIONS. 
. -

n plaintifl are on a different footing from those for the examina
tion of a defendant in this t•espect, that a plaintiff is not entitled 
to discovery of the defendant's case, but a defendant may ask 
any CJ.Uestions tending to destroy the plaintifrs claim.(m) 1'his 
statement must., however, be taken ns having been made in the 
lirst instance in reference to a particular case, and mHst not he 
taken as establishing the proposition that a defendant has a 
larger right of 11iscovery than a plaintiff. No such proposition 
r.an be upheld in the face of the authorities which, on the con
trary, establish that the rights of both plaintiff and defendant 
are eCJ.ltal in respect of discovery, ·i.1·., either party is entitled to 
a discover'· of such material facts from the other as will enable • 
him to make out In's case, and not to a discovery of facts which 
relate exclusively to the manner in which the case of the other 
party is to !Jo esta!Jlishell, or to the evidence which relates 
exclusively to that case.(n) 

"·here it appeared that certain plaintifls, before they became 
owners of the patent in respect of which they were suing, hau, 
in Yarious proceedings, either disputed, or made preparations for 
disputing, its valhlity, and the defendants applied for inspection 
of the docmueuts relating to snch proceellings, it was hel1l that 
they were eutitlel! to haYll inspectiou of all except snch as tlw 
plaintifl'shonld state on oath to come within snch tL·rms as com1srl 
should agree on, ·i.l'., to ha \'e come into existence merdy to br 
commtmicatetl to the solicit'.or for the purpose of litigation, 
actual or intended, and either as materials for briefs, or for his 
ml vice or consideration.(o) 

·where discovery is a matter of indiflerence to the party 
against \vhom it is sought, the Court does not weigh carefully 
the CJ.Uestion of materiality or immateriality, still, where the 
nature of the discovery reCJ.nired is such that the giving of it may 
be prt·jndicial to such party, the Court takes into consideration 
the special circumstances of the case; on the one hand it takes 

(111) Ho!Imnnn , .• l'ostill, I~. Il. 4 Ch. 
App. 673; J,owmlcs 1'. Davit·s, 6 ~im. 
468 ; Commissio!JCI'S of Scwcl's ·v. <lJa,sr, 
1 •. n. 15 Eq. 3az. 

(•t) Bray on lliscovcJ',\'1 pp. 467 
und 468 ; Bovill 1'. Smith, L.R. 2 Eq. 
459; Daw ,., Eley, 2 H. & l\f. 725; 

Bidder , .• llri<lgcs, L. H. 29 Ch. D. 34, 
judgment of Kay, J. 
' (o) Ilaslum 1·. Hnll, 5 P. 0. H. 1 ; 
sec al•o Southwark r. l,luirk, };. H. 3 
Q. B. D. 315, 320; Amlei'HIJU 1'. Bank of 
British Columbia, L. ll. 2 Ch. D. 644. 
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care tl1at the party desiring discovery obtains all which can be 
of use to him, on the other it protects the opposite party against 
undue inquisition into his afl'airs.(JI) 

4!)1 

As in the case of inspection (q) so with regard to discovery, Dis~overy . 
, , leadmg to diS· 

the fact that the partiCular discovery sought would Jead to the closure of 

clisclosnre of the trade secrets of the opposite party will not trndn se•·r~ts. 
deter the Court from granting it, if it is necessary in the interests 
of justice to enable the applicant to establish his case. 

In such cases the Court endeavours, where possible, to protect 
the party compelled to disclose trade secrets, and will not order 
discovery beyond what is necessary to p1·ove the case of the 
party seeking it. 

Thus, where a defendant denied having infringed a patent for 
"imvrovements in preparing colouring matters for dyeing and 
colouring," although he was compelled to answer interrogatories 
as to whether he used certain ingredients mentioned in the 
specification, whether he added anything else, and whether the 
additions made any difference in the process, yet he was not 
obliged to disclose the natme and quantities of the atl1litions (r) 

At the hearing of the case, evillence ns to the defellllant's 
secret process was taken in ea meJ·a, aml the judge orLlered the 
shorthand notes and all the ]lrinted copil•s thereof to t1e sealed 
up aml impoullllell in Comt until there shoullllJe au appeal, in 
which case the Jlmties wcl\1 to be at liberty to apply for tlw 
delivery out of Court. of ~:o many copies as they should want, or 
until, eitlJCr 1y lapse of tin1e or otherwise, it shoulU Le deter
mined that there was to Le no appeal, in which case any 
application might Lc made to the Comt for the disposal of 
them as the parties should think tit.(.~) 

Communications Let ween a patentee aml his patent-agent Conmmnicn-

1 • 1 · f ] · f' · • 'l ] linus behr,.,.n re at1ve to t te prcpamtwn o t te spem ICatwu are not pnv1 ege(, pntcutcl· nrul 

and he may be required to refer to them in answering inter- pnt•·ut-n!!••ut. 

rogatories as to documents in his possession. 1'lms, where the 

(p) .Moore v. l'rnven, J,, n. 7 Ch. 
AJlp. 94, 96; Simpson r. Chnrlcsworth, 
"W. N. 1866, p. 255; Da1n•. hie~·. 2 H. 
& )f. 725; Uulls t•. Isnncs, \\', N, 
1878, p. 37; Crossley 1', Stewart, 1 
N, R. 426; S. C. 7 J,, '1'. X. ~. 848; 
Crii\'Cn v. l'into J,citc, L. Il. 7 Ch. App. 

90, 97 ; Orr· t:, Dinpe~·, L. It 4 Uh. II. 
92. 

(ttl p. 484 ante. 
{r) Hcnnr.J .,., Lcvinstciu, 10 I,, T. 

N. S. 94· 
(.i) ~lnlli~clH~ Aniline und Sodn FnLrik 

·n, tc\'lllstcm, L. H. 24 Ch. D. 176. 
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defendant interrogated the plaintiff as to documents in his 
possession rehting to the preparation of the specification anc.l the 
plaintiff refused to answer, stating as a reason for his refusal 
that the documents were confidential communications between 
himself anc.l his solicitor (who was also his patent-agent) and 
c(.unsel, the Court decided that the answer was insufficient, as 
not distinguishing communications between the plaintiff anc.l 
his solicitor, and communications between him and his patent
ngent, the former class of communications alone being privi
lr.ged.(t) 

And where an action was commenced in respect of the infringe
ment of two patents for similar inventions, but discontinued as 
to one of such inventions, the plaintiff was nevertheless required 
to answer interrogatories as to communications relative to tl1at 
patent between himself and his patent-agent, on the ground that 
such answer might be material to the validity of the patent for 
the other cognate invention.(n) 

!mlovnnt . An interrogating party is entitled only to such answers as 
111 tP11'ogn tor1 P!-=. • • • • • • 

• 

Wlll enahle lum to esta!Jhsh Ius case, and he IS not entitled to 
answers to irrelevant questions(c) e.g., as to certain unsuccess
ful proceedings ahroad for the infringement of a foreign patent 
in possession of the plaintiff; (tv) but in one case the plaintiff 
wns ordered to answer as to the terms of a compromise in another 
action as being material.(;!) Consequently, if the particulars of 
breaches are sufficient tliC plaintiff will nut be comrlelled to 
answer further questions as to the alleged infringements.(y) 

The owner of letters patent for meclmnical musical instru-
ments brought an action for alleged infringement ngainst the 
defendants, and delivered particulars of breaches, in which he 
complained generally of the infringement of the first claiming 
clause of the specification, and "in particular and by way of 
illustration " of a specific article held by the defendants. The 
defendants delivertd particulars of objections which alleged 

(I) Mosley .,,, Victoria lluLIJer ( 'o, 3 
r•. o. n. 351. 

(11) ibid. 
(1.·) Ehrlich n. H1lee, 5 1'. 0. H. 37 ; 

lloffrnaun ·iJ, l'ustill, J,, R 4 Ch. App. 
Cns. 673; S.C. H. II$8J, Or<l. XXXI. I', 6. 

( w) Hoflinnnn t•. l'ostill, L. H. 4 Ch. 
App. Cas. 673, 679; 

(J:) Betts 11, Neilson, W. N. 1S66, 
p. 170. 

(y) Hoflhmnn v. l'ostill, L. U. 4 Ch, 
App. Cas. 673, 679. 
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(intc1· alia) that the alleged invention was not the subject of a 
patent, but the new application of old machinery to an analogous 
purpose; that, v.-:; disclosed by the specification, it did not make 
any useful addition to the existing stock of public knowledge; 
and that the specification did not sufficiently distinguish the 
new from the old. The defendants also delivered interrogatories 
which in effect asked the plaintiff to admit the truth of the 
above-mentioned objections, or to state how he made them out not 
to be true. The plaintiff having declined to answer these inter
rogatories, the llefendant took out a summons to compel him to 
do so. The summons was adjourue1l into Court, and the 
plaintifl; then consenting to answer the interrogatories as to 
su bject-mattcr, and to amend the particulars of breaches by 
omitting the words "by way of illustration," it was held that 
no further answer should be onlercd.(z) 

·i93 

·where it appears probable from a document produced by the ros~ession or 
I ' • ' 1 f d t 1 1 ] • } · . l relevant docu-p amttfl or c c en an t 1at 10 1as m us posscss10n re evant meuts. 

documents besides those which arc scheduled to his original 
affidavit, the proper course is to apply for an order calliug on 
him to make a further and better affidavit, and in particular 
to state whether he has not in his possession documents, 
which, from that which has been said by him on affidavit or 
from the documents he has produced, in all probaLility are in 
his possession.(ct) Thus, a plaintiff who in his aftidavit of 
documents referred to certain affidavits made in a previous 
action against different defendants, lmt omitted to schedule 
them, was ordered to make a further and bettm· aflldavit with 
particular reference to the affidavits filed in the previous 
action.(b) 

It is established that where an afihlavit of documents has .Further r.m. 
1 I . . f I d , da\·it uf doett• Leen mac c t 1e opposite party cannot reqmre a urt 1er affi av1t mcuts. 

to be made, if that aftidavit is technically snflicient, unle.>s he 
shows, either upon affidavit or from documents which are pro-
duced, or from the pleadings, or admissions in the pleadings of 
the party giving discovery, or from the very nature of the case 

(.::) t•. lhlcc, 5 P. 0. Il. 37· 
(a) Per Cotton, L .• r., Bl'own 11. l:innsom, 5 P. 0. R. 515; Jones v. l\fonte Video 

Gas Co., L. R. 5 Q. B. D. 556. 
(b) BI'OWIIII. SnnRom, 5 r. 0. n. 510. 
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(and as regards the nature of the case there must be very strong 
evidence to induce the Court to act) that there are, probably, in 
the possession of the party giving lliscovery documents, other 
than those he has scheduled in his affidavit. There can be no 
cross-exmnination on an alliclavit of documents which has ber.n 
liled; but though the party requiring discovery cannot take 
any of those courses either as to cross-examiuatiou or without 

. such evidence above referred to, on further nllidavit he may, 
with the leave of the Court, interrogate the party who has 
made an alfidavit as to documents with reference to certain 
specific documents which he has reason to suppose nrc in the 
possession of the party giving discovery, and which have not 
been disclosed.(c) 

The Court nu:,v require an aflidavit that the application is 
not for vexation, or for the purpose of delay, but that it is 
made honestly for the purpose of obtaining discovery; but it is 
donbtful whether an allitlavit as to the existence and nature 
of documents supposed to be in the possession of the party 
giving di~covery and not included in the schedule to his 
original aftldavit of documents is admissible.(tl) 

After one party has made a snflicient aflidavit of documents 
the other party to the action will not be allowed to administer 
to him a general roving interrogatory as to documents in his 
po~se~ .. :o~:. the effect of which would be to compel him to 
wake :t further allidavit. There are cases in which, after a 
suilicient aflidarit as to documents, tile Court will allow a 
party to deliver an interrogatory as to some specific uocuuwut 
or documents, but whether this shall be allowed is a matter 
within the discretion of the judge in each particular casL', aud 
though this decision can be appealed from, the Comt of Appeal 
will not readily reverse it.(c) 

If an application is made at Chambers for the usual order for 
discovery of documents, and a limited order only is asked 
for and obtained, no further order can subsequently be made if 

(c) J udgmenL uf Cotton, L .. J., Etliijon 
v. Holland, 5 1'. 0. R. 216; sec also 
Hall v. Truman, L. R. 29 Ch. D. 307 ; 
Ul\wus ,;, C!mne.c, 7 P. 0. It. 275· 

(rl) Edison t·.Holland, 5 P. O.ll. 216. 
(c) Hall v. 'l'rumau, L. H. 29 Ch. ll. 

307, 
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tli~ judge has certified that he did not require 
<Jonrt.( f) 

• argument m 

Account ur 1Jit11lll!JCI:I. 

A plaintiJl' who succeeds in showing that his patent rights Su~cc.ssf.nl 
1, 1 l 1. • • 1 1 1 I l . f . l J•lmntlff 1s c·u· are va It am snuststmg, am t mt t ICY mvc •een lll rmgcc, titled to au 

• t' 1 1 1 • • ' • • tl 1 f 1 t llCCOilll~ Ul' 1s en 1t ec, not on y to an lll,JlllletiOn restrauung 1e c e enc an tlanmgcs, 

from continuing the infringements complained of, but also 
to an account of profits made by the defemlant by means of his 
wrongful acts, or damages against him in respect of the 
infringements committed. 

A plain till' cannot have both an account and damages against uut to uut!J. 

the same defendant ; he must choose one or the other,(!/) and 
this rule applies to every case of infriugcmcut.(/t) 

An inquiry as to the tlamagcs and an account of prolits arc not 
reconcilable, for, if an account be taken of profits, the infringe
ment is thereby condoned.('i) 

An unexplained tlelay in 1Jringing action may all'ect a plain- EtTcct of delay. 

titrs right to an account of profits, or damages.(!.:) by barring the 
right altogcther,(l) or limiting it to an account of profits, made 
since the commencement of the action,(m) for it is a principle of 
equity that a party who claims a right shall not lie by, and, Ly 
his silence or aequicsceuce, induce another to go on expending his 
money, and incurring risk, and afterwards, if profit be made, 
come and claim a share in that profit without having been 
exposed to the losses which might have been sustniued.(n) 

Au account of profits or an inquiry as to do damages may now 
ue had, notwithstanding the fact that the action is commenced 
or judgment is delivered after the expiration of the patent, 
antl the plaintiff is, therefore, not entitled to an injuuc
tion.(o) :Formerly the right to an account or damages was 

(f) 'l'horuson l', Hughes, 7 1'. 0. II. 
187. 

(!/) Xeilson 1'. Betts, L. H. 5 K & I. 
App. Cas. 22; Wat~on 1:. llollioln,l', 30 
W. ll. 747· 

(It) De Vitrc 1', Betts, I.. I:. 6 E. & I. 
• \pp. Cns. 319; Villi ''· ~IIIith, 3 E. &. 
B. 969 : Hollnrul t'. Fox, 3 E & B, 977. 

(i) Ncil<on 11. llctt~. L. R. 5 E. & I. 
All{l. Cas. 22, 1•cr Lonl \\' "~thmy. 

(k) Crossley 1•. Derby Ua~ Co., 1 
\\'. P. C., 120; Hao·rison ~·. T,,ylur1 11 

.TIll'. X. S. 40S; Sayers z·. Collyer, L.ll. 
28, Ch. 1>. 103. 

(I) ( 'ri1ssley 1·. Derby Gas Co., 1 
\\'. 1'. I'. 120; Harrhou v, 'l'aylor, 11 
,llll·. X. S. 408. 

(111) Sayc_1·s t•.Cullye~·, L. I!.2SCh.D.1o3. 
(n) Crossley 1', Derby tHIS Co., 1 W • 

1'. c. 120. 
('J) Zl & 22 Viet. c. Z7, s. 2; J6 & 37 

Vic!. c. 66, ~. 16; Botts L'. Gallms, L.ll. 
lo Eq. 39.!; S.C. ll.ISSJ, Ord. xv. r. 1; 
\'urk 1', Stowers, \\', N. I88J,p. 174: 
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LET'l'ERS PATEN'!' FOR INVENTIONS. 

ancillary to the right to an injunction, and if an injunction 
could not be granted, the plaintiff could not lui.ve an accotmt,(zJ) 
except in the case of fraud.( q) 

Before the Chancery of Lancaster .Act I Sgo, it was held that 
the Court of the County 1\tlntinc of I.ancaster hau no jurisdiction 
to grant an account, or award damages, if the plaintill' was not 
entitled to an injunction, e.g., if the patent had expired before,(r) 
or during,(s) the litigation, or there was no evidence of any in
tention ou the part of the defendant to repeat the infringc
mcnt.(t) It would, however, appear that the Court of the County 
Palatine of Lancaster has now juristliction to grant an account 
or award damages independently of any right to injunction.(u) 

.As regards different defendants to the same action, the plain
till' may have an account of profits against one of such defendants 
and damages against the othcr.(v) Thus, iu a case where the 
llHmufacturers and the users of an infringing article were sued 
together iu consolidated actions, l'agc 'Vood, V.C., said : "It 
has never been held that an account directed against a tnanu
far.turcr of a patented mtidc licenses the usc of that article in 
the hands of all purchasers. The patent is a continuing patent, 
and I do not see why the article should not be followed in 
every man's hand, until the infringement is got rid of. So long 
as the article is used, there is continuing do.magc."(.•:) 

.An inquiry as to profits made by au iufringct·, aud 
consequent damages due to the plaiutin: extends to all profits, 
including those which accrued since the dcfemlant became 
aware of the plaiutilrs claim to the patent, as well as those 
which accrued before he became aware of such claim.(y) 

'l'hc account also extends, not merely to the profits 
made Ly the sale of the pirated article, but also to all profits 

(p) Smitlt 1', G. W. HI'. C'o .. .liner. 
1'. C., 203 ; l'rkc'll Pntcitl C':unllo Co. 
, .. llauwcn's l'ntcnt l'nmllc l'o., 4 li:. & 
J. 727-

(•J) I ·ro~~lcy r. Derby Gns t'o., 1 
w. 1'. c. 119· 

(r) Smith ,., U. W. Hy, ('o., ~!ncr. 
l'. ('., 209; S. C. 1\ny, 417. 

{•) l'ric(."s l'atcnt ( ':uulln t'o, 1'. 

llauwcn's l'ntcnl t'mHllc t:n., 4 K. & J. 
727 ; !Jut sec rox & DcllcHtni.Jk>, IS 
w. n. 194. 

(t) Proctor''· Bayley, 6 1'. 0. H. 538. 

{u) 53 & 54 Yict. c. 23, s. 3; 21 & 22 
Viet. c. 27; 36 & 37 Yi•!t, c. 66, s. 16 

( 1·) l'crm 1·, Hii.Jt•y ; l'cnn ,., 1•\·l'llic, 
I .. H. 3 Eq. 308; 36 L .. J. Ch. 277 ; 
Uuitctl 'l'dt•pl.uuc 1'11. ,., Wnlkcr, 4 
1'. 0. H. 6;. 

(.•·) l't•un 1'. DiL!Jy, 1'cnn 1', .Jnck, 
l'c1111 n. Fernie, I,, H. 3 Eq. 308; 36 
L .• l.l'h. 277. 

(U) Davcnp•u·t L'. llyl:uul~, L. H. 1 
Eq. 302, ,;ol) ; UnitCII Ho•·sc.,hoc nud 
Xail Co. r. Rtcwm·t, L. 1:. 13 App. L'ns. 
401. 
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incidentally derived from its use. For example, where· a -
defendant was sued for the infringement of a patent for gas 
meters, and was ordered to account for profits made by him, the 
account was made to include the benefit derived by way of 
saving effected by the usc of the piratical gas mctcrs.(y) 

• 

It would apJlear that if the plaintill' desires an account of 
collateral profits, he must prove that such profits have been 
received;(:) and an account will not be directed when it is clear 
that no profits whatever have been mmle.(a) 

1Vhen an order for an account of profits is made against a 
defendant, he may be compelled to produce !lis books, allll inter
rogatories may Le administered, notwithstanding that an appeal 
is pending.(b) 

On the taking of an account of profits the plaintifi' is not 
entitled to an account of the losses which he has sustaincll in 
consequence of the infringement; he is only entitled to an account 
of the profits made by the defendant.(c) 

497 

In the bankruptcy of a defendant, the amount found due on J'r, .. r iu t~:~ul; 

an account of profits malle by the infringement of a patent, can ruptl'y. 

be proved in the bankruptcy as it is a liquidated debt.( d) 
On the taking of an account of profits, the defendant may be Prolits of ob 

11 d d. 1 1 fi · · f 1 · l · b f r .. nolnurs compe e to 1sc osc t Je pro ts ansmg rom us msmcss e ore lmsiu .. ss p1i01· 

] d t f t 1 • 1 t l • ] 1 tu iufdu"c· 1e commence o mann ac ure t 1e artJC cs o w uc 1 t JC patent nll'ut. " 

refers by the application of the patented process or machine, as 
well as since, if such information is necessary to put the Court 
in n position to estimate what proportion of the total profits 
made by the defendant since the commencement of the infringe-
ment, is due to his wrongful nets.( c) 

On an inquiry as to damages the defendant must disclose the Di~dosm·,l or 
• ) . f • • . 1 } ) 1 1 ) mmu·~ of number of t 1e 111 rmgmg artJC es 1e IUS ma( e, nm t 1e names customc1·s. 

and addresses of the persons to whom, and the prices at which, 
Iw llas sold them, in spite of the fact tlmt he thereby exposes 

(!I) Crossley 1'. Derby Gnslight Co, 
1 W. 1'. C. 119; sec nlso llouschill Co. 
1·. Neilson, I W. 1'. C. 697 u. 

(z) B11con v. ~pottiswootlc, 1 Dcav. 
3S2. 

(a) Bergmann ''· :\Ic:\Iillnn, IJ. H. 17 
Ch •. I>. 423 ; Snnitos Co. v. Colllly, 4 1'. 
0. n. 530. 

( [,) Snx by ,., gastcrbrook, I.. H. i. 
Ex. 207. 

(c) Ellwood ,., Chl'isty, IS C. D. N. 
s. 49-t· 

(d) Watson ,., llolliola.l·, 30 \\'. 1:. 
747: 31 W. fl. 536: 52 L .• J. Ch. 5H ; 
llnukmptcy Act, 1883, s. 37· 

{r) Ruldcll•·· Vickl•rR, 6 1'. 0. It 464. 

2 l 
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LE'rTE.a.s PATENT FOR INVENTIONS. 

his customers . to attack from the plaintiff, and himself to a 
consequent loss of trade.(.q) The very object for which the 
plaintiff desires the names of the defendant's customers may be 
to enable him to follow the infringing articles in the hands of 
such customers. 

The mearure of damages to which a successful plaintiff 
is entitled, is the actual loss sustained by him by reason of 
the unlawful acts of the defendant, which loss must be the 
natural and direct consequence of the defendant's act.s.(h) 
The plaintiff is not entitled to receive anything in respect of 
the annoyance and vexation he experiences from the necessity 
of having to establish his right in a Court of law, the award 
of the costs of the action being the. only way the Court will 
attempt to recompense him in respect of such annoyance and 
vexation.( i) 

Infringenwnt No damages can be obtained in respect of an infringement 
hefot'l' pnlJJi. • 1 b f 1. bl' • f J ] 'fi ' (J.) l'atiun of •·om- connmttcl e ore tuc pn 1eatwn o t 1e comp etc speC! catwn; ,; 
li~;~~ "l"·cilien- and in any proceedings in respect of an infringement committed 
Iuft·iu~~·m .. ut after a failure to make any payment, in respect of fees for keep. 
nfter f:ulm·c to • • • . • 
pny f,·rs. mg up the patent, wrthm the prescnbcd tune and before the 

Ac•·ouut. of 
pi'Ofit~ ll'lll'll 
Jla(l'llt li:tS 
L(~1.1 U :IS!'>i!.!lll'll, 

' 

• 

enlargement thereof, the Court before which the proceeding is 
proposed to be taken, may, if it shall think fit, refuse to award 
or give any damages in respect of such infringement.(!) 

As a rule, where a plaintiff has become possessed of a patent 
by assignment, the account of profits is only ordered from the 
date of the registration of the assignment.(m) 

But where it appeared that the plaintiffs had taken over a 
lmsiness and certain patents, and succeeded to the rights of their 
predecessors, they were held to be entitled, in estimating the 
damages and loss of sales consequent on the competition of the 
defendants, to take into account the total quantities sold by the 
defendants before the plaintiffs acquired the business.(n) 

(!J) )fun·ay t•. Clayton, J,, Jl. 15 Eq. 
115; Anwricnn Brnit!ct! Wire Cu. l', 
'J'hotnpwn (2), 5 1'. 0. ll. 375: l'uilctl 
~'clephone Cu. "· \\'alkct·, 4 P. 0. 11. 66; 
],eathcr.Cloth C'o, t•. llir~chfielt!, 1 11. & 
III. 295· 

(lt) United Telephone Co.''· WalkCJ·1 
4 1'. 0. TI. 67. 

(i) United Hol'stshoc an•l Nnil Co, 

11. Stewart, L. ll. 13 App. Cns. 401 
416. 

{1~) 46 & 47 Viet. c. 57, s. 13. 
(/) 46 & 47 Viet. c. 57, s. 17, ss. 4 (b), 
(111) Elhn:otl v. Christy, 18 C. 13. N. t:l. 

494· 
(11) United Horseshoe and !{ail Co. v, 

Sll>wart, L. It 13 App. Cas. 4011 417, 
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Before a plaintiff can be entitled to an inquiry as to damages, it Evidonco 
' ' b J ' l t' t I I . f ' d ueet•HS:II'Y to IS meum ent on 11m to s lOW lm 1e 1as lll act sustamo some ,,tJtnin huptit·y 

damage which is not merely uomimtl.(z') n$ to !lnmngu~. 

In estimating the amount of damages to which a successful Profit ns 

1 • 'fl' ' t' ' d t] C t . I J . I tot••nHun• of p amt1 IS en 1t1e , 1e our recogmses t mt every sa e Wit wut tlamage. 

licence of a patented article must uc a damage to the patentee,(q) 
uut the actual profit derived uy the defendant is not in all cases 
necessarily the measure of the plaintifl"s loss, for it cannot 
always be ascertained with arithmetical precision wlmt, in the 
ordinary course of business, would have been the amount of tho 
plaintifl"s sales and protits. When the product of tho }.Jateulcll 
machinery is a now and special article which cannot be suucess-
fully imitated without using the invention, the process of 
estimation js comparatively simple, but on the other hand it i!:! 
cptite the reverse when this is not the case. An allowance will 
be made in respect of loss of sales caused by the defendant's 
competition, and at the same time tl10 defendant is entitled to 
strike off a moderate percentage as representing sales clue to in-

• 

creased activity in the trade produced by the rivalry of two com-
petitors, if that is the relntionship of the parties.(,·) 

If a patentee whose patent is being infringed reduces tho u .. ,ltlf'liou of 

price at which he Sf311S the patented articles, in order to be able ~~~~~~e~Y llll· 
to undersell the infringer, although in an action for damages he 
may be entitled to the benefit; of all sales made by the infringer 
as if they were maue by l1imself, so that he will get all tho 
profit so made by the the infriuger, yet he is not entitled to re-
cover the diflerenec uctween the original and reduced price, 
because the reduction is not a uatnral and direct consequence of 
the infringer's acts, and therefore too remote.(11) 

But when it can be shown that the plaintiff has not reduced 
llis price below that of the infringing defendant, and that the 
plaintiff's reduction has been consequent upon the defendant's, 
the Court, in estimating the amount of damages, will consider 

(zl) Dicks l'· Brook~, J,. n. I 5 Ch. D. 
39 : Unit eel 'l'clcph• He Co. 11. l:ihm·plc~, 
2 1'. 0. ll. 28 ; Hauitaq l'u. t'. Cowly, 
4l'. 0.1!. 530; Cole v. Suqui, 51'. 0. H. 
489, 496. 

('/) D<wcnport t•. Rylamls, L. H. 1 ·g'l· 
JOS. 

(1') Uuitc<l Horscshnn mul N'nil Co. 
r. Htcwnrt, .L. ll. IJApp. en~. 401.413, 
417; Ellwood "· C'h•·ist,l', 18 C. B.~. 1:'. 
494; l'cu11 l', ,Jack, L. H. 5 E•r· SI. 

(.<) Uuitcd Horseshoe a11d lluil Co. 
t'. Stewart, I,, H. 13 Al'l;· Cas. 401; 5 
1'. 0. R. 260. 
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that the plaintiff, but for the ucfendant's wrongful acts, would 
have made all the sales effected by the defendant at the original 
and not at the lowered price.(t) 

Iuc•·pns•' ._,r A reduction, however, will be allowed to tho defendant in 
~ales hy 
n·ason nf ,J.,. consideration of the increase of sal~Js by reason of the diminu-
fonclant's l'f~· f · 1 1 b f ] ' l ' ( •lnetiou iu tion o prwe anc a so y reason o 11s. msmess connection. n) 

• 

~~~~~·.;A'''' Where the plaintifl' is in the habit of supplying to his cus-
~"'"'''" pmdico tomers a complete instrument a!; a fixed royalty, aml that in
Is tu ~rn11t 
royalti<·'· strument consists of patented and non-patented parts, it is 

l'rofits uot 
attriuutabh• to 
usn of ila\~lll· 
tinu, 

• 

proper, in estimating the damages to which he is entitled, to 
deduct from the royalty a sum in consideration of the non
patented portion of the infringing instrmnent.(1;) 

And in all cases where the plaintiff elects to claim the profits 
made by an uuanthorised use of his invention it becomes mate
l'ial to ascertain how much of it was actually appropriated, in 
order to determine what proportion of the net profits realised 
by the infringer was attributable to the use of the plaintiff's 
invention.(a~) ]Jut when the patentee of machinery, who does not 
grant licences, claims damages from an infringing manufacturer 
who competes with llim by selling the same class of goods in 
the same market, the profit made hy the infringer is of no 
conser1uence. However large his gains, he is only liable in 
nominal damages so long as his illegal sales do not injure the 
tratle of tho patentee ; and however great his loss, he cannot 
escape from liability to make full compensation for the injury 
which his competition may have occasioned. ]~very sale of goods 
manufactured without licence by patented machinery is, and must 
be, treated as an illegal transaction in a question with the 
patentee; and its inherent illegality is not atlected by the cir
cmnstance that the infringement consisted in using a small and, 
it may Lc, the least useful part or the invention.(!/) 

If the defendant has made profit by the illegal use of the 
patented invention, the fact that he might have made a profit by 

(I) American llraidCil Wire C'o. 1>, 

'l'llompson, 7 1'. 0. H. 47, 152; W, N. 
18go, 68; J,, H. 44 Ch. D. 274. 

(11) Ibid. 
(1J) United 'l'P.!ephollo <'r•, v. Wnll<cr, 

41'. 0. H. 6r, 63. 

• 

(.1:) Unitctlllurseshoe n11d Nnil Vo. lJ. 
Stewart, L. H. 13 App. Ca~. 412. 

(y) l'cr I.ord 1\' atsun, Unitml Horse
shoe nml Nail Co. v. Stewart, L. R. 13, 
A pp. C'ns. 4'3· 
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selling articles not manufactured hy the machine the subject of 
the patent, is quite immaterial.(z) 

501 

Where damages are assessed on the principle that the plain- Damngcs in 
'1 • I . I 1 f I 1 . I . l'cSpceL or loss ttl s oss 1s t 10 oss o rents nne roya tw.s, t w measure of hts or r<lnts nwl 

damages is the profit rent, and royalties for the entire period t·uyaltics. 

during which tho infringing article was in the hands of the 
defendant, whether it was or was not in use during tho whole of 
that time.(ct) Aml where the plaintilf is in the hahit of granting 
licences he cannot claim by way of damages a manufacturing 
profit, or any sum beyond the ordinary royalty; moreover, he 
will not be entitled to recover anything from the manufacturer 
if he has received the full royalty from the user.(h) 

A patentee, who has obtained an injunction, cannot be ltoynlti<•s 

compelled to accept from an infringer desirous of continuing 
the use of the invention, the same royalties he accepts from 
other and licensed nl.lers.(c) 

If a patentee obtains an injunction and damages against m1 .• uupnyuwut. 
. f . . f d I f' 1 t tl of llmna)!;<!~ loy m rmgmg manu acturer, an t 1e manu acturer ( oes no pay 10 nunutfnctut·ct-. 

damages, it is open to the patentee to claim ii·otn a pmchaser of 
the manufacturer what is due to him hy way of damages in 
respect of the purchase of infringing machines.(d) l'hc accept- EITcct or 

b 1 1 . , f , f l d . . f . . nceeplnnco of ance y t 1e p amt1 1 o agreet a mages from an 111 nngmg agreed uam-

f f 1. t t' 1 · f ] · f l ngos from mann acturcr o tue pa ent ar lC e m respect o us wrong u m~Hufncturer. 

acts does not preclude the plaintill' from following the article in 
the hands of a purchaser from such HJUnnfacturer and claiming 
damages from him, for the payment of agreed damages by the 
manufacturer does not make the article " free " in the hands of 
a purchaser.(e) 

In cases where it appears that the defendant has infringed Damag:~s . 
WhPI't' tlll'l't' 1~ 

during the interval between a former decision adverse to the :t <l••d.sion a·,J: 
• • • \"t•l'St! to tho 

vahdtty of the patent and 1ts reversal on appeal, and fnrther, patcul. 

that the defemlant's wrongful acts were committed on the 
strength of that former decision, it is submitted that the de-· 

(z) Gnitcd Horseshoe awl Nail Co. 11, 

Stownrt, J,. R. 13 App. Cas. 401. 
(a) Unitetl 'fclcphouc Uo. v. Wulkcr, 

4 1'. 0. u. 6J. 
(b) Penn v. Jack, L. H. 5 Eq. Sr. 

(e) Penn 11. Bibby, L. H. 3 l•:q. JIO, 
312; l'cun IJ •• Jm·k, J,. H. 5 E•J· !lr. 

(tl) Cropper v. Smith, L. H. 2{ Ch. D 
305, 312. 

(c) liuitctl Telephone Cl•, v. Wnlkcl", 
4 1'. o. n. 6J, 67, 
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fendant \vonld be allowed to give evidence on this point in 
reduction of damages.(!) 

n •. r .. r.·ne•• hy It is open to qncstion whether a judge of the Chancery Divi-
jllllg-~· t•f L 
o"'""'"r.1· sion has ,jnrisdiction to order an inquiry as to damages to ue 
JJi\'isinu ft' 
j11•l~" awl referred to a judge and jury.(rJ) · 
i~n·y. 

1 
'Where an order is obtained for the assessment of damages 

Scopn of on er 
r .. r ""''""m•·nt they arc assessed down to the time of assessment, if the cause of 
of dalll:l''"t•:-;, · 

" action is a continuing one, as the infringement of a subsisting 

Claim t,, r.osts 
of fnrnw•· 
:tetiuu. 

Omis~ion to 
n,;k ftll' •lam
:n:t•s at the • 
IH'ariucr. 

• 

patent is.(k) 
And the order for an account of profits, or for the assessment 

of damages, as the case may l.Je, usually states the time within 
which the amount found due must be paid after it has been 
duly certified; (i) but sometimes the tinw within which such 
payment is to be made is reserved for further consideration.(!.:) 

Where the plaintifl' in an action for the infringement of a 
patent claimed the costs of a former action against the same 
defendant, which it was alleged was discontinued owing to false 
evidence on the part of the defendant, the Conrt held that the 
proper course was to strike out those paragraphs of the state
ment of claim which referred to the costs of the former action, 
and to leave the plaintiff at liberty to bring a separate action in 
respect of them, and intimated that such action ought to be 
brought in the Queen's Bench Division.(/) 

'Where damages, though claimed in the pleadings, were by an 
oversight not asked for at the trial, special leave was given, 
on subsequent motion by the plaintifl~ to vary the minutes of 
the decree by adding an inquiry as to damages.(m) 

JJe.stntdion 01' IJdicCI'!J to Plainti;{)' of Injl'iii[Ji11fJ A1·tidcs. 

PlnintifT's 1·ig!Jt In addition to an injunction restmining the defendant from 
to or<ll'r for 
destl'lletion or infringing the patent in future, and an account of profits or 

(f) pp. 418, 4I9 ante; Arkwright t•. 
Nightingale, I W. P. C. 61. 

(y) Anwri<,nn Tiraiclctl Wire Co. v. 
'l'hompson, 5 l'. 0. H. 6!)6. 

(!I) S. C. H. 1883, On!. xxxn. r. 58; 
Fritz t•. Hobson, L. U. I4 Uh. D. 542. 
As to ascertainment of damages in 
Queen's llcnch Divisiou, sec S. C. U. 
1885, Ord. XXXVI. r. 57· 

(i) W cstinghousc ·v. Lancashire & 
York~hirc ny. Co., I P. 0. R. 253 j 

11 ·w. R. 852; Young t·. Fernie, llovill 
!.'. Crate, Needham 1J, Oxley, Cunning· 
ham ''· Colling, Seton, 4th etl. p. 355· 

(lo) Hocking v. 1-'mser, 3 P. 0. H. 7; 
11ctts ,,,, Noel, Seton, 4th ed. p. 355 ; 
Da\'Cll)JOI'I ·o•.Hylands, L. It I Eq. 302; 
l'emuerton, 4th eel. p. 484. 

(/) United. 'l'clepbono Co. v. Tusker, 
6 1'. o. H. 38. 

(m) Edison v. Holland, 5 P. 0, H. 
483. 
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damages at his option, a successful plaintiff in an action for in~ dclivnry of 

f . t bt • 1 f tl C 1' • iufl'inging rmgemen may o am an ore er o 1e ourt, c 1rectmg an nrliclcs. 

inquiry as to how many of the infringing m-ticles are in the 
possession of the defendant, antl ordering further that all such 
articles shall be clestroyccl in the presence of the plaintiff .or 
delivered up to him,(n) or that they shall be delivered up or 
clestroyecl.(o) 

In a case where the statement of claim prayed for the delivery 
up nncl destruction of all infringing articles in the })Ower or con~ 
trol of the defendants, ]}aeon, V.C., declined to make the order 
at the trial, but reserved the question for consideration after an 
account of profits had been taken.(p) 

MS 

The ordl'r for delivery up or destruction usually fixes a time Form of or.Jer. 

within which the infringing articles are to be delivered up or 
destroyed.( q) 

'Vlwrc a defendant is found to have infringetl a patent for Wheu nl'liclo 

m1 invention consisting of a new combination of old parts, the i~ compouu<l, 

Court will probably grant an injunction restraining the user of 

the infringing mn· ·~.:.~•'s, but refuse to order their destruction, 
on the ground tha~ ~:1e parts may be separated and used for 
other purposes, and tho order will give liberty to the plaintiff 
to mark the infringing machines so us to be alJle to follow them 
at any time.(1') 

Under the following circumstances, an order for delivery 
up was refnsecl : 'l'he infringing machines consisted of two dis
tinct parts, one of which was an infringement of the patent, 
and the other was not ; the machines had been :liannfnctured 
abroad and imported into this country, uucl the defendants 
dismantled them and kept the sepumte parts stored in a ware
house.(s) 

(n) Detts v. De Vitro, 34 L. J. Ch. 
289, 29I; S.C. II Jur. N. S. 9, 2I7; 
Seton, 4lh ed. p. 354 ; "rnshbmn & 
Jlfocn ;\lunufactul'iug Co. v. Patterson, 
I 1'. 0. R. I 57, I62; 'l'angye t•. Stott, 
I4 W. U. 386; F1·earson 1). Loe, J,. Jl. 
\1 Ch. D. 48, 67; Otto v. Steel, 3 P. O.ll. 
109, I20; Emperor of Austria v. Day, 3 
De G. F. & J. 217; Young ·v. :Fernie, 
I.. R. 1 H. J,, 63; Pemberton, 4th etl. 
p. 484; Edison v. Holland, 5 P. 0, n. 
483

' d' h 'J' d s l 1' I. 'k (u) 13.1 ISC e Ammuu uta •acr1· 

v. Lc\'ins!cin, I,, H. 24 Ch. D. 176; 
Plimpton 1'. i\lalcolmson, Seton, 4th ed. 
p. 354· 

(p) Hocking v. Fraser, 3 1'. 0. H. 7· 
(•J) Otto 11, Steel, 3 P. 0. H. I20; 

Washunm & llfoen i'lanufiteturing Co. 
·1•. Patterson, 1 l'. 0, H. I91. 

(r) Needham IJ, Oxlcr, 8 J, '1'. N. R. 
604; 11 W. H. 852; 'p"mucrton, 4th 
t)tl. p. 4S5; l:ieton, 4th ed. pp. 352, 353· 

(s) Unitctl Telephone Co. v. I.oudor. 
anti GloLe 'l'clclphonc aml .i\laintcnance 
Co., I,. H. 26 Cu. D. 766, 776. 
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The destruction of an infringing article may cause a loss to 
the plaintiff considerably greater then the cost of such infring
ing article, as, for example, where the infringing article is used in 
combination with other things which do not infringe, and the 
article cannot be detached without destroying the whole 
machine, e.g., the filament in an Edison incandescent electric lamp 
which was held to infringe the Cheesborough patent and au 
order for the destruction of which was obtained.(t) 'l'his loss is 
part of the risk an infringer incurs when he invades a patentee's 
rights. 

Uosts. 

Subject to the Juc1icature .Acts nncl the Supreme Court Hulcs, 
I 883, the costs of and incident to all proceedings in the Supreme 
Court arc in the discretion of the Court or judge, provided that 
where any action, cause, matter, or issue is tried with a jury, 
the costs shall follow the event, unless the judge by whom such 
action, cause, matter, or issue is tried, or the Court., shall for 
good cause otherwise order.(zt) Consequently the costs of an 
action for infringement of a patent are in the discretion of the 
judge of any division of the Supreme Court in which the action 
is tried. 

On taxation, however, no costs will be allowed to either party 
in respect of any particular which the Court or a judge has not 
certified as being reasonable and proper.( L') .And in case the 

Co:q.ts. when plaintiff succeeds in an action in respect of a patent, the validity 
w.whty of pn· • • • 

Necessity of 
certificate of 
particulars. 

tent. hns been of whwh has been certified by the Court or a JUdge to have been 
corti fiml in • 1 • f • f • f • t J • • 1 1 fornwr action. questwnec m a ormer nct10n or m rmgemen , 1e IS ent1t ec to 

P<'r ,T ~sse!, 
l\I. H. 

hnve his full costs, charges, and expenses, as between solicitor 
and client, unless the Court or a judge trying the case certifies 
that he ought not to have the same.(o;) 

In the words of Sir George Jessel, :M.R.: '' 'Vhere a plain
tiff comes to enforce a legal right, and there has been no mis
c:onduct on his part, or omission or nE'glect which could induce 

(t) Edison v. Hollanrl, 5 1'. 0. U. 
459, 483. 

(ll) s. c. n .. 1883, Onl. J.XY. r. J, 
(1!) 46 & 47 Viet. c. 57, s. 29, ss. 6; 

J,ongbottom v. Shaw, 6 1'. 0. n. 5 l 3· 
'l'his provision docs not apply to the 

Court of tho County Palatine of LaJtrM
tcr ns that Court is not n Court within 
the meaning ol' 46 & 47 Viet. c. 57. 
s. 29 (6) ; sec p. 511 post. 

(x) 46 & 47 Viet. c. 571 a. 31; p. 514 
post. 
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the Court to deprive him of his costs, the Court has no c1iscre

tion, and cannot take away the plaintiff's right to costs. 'l'hcre 
may be misconduct of many sorts : for instance, there may be 
misconduct in commencing the proceedings, or some miscarriage 

in the procedure, or any oppressive or vexatious mode ~f 

conducting the proceedings, or other misconduct which will 

induce the Court to refuse costs; but where there is nothing of 

the kind, the rule is plain and well settled, and is as I have 

stated it." (y) 
As we have seen, a plaintiff is not bonnrl to apply to the !guol':l~tco uo 

• , • tmmmuty frulll 
defendant for the rehef l10 seeks before commencmg nctton,(:) co~ts. 
and ignorance on the part of the defendant is no defence to an 

action for infringement.(a) Neither of these grounds will 
£1etermine the Court to refuse the plaintiff his costs, if !te 

succeeds in the action and is not otherwise disqunlifiet .. (h) 
Although n defendant admits infringement and promises to Costs wheu 

1. t' tl I . 1 f d I I t!ufcu•!aut c tscon mue te nets comp mnec o an not to repent. t 1em, t 1e n•lmits :uul 

lllnintiff is not bound to rely on such promises, but may obtain ~~~fi:.:~. t~: 
tho injunction of the Court.( c) In such n. case, if the defen- friugcmcut. 

dnnt would avoid the costs of the action he must, at the time he 

admits the infringement, offer to pay all the costs incurred up 

to that period.(d) 
Where the plaintiff failed to prove infringement, and it 

appeared that tho defendant lmd infringed before the action, 
but had discontinued the infringement and offered to pay whnt 
was reasonable, the plaintiff was condemned in the costs of the 

action.(c) 
A defendant who n.clmits infringement must, in order to escape 

costs, if the plaintiff proceeds to an injunction, not merely pro

mise not to repeat the infringement, but he must aclmit and 

offer to pay the amount of his liability. 'l'hus, where a defen-

(y) Cooper v. Whittingham, L. ll. 15 
Ch, D. 504. 

(::) p. 420 ante. 
(a) p. 402 ante. 
(b) Wittman v. Oppenheim, I,, R. 27 

Ch. D. 260; Upmann t•. Forrester, L. U. 
24 Cb. D. 231 ; llurgcss ''· Ilnteley, 26 
lleav. 249; Cooper v. Whittingl1am1 L. 
R. 15 Ch. D. 504; Davenport v. llylands, 

f,. ll. 1 Eq. 302; Collins 1'. Wnlk•·r, 
7 w. n. 222. 

(c) p. 420 ante. 
(d) llurgoss v. 1 fate ley, 26 Ben\', 249; 

Geary v. No1·ton, 1 De G. & S. 9, 12; 
Fr:ulclla t•. Weller, 2 Uuss. & ~I. 247; 
Nunn 1'. lY A lbuqucrquc, 34 Tluuv. 595 ; 
Colburn v. Simms, 2 Hare, 543· 

(c) Fletcher v. Glasgow Ga• Co., 4 
P. 0. R. 386. 
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dant had merely promised not to repent the infringement, the 
plaintiff was held to be entitled not only to an injunction but 
to his costs of the suit.(/) 

Again, defendants who merely offered to remove certain in
fringing portions of a machine, but gave no promise not to use 
them again, and did not offer to pay the costs of the action 
alreacly incurred, were ordered to pay the costs the plaintiff was 
pnt to in order to obtain an injunction.(!/) And in an action in 
the Palatine Court, where infringing machines had been di~nsed 
for five years previous to the commencement of the action, and 
had been removed from the defendant's premises, the plaintiffs ob
tained the>ir costs on proof of the infringement, which was denied, 
and this although there was no threat on the part of the defendants 
to renew the infringement.(h) 1'he Court of Appeal, however, 
held that in the absence of any evidence of au intention on the 
defendants' part to continue the wrongful acts an injunction 
ought not to have been granted, and dismissed the action, but., 
owing to the defendants' conduct of their case, without costs 
in the Court below, although they grwe the defendants tho 
costs of their successful appeal.(i) 

Co~ts _when Oppressive conduct on the part of the plaintiff will iniluce the 
pl;uutlfT·~ eon. 0 1 • 1 . f' h' ] h h 1 • 1 
•luet is owres· ourt to c epr1vo um o 1s costs, even t wug e succeec m t 1e 

• 
Sl Vll. 

• 

Cosl9 of sepa-
• rate JSSUl'S, 

action. Thus, where a defendant at the hearing submitted to a 
perpetual injunction, and it appeared that the defendant had 
ignorantly infringed the 1mtent, but had previously to the com
mencement of the action offered to deliver up to the plaintiff 
all profits he had made by selling the infringing articles, ancl to 
sell all such articles remaining in his possession to the plaintiff 
at a fair valuation, but the plaintiff nevertheless continued the 
action, the Court gave him no costs.(!.:) 

It is provided by S. C. H., 1883, Orcl LXV. r. 2, that where 
issues of fact ancllaw are raised upon a claim or counter-claim, 
the costs of the several issues respectively, Loth in law and 
fact, shall, unless otherwise ordered, follow the event. 

(f) Geary 1". Nnrton, I Do G. & S. 9· 
( 1/) llni !f•tl T..J,·phonP. Cu. iJ, London 

and Ulul·e 'l'o·lephonc ani! )lainteuauco 
Co., I 1'. 0. H. 117. 

• 

(h) Proctor v. Bayley, 6 P. 0. R. 106. 
i) Proctor v. Bayley, 61'. 0. H. 538. 
k) Nunn v. D'Allm<lucrque, 34 llcav. 

595· 
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The costs of issues raised by either party, but abandoned at 
the trial, must be borne by the party who raised them.(/) 
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In considering the question of the apportionment of costs in Apportionment 
' 'll b ll t d' ' 3 tl 3 ' ' ' of costs. patent cases, 1t wr e we o 1vwe . re cteciswns mto two 

classes I. Those in which the validity of the patent was eitlu:~r 
not contested, or was established ; II. ~['hose in which the patent 
was declared invalid, 

I. ·where the plaintiff succeeds in npltolaing the validity of '·\'lu·n' pl~in-

1 b f 'l t l f £ • f , . hiT uphui<IS t 1e patent, ut a1 s o prove t 1e act o m rmgement, 1t valiolit.y of pa-

b 1 l 1 I h C .11 . J tent, lmt f11ils 
appears to e t 1e genera ru e t 1at t e ourt WJ apportwn t 1e on iss11, of in-

co t friug•·ment. s .s. 
'rhus, in a case in which the plaintiff succeeded on the 

question of validity, and the defendant on that of infl'ingement, 
Bacon, V.C., apportioned the costs, saying: "The costs of the 
suit, as far as relates to the futile attempt to dispute the plain
tiff's right to a patent invention, must be borne by the defen
dant. The costs of the plaintiffs futile attempt to restrain the 

' 
defendant from doing that which I think by law he is entitled to 
do, l1is patent not being an imitation or piracy of the plitintifl's, 
the plaintiff must pay him, and the one set of costs must be set 
off against tho other."(m) 

In an action brought for the infringement of two separate 
patents, the jury found some of the issues affecting tho validity 
of the patent for the plaintiff and others for the defendant, and 
it was finally ordered " that the costs be left to abide the 
event of the several findings ior the plaintiff aml the defen
dant company respectively, in respect of tho said two letters 
patent, and that tho said costs be taxed on the highc·r scale, 
and that the plaintiff do recover nothing against the defen
dants, save and except the costs of the issues on which he 
has obtained judgment, and that, save as aforesaid, the de
fendant company do recover their costs of suit from the 
plaintiff."(n) 

And in another instance the action was dismissed with costs, 
but the Court directed that the plaintiff should have his costs, 

(l) 'l'homp~Jn v. TbcAmericat• Brnided 
Wire Co .. 6 1'. 0. R. 518. 

( m) Simmonds v. Hitchman, L. R. 29 
Cit. D. 417; sco nlso Automatic Weigh· 

ing ~lachine Co. t•. Knight, 6 P. 0. n. 
297· 

(11) Wcstiu~:bous<i "'· Lancashire and 
Yorkshire Uy. Co. I P. 0. H. 229, 254· 
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which Wtlre incurred by reason of the defendant disputing the 
validity of the patent.(o) In one case the Court of Appeal 
awarded the general costs to the defendant, but gave the costs 
of the issue of novelty, which was not decided, to neither side.(p) 

In an action in which tlw defendants appealed from a juc1gment 
for the plaintiff with costs, and the taxed costs were by consent 
paid into Court pending the appeal, the Court of Appeal, with
out going into any other question, decided the issue of infringe
ment in favour of the defendants, and dismissed the appeal 
with costs. On a subsequent application by the defendants for 
the repayment of the costs paid by them into colll't, the Vice
Chancellor of the Palatine Court held that the plaintiff was not 
entitled to an apportioned part of these costs, attributable to 
the points other than infringement, on which he had succeellL·d 
at the trial; nnd that the costs must be paid out of court with
out waiting for the result of an appeal to the House of Lords.(q) 

Where the House of Lords reversed the decision of the Court 
below on the issue of validity, and held that the pntent. was 
good, but upheld the finding that the defendant had not in
fringed, the appeal was dismissed, but no costs were given.(1·) 

In an action which was dismissed, on the ground of no infringe
ment, without going into the validity of the patent, and costs 
were given to the defendant, but no certificate was asked for as 
to the reasonableness and propriety of the particulars of objec
tions,(s) the vlaintiff sought, but without success, by taking out 
a summons to review the taxation, to set off the costs he hatl 
incurred by obtaining evidence to meet the defendant's ohjt•c
tions.(t) 'l'he plaintiff's contention was that the defendant's 
particulars were "improper, vexatious, or unnecessa.ry " within 
the meaning of S.C.U. Orcl LXV. 7, 27, sub-r. 20, and that he 
was, therefore, entitled to the costs occasioned by them. 'l'he 
Court, however, held that the taxing-master had rightly dis
allowed the defendant's costs of his particulars of objection, not 
because they were "improper, vexatious, or unnecessary,'' hut 

(o) NorJcnfclt v. Gut\lncr, 1 P. 0. R. 
61, 7 5· 

(11) Needham v. Johnson, 1 1'. 0. R. 49, 
59· 

(q) llnyd v, IIorrock~, 6 P. 0. R. 528. 

(r·) l\[ooro v. Bennett, 1 l'. 0. H. 129. 
(R) p. 510 JIOHf. 
(I) Gnrraru v. Edge, W. N. 18go, pp. 

43· 68. 
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simply because there had been no certificate, and it was a con
dition precedent, before the plaintiff could succeed, that he 
should show the costs of such particulars were disallowed on the 
ground that, they were '' imprOJler, vexatious, or unnecessary." 
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II. 'rhero is no general rule as to the apportionment of costs Wh~ro plnin-
• • • , • tilT fnils to up-

where the plamtlff fails to uphold Ius patent, but IS successful hultl \'nlidity 

I · f • e • of llRicnt, lmt 
on t 10 Issue o nurmgcmPnt. succee•h on 

1'1 C ] d' • • 1 h' h • • }tho i8SIIo uf w ourt ms a Iscretlon m t 1e matter w lC IS exerc1sec infringement. 

according to the circumstances of each case.(n) It is proper 
for the Court, if, after hearing the evidence, it comes to the 
conclusion that issues were unnecessarily raised, to apportion 
the costs of those issues; but the Court will not apportion the 
costs of issues which have ne,·er been heard in consequence of 
a decision haYing been come to at the outset of the case against 
the validity of the patent.(z:) 

In l:lome cases wlwre tliC defendant has impeacJJed the patent 
on more tl1an one ground, but has not been successful on all, 
and the plaintiff has succeeded on the issue of infringement, 

• 
the costs of the issues afiecting the validity of the patent on 
which the defendant lws failed have been given to the plaintiff~ 
and the other costs of the action to the defendant.(w) 

A rule has b(•en stated by }'ry, J.,(!J) to the effect tl~at where 
the plaintiff fails on the issue of validity, but succeeds on 
other issues, the Court ~ives tlte general costs of the action 
to the defendant, but as regards certain issues raised by the 
one side or the other, the Court, app01tions the costs accord
ing to the success of the Imrties. 

This rule was approved and applied by the Court of Appeal 
iu Bacliiiclte Anil·in ·untl Sucla }'abi'ik v. Lcrin.stcin.(::) In t.llis 
case Bowen, J., said: " I am of opinion, in this case, that the 
plaintiffs should have the costs occasioned by the issues raised 
by the particulars of breaches, aml that in respect of all the 
other costs the costs in the action should follow the usual result, 
and be awarded to the successful party. It seems to me t.hat 

(u) Kaye 11, Chuub, 4 1'. 0. H. 289, 
JOO, 303, 

(1:) Blakr.y 1'. Latham, 6 1'. 0. H. 
184, Igo, 

(x) l'oolP.y v. l'ointon, 2 1'. 0. ll. 
167; I,awrcnce 11, l'crry, 2 1'. 0. H. 

179; Lawrie y, llake•·, 2 l'. 0. n. 213; 
Lister I', Xorlon, 3 1'. 0. H. 199. 

(!J) Wegmann ,,., Corcoran, 27 W. R. 
357· 

.(~) J,, U. 29 Ch. D. 366, 418, 42o. 
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without laying down any hurd-and-fast line, or trying to fetter 
our discretion at a future period in any other case, we are 
acting on a sensible and sound principle, namely, the principle 
that parties ouglit not, even if right in the action, to mld to 
the expenses of au action by fighting issues in which tlwy are 
in the wrong. It may lw very rl'asonable as J'(•gards their own 
interest, and may l1elp them in the conduct of the action, 
that they should rai~cl issue~: in which in the end they are 
defeated; but the defcuilnut who does so does it in his own 
interest, and I think he ought to do it at his own expense."(.:') 

Other judges lw.ve, however, held tlmt a plaintiff who has 
failed to substantiate his }J::ttent, but has succeeded on the 
issue of infringement, may be depriyed of his costs of that 
issue, on the ground that in the opinion of the Court the 
issue was not sufficiently distinguished from the rest of the 
cnse,(a) or that the costs of the issue were trifling,(b) or 
on the ground that there can be no infringement of an in
valid patent, and that it is consequently impossible fc.r the 
plaintiff to succeed on the issue of infringement if the patent is 

bad.( c) 
It is provided by the Act of I 88 3 (d) that on taxation of costs 

regard shall he lmcl to the particulars delivered by t.l1e plaintiff 
and the defendant, and they respectiYely shall not he allowed 
any costs in respect of any particular ueliyered by them unless 
the same is certifiecl hy the Court or a judge to have lJeen proven 
or to have been reasonable and propPr, without regard to the 
general costs of the case . 

Wht•rc the plaintiff's particulars alleged four distinct hreacht's, 
but no evidence was giyen as to one of them, ancl the plaintiff 
obtainecl the costs of the action, the certificate was confined to 
the particulars which had been provecl(c) 

If either party omits to ask at the trial for a ccrtilicate as to 
the reasonableness and propriety of his particulars, it is submitted 

(z) L. R. 29 <.:h. 11. 419; see also 
lluytl 1'· Horrock~, 6 1'. 0. ll. I 52, 162. 

(a) Guii!Jcrt-:llurtiu t•. Kerr, ·11'. 0. H. 
23· 

(b) 1\ny 1', ClauLl>, 4 1'. 0. 1!. 289. 
(c) Edi~on t'. ll~.·llau•l, 483; lllukty 

v. Lutluun 6 1'. 0. It 29; Unit ell 
'l't·lcplwnc Co. 1', 1lnrri8uu, L. H. 21 Ch. 
D. 720. 

(d) K 29 (6). 
(f') Cole 1'. Ha qui, 5 1'. 0, 11. 489, 

497· 
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that he may obtain it afterwards on summons in chambers,(i) Ol' 

on motion in Court.(l,:) 
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In tl1e event of the CourL of Appeal reversing the decision of .hari~•lil'liun 
, uf Cuna·r uf 

the Court below, the Com·tof Appeal has power to, and wlil grant Appenl tu 
· ' h 11 • ] . g"nlllt l'<·a·ti-n cert.Jficate as tot e reasona > eness anc1 propriety of t 1e partl-.ficntc. 

culars.(l) Where the Court of Appeal rev(•rsed tho decision of 
tho Court below as to the validity of a patent, and granted a cer-
tificate as to some of the particulars of objections, Cotton, L.J., 
said, in reference to s. 29 of the Act of I 883 : "I do not think that 
the Court of Appeal is the Court pointed at in that section, nor that 
the judge in the Court of Appeal is the judge }Jointed at; it must 
mean the judge of the High Court who heal'S the matter origin-
ally, or a Divisional Court of the High Court. But in tlw Court 
of Appeal we ought to make such order as in our opinion the 
judge who hearu the case ought to have made the judge from 
whom the appeal is. In this case we thought he ought to have dis-
missed the action, and then, of course, he ought to h:we considered 
what particulars were pro\·en, or reasonable and proper. In our 

• 

opinion we ought to do that, as he 1ms not done it, and could not 
do it, having regard to tho conclusion at which he arrived. 
'l'hat has really been done in several pat('nt cases which have 
been hefore this branch of the Comt, aud, that being so, we 
ought in our opinion to grant a certificate stating what parti
culars were reasonable and proper."(m) 

'l'ho Court of the County Palatine of Lancaster is not a .Jnl'i~•lidiou 
C • 1 \r' C'l 11 • ] • l . J • of \'ke-Cimn-onrt., nor IS t 10 we- · mnc(' or a Jill ge wtt llll t te meamng of , . .,IJua· nf 

6 f. f ] ' f 8 ( J • County raJa. ss. o s. 29 o t 1e . .11.ct o I 8 3, 11) JUt It must be remembered thw ut I.nu-

that his Honour hns power O\'er the costs of particulars irrespective c .• ,ter. 

of any certificate.(o) It is his Honour's practice to certify the 
Jmrticulars in respect of which the parties are to receive costs or 
other1vise.(p) 

The above provision as to certificat('S is only applicable when Ccrtiticato 
only necessary 

(1) ,ludic. Ad, 1873, s. 39; S.C. H.1SS3, 
Onl. :XL\', 1'1'. 2, 17, 18; llnl. r.tv. a·. I. 

(/.·) 11uwclill'c /', ~llllri~, 3 1'. 0. H. 145· 
(/) l'olc v. Saqui, 61'. O.H., 41, 45; 

llum}•lacasou ·1·. ISJCI', 41'. 0. ],, 416. 
(111) Color. Sn!Jni, 6 1'. 0. n. 45· 
(11) l'roctoa· ''· Sutton Lo!.lgu Ciacmical 

Co., 5 1'. O.ll. 184. 

(11) Pt•rnell 1'. :l),,rt, Lit], Jell & Co., I,. 
ll. 29 ; Ch. 11. 325; 2 1'. 0. Jl. 55; Gar
urtt 1'. llnullcr, ],, H. 3 .\pp. Cas. 244· 

(p) ChcctJ.aru t'. Ohlhmn, 7 P. o. H. 
124; Ilonocks v. Stubbs, 3 1'. 0. H. 
240; l':arm·lll·.l\Ioat, J.Etlcll &. Co. L. Il. 
29 Ch. 1>. 325; 2 1'. 0. 11. 55; sec also 
53 & 54 Yict. c. 23, s. 3• 
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there has been an actual trial in Court, but when the action is 
discontinuecl, or judgment is allowecl to go by default, or the 
action is dismissed for want of prosecution, no certificates will 
be given, but the costs of particulars will be dealt with in the 
ordinary way.(q) 

The question arises whether, when the action is actually 
brought to a trial, but the case of the plaintiff breaks down on 

account of the patent being clearly proved to be void, or on an ad-
• 

mission of one of the plaintiff's witnesses,(1·) or on the evidence 
offered by the defendant, and the defendant is consequently not 
afforded an opportunity of proving his particulars, the Court can 
give a cert.ificate that such particulars we1·e reasonable and 
proper, and so enable him to obtain the costs of tl1em.(s) 

In a case in which the plaintiffs failed in their action on the 
ground of the invalidity of the patent being established by one 
of their own witnesses, judgment was given for the defendants 
without their being called upon to go into their defence, and the 
judge held that he must decide which of the particulars of 
objection were reasmutble and proper in regard to the case so far 
as it lutd gone, and a certificate was granted to tho defendant in 
respect of those particulars only which the juc1ge specifically 
mentioned. It was also held that the plaintiffs not being 
entitled to any costs, they were not entitled to any cert.ificate 
in respect of their ·l'articulars of breaches.(t) And where 
at the trial the plaintiff's case broke down on account of 
his first witness in cross-examination lJeing unable to dis
tinguish the alleged invention from a previous specification, 
antl the action was accordingly dismissed, the defendant was 
allowed a certiHcate which was limited to the particulars in
volved in the decision of the Court.( u) 

'Where a case broke down on account of thr. impossibility of 
supporting the first claim of lhe patent, and the action was 

(q) Batt.'· 1, Kynock, L. H. 20 Eq. 632; 
Rothwcllz•. King,4 P. 0. Il.397; GrcaYes 
1•. The Eastern Counties lly. Co., I E. & 
R 961; 2S J, '1'. Q, B. 290; Steyena 1!, 

Keating, I lilac & H. 659. 
~·) The Germ lllilling Co. v.Robinson, 

3 I. 0. R. 254· 
(8) Longbottom ''· Shaw, 5 P. 0. R. 

497 ; 6 1'. 0. H. 143· 

(I) Tho Germ 1\lilling Co. t•, Hobiuson, 
3 P. 0. R. 254. 

(u) Griffin1•. Fctwcr, 6 P. 0. ll. 396; 
sec nlso Alho-cnrhon J,igllt Co. 1•. Kitl<l, 
4 P. 0. H. 535; Oddy 1•. :;)ndth, 5 
1'. 0. R. 503; l:ilazcngcr 11. Foltham, 6 
1'. 0. H. 130; lloyd v. Horrocks, 6 l'. 0. H. 
152, 162. 
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dismissed without the defendants being called on, Kay, J., 
refused to give a certificate with regard to the particulars of 
objections, but gave costs on the higher scale and liberty to 
apply with regard to the costs of the particulars of objections.(v) 
On the other hand, in another case, where the same learned 
judge at the end of the plaintiff's case intimated that he wouid 
not call on the counsel for the defendant, and gave judgment in 
his favour, he not only refused a certificate in regard to the 
particulars of objections, but also refused to give liberty to 
apply. (;v) 

On taxation of the costs in the latter case the 'l'axiug 
llfaster allowed the costs relating to or governed hy the 
defendant's particulars, including the costs of the witnesses, 
but the judge, on summons, varied the lllaster's order hy 
disallowing those costs, on the ground that the words of the 
Act are precise, and that as no certificate had been granted 
at the trial, they could not be allowecl.(y) Kay, J., in giving 
his decision, said: "'!'here might well be a case where the 
matter was decided against the plaintiff without calling upon 
the defendant's counsel, and yet the Court, relying upon the 
evidence obtained by the defendant by cross-examining the 
witnesses, might think it right to look at the particulars of 
objections, and allow the costs of such particulars as were 
in fact made out by tlw cross-examination. I can quite 
understand that case occurring, and therefore I do not Eay 
that there might not be in such a case as this, or in a 
similar case, like that which I have just described, propriety 
in the Comt looking into the particulars of objections, and 
saying whether they were reasonable or not, having regard to 
the specification." (z) 

rrhe Court of Appeal, when it can dispose of an action on one 
point e.!J., the issue of infringement--will not hear the case 
further for the purpose of deciding whether the particulars were 
reasonable or not.(a) 

(t:) Howcliflo v. The Longford Wire, 
Iron, and Steel Co., 4 1'. 0. H. 28r, 288. 

(.•.·) Longbottom t'. Shaw, 5 P. 0. H. 
497. 502. 

(y) Longbottom !'. i::ihaw, 6 1'. U. lL 

510; Uat't'lll'd ~·. Edge, 6 1'. 0. R 372, 
563; 7 P. 0. H.139· 

(:) 6 P. 0. H. 513. 
(a) Boyd 11, Horrocks, 6 P. 0. n. 162; 

LOJ,guottom L'. Shaw, 6 P, 0. H. '43· 
.,,. 
- l.~ 
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It is provided by the Act of 1883 that in an action fur 
infringement of a patent the Court or a judge may certify that 
the validity of the patent came in question; and if the Court 
or a judge so certifies, then, in any subsequent action for 
infringement, the plaintiff in that action, on obtaining a final 
order or judgment in his favour, shall have his full costl;;, 
clmrges, ancl expenses, as between solicitor ancl client., unlPss 
the Court or judge trying the action certifies that he ought not 

to have the same.(b) 
Jurisdiction As we have seen (c), the validity of the patent. may be 
of Uonrt or l . • • • b ] · ] 
n jt~<lgu to callec m questiOn Ill an actiOn rong 1t to restram t te cou-
"r:tut eertifi- . f l f 1' · t f · fi • ~ate of validity tmuance o t treats o proceel mgs m respec o m rmgements, 
iuaetion to b . . 1 btf l h t] t'f' t b . • ] r,•stmit1 nt 1t IS lou u w e 1er a cer 1 1ca c can e g1ven 1n sue 1 an 
threat~. act,ion unclcr the above power. One judge has stated that, 

though an action to restrain threats, in which the validity of 
the patent is put in issue, is in snbstance an action for inf!-inge
ment, yet it is only so in substance ancl not in form. It is not 
an action for infringement within the meaning of the Patent 
Act, 1883, and the Court is, thC'refore, not in a position to give 
any certificate.(d) And another judge, in a similar case, whilst 
C'xpre!;sing g1·eat doubt as to whether he hacl jurisdiction to give 
a certificate, thought the safer course was to grant it without 
prejudice to its validity, if it shoulcl come into operation.(c) 

11r on t Ito 
hearing of 
petition for 
rovocntiou, 

Under the Act of 1852, which authorised the grant of a 
certificate that t.he validity of the patent had been questioned, 

and provided that in a subsequent (f) snit or action touching 
such patent a plaintiff might reco\'er treble costs if he was 
successful, it was enacted that such certificate might be given 
in evidence in any proceeding by scire facias to repeal the 
patent.('!) It is to be observed, however, that ther~ is no 
corresponcling provision mndc by the Act of 1883 or any subse
quent Act with regard to th:l certificate in reference to a 
petition for revocation of the patent, which is the mOllern 
substitute for the proceeding by sci1'cfacias.(h) 

(b) 46 & 47 Yict. c. 57, s. 31. li'or 
forms of Ccrtiflcntc seo Seton, 4th eil. 
11. 1661 ; Pemberton, 4th ctl. p. 482. 

(to) p. 3!!6 ante. 
(d) Kurtz r. Spence, 51'. o. H. 161, 

IS4. . 

(e) Cmmpton v. 'l'he Patents Invest
ment Co., 5 1'. 0. H. 382, 404. 

(.f) Bovi111•. Hadley, 17 C. B. N. S. 
435· 

\!!) 15 & 16 Viet. c. S3, s. 43· 
\It) p. 34 I IIIII£', 
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' 

Where u defeuCiant by his pleadings denied the ntli11.ity of Ucrtificnte of 
. . •" • vnlillity wlwn 

the patent, but d1d not appear at the tna~J Kay, J., lwldmg dcfemlnut doo:~ 
.. not nLJpmu· 

that the 31st s. of the Act of 1883 only applied when the patent · 
is estaLlished in a case contested in Court, refused to grant a 
cet·tificate; but (i) Kekewich, ,J., under similar circumstances, in 

' 

the absL'nce of authority to the contrary, granted the certifi-

cate,(/.;) and pointed out that if a defendant, by non-~tppearance 

at the trial, could deprive a successful plaintifi' of the right to a 
certificate as to the valit1ity of the patent, the plaintiff might bL· 
put to the trouble of proving it all over again. Where a certi

ficate of validity has bPeu granted in a previous action, it will 
not be gmnted again at the conclusion of a subsec1ueHt action.(/) 

It is submitted that the Court of Appeal, if it reverses a .Juri~<lidion 

1 · · f J C • of Uourt of c ecrswn o t re ourt below agamst the patent, has power to Appenl to 
'(' h ] l'l' ] • · ~;mut et·t·tiligrant a cerh wate t nt t te va tc rty tni':l come Ill question. eutc of vali,Jit 

It is the duty of the Oomt of Appeal to make such order 
as the juclge who hearcl the case ought to have made, and, in 
the event of the Court of Appeal reversing the decision below 

on the question of validity, it is presumed that n certificate 
would be gmnted, on the grouncl that the fincliug shoulc1 han• 

been the other way.( 111) 
Should the Court of Appeal not grant the certificate, applica

tion for one may be made to the judge of the Court below wlw 

tried the case,(n) and in one instance the Court of Appeal 
granted no certificate, but gaw• the appellant leavt~ to apply to 

the judge below.(u) 
'l'he Court of the County Palatine of Lancaster is not a Court Jmi~lliction 

within the meaning of the Act of r883,(p) but it is submitted ~~~:~~ilor of 

h t tl C] f L. A. t 8 ( ) . Uouuty Pnln. t a re mncery o ancaster c I 90, '1 g1 ves power tine of Lau-

to the Vice-Chancellor, or the Court of Appeal on appeal ii·om ~~~ct\~·tifi
his judgment, to grant a certif..cate entitling the plaintiff to c;tteofvnliuity. 

solic~tor ancl client's costs if successful in a subsequent action. . . 
1 Omt~titon o 

If a certificate t.hat t-he validity of the patent was called in ntik for ccrtifi-
• ente of validity 

(i) Peroni t', Hudson, 1 1'. 0. 11. 261, 
263 ; Stocker 1·. IlodgcrR, I C'nr. &. K. 99· 

(k) Haydock t'. llmtllmry, 4l'. 0. H. 
74· 

(I) Edison r. Holland, 61'. 0. U. 2li7. 
(m) S. C. H. 1883 01'(1. J,YJll. r. 4; 

' 

Cole t'. Saqui, 6 1'. U. H. 45; limn· 
phct·son ,., Sycr, 4 P. 0. H. 416. 

(n) Cropper 11. Smith, 2 1'. 0. n. 61. 
(u) Otto v. Linfor.J, 46 J,, '1'. N. S. 35· 
(Z'l 1'1·octor 't', Sutton Loilge Uhcmical 

Co., 5 P. 0. U. 184. 
(q) 53 & 54 Yict. c. 23, 3· 

at the hinl. 
• 
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question is not asked for at the trial, it may probably be obtained 
by subsequent snuunons in Chambers(1·), or on motion in Court 
(Rowcliffe 'l'. Morris, P. 0. H. 145). 

Nonppcnlfrom If a certificate be granted there is no appeal, as it is not a 
decision to • d t J • h • h 1 1' ( ) grant or refuse JU gmen or orcter agamst w lC an appea 1es. s 
certificnto of I h h f 'fi • l' ' ' tl validity. t seems t at t e grant o a cert1 cate 1s cuscretwnary m te 

!llcauiug of 
MUU~C!Jlll'Ut 
nctiou. 

• 

Court or juclge.(t) 
But in a case in which the result of the judgment was that 

the patent was invalid as regarded one claim, but that if the 
specification could be amended by omitting that claim, the patent 
would be valid as to the remainder, Stephen, J·., granted 
certificate that the valic1ity had come in question, but made no 
reference to the finding on the point, and his lordship stated 
that he coulfl. not refuse to certify the fact of the validity having 
been questioned.(u) . 

It was held under the Act. of I 8 3 5 that no certificate ought 
to be given when no eviuence on the question of validity was 
offered, and the judgment was entered for the plaintiff by con
sent; (.v) but where the defendant offered eddence against the 
novelty of the invention, which failed, and was prevented from 
offering further evidence affecting the validity of the patl'nt on 
other grounds, it was held that a cert.ificate ought to be given.(//) 

An action commenced but not determined at the time a 
certificate in another action is obtained, is not a subsequent 
action for infringement within the meaning of s. 3 r of the Act 
of 1883, and the plaintiff cannot claim solicitcr and client costs 
on the production of the certificate and record of the first deter
mined action.(~) 

U ncler the Act I 8 52 the order on a motion for tL new trbl of 
un action subsequent to one in which a certificate of validity Jmd 
been obtained was held not to be a " decree, decretal order, or 
Iinal judgment," and the plaintiff was not entitled to full 

{r) Judie. Act, IS7J, ~. 39; S. C. H. 
1883. 

{~) llaslam v. Hall, I;. R 20 Q. ll. D. 
491 ; 5 P. 0. H. 144 ; Cropper r. Smith, 
2 1'. 0. lt 63. 

(t) 46 & 47 Viet. c. 57, s. 31. 
{u) Haslam n. Hall, 5 1'. 0. H. 28; 

snc Automatic"' cighing !\lachine Co. c. 
Knight, 6 P. 0. It II3, 120. 

{.~:) Slo,~kcr t•. Hot!gcrs, I Car. & K. 99· 
(t/) Gillett t'. Wilby, 1 W. 1'. C. 270. 
{:~) .Automatic "'cighiu~ i\Iachinc Co. 

f. ComLinctl Weighing l\Iachiuo Co., 6 
1'. U. ll. 120; Autonu:tic Weighing 
1\lachino Co. 1•. Intcrnntionnl Hygienic 
Sncicty, 6 1'. 0. ll. 480; l'cnnv. lli!JlJy, 
L. H. 3 Eq. 308; llovill 1>, Hat!lcy, 
17 U, B. N. S. 435· 

' 
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costs.(a) It is submitted that such an order, or an order on 
motion to commit for breach of an injunction, would not be a 
" final orcler or judgment" within s. 3 I of the Act of I 883, and, 
tlterefore, under the present pt•actice the plaintiff conl<l not 
claim solicitor and client's costs, if snccessfnl in resisting _a 

motion for a new trial, or obtaining an order fot• committal for 
breach of an injunction.(b) 
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It is to he noticed that the Act of I 88 3 ]Jrovides that n Discretion of 
, 'ff :1 f 'fi l } l' :~· f] . Court ns to plmnt1 possessect o a cerh wate t tat t 1e va lCttty o us patent granting ~oli<:i· 

1 l 
. J • • b . b . . tor n111l chr.nt tas Jeen qnestwnect IS m a sn sequent achon, on o tmnmg a co~ts. 

finnl order or judgment, to hm·e ltis costs as between solicitor 
nml client, 1111.les8 tlw C/oui't m· 11. juduc fi',l!i~lff tlte adion m#jlt•s 
tlwt lw ouolit not to lum: tlw R((}llt', Therefore it is left to tlte 

" 
discretion of the Court to deprive a successful plnintiff in a 
subsequent a0tiou of his full costs, if it is of opinion that 
he ought not to have thclll, '['he object of rhe enactment was 
to prevent natentees being Fnt under the necessity of bringing 
repeated actions to determine their rights after the patent has 

• 
heen once established. ~rhere a,·e mnny circnmstanceR nuder 

• 
wltich it might be improper that a plaintiff succeeding in a. 

subsequent action slwn!a have costs, notably if it is prowd thnt 
the first action was collush·e(c) or vexntious.(d) 

'Where a certificate as to validity lwd been obtained in a prior 
action, Pearson, J., refused to give full solicitor aml client costs 
on the ground that the patent was attacked in the subsequent 
action on grounds which were not raisecl in the prior proceed
ings, but he granted the plaintiff a fresh cert.ificate of validity 
specifying to what extent the patent hnd been questioned.(c) 

In a case under the Act of I852, Lorcl Hatherley, then Vice
Chancellor Page ·wood, refused to gh·e solicitor and client costs, 
on the ground that the former action was not conclusive as 1-o 
the valiclity of the patent, for after the plaintiff had obtained 
the judgment of the House of Lords in his favour, the Court 
of Queen's Bench directed a new trial, which, however, did 

(a) llovill1•, floo(lier, Gl'iff. L. 0. C. 
49· 

(b) Spencer v. 'l'ho An coats Vale 
Rubber Co., 6 P. 0. R. 46, 48. 

(c) Davenport t•. Rylnnds, IJ. R I Eq. 
309. 

(tl) Proctor v. Sutton Lodge Chemical 
Works, 5 P. 0. R. I84. 

(e) Otto l•. Steel, 3 1'. 0. n. I09, I20. 
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• 
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• 

not take place, in consequence of a compromise between the 

parties. (c) 
It has been held by Chitty, J., that the fact that a defendant 

does not deny the validity of the patent, but only disputes the 

question of infringemr-nt, will not induce the Court to deprive 

the plaintiff of full solicitor and client costs if l:e holc1 a certificate 

that the validity of the patent l1as been questioned in a prior 

action;(/) but, on the othe1· hand, it has been held by Charles, J., 
that a plaintiff holding a certificate that the validity of his 

patent was q nestioned in a prior action would not be entitled to 

full solicitor and client costs in a subsequent action whrre tlw 
only question raised was one of infringement.(g) 

It is submitted that the latter of these two decisions will be 

followed, for the intention of s. 3 I of the Act of I 88 3 seems to 

be to protect patentees from being harrassed by having to 

support their patents again after they have been contested and 

declared valid, and not to affect the question of the costs of the 

issue of infringement where tlw evidence before the Court is 

totally distinct from that. which was prPsentetl in the former 

action. 

It is of g1·eat importance to litigants who are unsuccessfnl 

tllllt they should not be oppresseil by having to pay an excessive 

amount of costs; and it is a rule that the costs chargeable 

under a taxation, as between party am1 party, are only those 

necessary to enabh' the adverse party to conduct the litigation; 

nny charges merely for com1ucting litigntion more conYeniently 

may be called ln:x:urieR, and must be pnid by the party incurring· 

them.(lt) 
·when scirnt.ific e\'idenee is IH'ePssnry, proper fees to e:x:pPrts 

will be allowed ;('i) nnd an allowance may also be made in respect 
of the preparation of drawings or mode]f; when thq nre re

quii·efl ;(7.·) hut tlw C'omt will not order such drawings mu'l 

(c) Betts v. De \'iti'C, I I ,J nr. N. S. 1 I. 
(f) Tho United 'l'clcphone Co. ·1:. 

Pattinson, 6 P. 0. 11. I40 ; Reo Davcn
Jllll't t'. UylamlR, !J. lt 1 F.q. 302, 3olt 

(f!) Automatic \Vcighiug Machine ('o. 
v. International lfygicuic Society, 6 P. 
0. H. 480. 

(h) Smith t•. Bulb, L. H. 19 ECJ. 475· 

(i) Smith 1.'. Buller, J,, U. 19 E•1· 
473; llatlcy 1·. Kn10ck, L. TI. zo Ec,. 
632; l\fn~gmve ,.: JlickH, 3 l'. n. H. 
49· 

(k) Hatley v. Kynock, L. lt 20 E•t· 
6;p ; i\Iusgmvc t•. Hicks, 3 P. 0, 1!. 
49; HorJ'ockR t•. Stn!.hs, 3 1'. 0. },, 
221. 
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models to be given up to the pnrt.y ordert>d to pay the costs of 
them.(!) 
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If the drawings and models are no1· really necessary, uo ~osts of umw-

Il 'II 1 d . f I . mgs nucl a owance w1 Je ma P m rl'Spect o t tem on taxahon-·-t'.ff., llt.ldc•l•. 

where drawings were only used for t ''" purpose of bE"ing aflixl·ll 
• 

to the margin of copies of evidence supplied to counsel, tho 
costs of their preparation were disallowed, nlthough thl' oppo
!'ite party had asked for and been supplied with copies of' 
them.(m) 

\YJJ·>re a plaintiff succeeds in obtaining an ilu1niry as to.r.·o;;t~ or 
, lllfJIIll'Y us to 

damages or an account 0f profits, am1 also ohtams tlw generalclumn~c·s. 
costs of the action, the Court, as a rule, will not gh·c the cos1s 
of the inquiry as well as general costs of the action, but will 
reserve them, in order that the judge before whom the inqnit·y 
is directed may have full control over the costs, nnll see 1lwt 
that they are not unreasonably exnggerated.(n) 

And where an nnclertaking and inquiry ns to clmnnges is 
clirected OIL n successful application for an interim injunction, 
the usual order provides for the costs,(o) nm1 they rti·e not 
generally reservecl(21) 

In r-:ome cases the Court will or<kr that the costs of the CnRts of •hort-
. . . . luuul uote ,f 

shortlu:md writers' notes of the evu1ence s]wll be pmd Ly tho el·i•l··uce, 

losing party. 'l'he application s]wuld be mm1e nt the trial OJ' 

lwaring.(q) But snch an order will he made only in very ex-
ceptional cases.(1·) 

'J.'he costs of a shorthand note of a judgme11t appealed from Costs of slwrt-
. 1 C f l ( ) IJillH1 note of Will generally be nllowec by the ourt o Appea . s judgment. 

If tl1e party who has been unsuccessful in n patent action Stay of pro-

t t • f' 1 f' J 1 1 • . f' tl C t ceeilinn-s ou • en ers no ·ICe o appea rom t ll' m verse c eciswn o · · Ie our judgm~ut 

which tried the action, he may obtain an order staying the pro- ~~~~::~,iii~ 

(l) Horrocks v. Stubbs, 3 P. 0. I:. 
241. 

(m) Smith 11. llcetlc, J,. R. 19 Eq. 473· 
(u) Stark t•. l\Iiclland Ry. Co., I,, H. 16 

Ch. D. 81 ; United 'felephono Co. 11. 
!'leming {2), 3 P. 0. R. 282; l\Ioss 11. 

l\Inlings, 3 I'. 0. R. 379; LTnitcrl 'l'eJc. 
Jlhone Co. -~·. Fanlknm·, 3 1'. 0. n. zlh n; 

.I.Jolc "~'· Sarpli, 5 1'. 0. H. 497; Needham 
t•, Oxley, Seton, 4th cd. p. 353· 

(o) Burdett 't'. Hay, 4 Do G. J. & S.; 
Seton, 4th cd. p. I 72, 

• 

(71) Rothwell t•. King (No. 2), 4 1'. 
0. H. 76. 

(IJ) Earl De Ia Warr t•.lllilcs,I,.R. 19, 
Ch. D. 82. 

(1·) Kelly v. Hayles, L. R. 13 Ch. D. 
693· 

(N) f'ullycr 1:. Isaacs, 45 J,, 'l'. 567; 
30 W. ll. 71 : Lowlon 1111(1 Huut h· \\' c•st"m 
Hy. Co. r. Groom, L. H. 20 Ch. D. 589; 
"'ooclwai'Cl t'. Sansom, 4 1'. 0. H. Ij!i. 

• 
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cceclings on the judgment till the hearing and determination of 
the appeal.(1·) 

'J~he application must in the fit·st instance be macle to tho 
Court below and not to the Court of Appeal; (s) but if the 
Court of First Instance refuse to make an order staying pro~ 
ceeclings, an application may be macle to the Court of Appeal, 
mu1 an application of this uature is not properly an appeal 
motion, and need not be brought within twPnty~one clays after 
tl10 refusal of the Court below.(t) 

costs n£ npp"Hioo Usually tlw costs of an application for an order to stay pro
cation for 
ord"r to stay ceedings Im•.re to be borne by the party making it in any 
)ll'OCCCilillf!S. ( ) b • l event; n ut sometimes t 1ey are made costs in the appeal.(1:) 

<'oRtR on tltc 

Where the plaintiffs obtained a juc1gment granting a perpetual 
injunction restraining infringement and an account of profits, 
am1 the defendant entered rm appeal, and moved for an order 
staying proceedings under the order for an account, the Court 
thought that, under the circumstances, the proper course was to 
advance the appeal, but as the plaintiff thereby obtained a 
benefit, the costs of the application shonlc1 be costs in tl1e 

appeal.(m) 
It is provided (y) that costs on the higher scale may he 

]JigliPl' scnlt~. c1 allowe either generally in any cause or matter, or as to the 

• 

costs of any particular application made or business clone, in 
any cause or matter, if on special grounds arising out of tlte 
nature and importance, or the difficulty or urgency of the case, 
the Court or a judge shnll, nt the trial or hearing, or further 
consideration of the cause or matter, or at the hearing of nny 
application therein, whether the cause or matter shall or shall 
not be brought to trial or hearing, or to further consideration 
(as the case may be), so order; or if the taxing officrr, under 
directions given him for that purpose by the Court or a judge 
shall think that Rttch allowance ought to be so made npon Rnclt 

special grounds as aforesaid. 

(1•) Adair v. Young, J,, R. II Ch. D. 
I36; Woodward 11, Sansom, 3 P. 0. R. 
366; Humpl~erson v. Sycr, 4 1'. 0. H. 
189; Proctor v. llcnniR, 4 P. 0. TI. 363; 
Otto~·. Steel, 3 P. 0. H. I2I. 

(R) Otto v. };indford, J;. n. IS Ch. D. 
39~ ; ~roppcr 1', Rmith, r,, Jl. 24 Ch. n. 
~o· 
,) )• 

(I) Cropper "· Smith, L. R. 24 Ch. 11. 
305. 

(u) Cooper 11, Cooper, L. R. 2 Ch. D. 
493; i\Icrryv. Nickalls, L.R.SCh.App. 
Cns. 205. 

(11) Adnirv. Young, J,, R. 11 Ch. D. 6. 
(~!) Adnin,, Young, r,. R. I I Ch. n. 136. 
('!/) S. C. H ISS3, Onl. 1.:w. 1'. 9. 
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Costs on the higher scale may be given by tlw Court of 
Appeal, although refused by the Court llelow; hut tlte Conrt of 
Appeal floes not usually allow them, there hring no spt'cial 
reason for doing so.(z) 

Where an action was of a complicated nature, tlw Court, con~ 
sidering t11at special industry and learning, and much time and 
expense had been employed in lll'epari11g it for trial, direct·ed 
the taxing master to allow all or any part of the plaintiff's costs 
on the higher scale if lte thought fit, ; (a) and costs on tlw higher 
scale lw.vc been allowed in other cases, on the ground that tltc 
case of the successful party has involw~d a protractec1 examina
tion of witnrsses, the calling of expert evidence, or the pre
paration of drawings and models.(u) 

"Where costs on the higher scale have been asked for, on the 
ground that the defendant submitted to an injunction,(t:) or that, 
important qtwstions were raise(l,(d) or that tho defendant did not 
appear at the trial,(e) thc•y lutYC hrPn ret'nsE'd : aml it wonld 
appear t.hat the f.·wt that tlw damages claimed amonnt to a large 

• 

sum is not snftlcient reason for directing th(• costs to he taxed 
' 

on the higher scale.(/) 
·where au application is made at the trial for costs on tl1e 

higher scale which is refused, tJw question may he reserved 
till after the taxation, am1 liberty given to apply, so that tllf' 
successful pnrt.y may have an opportunity of showing thnt lte 
has suffered an injustice, if such he the fact., hy tht' taxation 
having bee>n made on the IO\n>r scale.(rt) 

(.;) .\ntomatic Woi~hing Machine 
Co. 1', Knight, 61'. 0. H. 310. 

(a) Fmscr n, l't-ovince of ll1·cscia 
Steam 'l'mmways l'o. 56, L. 'l'. X. H. 
i7I ; 3 Times H. 587. 

(1,) Westinghouse v. J,, & Y. Hy. Co. 
I 1'. 0. H. 103 ; l~nstcrbrook, F. tT. W. 
Hy. Co, 2 P. 0. H. 212; Watling 1·. 
Rtc\'cn~, 3 P, 0. H. 43 ; Otto 1>, Steel, 
::1 1'. 0. H. 120; Wenham 1·, :\lay, 4 
1'. 0. H. 310; l\aye1·. Chnbh, 4 1'. 0. H. 

289; Elling tun ;·, ('lark, 5 P. 0. ll. 
528. 

(c) Hu!lsol! r. o~gcrby, 32 W. H. 566. 
(tl) Gmfton1', Wotson, 51 L. '1'. X. R. 

141; l':mlitl'Stcamship Co. v. Harwick, 53 
L. '1'. N. s. s6. 

(e) l'm·oni ''·Hudson, I l'. 0. H. 261. 
( () Spcttignc's 'l'l'nsts, 32, W. H. 385 ; 

'l'hi, Horace, J,, H. gl'. J.l. 86. 
(!/) Crampton 1'. 'l'hc l'atentR Jnrest

ment Uo. 5 1'. 0, IL 282, 404. 
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APPENDIX. 

STATUTE 01!' l\10NOPOLIES (1623). 

[ 21 J'Ac. I. c. 3·] 

An .Act concm·ning J.llonopolies ancl Dispensations of Penal Lctws 
and tlw F01feit1wes thereof. 

• 

FoRASMUOH as your most excellent Majesty, in your royal judg- Allmonopolics, 

ment, and of your blessed disposition to the weal ancl quiet of your ~~~id.shall bo 

subjects, did in the year of our Lo1·d God one thousand six hundred 
and ten, publish in print to the whole realm, and to all posterity, 
that all grants of monopolies, and of the benefit of any penal laws, 
or of power to dispense with the law, or to compound for the for-
feitul'e, are contrary to your I\Iajesty's laws, which your I\Iajesty's 
declaration is truly consonant and agreeable to the ancient nnd 
fundamental laws of this your realm : And whereas your l\fajesty 
was further graciously pleased expressly to command that no suitot· 
should presume to move your l\Iajesty for matters of that natm·e; 
yet nevertheless upon misinformations and untrue pretences of public 
good, many such grants have been unduly obtained, and unlawfully 
put in execution, to the great grievance and inconvenience of yom· 
:Mn.jesty's subjects, contrary to the laws of this your realm, and con-
tmry to your l\I1tjesty's most royal and blessed intention, so published 
as aforesaid : For avoiding whereof, and preventing of the like in 
time to come, may it please your excellent Majesty, at the humble 
suit of the Lords Spiritual and Temporal, nucl the Commons, in thi::; 
pre!lent Padiament a::;sembled, that it may be declared and enacted : 
and be it declared and enacted by authority of this present Parlia--
ment, that all monopolies, and all commissions, grants, licences, 
charters, and letters patents heretofore made ot• granted, or here-
after to be made or granted, to any person or p':lrsons, bodies politic 
or corporate whatsoever, of or for the sole buying, selling, making, 
working, or using of any thing within this realm, or the dominion of 
Wales, or of any other monopolies, or of power, liberty, or faculty, 



• 
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to dispense with any others, or to give licence or toleration to do 
use, or exercise anything against the tenor or 1mrport of any law m· 
statute ; or to give or make any warrant for any such dispensation, 
licence, or toleration to be had or made; or to agree or com}Jotmd 
with any others for any penalty or forfeitures limited by any statute; 
or of any grant or promi<;e of the benefit, profit, or commodity of 
any forfeiture, llenalty, or sum of money, that is or Rhall lJe due hy 
any statute, before judgment thereupon had : and all proclamations, 
inhibitions, re:;traints, warrants of assistance, and all other matters 
and things what:;oever, any way tending to the instituting, erecting, 
strengthening, furthering, or countenancing of the same or any of 
them, are altogether contrary to the bws of this realm, and so are 
and shall be utterly void and of none effect, and in no wi~e to he put 
• • m use or execution. 

2. Antl be it furthe1· declaretland enacted by the authority afore
sail!, that all monopolies, and all such commissions, grants, licences, 
charter:;, letters patents, proclamations, inhibition:::,restraints, warrants 
of assistance, and all other matters and thing:; tending as aforesaid, 
and the force and validity of them, and of every of them, ought to 
be and shall be for ever hereafter examined, heard, tried, aml deter
mined, by aml according to the common laws of this realm, and not 
otherwise. 

All persons 3· And be it further enacted hy the authority aforesaid, that all 
<liHable•l.to usc 1.1erson and persons bodies politic and cor1Jorate whatsoever which 
mouopohcs, &c. ' · ' 

• 

now are or hereafter shall be, shall stand and be disabled and in-
capable to have, use, exercise, or put in use any monopoly, or any 
such commission, grant, licence, charter, letters patents, proclamation, 
inhibition, restraint, wanant of assistance, or other matter or thing 
tending as aforesaid, or any liberty, }lOWer, or faculty, grounded or 
pretended to be grounded U}Jon them, or any of them, 

4. And be it further enacted by the authority aforesaid, that if 
'l'he party . 
grieved by any per:3on Ol' pel·son:; at any time after the end of forty days next 
pretext o[ IL 
monopoly, &c., after end of this present session of Parliament shall be hindered, 
sh:tllrccovcr • d I' t '· I d' . t 1 I . I . d I I treble damages grieve , ( IS m·uec , or 1sqme ec , or us or t 1en• goo s or c 1atte s 
~~~~~~oublo any way seized, attached, distrained, taken, carried mvtty, or detained, 

by occasion or pretext of any monopoly, or of any such commission, 
grant, licence, power, liberty, faculty, letters patents, proclamation, 
inhibition, 1·estraint, warrant of assistance, or other matter or thing 
tending as aforesaid, and will sue to be relieved in or for any of the 
p::emises, that then and in every such case, the same person and 
persons shall and may htwe hi-; and their remedy for the same at 

• 
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the common law, by any action or actions to be grounded upon this 
statute; the same action and actions to be heard and determined in 
the Courts of King's :Bench, Common Pleas, and Exchec1uer,· or in 
any of them, against him Ol' them by whom he or they shall 
be so hindered, gri(lved, disturbed or disquieted, or against him 
or them by whom his or their goods or chattels shall be so seized, . 
attached, distrained, taken, carded away, or detained; wherein 
all aml every such person and persons which shall be so lJin
dered, g~·ieved, distm·bed, or di:;quieted, or whose goods or chattels 
shall be so seized, attached, distrained, taken, carried away, or 
detained, slmll recover three times so much as the damages which 
he or they sustained by means 01' occasion of being so hindered, 
grieved, disturbed, or disquieted, or by means of having his or their 
goods or chattels seized, attached, distrained, taken, carried :tway, or 
detained, and double costs; and in such suits, or fm• the staying or 
delaying thereof, no essoin, protection, wager of law, aidprayer, 
privilege, injunction, or order of l'estraint, shall he in any wise 
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prayed, granted, admitted, or allowed, no1· any more than one im- Ho that de

parlance: And if any person or persons shall, after notice given, ~:di~~~ :m 

that the action dellending is "rounded upon tlus sbttute cause or gromul~tl 
o ' upon tim; 

procure any action at the common law, grounded upon this statute, statute iu~m·s 
, n )Jr<rmwure. 

to be stayed or delayed before JUdgment, by colour or means of 
any order, warrant, power, or authority, save only of the court 
wherein such action as aforesaid shall be brought and depending, or 
after judgment bad upon such action, shall cause or procure the 
execution of or UllOll any such judgment to be stayed or delayed by 
colour ot· means of any order, warrant, !lower, or authority, s:we 
only by writ of erro1· or attaint; that then the said person and 
persons so offending shall incur and sustain the pains, penalties, and 
forfeitures, ordained nnd provided by the Statute of Provi:,;ion and 
Prmmunh·e made in the sixteenth year of the reign King 16 Hich. II. 

Hichard the Second. · c. 5· 

5· Provided nevertheless, and be it declm.ed and enacted, that. Ll•ttc1·s 1mtcut 

any declaration before mentioned shall not extend to any letters !~a~~:f~~~~·cti 
Patents and .!!'rants of privilege for the term of one and twenty years .ls~vct1.1 1

,. 
- lfl)Jt'll t't v!l 

or under heretofore made, of the sole working or makin,.,. of any Stat. Law Ret·. 

f' • h' h' I h fi o d Act, I863· manner of new mmm acture w1t m t 1s rea m, to t e rst an true · 
inventor or inventors of such manufactm·es, which others at the 
time of the making of such letters patents and grants did not use, so 
they be not contrary to the law, nor mischievous to the State, by 
raising of the prices of commodities at home, or hurt of trade, or 

• 
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generally inconvenient, but that the same shall be of such force as 
they were or should be, if thir; Act had not been made, and of none 
other: and if the same were made for more than one and twenty 
years, that then the same for the term of one and twenty years only, 
to be accounted from the date of the first letters patents and grants 
thereof made, shall be of such force as they wf:lre or should have been if 
the same had been made but for term of one and twenty years only, 
and as if this Act had never been had or made, and of none other. 

6. Provided also, and be it declared and enacted, That any 
declaration before mentioned shall not extend to any letters patents 
and grants of privilege for the term of fourteen years or under, 
hereafter to be made of the sole working or making of any manner 
of new manufactures within this realm, to the true and first inventor 
and inventors of such manufactures, which others at the time of 
umldng such letters patents and grants shall not use, so as also they 
be not contmry to the ltnv, nor mischievous to the State, by raising 
prices of commodities at home, or hlll't of tmde, or generally 
inconvenient : the Sttid fourteen years to be accountetl from the date 
of the first letters patents, or grant of such privilege hereafter to be 
made, but that tl~e same shall be of such force as they should be 
if this Act had never been made, and of none other. 

7. Provided al:;o, and it is hereby further intended, declarecl, and 
enacted by authority aforesaid, That this Act or any thing therein 
contained shall not in any wise extend, or be prejudicial to any 
grant or privilege, power, or authority whatsoever heretofore made, 
granted, allowed, or confirmed by any Act of Parliament now in 
force, so long as the same shall so continue in force. 

\\'nmm
1
ts 8. Provided also, That this Act shall not extend to any warrant 

grautet to 
justices s:lvctl. or pdvy seal, made or directd, or to be made or directed by his 

Charters 
granted to 
corporations 
saved. 

l\Iajesty, his heirs, or successors, to the justices of the Courts of ·the 
King's Bench or Common pleas, and Barons of the exchequer, 
justices of assize, justices of oyer and terminer and gaol delivery, 
justices of the peace, and uther justices for the time being, lmving 
power to hear and determine offence:; llone against any penal statute, 
to compound for the forfeit,ures of any penal statute, depending in 
suit and question before them or any of them respectively, &fter plen, 
llleadecl by the party defellllant. 

9· Provided alf.o, and it is hereby further intended, declared, and 
enacted, That this Act or any thing therein contained shall not in 
any wise extend or be prejudicial unto the city of London, or to any 
city borough, or town corpom te within this realm, for or concerning • 
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' 

STATUTE OF )!OXOPOLIES. 

any grants, charter:;, or letters rm.tents, to them 01' any of them 
made or granted, or for or couceJ·niug uny cn:;tom m· custom:; used 
hy or within them or au~· of t.l!elll : o1· unto :my corpot"atious, 

companies, or fellowshilJS of any art, trade, occupation, ot' mystery, 
or to any companies or societies of. 111erchant:; within this realm, 
erected for the maintenance, enlargement, or orderiug of anr t1·:ule of 
merchandise ; but that the :>ame charters, customs, coq1oratious. 
companies, fellowslliJIS1 and societies, nn•l t.l1eh· liberties, privile~t>;;, 
powers, ancl immunities shall be awl coutinue of such force :md 
effects us they were before the wakiug of thi;; A<:t:, awl of uone 
other; any thing before iu this Act coutaiw~•l to t.he co11tmry in 

any wise notwit!Jst:mding.(£~) 

(a) l'lw t•c•maiuiug tiCctiuus uf thi~ Act ha\'c been l'l'l•calcd aml arc, therefore, 
nut printed lterc. 

• 

• 

• 

.' 
• .. 

• 

• 

• 

2 I. 

' 

• 

.''i29 

• 

-
• 

• 

• 

• 

• 

• 

• 
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PATENTS, DESIGNS, AND TRADE MARKS 

AO'r, r883. 

(46 & 47 VwT. c. 57·] 

An Act to amend mul consolidate tlte Law 1•elatlng to Patents fm· 

Inventions, Reyist1·ation of JJesiyus, ancl of1'-rade .~.l!cwh. [25th 

August r883.] 

[N .B. The portions of this Act which have been amended or 
repealed by subsequent Acts are printed in italics, and a 
reference is given to the amending or repealing Act in each 
case.] 

BE it enacted by the Queen's ~Iost Excellent l\Iajesty, by and with 
tl1e advice and consent of the Lords Spiritual and Temporul, and 
Common>:, in this present Parliament ar;sembled, and hy the authority 

of the same, as follows : 

PART I. 

pRE L 01 IN.\ It Y. 

1. 'l'hh; Act may be cited as the Patents, De~;igns, and Trude 

l\Inrks Act, 1883. 

2. This Act is divided into four part-s, as follows: 

Part I. PnELDllNAHY. 

Part II. PATENTS. 

Pm·t III. DEsiGNs. 
Pln·t IV. TuADE l\IARII:S. 

Part V. GENEJtAJ .. 

Commence- 3· This Act, except where it is otherwise expres.":ied, shall commence 
mont of .Act. 1 · 1' 1 f } } I • D . ·from am 1mmec mte y a ter t 1e t 1irty-first cay of ecember one 

thousand eight hundred and eighty-three . 

• 

• 

• 

• 
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P.\.'l'J<~N1'8, DESIGNS, &c., ACT, 1883 ,'j;; 1 

PAlt'r 11. 

J:> A'f.l-:N:r::;, 

• 
. I I'Jilicatiun jiw mul Umnt 11/ l'ateut. 

.f. ( 1.) Any per:;on, whether a British :mhject or not, may make J'orsons en-

1• t' f t title!\ to an npp 1cn Ion or a pa ent. apply for 

(2.) Two Ol' more }Jersons may make a jointnpplicntion for n patent, patent. 

:mel a. patent may be gmntetl to them jointly.(n) 

5· (r.) Au ap}tlieaJ.ion for a patent must he made in the form ~;et Application 

l'm·th in the .l<'i•·,.;t ScliCdule to this Ac:t, 01' in ~;uch other form as may ~~;~1fJ:~.ci
lte from time to time prescriheel; :mel Inust he left at, or sent by post 
to, the Patent Office in the prescribed uutllllel', 

(2.) .Au applicatiOIJ must contain a dedamtion to the ellect that 

the :tllplicant is in possession of :m inveution, whereof he, or in the 
t•a::;e of a joint application, o11e OI' utm·e of the applieants, claims 01' 

daim to he the true and first inveutm· or inventors, aml for which 

he or they desires or desire to ohtain :t patent; awl mn::;t be uccom

panieel by eitoher a provisional or complete specification.( b) 

(3.) A pl'Ovisionnl speciticntiou must describe the nature. of tl1e 

im·eutiou, mul be neconqlllnied by drawings, if requireel. 

(4.) A complete ~;pecitieation, wl1ether left on application or :mbse

'tllently, nmfit particularly 1les<'ribe 111111 ascertain t-he nature of the 
ill\'eution, null in wJmt manner it is to be performed, :mel mnst lm 

aecomlt:mietl hy elrawings, if reqnireel.(c) 

(5.) A specification, whether prodsiona I OJ' complete, lllllst comnwncP 

with the title, awl in the case of 11. complete specification, ImH;t ewl 

with a elistinct statement of the invention claimed. 

6. ~l'he compt1·oller :;hall refer eve1·y applicat,ion to 1111 examint•I·, Hcfc_reu~c of 
• u~troltoutn 

who shall ascertam and re1tort to the comptroller whethe!' the nature cxnmiucr. 

of the invention l111s been fnirly de~;criheel, and the applimt.ion, speci-

fication, and drawings (if any) ]m,·e heeu prepat·eel in the prescl'ibeel 

manner, and tl1e title sufficiently indicates the subject-matter of tl1co 

i II \'c:'ll t i 0 ll. • 

i· ( 1.) ~/ tl1e e.•.wnine1· ,·epol'i~S tlwt the uatm·e q/ tl1e iut•eutiun i8 ,.,l(',·r/o•· 

fi • 1 l 'b l 1 1 [' • !t' • l . comptro/lr•r 
1tot ctt-r !I 1 escrt ec, Ol' tuat tr1e app l''atwn, specvwatwu, 01' c ntWUI[f·Y to rP,Iitse aJI· 
ha8 nut Ol' ltctve not been prepm·ed in tlte }JI'e8t-'1'ibecl manuer, or that ~!,~,~J[.~" "" 
the t-itle does 110t stdficientl.lf indicate the subject-mattm· e?/ t!te tmte~ulmcllt. 

(a) :-::ec 48 & 49 \'ict. c .. 6J, s. 5, p. 57Jpusl. 
(b) Sec 48 & 49 Viet. c. 63, s. 21 p. 572 po~l. 
(c) Se.e 49 & so Viet. c. 37, ~. ::!, p. 574J>MI. 

• 

. ' • • 

' • 
• 

• 
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invention, the comptroller nw,y 1·eqzd1·e that tite application, speci
(wation, or d3·awings be amended bifore lte proceeds wit!~ ilte 
upplication. 

(z.) Wltere tlte comptrolle1· requires an ctmend-ment, tke applicant 
1mty uppeal from kis decision to the lww officer. 

(3.) J'he law officer sltall, if 1·equired, hem· the applicctnt wul tlw 
comptroller, and maymal.:e an m·de1· detem~ining wltether ancl subject 
to what conditions, ·if any, the ctpplication sltall be accepted. 

( 4·) J.'he compt1·olle1· slwll, zdten ttlt application lws been accepted, 
ttive notice thereof to the applicant. 

(5.) Ij; aj~e1· an application !utS been ?tUttle, but bqtore a patent has 
been sealed, ctn application is made, w:comptmied by a specification 
be ewing the same or a shnilcu- title, it sltalZ be tlte dztty of tlte ew.t-miner 
to 1'CjJOI't to tlte comptroltet' Wftet/tel' tlte Sjlecijiccttion uppettrs to !ti-m 
to comp1·isc tlw same int•ention; wtd, if lte 1'epo1·ts in tlw q/)i1'11Utti·ve, 

• 

tlte compt1·oller s!taU gh·e notice to tlte ctpplicctnts tltat lte ltas so 
1'eported. 

( 6.) JV!te1·e tlte e.wt;niner 1·eports ·in lite t~//i1'11tal'i·ve, tlw cumpt1·oller 
rnay dete1·mine, subject to ten (tppeat to tlte lnw qtficer, ·wltet!ter tlte 
invention compris~cl -in bot!t. ctpplications is tlte same, ctncl ij' so lw 
may refuse to seat ct patent on tlw ctpplic(ttiun of tlte seconcl ttppU
cant.(cl) 

S. ( x.) If the applicant tloes not lett\'e u. complete Sllecilicntiou with 
his application, he may leave it at any :>ubsequent time within nine 
mouths from the date of applicntion.(e) 

(2.) Unless a complete specification is left within that time the 
application slmll be deemed to be abandoned. 

9· ( 1.) Where a complete specitkation is left after a provisional 
r;peciiicatioll, the comptroller shall refer both iipecilications to an 
examiner for the ptu'llose of a:>certaiui.11g whether the colllplete 
specification has been prepared iu the pre:>criued Iwmuer, and 
whether the invention particularly dc::;cribetl it1 the complete speci
fication is substantially the :;ame as Umt wltich is describetl in the 

provisional specification. 
(2.) If the examiner reports that t.lw conditions hereinbefore con

tained have not been complied with, the comptroller may refuse to 
accept the complete specification unless and until the same shall ha\'e 

been amended to his satiefaction; hut any such refusal shall be 
su bjeet to 11 ppeal to the law officer. 

(d) See 51 & 52 Viet. c. 50, s. z, ll· 57611o~t. 
(c) Sec 4S & 49 Yict. c. 62, s. 31 p. 572 post, 

• 
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(3.) Tlte law oftieer shail, if require.cl, hear the applit·aHt and the 
comptroller, and mn.y make an order · determining wl1ether and 
imbject to wl1:1t eonditionl':, if any, the com}tlete S}1ecificat.ion l<hnll l•e 
accrpted. · 

( .J.) lT nles:;: n complete spccifirntion is aec·e11ted witliin tweln3 

months from the date of applicat.ion, t.hen (save in t.he case of 
• 

an appeal h:.wing- heen Jodgecl n::rainst the refusal to accept) the 
application shall, at the expiration of those twelve months, become 

void. (f) 
(5.) Reports of examiners shall not in any case be 1mblished or he 

open to public inspection, :mel ~;hall not he liahle to prorlnction OJ' 

inf'pcction in :my legal proeeecling, other tlmn (tn appeal to tl1e 1Ctlr 
ol/ice1• mule1' tlds .Act,(g) unless the Uonrt or officer l1aving }lower to . " 
order discovery in such legnl proceecling shall certify that such 
production or in;;pection i;; de;;irable in tlw interests of justice, and 

• 

ought to be allowed. 
1 o. On the ac:ceptnuce of the complete specification the comptroller Aclvcrtisc. 

I d . h l ] 1. t' d "fi t' mont on nc· sha I a nwtrse t e acceptance.: nne t 10 np11 wa 1011 an speC! ca 1011 ceptr,ncc of 
"fi . "tl } 1 . ("" ) I 11 l t bl" complete or speC! cntwm:, w1 1 t, Je f rnwmgs 11 any , s 111 1e 011en o pn lC 511ccilicntion. 

iuspection. 
' 

1 I. ( 1.) Any perfiou mny at any time within two 111011ths from the Opposition 

tlate of the ll(h·m·til'ement of the acceptance of a complete specifica- ~~t~~~t of 

tion gi'o'C notice at the Patent Oflico of opposition to the grant of the 
1mtent on the ground of tlw npplirnnt having obtained the invention 
from him, or from a perl'on of whom he is the legal representath·e, 
or on the ground tl111t tho invention l1ns been patenterl in this country 
on an ap}Jlication of priot• dn.te, or on th.e !Ji'01tnrl qf' an e.vami11er 
lwving 1"cportecl to tlte com:ptrollm· t/l((t tlte specffication appemw to !tin~ 

to comJn•ise the same ·inventlon as is com!Jn·isecl in a. specffication bertrinlJ. 
the same m· n similm· title, and accompa.n?Jina £t prem"ous application, 
but on no otlter gronml.(lt) 

(z.) Wheresnch nu~ice is given the comptroller l'hnll give notice of 
the opposition to the applicant, and shall, on tho expiration of tlwso 
two months, after hearing the appli,·nnt and the person so giving 
notice, if desirous of being heard, decide on tho case, but subject to 
appeal to the law officer. 

(3.) The law officer shall, if required, lwar the applicant and any 
' 

11erson so giving notice, and being, in tlw opinion of the law officer, 

(.f) Seo 48 & 49 Viet. c. 63, s. 3, p. 572 JlMI. 
(g) See 48 & 49 Viet. c. 63, s. 31 p. 572post. 
(h) See 51 & 52 Viet. c. so, s. 47 p. 577 post. 
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rmtitled to be henrd in oppo;;ition to the grnnt, nntl shall determinr> 
whether the gmnt ought or ought not to be made. 

( 4·) The law officel' may, if he think;; fit,. obtain tho assistance of 
an expert, who shnJl be paid such· l'emuneration as the Jaw officer, 

• 

with the consent of the Treasury, shall appoint. 
. . 

12. (r.) If there is no opposition, or, in cnse of opposition, if the 
determination is in favour of the gmnt of n patent, tl1e comptt•oller 

shnll cause n. pntent to be senle1l with the seal of tbe Patent Office. 

(2.) A pntent so sealed shall have the same effect. us if it were 

~f>aled with the Great Sen! of the United Kingdom. 

(3.) A patent shall be sealed as Roon ns mny he, and not after the 
rxpil'lltiou of fifteen months from the 1late of applicntion, except in 
t lw m>;es hereinnfter mentioned, that is to ::<ay-

(a.) " 7here the sealing is delayed hy au appeal to the law officer, 
or hy opposition to the gmnt of t.he patent, the patent may 

he sea led at stwh time as the law officer may direct. 

(h.) If the pet·son mnldug tlw application dies hefore the expira
tion of the fiftecu months aforesaid, the patent may be 

• 
gmnted to his legal represeutatiye, and seale1l at any time 

within tweh-e months after the denth of the aPl)licant.(i) 
13. Every patent shall be dated and sealerl ns of the 1lay of the 

application : Provided that no proceedings shall lJe taken in respect. 

of :m infringement committed before the publication of the complett> 
specification : Provided also, that in case of more than one application 

for a patent for the same invention, the sealing of a patent on one 
of those applications Rhall not prevent the sealing of a patent on an 

eadier application.(!.:) 

P.ro·vi8iouall'1·otection. 

14. 'Vhere 1111 application for a patent in respect of an invention 
has been accepted, the invention mny during the period between tht> 

1late of the application and the date of sealing such patent be use(] 

:md published without prejudice to the patent to be granted for the 
>;ame; and such protection from the consequences of use. and pnhiien

t ion is in tlti::< Act refet·rt>ll to as p•·ovil'liona l pl'Otf>ction. 

P1·otection b?f Complete Spec{ficatiou. 

•5· After the acceptance of a. complete specification, and until t;he 

llatc• of' st>aliug n patent in 1'espect thereof, or the expiration of t,ht> 

(i) Ree 48 & 49 Viet. c. 63, s. 3, p. 572110Rt. 
(k) See 48 & 49 \'ict. c. 63, s. 4, p~ 573 post. 
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t.ime for sealing, the applicant shall have the like privileges and 
rights as if a patent for the invention had been sealed on the date of 

• 

the acceptance of the complete specification: Provided that an 
applicant shall not be entitled to institute any proceeding for 
iufriugemeut unless awl until n patent-for the im·ention has been 
granted to him. 

Patent. 
• 

535 

• 

• 

• 

16. Every patent when sealed shall have efi'ect throughout the Extent of : 

United Kingdom and the Isle of 1\'fan, patent, 

I 7. (I.) The term limited in every patent for the duration thereof 'l'cmu of 

1 ]I b f f 't I . patent. s 111 e om·teen years rom 1 s c ate. 
(z.) Bnt every patent shall, notwithstanding anything therein or 

• 

in this A~t, cease if the patentee fails to make the prescribed 
payments within the prescribed times. 

• 

(3·) If, nevertheless, in any case, by accident, mistake, or inad-
vertimce, a patentee fails to make any prescribed payment within 
the prC:scribed time, he may apply to the comptroller for an enlarge-
ment of the time for making that payment. 

(4.) 1'hereupon the comptroller shall, if satisfied that the failure 
has arisen from any of the above-mentioned causes, on receipt of the 
prescribed fee fo1• enlargement, not exceedh1g ten pounds, enlarge 
the time accordingly, subject to the following conditions: 

(a .. ) 'l'ho time for maldng any 1myment shall not in any casG be 
enlarged for more than three months. 

(b.) If any proceeding :;;hall be taken in respect of an infringe
ment of the patent committed after a failure to make 
any pnyment within the prescl'ibed time, and before the 
enlargement thereof, the Oolll't before which the pro
ceeding is proposed to be taken may, if it shall think fit, 
refuse to awartl or give any damages in respect of such 
infringement . 

.A menwment of Specffication. 

' • 

IS. (I.) An applicant or a patentee may, from time to time, by Ameuumcut 

t • 't' ] ft t tl p t • Otii I ] 1 ] : of ~pccificn-reques 111 wr1 mg e a 1e a en~ eP-, seer ea.ve to nmew ns tiou. 
specificatiou, iuchuling drawings forming part thereof, by wa.y of 
disclaimer, correction, or explanation, stating the nature of such 
amendment and his reasons for the same. 

(2.) The request and the nature of such }Jroposed amendment shall 
l.e advertisetl in the pt·escribetl mmmer, awl at any tiuw within (J!le 

,. 

• • • 

• • • • 
• 
• • • • 

• 

• 

• • 
• • 
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mouth f1·om it:-; fir:;t :uh·ettisemcnt :my per::;ou may give notice at 

the Patent Office of opposition to tl1e amenrlmemt. 
(3.) Where such notice is given the comptroller s11all give notice 

of the opposition to the person making the request, and shall hear 
!lllll decide the caRe subject to an nppenl to t.he law officer. 

(4.) ~l'he Jaw officer shall, if ter1uired, hear the per"ou making the 
tecpte:;t nud the person so giving uot.iee, nnd br>ing in the opinion of 
the law oftlcln' entit.lecl to he heard in oppo:-;ition to the reclue~;t, .nnrl 
t<lutll rleter111ine whether ami :;uhjer•t. to what. conclit.ion", if :my, tbe 
:1mcmhnent ought to be allowed. 

(5.) Where no notice of opposit.ion i:; giveu, or the 1•er~;on so l:,riving 
uot.iee lloe,.; uot appe:tr, the comptl'Oller shnll determine whether and 
"ubjec:t to what coJl(litions, if :my, the amendment ought to be 
allowed. 

(6.) 'When lenve to nmeml is refused hy the COlll}ltroller, the 
person making t.he reque~t may nppC'al from his ded>:ion to the law 
officer. 

(7.) The law officer shall, if rer1uh·cd, hear the pm·sou making thn 
request and tho compti·oller, and lll:t)' make au urdt~r cletm·mining 
whether, and ~nhject to whnt conclit.ions, if :my, the ameuclnwn1 
ought to be allowed. 

(8.) No ameuclmeut shall he allowed that· would make tlw 
specification, ns nmendc•l, claim an im·ent.ion snlJst..mtinlly larger 
than, or snhsta ntinlly cliflerent from, the im·eution claimecl by the 
~;peeifiNttioll n:; it :;tootl before amendment. 

(9.) Len\·e to auumcl :;hall he couclmdve as to t.he right of the 
p:u·ty to make the mnenclnwnt nllowerl, except in case of frnntl; and 
thH mnenclment sl.all in all Colll'ts nnrl for nll pnrpo:;;es ],p cleemrtl to 

form part of the specificntiou . 
(1o.) 'L'!te.fo'i'ertoinyJn·ovi8ion8 o.f tid.~ section do ~wt a}J)lllJ ~1!/wn and 

.~o ton!! as mi}J action j'o1• i?ljrhlffemeut m· ot/.oe1· ler1a.l JWOceerlin!f ~·n 

1·elation to a patent i.~ pendin[!.(l) 
19. ( 1.) In an action fm· infringement of a pateut, and in a 

proceecling for revot·ation of a tmtent, t.he Court or n. judge may ut 
any time order that tl1e patentee shall, subject to :mch terms as to cost,; 
and otherwi~e a;; the !Jourt or a judge may impose, bent liberty to apply 
nt the Patent Oltit'e for leave to aUICllll his SllCcilieation J,y way of di~· 

• • • 
clnimer, awl may direct tlwt in the meantime the trial or hearing of 
the act.iou ,;lmll he postponed. 

(IJ Sc~ 51 & 52 Vicl. c, 50, s. 5, P• 5i7 fJCJII. 
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• 

zo. 'Vhere an :~mendment l>y wny of disclaimer, correctiuu, or Hestrictiou 
011 I'CCOV(•ry 

mq>lanntion, has been allowed under this Act, no damages shall be or dnmn~~·· 
gi.ven in any action in '~espect of the usc of the invention before the 
disclaimer, col'l'eetion, or explanation, unless the }.JUtentee cstahli:slws 

to the satisfaction of the Omn·t that hi;; original elaim was framed in 

good faith ami wit.h re:rsonable l'lkill :md knowledge. 

2 r. Bvery amendment of n specification sllfllt be a<h·erti>:ed in 

prescrihed mnmwr. 

Uomp?dsm',l! Licences. 

' 
the Atlvct·ti•e

mcnt of 
nmondmP.nt. 

zz. If on the petition of :my person intr>re:;;t(!(] it is pro\'(•( I to t.he !'ower fror 

Bo:ml of 'l'rade that by renson of the default of n pnteutc·n to grant ~~~;~J~1111 
licences on reasonable terms nf lir~nr:~s. 

(lt.) The ]>n.tent is not hein,!! worked in the United Kiugdom; or 
(1,,) 'l'he rem;onable requirements of the pnhlie with respeet to the 

invention cannot be supplied ; or 

· (c.) ~" ny per.~nn is prevented from working or nsin_g' to tlw bt>st 

:1olvnnta~e an invention of whieh he is po~~ps~ed, 

t.he Uo:u·,] may nrder t.he pnteut,!e to gmut licences on Rnch tm·ms 

ft;; to the mnount of roynlti,!s, s<!c:nrity for payment, or ot]wJ;wiRe, as 

t·he 13oar<l, having regarcl to the nature of t.he inveuHon and tho 

Pircnmstnnces of the ea:;e, may deem jnst, nnd :my sneh order may 

be enforced bv mmulamus . 
• 

Rligiste;· of l'atent8. 

23. (1.) 'J'hf'l'c shall he kc~pt at tl11~ Patent. Office n hook caiJc,] t.he n~gi~t.m•pi 

I . ' P t I ' I ll I t 1 1 1 P"1
·"

111
"· tt•gtsh~t· of n ~~nts, w IPJ·em s 1:1 1e r•u erec t 1e names all( 

ndtlres~c~s of gmntees of patents, uotificatious of assignmeuts :nul of 

t.rawnni>:sion of patents, of licPHces nuder patents, awl of amcml-

JtHmts, extension~, :tlHl re,·oention~ of patents, :l!Jd such other 

matters allecting tlte rnlidity or prolll'ietnrship of }•ntent.;; a;; mny 

ft·om time to time ],(' prescril•erl. 

( 2.) 'l'he regh•ter of patent.;; shn II l.te prima facie evidence of :my 
nmttet·s by this ~\ct ,}it·ec·ted or nuthoriserl tn be iuserte<l therein. 

(3.) Copil•:; of <lee,];;, licences, and any otluw documents nflcetiug 

the prtlpdetm·~;hiiJ iu :wy lettc~r;; patPnt or in any licence therennde1·, 

must be snpplierl to t.he comptroller in t.!Je pre;;cribed manner fot• 

filing iu the Pnteut Office, 

• 

• 
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Pees • 
• 

24. (r.) ~l'here shall he paid in respect of the Re,·eml instrument,; 
tle~cribed iu tl1e second schedule to tl1is Ac·t, the fpes in that Rchednle 
meutioned, null there shall likewi:-;e be pnitl1 in re:-;pect of other 
matters under this part of the Act, sneh fees as may he frolll time 
to time, wit·h the sanction of the 1're:Hmry, pre>;cribed by tl1e Board 
of Trade ; nnd such f~'l!f: slmll be levied nnd paid to the nccount of 
her l\Iajesty's BxchE'fJUer in Rnch manner as the Treasury may from 
time to tlirrct. 

(2.) ~'he Board of Tmde may from to time, if they think fit, with 
the c·onHPllt of the ~·~·eaRm·y, recluce any of thm;e fee>;. 

1-::J:tension of 'l.b·m qf Patent. 

25. (r.) A patentee may, after :ulverti>;ing in numner directed hy 
any rules macle under this section hiR intention to clo so, present a 
petition to he1· ~Iajesty in Council, praying t.hnt his patent may 
be extended for :t further term; hut such petition must be pre
sentecl at least six montl1s before the time limited for the expim
tion of the patent. 

(2.) Any person mny entPJ' a caveat: addressed to the Regif>trar.of 
the Comwil at the Council OliieP, ngniust the extenRion. 

(3.) lf her 1\'I:ljesty shall be pleased to refer any such petition to 
the Jnclic·ial Committee of the Privy Council, the l'ai<l Commit-tee 
shnll proeeetl to con~ider the snme, nml the petitioner and :my 

person who haf> entered a cnn~nt slmll be entitletl to he heurd by 
himself or by counsel on the petition. 

(4.) 'l'he Jnclieiul Committee shall, in considering their decisiou, 
have regnrcl to the natnre and merits of the invention in t·elation to 
the puhlic, to the profits mmle hy the patentee ns such, and to nil the 
drcumstnnces of the cnse. 

(5.) If the .Tm1icial Committee report that the patentee hns been 
iu:ulPtJllHtely remunemtecl hy his patent, it shall he lawful for her 
l\'lnjesty in Council to extend the term of Uw pntPnt for a furt.het• 
terlll not exce(~cling seven, or in exc·eptional rnRcs fourteen, ypm·s; 
ot· tu or1lnr the grant of a new patent for the tfmn t.hm·ein 111eH· 
t.ioned, anti contnining any ref>tric~tion:-;, eonclition:-;, mul provi~ion~ 

t.hnt the Juclic•ial Committee may think fit. 
(6.) It shall IJe lawful for her l\Iajesty in Council to make, from 

tiwe to time, J•nles of procetlnre nnd prnctire for regulating proC'eetl
ings 011 such putitiou:-;, :mel subject t.hereto stwh proeeetliugs ~>hall lit' 
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regnlnteJ nccording to the existing procedure nnd pmctice in pntent. 
matters of the Judicinl Committee. 

( 7.) 1'he costs of nil parties of nml incident to such proceedings 
shall be in the discretion of the Jmlicial Committee; and t.he ol'llers 

of the Committee respecting costs shall he enforceable as if they were 
01·ders of a division of the High Court of Justice, 

• 

lte1'ocat-ion. 

26. (I.) 
aholished. 

'l'he proceetling hy sr.ire fndns to rt>peal n. patent. is hel'eby Revoct~tiou of 
lllltcui. 

(2.) He,·ocation of n. pnteut. may he ohtaiJwtl 011 petitio11 to :l 
Court. 

(3·) EYery ground on which a }latent might, nt the <•ommem·c!

ment of this Act, be l'C}>ealerl hy scire fnci:t.'i slwll he m•niln hlo by 
way of 1lefence to nn action of infringement. :md shnll also IJe a 

gronntl of reYocntion. 

(-l-) A petition for reYocntion of a patent may he presented u_r-
(a.) The Attomey-Geneml in Englund or Ireland, or the T"ortl 

Advocate in Scotlnwl : 

(/,,) Any person anthorise•l by the Attomey-General in l'~ugl:nHl 
or lrelawl, or the Lord A1h·ocate in Scotlmul : 

(c.) Any r>erRon nlleging thnt the patent wn:o; ohtaiue•l in fmntl 

of his rights, or of the ri;;hts of :lily person nwler m· through 
• 

whom he c:Jaims : 

(tl.) Any peri'on nllegiJ1g that he, or any perl'on IIIli ler or through 

whom he claims, was the true im·entor of any invention in
dmled in the claim of the pntentee : 

(e.) Any person alleging that he, or any person under Ol' through 

whom he claims an interest in :my tm.le, business, 01• mnnn

facture, had publicly manufnctnretl, used, or sol•l, within this 
renlm, before the date of the patent, :mything elaimell h_v 

the p:ttentee as his invention. 

(5·) The plaintiff' must deliver with his petition J>nrticulnrs of t.he 

ohjections on which he mennR to rc!ly, mul no evi.lence shall, except. 

hy hmn~ of tlH~ Comt o1· a jnclge, he admitted in proof of :my oiJjt'l!· 
t.ion of which pa1·ticnhu·:o; are not RO deliveretl. 

( 6.) Particulars deliveretl may he from time to time :une!Hlf'cl h,r 

le:we of the Court or :t judge. 

( 7.) 'J'he defonda nt shall he entitled to begin, and gh·e t>\'ideui·e 
in support of the patent, nntl if the plaintitl' gives evidence im-

• • 

• 

• 
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peaching the valitlity of the patrnt the defendant shall he cntitlNI 

to reply. 
(8.) "Where a patent has been revoketl on the ground of fraud, the 

comptro11er may, on the application of the true invrntor made in 
accordance with the provisions of thi~ Act, grant to him a patent in 
lit>n of anrl hearing the Mme elate ns the date of 1'('\'0I·at.ion of t.he 
patent so t•evoked, bnt. the patent ;:o gr:mtecl :;:hnllt:en:o;e 011 the ex

pimtion of the term for which the revoked patent; wns gmnted. 

Crown. 

2 7. ( 1.) A pnh"mt ~hall h:we to all intents the like eflect ns against. 

her )Jn,iP:-t.~· t.he Qnf•Pn, her heirs awl slWCI\Rsm·~, as it hns agninst. a 

subject. 
(2.) Bnt the officers or anthorities :t<lmiui:-~tering :my del)fll't.ment 

of the service of the Crown may, by them~elves; their agents, con

trnctor:-~, or others, at :my time nfter the application, u~e the innm
tion for the service~ of the Crown on tenus to he before or nfter the 

use thereof ngreed on, with the a.pprova 1 of the Trensnry, hetweeu 

those officers or authorities and the patf!ntee, or, iu 1lefanlt of snclt 
agreement, on i;UCh termi; as may he settled by the 'l'reasnry after 

hearing all parties interested. 

le,qal P1·oceerli11{/8. 

28. (1.) In an action or proceetling for infringement or revocnt.ion 

of a patent, the Colll't may, if it thinks fit, nnd i;]mll, on tl1e rer1neRI· 
of either of the parties to the proceeding, ea 11 in the aid of :111 

assessor spedaHy qualified, :md tr~· anrl hea.r the ca;;e wl10lly or pnr
tially with l1i;; as);i~tunce; the netion shall he triPd without n jm·~· 

unless the Comt Rhall otherwist' direct.. 

(2.) 1'he Court of Appenl OJ' the Jmliciul Committee of the Privy 

Uonncilnmy, if they see fit, in nny proceeding before them respect

ively, call in the aid of an asses;;or as afm·e::;nid. 

(3.) The remuneration, if any, to he paid to 1111 asseRsor nuder thi;:; 
• 

!';eetion Rhall be dotet·mined by tl1e Conrt or tlw Court of Apprnl or 

.Judicial Committee, as the cnRe may be, and be paid in t.he !>nnw 

mnnner as the other ex11enses of the execution of thiR Act .. 
29. (1.) In an act,ion for infringPnHmt of a patent the plaint.ifl' 

muRt deliver with his statement of cJaim, or by order of the Court m· 

the judge, at any subsequent time, part.iculars of the breaches com
plained of. 

(2.) 'l'he defend:mt must deliver with his statemtnt of defenrr, iw 

• 

• 
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by order of the Court or a judge, at uuy :mbsequent time, pnrticulnrs 
of any objections on which he relies iu support thereof, 

(3.) If the defendant disputes the validity of the patent, the pm·
ticulars delh·erell by him must state on what grounds he disputes it, 
and if one of those grounds is want of novelty must state the tiull! 

and place of the previous publication or user alleged by him. 
' 

(4.) At the hearing no evidence shall, except by leave of the Court 

or a judge, be admitted in }'roof of any alleged infringement or ob
jection of which particulars are not so delivered. 

(5·) Particulars delivered may be from time to time amended, by 
lettve of the Court or u judge. 

( 6.) On taxation of costs regard slmll be lmd to the particu Iars 
llelivered by tlw plaintifl' and by the defendant; and they respect

ively shall uot be allowed auy cost:; in respect of any partieular 
delivet•ed by them unless the same is certified by the Court or a. 
judge to have been proven or to have Leen reasonable and }ll'oper, 

without regard to the general costs of the case. 
30. In an action for infringement of a patent, the Court or a ~)rd~r i.or 

• -' th )' t' f' 'tl t k l I f IU~jJCctwn, Juuge m:ty on e app 1ca 1011 o · e1 tel' p:lr y rna ·e sue 1 orl er or HII &c., iu ttction. 

injunction inspection or account, and impose such terms ami give 
' such directions respecting the :;ame awl the proceedings therem1 as 

the Court or a judge may see fit. 
31. In an actiou for infringement of n pateJJt, the Court or a Certil!c~te 

. l 'f I I I l' 1' f I . . or vultdtty Jltl ge may certt y ; mt t 1e nt lllt~· o .t 1e patent came m tlnestwu ; questiuuc•l 

l ·r tl (J' ' • I t'l' tl . 1 t Ulld co~b ttlll 1 · 1e om·" ot· a JUl ge so cet· 1 w:::, , ten Ill any su Jsequen tlwreou. 

action for infl'ingemeut, the plaintiH' in that. action on obtaining 
a final order or judgment iu his favour shall have his full co:::ts, 

charges, mul expenses a:; between :;olicitor awl client, unles:; tlw 
Com·t or judge trying the action certiiic:; that he ought not to haw 

the :mme. 
32. \Vhere any person claiming to bu the patentee of an iuveu- Heu~e~ly iu 

ca~e of 
t.iou, by circulars, allvcrti::;elllcnt-s, or otherwise, tln·eatcms any other grotn11lb:< 

· J 1 1 ]' )' 1 'l't · t f threats uf person w1t 1 any ega prouem mgs or m J1 1 y lll res}>ec o any JP.gal pro· 

alleged m:mufactm·e, usc, sale, m· purchase of the invention, any ccctliugH. 

person or l>crsonH aggrieved tl1ereby may bring an act.ion agaiuf'l. 

him, and may obtain au injunction against the continuance of sucls 

tln·eats, and may l'ecover sucl1 damage (if any) as may have beets 

~;u::;Laiued thereby, if the alloged manufactm·e, use, sale, or pnrelmse 

to which the threats related was not in fact an infringement of 

any legal1·ights of the person making :;uch tln·eats : Providell that 

this section shall not appl~· if llw )ll'l':<nn makin~ ,;nch threat~ with 

' 
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dne diligence commences ami prosecute:; an adion fm· infrin;rement 
of his patent. 

Jli scellaneu us. 

Pntent_for on~ .l3· E\·ery patent may be in the form in the firo;t schedule to this 
lnvenhon only. , • , 

Act, and shall be granted for OllfJ mventwn only, but may cont:un 
more than one claim ; but. iii ahall not be competent for any per;;on 
in an action or other proceeding to take any objection to a patent on 
the ground that it comprises more than one invention. 

J'ntcut un ap- 34· ( r.) If :t person possessed of an invention dies without. 
plirntiou of re- l • 1' • f t t f t) ' t' 1' ' pro~eutativll of ma ung app teatwn or a pa ·en or · 1e mven wn, app JCatwn may 
e~~~~~~[l ill- be made by, and :t patent for the invention granted to, his legal 

Pntcut. to fir~t 
hweutor not. 
invnlidatt•d IJ~· 
npplication in 
fraud of him. 

.. \ssigutueJtt 
for particular 
plac~s. 

Los:-; or d ... 
struction of 
p·•t••llt. 

I' l'OC't.CfliJ I ;.r:.: 
aml cu:;ts he .. 
fore law 
officer. 

Exhibition at 
indush:inl Ol' 

int~ruutiorml 
toxhibition not 
to prejudice 
pat~nt rights. 

1·epresentative. 
(2.) Every such applieation must he made within :-;ix months of 

the decease of such person, autl must contain a declaration by the 
legal representative that he lJelieves such }lerson to be the true anrl 
first inventor of the invention. 

35· A patent granted to the true and first inventor shall not he 
invalidated by au application in fraud of him, or hy provisional pro
tection obtained thereon, or by any use or publication of the invention 
:mhsequent to that fraudulent application during the period of pro-
vi:.;ioual protection. 

36. A patentee may as:-.;ign his patent for any place in OJ' p:trt. of 
the United Kingdom, or Isle of l\Ian, as effectually as if the patent 
were originally granted to extend to that place or 1mrt only. 

37· If a patent i:-.; lo:-.;t or destroyed, or itH non-production is 
accountell for to the :-.;atisfaction of the comptroller, the comptroller 
may at any time cause a duplicate thereof to be sealed. 

38. The law officers may exa.mine witnesf;es on oath and :ulminister 
oaths for tha.t purpose under this part of this Act, and may from 
time to time make, alter, and rescind rules regulating references Jtnrl 
appeals to the law officers and the practice and procedure before them 
nuder this part of this Act ; anti in any !Jroceeding before either of 
the law officers under this part of this Act, ·the law officeJ' may order 
costs to be paid by either party, and any such order may lm mmle a 
rule of the Court. 

39· The exhibition of an invention at an industrial or iutcrnationa 1 
exhibition, certified as such by the Board of Trade, or the publicat;on 
of any description of the invention during the period of the holding 
of the exhibition, or the use of Ute invent;ion fo1· the purpose of the 

• 

exhibition in the place whet·e the exhibition i:-; h('ld, or the use of the 
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invention during the pel'iod of the holding of the exhibition by any 
person elsewhere, without the privit~· or consent of the inventor, 
:;hall not prejudice the right of the inventor or his legal personal 
representative to apply for and obtain provisional protection and a 

patent in respect of the invention, or the v:tlidity of any patent 
;,rranted on tl1e n.pplication, provided that both the following condi.
tions are complied with, namely·-

(lt.) 'J~he exhibitor must, before exhibiting the invention, give 
the com1Jtroller the prescribed notice of his intention to do 
:-;o ; and 

(b.) The application for a patent must be made before or within 
six months from tl1e date of the opening of the exhibi
tion.(m) 

40. ( 1.) The comptroller shall cause to be issuer! periodically an ~'nhlication of 
'11 d • l f t t d • t' II t f t t Jl!nstrnte<l 1 ustrate JOUrmt o pa ·en e mven wns, as we as repor s o · pa en· journal, in-

cases decided by courts of law, and any other information that the <ie:•ws, &c. 

comptroller may deem generally useful or important. 
(2.) Provision shall be made by the comptrollerfor keeping on sale 

copies of such journal, and also of all complete specifications of patentf; 
for the time being in force, with their accompanying drawings, if 

• 
any. 

(3.) The comptroller shall continue, in such form as he may deem 
expedient, the indexes and abridgments of specifications hitherto 
published, and shall from time to time prepare and publish such 
other indexes, abridgments of specifications, catalogues, and other 
works relating to inventions, as he may see fit. 

4 I. The control and management of the existing Patent 1\I usemn, P:ttent 

1 . h II f I f h f I . A lllu~emu. am 1ts contents ::; a , . rom auc. a ter t e commencement o t us ct, -
be transferred to and vested in the Department of Science and-Art, 

subject to such directions as her 1\fujesty in Council may see 1it to 
• g1ve. 
42. The Department of Science and Art may at any time require Power tom-

t f ' h tl ' 1 1 1 f 1 · • • fltlil'e 11101lels a patentee o m·ms 1em Wit 1 a mote o us mvent10n on t•u payment. 

payment to the patentee of the cost of the manufacture of the 
model ; the amount to be settled, in case of dispute, by the lloard of 
Trade. 

43· ( r.) A patent shall not p1·event the use of an invention for the .Foreign vessels 

f th ' t' f f ' 1 'tl • th · • l' • in J3ritish purposes o e nav1ga 1on o a ormgn vesse WJ un e JUrJsc ICtwn wntc1-6, 

of any of her Majesty's Courts in the United Kingdom, or l:-;le of 

:\Ian, or the use of an ilwention in a foreign ,·essel within that 

(m) See 49 & 50 Viet. c. 371 s. 3, p. 574 post. 

• 

• 

• 
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jnrisdietion, prO\;ded it i~ not n~<e•l thereiu for or in connection whh 

tl1e IIHtnnfacture or prepamtion of auythiug iutPwletl to he sol<l in or 

exported from the United Kingdom or 1 ~le of )lan. 

(2.) But this section shall no1 exh•111i to ves:sel:s of any foreign 

Htate of which the laws anthoris~' subjects of such foreign State, 

hm·iug patent::; or like privileges for the exclusive u~>e or exercise of 
inventions within its territories, to prevent or interfere with tlte use 

• 

of Httch inventions in British \'essels while in the ports of such foreign 

State, or in the water~; within the jnrisdiction of its Courts, where 

such im·entions are uot so u:setl for the manufacture or prelllmttion 

of auything intended to l.1e Hold iu or Pxported from t.he territm·iPs of 

such foreign ::;tate . 

• \s•ignm0nt to 44· (1.) 'l'he inventor of :my impro\·ement in instrument:" o1· 
~ecretal'\' for • • f h' t 1 • · t to · ( ) \\'ar uf certain mmutwns o war, Js l~xecn -urs, m mnus t·a r:s, or as<.agus w 10 are 
h•,·cnti,,,,. in thi:; section cowpl'isetl in the expression the inventor) may (eithe1· 

• 

for t'r without valuable consideration) as:;;ign to her Majesty'~ 

l'l'incipal ::lecretmy of l'::ltate for tho War Department (horeiuaftet· 

t•cferred to as the Secretary of State), on behalf of her )lajest.r, 

all the benefit of the invention and of any patent obtained or to ht! 

obtained for the :;ame; and tlw St~cretar,v of State may be a part.y 

to the a:;signment. . 

( z.) 'l'he assignment shall cllect.nally n~st the lreuetit. uf till' 

im·eution aml patent in the Secretary of l'::ltate for the t.inw lreiug, 

em behalf of lt(•t· Majesty, and all coveuauts aml agt·cemeuts thet·ein 

coutainetl for keeping the hwentiou se~ret and otherwise :;hall be valid 
ami eilectual (notwithstanding any want of valuable considemtion), 

anti may be enforced ucem•tliugly IJy the Heeretary of :-.:itate fo1• th<l 

time bdng. 

(3.) \\rhet•e any such a:;:;ignmout hus been made to the Secl'Otm·.'· 

of ~:!tate, he may at any time before the applicatiou for a patent for 
' 

the iusention, ut· lreforc publication of the :;;pecilication ot• speeitii':J-

tions, \llertify to the comptroller his opinion t;hat, in the interest of 

the public service, the particular::; of the inventiou nwl of the llHIIIIll'l' 

in which it is to be perfot•nwd shoultl bu kept ~;em·et. 

(4.) If the Secretary of State so em·tilie;;, t.he application :mrl 

<']ll'cification 01' specifications, with t·he •h·awingf< (if auy), :tllll any 
amendment of tlw ;;pceiJieation or S}Jt•citications, allll nny copil•S of 

sm•h clocument:; aml drawings, shall, im;te:ul of being )pft in the ortli-
• 

nary mamter at the Patent Oilice, he delivered to the eomptrollcl' in 
a packet sealed by authority of the Secretary of Htnte. 

(5.) Hueh pac:kf't. shall until thP nxpimiionnf t.Jtp tfll'lll ot· HXtPnd<'rl 
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term rlm·ing which n. patent for the im·ention may be in force, bo 
kept sealed by the comptroller, and shall not be opened save mulet• 
the authority of an order of the Secretary of State, ot• of the luw 
officers. 

( li.) Snch !'lea)e,J packet shall he deliverer! at :my time rlnring the 
continuance of the patent to any person authori:-;ed hy writing under 
the hand of the Secretary of State to receh·e the same, uml shnll if 
returned to the comptroller be again ke11t ;;ealerl hy him. 

( 7.) On the expiration of the term or extended term of the 
patent, such sealed packet :;;hall be deliverer! to any person autho
riser] by writing under the hand of the Sc>cretnry of State to 

• • recetYe tt. 
(8.) Where the Secretary of State certifies as nfore:>aid, after an 

applirA'ltiou for a patent hns linen left at the Patent Ofiiee, hut hefom 
the pnhlication of the speeitieatiou or speeilicntions, the nppli£'ation 
specification or specifications, with the 1ltml'ings (if any), shall )J(J 

forthwith plaeerl in a pn<~ket snale1l h,r authority of thn l'omptrollct·, 
uwl stwh p:wket slmll he snhje(·t to thP foregoing pt•o,·isious rer;peet.
ing n packet senled by nnthorit.y of the Secretm-y of State. 

(9.) No lll'Oecerling hy petitiou or o~herwise shnlllie for revocatiou 
o!~ a patent gr:mte<l for 1111 ill\'eution in relation to wltieh the See~·e
tarv of State has cm·tifie1l :~s nforesai1l. 

• 

( 1 o.) No eopy of nny speeiticntion or other tlocmnont or rlrnwiug 
J,y this Rrction rerl'tirerl to hH placed iu a seale1l paeket, shnll in any 
nmmw•· whatever ~Je pnhli~hetl m· open to the inspoctiou of tho 
pnhlie, hnt save as in this section otherwise ,Jirectt~,J, the provisions 
of t.l1is part of this Act shall apply in respPc-t. of any such in\·eution 
awl patent' as aforesaitl. 

( 1 I.) 'L'he Secretary nf Sta.te may, at any time by \VI'iting under 
lds haw!, waiYe the henefit of this section with l'l•spect to :my parti
culm· invention, awl the specitit•atious, rlol'tlllumts, all(! tlmwiugs shall 
he tlteuet'fort.h kept :md rlealt. wit.h in tlw ort!illlll',\' way. 

(rz.) ~~he commuuication of :my inwmtion fur any imprommeut 
in instruments or munitions of w:w to the Secret.:uy of State, m· to 
:my person or persons authorif;erl hy him to im·e~;tigate the Rnnte or 
the merits tltet•eof, shnlluot, nor slmll auytl1ing done fot• the pur
poses of the innstigntiou, he deeme1l nse or puhlicntion of :-;uc·h 
innmtion HO ns to prejudice the gmut or \'ali<lit.y of nuy patent for 
the same. 

2 .\( 

• 

• 
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N:.:istiny Patents. 

45· (I.) ~'he provisions of this Act relating to npplications for 
pntents nnd pt·oceedings thereon shnll have eftect in respect only of 

applications mncle nfter the commencement of this Act. 
(2.) Every pntent gmnted before the commencement of this Act 

m· on nn application then pending, shall remain uiutftccterl hy tlw 

pro\"isions of this Act t•elating to patents hindiug the Crown, :nul to 

t•ompnbory licenct>s. 
(3.) fn all ot•her respects (inchuling the :unonut and time of pay

uum t of fees) this .Act sha 11 extmul' to all patents gmntecl lwfore 

t.he comu1mwenwnt of this Act, or on applicatious theu pewling, in 
>'lll1stitntiou for such enactments as wonlcl have applied thet·eio if 

this Act had not been pnssecl. 

(4.) All instruments relating to patents grantee) before tlw com
mencemeht of this Act required to he left or filecl in the Great Seal 
J>atent Office shall be clemnecl to he so lrftor filed if left or filer) before 

ot• aft:er the eommencement of this Act; in the P:tt.Pnt Ofike. 

D~tinitious. 

46. In n nd fot· the pnrposPs of this Act-

" Patent" means lcttet·s patent fo1· an im·ention: 

·' Patentee" menns the person for the time heing entitled to the 
liPnefit of a patent : 

" Invention" menus any manner of new manufacture the snhje<•t 
of letters patent :mel grant of privilege within section six of the 

Ht.n.tnte of 1\Ionopolies (that is, the Act of the twent.y-first yenr of the 

n·i~u of King James the First, ehnptPr thrre, c•ntituled "An Ad; 
<:mweming mmwpolies a!lll rlispensations with prnal Jaw,; :mel the 

furfritnre ilum.>of "), nnd inc·lndes an nllegccl innmt ion. 
J n. S!~otlnnd "injunction" menns "intcrclict.." 

1! AH.'I' II 1. 

DESIGXS, 

lle!JiSlJ'(Ition of J)eRi!JIIS. 

Awli··ntion 47. ( 1.) 'l'he eompti'OIIer may, on applieation hy or on hchnlf of 
for rc!fistmtion ~my •>erson elaimin" to he the proprietor of ·my new or orittinal <lesi"n 
of l]flSJgus. • t b ' . b o 

not pre\·ionsly pnblishcrl in the United Kingdom, register the design 
under this part of t.h is Act .. 

(2.) The upplicatiou must. hn mutle in the fut·Jn set forth iu the 

• 
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Fir~t Schedule to this Act, or in sncl1 oUJer form as may he from 

time to time pre~cribed, and must. be left at, or sent by post to, the 

Patent Office in the prese1·ibed manner. 

(3.) The application must contain a. statement of the nature of 

the rle~ign, nnd the cla~s or cht~ses of goocls in which tlw npplicnnl; 

rle~ires that the 1lesign be registerecl. · 

(-J..) The ::;ame design may be l'Pgistered in more than oue cla:;:;, 

(5.) In case of doubt a:; to the class in whieh a design onght to 

be registered, the comptroller may decide the 11nestiou. 

(6.) The comptroller may, if he thinks fit, refuse to regil'tcr any 
clel'ign presented to him for registration, hut any pcm<ou aggricwnrl 

hy any :melt refusal may appea 1 therefrom to tlu~ .Board of 'L'rarlc. 

(7.) The Board of 'l'r:ule shall, if reqnh·ml, hear the HjJ}Jlieaut :mel 

the emnptroller, aurlmay make 1111 m·cler detennining whether, :nul 

sulJjeet to what cmi<litious, if :my, rPgistmtion is to he 11ermittecl. 

547 

48. ( 1.) On application for I'l•gish'atiuu of a clesign the appli(·ant 1>rnwiug~. &<·., 

shall furnish to the comptrollet· t.he prc.wJrihecl number of copies of ~:ist~ .• ~·~;~ 
elm wings, photographs, or tra<'iug.~ of the lle:-:ign suffieient, in tlw npplicntiou, 

opinion of tlte comptroller, for c•na !Jiing him to iclentify Uw design ; 

ot• the :tp]llicant may, iusleacl of sueh <·opies, ful'llish ex:int rept'l'-

:mntntions or ;.;pecimens of the design. 

(z.) 1'he eomptroller may, if he thinks fit, refuse any dmwing, 

photogmph, tracing, representation, or specimen which is uot, in his 

opinion, suitable for the official records. 

49· ( r.) 'l'he C0111}Jtroller shall grant a certificate of registration Oortilicnto of 

t tl · t f th 1 · 1 · t .1 rcgistmtiou. o te propria or o e < es1gn w ten regis ereu. 

(z.) ~L'he comptroller may, in case of loss of the Ol'iginal certificate, 

or in any other case in which he deems it expedient, gt·:mt a copy or 

copieR of the certificate. 

Cop,IJri[!ltt -in Re[!istm•erl Desi,qns. 

50. ( r.) \Vhen a design is registerer!, the registerecl proprietor of OoJ!Y''igl!t nu 
• . . . rcg1strnhou. 

the cleRign shall, snh.Ject to the provJswus of tlns Act, lta\·e copy-

right in the design dnriug five years from the dnte of registration. 

(2.) 13cfore delivery on :-;ale of :my articles to wi1ic:h a registerer] 

cle::;ign has been applied, the propl'ietor must (if e.h .• ct representa

tions or specimens were not furnished on the application for regis

tration) furnish to the comptroller the prescribed number of exact 

representations or specimens of the design; am! if he fails to do so, 

the comptroller ma.y erase his name from tl1e 1·egister, anrl thereupon 

his copyright in the design shall cease. 

• 
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51. Before clelivery on sale of any ntticles to which n registerecl 
clesign lms heen nppliecl, the proprietor of the design shall cause ench 
such article to be marked with the prescribed_ mark, or with the 
prescribed word or word!:, or figures, denoting that the clesign is 
registerecl; ancl if he fails to do so the copyright in the clesign shall 
cease, unlesR the proprietor shows that he took all prO})er step;; to 
l'nsure tlJC mnrking of the article. 

52. (r.) During the existence of copyright in a design, the design 
shall not be open to inspection except hy thP proprietor, 01' a r.er~<On 

nuthol'isecl iu writing hy the proprietor, or n person authorised hy 
thn eompt1·oller or hy the Court, :mel furnishing :·mch information n;; 
mny enn.hle the c•omptroller to i1lentify the 1lesign, nor except in the• 

prPsnnce of the comptroller, or of an otlieer acting mule1· him, nor 
Pxeept on payment of thf: prescri11e1l fe•~; nncl t.he person making thP 
inspection shall not he eutitlecl to take :my eopy of the cle~ign, nr nf 

any part thereof.(n) 
(2.) ·when the copyright in a design has censecl, the design shaH 

be open to inspection, and copies thereof mny he taken by any person 
on payment of the prescrihecl fee. 

Information ns 53· On the request of any person producing a pnrticnlnr design, 

~.[ ~~~~~1~f~~. together with its mark of regisLration, or producing only its mark of 
registmtion, or furnishing :mch information ns may enable the 
comptroller to identify the desigu, aml on payment of the prescrihe1l 
fee, it ::;hall be the duty of the comptroller to inform such per;;oH 
whether the registration still exists in respect of such design, :uul 
if :-;o, in respect of what clas,; or classes of goods, aHd stating also the 
clnte of registmtion, ancl the nmne nncl acldress of the registere1l 

' 

Cesser of 
r•npyright in 
ccrtn.iu 
I'Y£11\tS, 

1iegistrr of 
dPsigns. 

proprietor. 
54· If a registere1l design is nse1l in numuf:tcture in any foreign 

country and is Hot nse1l in this conutry within :-;ix months of ib 

registrntion in this country, tl1e copyright in the clesign :;hall 
een~e. 

lle!fistm· n.f JJesir;ns. 

55· ( 1.) There :-;hall he kept at the Patent Office a book called thP 
Hegister of Designs, wherein shnll be entered the names and a(hlressei; 
of proprietors of registered designs, notifications of assignments a.Jl(l 
of transmissions of registered designs, and suc·h other matters ns may 
from time to time be prescribed. 

( z.) The register of designs shall be primft facie evidence of any 
matters by this Act clirected or authorised to he euterf'd therein, 

( 11) 51 & 52 Viet. c. so, s. G, p. 578 po.qf . 

• 

• 

• 
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Pees. 
• 
• 

• • 

56. 'l'here shall he paid in respect of applications :md registration Fe~s ou. 
rC"IStl'lltlOU 

and other matters under this part of this Act such fem; as may be &._:: ' 
from time to time, with the sanction of the Treasury, prescribed lJy 

the Board nf Trade ; and such fees slHtll he levied and paid to the 
account of her l\Iajesl.y':s Exchetjllel' in such mnnnel' as the Tt·easui·y 
shall ft·om time to time clire(·t. 

• • 

' .l111lus!J'ial (I./Ill Interuatiu,wl N;.:kibitiuus . 
. 

57· The exhibition at an intlustrial or international exhibition, l~xhibitionat 
certified as such by the Board of Trade or the exhibition elsewhere !ndu~tri~l or 

c: • ' ' .. ' 1uteruattoual 
durin" the IJeriod of the holdin" of the exltibition without the exhibition 

o o ' not to pre-
privity or consent of the proprietor, of a design, or of any article to vm\t or in· 

l · h d · · 1' d l bl' ' l · I l ld' f valHi:Ltc w uc a es1gn !S app Ie , or t 1e pu tcatwn, c urmg t 10 10 mg o registratiuu. 

any such exhibiliion, of !t desCl·iption of a design, shall not prevent 
the design from being registered, or invalidate the z·egistration 
thereof, provided that both the following conditions are complied 
with ; namely, · 

• 

((t,) The exhibitor must, before exhibiting the design or articlL·, 
• 

or publishing :t description of the design, give the comp-
trollel' the prescribed notice of his intention to do so ; and 

(h.) The application for registration must bo umde before or 
within six months from the t\;tte of the opeHing of tltL' 
exhibition.(o) 

Levat /',·uceediii!JI:i. 

58. Dul'ing the existence of copyright in any design--
(a.) It shaH not be lawful for any person without the licence or l'cualty , 11 

written consent of the registered proprietor to :t}Jply ( o) ~:~~~~~~~J, 1 
such design or any fraudulent or obvious imitation thereof, <lc~igu. 
in the class or classes of goods in whieh :;;uch tlesigu h; 

registered, for purposes of sale to any article of manu-
facture or to any substance artilicial or natmal or partly 
artificial anti partly natural ; and 

(b.) H shall not be lawful for any person to publish or expose 
for sale any article of manufacture or any substance to which 
such design or any fmudulent or obvious imitation thereof 
shall have been so applied, kno\\'ing that the same has heeu 
so applied without the consent of the registered proprietor . 

Any ve~-son who acts in contravention of this section shali iJe 

(u) 49 & 50 \'ic!. c, 3i1 ~. 3, p. 5i·IJIUSI, 

• 

• 
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liable for every om~nce t.o forfeit a sum not cxceelling fifty pouutls 
to the registertld proprietor of the design, who m:ty recover such 
smu as a ::;imple contract deht hy action in any Court of competent 
j uri:;diction. (p) 

• 
59· Not.withstanding the remetly given hy thh; Act for the 

recovery of ::;uch penalty as aforesaid, the registered proprietor of 
any uesign may (if lu~ elects to do so) bl'ing an action for the 
recovery of any damage~; arising from the application of any such 
tle::;ign, or of any fraudulent or obvious imitation thereof for the 
purpose of sale, to any article of manufacture or substance, or from 
the publication, sale, or exposure for sale by any person of any article 
or substance to which such desigu or any fraudulent or obvious 
imitation thereof shall have been so applied, such person knowing 
that the proprietor had not given his consent to ::;uch application. 

lJ~fi.nitions. 

6o. In antl for the purposes of this Act-
" Design" means :tny design applicable to any article of mau\1-

f:wture, or to any substance artificial or natural, or partly artilida I 
and partly natural, whether the design is applicable for the pattern, 
or for the shape or configuration, or for the ornament thereof, or for 
:my two or more of such purposes, and by whatevflr means it is 
applicable, whether by JH"inting, painting, embroidering, weaving, 
sewing, modelliug, casting, embossing, engraving, staining, or any 
other means wlmtever, manual, mechanical, or chemical, ;;eparate m· 
combined, not being a design for a sculpture, or other thing within 
the protec:tion of the Sculpture Copyright Act of the year 181-l 

(fifty-fonrtb George the Thil'Cl, ehapter fifty-six). 
"Copyright" means the exclusive right to apply a de:-;ign to any 

article of manufacture or to any such substance as aforesaid in the 
class m· classes in which the design is registered. 

61. The author of any new antl original design shall be consitlet•ctl 
the proprietor thereof, unleRs he executed the mwk on behalf of 
anoLhm· person for a good or valuable consideration, in which case 
such person shall be considered the 11roprietor, and every person 
ncquit·ing for a good m· valnalJle consideration a new and original 
design, or the right t.o apply tl1e same to any such article or 
substance as aforesaid. eithP-1: exclusively of a.ny other person or 
otherwise, and al::;o every person on whom the propel'ty in such 

tlesigu or such right to tl1e application thereof shall devolve, shall 

(p) 49 & so Viet. c. 37, ~. 3, p. 57·1 p~sl. 
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be considered the proprietor of the design in the respeet. in which 
the :;:uue may hm·e been so acquire«!, and to tlmt extent, but. not 
otherwise. 

PAH1' 1 V. 

'!'UAJJE ~IAitl\s, 

Heyistr£ttiun '!l 'l'mde .Jliu·l.·s. 
• 

62. ( 1.) The comptroller may, on application by OJ.' on behalf of .lpplicatiou 
a HJ' 1•erson daimin!! to be the prorll'ietor of ·t tJ"tde m·trk re"istcr for ~·egis-

._,. ' ' ' ' o ' tt·atwu. 

the trade mark. 
(z.) 'J'he application must he ma«le in the form set forth in the 

.First Schedule to this Aet, 01' in such other form ns ma.y he from 
time to time prescribetl, and must be left at, or sent hy post to, the 
!'a tent Office in tlte prescribed manner.('J) 

(3.) ~l'he application must he n.ccompauietl hy the prescribe«! 
number of 1·epresentations of the tra«le mark, aJHI must state tlw 
p~trticular goods 01' classes of goods in counectiou with which tht• 
applicant desires the trade mark to be l'egi.,teretl. 

(4.) The cOlll}>troller may, if he thinks lit, refuse to registet• a 
tmtle mark, hut any such refusal shall be snhjeet to appeal to tlw 
Hoard of Trade, who shall, if required, hear the applicant ami the 
comptroller, and may malce an order «leterwiuing whether, awl 
snl•ject to what comlitions, if any, registration is to be per

mitted. 
(5.) The Board of Trade umy, ho,,·e,·er, if it appear:; eX}>edienL 

t·efer the appeal to the Court; n.ud in that e\'ent the Court shall have 
jurisdiction to hear aud determine the appeal autl may make such 

order as aforesaid.(q) 
6 3· \\'here registration of a trade mark has uot IJeeu or shall uot, I:imit. of 

h I t 1 . I . t l I f' I I f' l \' . tnuu for e comp e et wtt llll we ve mont ts t•om t te (ate o t 1e app tcatwu, procccllin~ 
hy reason of default ou the part of the applicant, the ctpplicatiun ~~;i(i~~~ppJi. 
~;/tall be decmecl to be abandonecl.(1·) 

64. ( r.) Fm· the pm·puscs of' this Act, tt tmde nwd.; 11lll8l £'Uitsist t'ondition.< ,1,. 
' ' 1 ' 1 '[{ • • l • 1 rt•yisfl•nlion of tlf Ul' cuntam at east one t!f l1teju UtVlllfJ essentw parttr:u ar~;: tl•t~fle uwrk. • 

(a.) .·luWJW '!l U/t il/(lh·idual or,lh·m Jll'intetl, iinpl'essed, o;• wut·en 
-in some JIUJ'ticular aucl clhstinctit'e 1/ltlltnel'; ut' 

(b.) A Wl'itten si!Jnature Ol' CO}J!Jl/1 ct Wl'itten siyuatwre ~~l tlte in
dit.·iclual m·Jir/11. aJ•Pittilf.!J,/ill· ;·eyistmtion there•!!' 11" 11 lrmlr• 
1/!U1'k ; tli'1 

• 
•J) Sec 51 & 52 Viet. c. so, M. 8, p. 57l:i pus/. 
1') See 51 & 52 Viet. c. 50, s. 9, p. 578p1Jsl • 
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(t',) A distinctive deL'ice, marl~, brwul, lter((lin;t, label, ticl•et, or 
jitney n·ord Ol' 1/lOI'(ls not i u. common 'lise. 

( 2.) J'lwrc mtl!J be a deled to any one or more <!l tlwse particulw·s ctll,lf 

letters words m· 1if,zwes or combination ot'lctters II.'Ords or tioures Ol' 
' ' afl iJ ' • 1 1 • iJ 1 

of Wl!J of them. 
(3.) Prol'ide<l that cm,IJ special aud distinctire 'II.'OIYl or tcords, Zettel', 

.flyure, Ol' combination of letters m· Ji.!fm·es ur <~(letters mul jiyures nsed 
as ct trwle uw.r/,; bqf'ure tlte thirteenth datJ of .Auy11st unq tlwusand eiyht 
lwndre(l aud sevcut,lj;/it'e 11W!! be re!fistered as a trade mar/,; nuclei' this 

JM't liJ' tllis .Act.(s) 
G 5· A trmle mark must he registerell l'or particular goods or 

elasses ol' goods. 

66. "\Vhen a person claimiug to he the lH'opt·ietor of sevt•ral t.t·ade 

marks which, while resembling each other in the material particulars 
thereof, yet difl'er in respect of (a) the statetuent of the goods fot· 
which they are respecth·cly nsetl or propo:;ell to he nse1l, ot· (u) 
slail'menb; of llllllllJl'L'S, or (c) statements of pt·ice, or (tl) stateme11ts 
ol' qnality, or (e) :;tntements of n:une:; of places, :;eeks to rL•gistL•t· such 
lmlle mark~, they may he registered a:; n :;erie.~ in one n•gistmtion. 

A series of kmle mark:-: shall he w;:;ignalJle and tmnsmissihle only 

ns a whole, hut fm· all other }1\ll'llose:-: each of the tl'mle marks 

compo:;iug a :<eries shall he deemed and tre:ttetl a:; regbtered 

:<eparately. 

67. A i·rade mark may he rt•gistered in any colour,(t) null stu:h 
rl•gistmtion shall (:-;uhject to t.lw provision::; of this Act) (!Ollt'et· on the 

regi:;tercd ow!ler the exclusive right to n:;e the same in that or an,v 

other colom·.( t) 
68. Enot·y appiication for regi:;tmtion of a trade mat•k under this 

part of this Act shall m; soon as may he after it:; receipt he mlver

tised by the cmuptroller.(11) 

Gg. ( 1.) Any per:<on may within tu:o moutlts (~·)of tlw .first ( L') adver
tisement of the application, give notice in duplimtte at the Patent 
Office of opposition to registmtion of the trade uutrk, and the comp· 

troller shall send one copy of such notice to the applicant. 

(2.) ~Within two mout!ts (w) after receipt of :;nch notice or snch 

further time as the comptroller umy allow, the applicaut may send 

to the comptroller n counter statement in duplicate of tho gt·otmds 

(s) Seo 51 & 52 Viet. c. 50, s. 10, p. 578 ZJOJ/, 
( 1) i:icc 51 & 52 Vic~. c. 59, s. 11, 1'· 579 post, 
(u) Sec 51 & 51 Viet. c. so, s. 12, p. 579ZJU8/, 
(1!) See 51 & 52 Yict. c. 50, s. 13, ss. I & 2, p. 579 po81, 
(~~") ::icc 51 & 52 Yicl.t". so, s. 13, ~s. 3, Jl• 579 J!08(, 
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on which he relies for his lllJplication, and if he does not do so, shall 
be tleetned to have abaJHloued his application, 

(3.) If tlte applicant sends such comtter statemeut, the compt1·oller. 
shall jitmislt ct copy thereof to tlte person wlw !flWe ?wtice of oppo- · 
sition, wtcl' slwll 'l'eqttire ldm to yive sectl'l'ity in suclt uta.nner a1t<l to 
sztclt amozmt as tlw comptroller may 1·eqnh·e for snclt costs as UW!/ f1e 

a wardell in nspect of such opposition; wul U'suclt secm·iry is uot yit·en 
wit/tin fottrteen d<tys t~t~er szwlt reqllirement was 111ltde Ol' sw:lt jiwther 
time as tlw comptroller ma.y allow, tlw opposition shall be deemed to be 
ICitftdi'((.ICn, (rc 

(4.) If tlte per11on ll.'lw !Jitl'e ·notice ct/ opposition dultl !Jir~s such 
security as aj'uresaicl, tlte comptroller shall i,lj(mn the applicant thereof 
in writin:;, wul tlwrenpon the cctse slwll be deemed to stan,.l,lin• the 
determimltion of tlte Ootwt.(rc) 
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70. A trade mttrk, when registered, :;hall be nssiguecl mul traus- .\s:;iguuJt•nt 
' 1 I ' ' ' '- 1 l 'II f tl I ' awl tmu~-nnitet on y Ill eonncct.Jon Wltu t te gool \\'1 o 1e msme~s con- 111i6siun of 

cerued in the IJart.icular goods or cla:,;ses of goocls for which it ha~ tratle nmrk. 

been registered, and shall he determinable with that goodwill. 

71. Where each of :o;eveml persons daims to he regi:;tered as Uo!lllictiul,! 

. f' I I k tl t II I' dii!IIIS 
1
" pl'Oprtetot· o t •e same trat e BlUr , w comp l'O er may l.'l' use to n,~,;btt"utiun. 

l'l'"ister all\' of them until theh· ricrhts have heeu cldel'lllinecl accord-o ~ 0 

iug to Jaw, awl the compt..J·ollel' may hilllsl'lf :;uumit 01· rccplire the 

claimauts to sulmtit their rights to the Uourt. 

7 2. ( r.) ·~xcept where the Court has c lecided that two or IUOI'e He.ll·i~tiou~ 
, , } • • Oil reu•1:;t1'a .. 

per~ons are eutttlell to be regu;terel as 1>roprwtors of the same tmde tiuu, 0 

mark, the comptroller :;hail not register iu respect of the :;mue goods 

ot· description of goo:ls a trade mark identical with the oue ah·eady 

un the register with respect to such good:; 01' description of goods. 

(z).(y) 1'he comptrollet· :o;hall not l'l•gistet· with J'espect to 
the same goolls or desel'ipt.iou of goOtls a trade umrk liO uearl!J 
l'esembliny (y) a tmcle uwrk already uu the register with re:;pel'l, 

to such good.; or description of goods as to be calculatetl to 

deceive. 

7 3· It shall not be lawful to register as part of Ol' iu combination Furthcl' 
· 1 k 1 1 1 • f 1 · 1 d b rt•strictiun 1111 wtth a tmc e mar • any worl s t te exe us1 vo Hse o w uc 1 woul y n•gistmtwn. 

reason of their being Cl<lcnlated to lleceive or otherwise, be tleemed 

disentitled to protection in a Court of justice, or any scandalous 

design. 

74· (r.) Nothing in this Act shall be construed to prevent the S:n·iug f,,r 
• 

(.>:) Hce 51 & 52 Vii.:!. c. so, ~. 13, ss. 4, p. 579 post, 
(y) Sec 51 & 52 Viet. C, so, s. 14, P· s8o 1108/. 

puwer to 
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provide foc· comptroller entering on thr. registe1·, in the pre:.::m·ihe1l numnE:'r, mul 

~~;\'~~~~~of !<nhject to the pres<'rihell conditions, as an addition to any trade 
CUllllllOII llUll'kH k . 
ns ntltlitious to mar --
tmtlo marks, (lt.) Jn the ease of an npplication for registration of a trade 

• 

Ut·!f ; ... t rat iun 
r·quimlruf to 
pull/it• "~''• 

llig"hl of first. 
proprietor to 
t-xclusive use 
uf trade mark. 

llestrictious 
uu actions for 
in friugomeu t, 

mark used before the thirteenth day of Augm;t one 

thousand eight hundred and seventy-five--

Any distinctive device, mnrk, brand, heading, label, 

ticket, letter, word, or figure, or combination of . 
letters, words, or figures, though the same is common 

to the tmde in the goods with respect to which the 

application is made ; 
(h.) ln the ease of an· application fo1· regi:-;tration of n tmclP 

Jmu·k not used before the thirteenth day of . \.ugust one 

thousand eight hundred aud seventy-five:-

Any distinctive word or (•ombination of words, though 

the same is common to the trade in the goods with 

respect to which the application is made ; 

( z.) J.'/w applicaut fm• ent?'!l qf' an!J such common pm·ticulco· m· 
pm·ticulm·s ·ntwit, IWit'Ct'el', tlischtim i11, his appl-ication 1111!! riyl1t to 
tlte e.cclusi ce 'tb8e of t/w swne, ancl a. cop!/ of tlte disclai-mer :;/wll be 
eutered o1t t!te ?'c!Jister.(~) 

(3.) Auy device, mark, hrantl, heading, label, tielwt, letter, wm·d, 

Jigm·e, or combination of letters, words, or figures, whieh was m· 
wer!'l, before the thirtt~eutlt <lay of August one thou:,;and eight 

hundred a111l se,·enty-Jive, publicly used hy more than three perso11:1 

on the same or a similar description of good:> :-;hall, for the pm·
po~o~es of this section, be Lleemell common to the trade in :>ttch 

good:-:. 

E,(/1~ct of Reyil:!tmtion . 

7 5· ltP-!Jistration 11t'a tmde mm·k s!tall be deemecl to be eqni mlcnl lo 
JmMic u,qe 1!/' tile tmrle mm·l~.(r1) 

76. 'l'he registration of a pe1·son as proprietor of a trade mut·k 

shall be prima faeie evidence of his right to the exclnsh-e use of the 

trade mark, and shall, after the expiration of Jive years from the 

date of the registration, lJe conclusive e\"idence of his right to the 

exclu:-:ive uf.e of the trade mark, subject to the provisions of this 

Act. 

7 7. A per.~on shall not he entitled to institute any proceediug to 

prevent or to recover <lnmages for the infringement of It tmtle mark 

z) Hco 51 & 52 Viet. c. so, s. 16, p. 5&> pus!. 
a) ~ce 51 & 52 Yict. c. so, s. 17, p. sSo 7wst, 

• 

• 

• 

• 
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unle~:~s, in the case of a trade mark ca1m ble of being regi:,;tercd under uud on l!cft•uc·~ 
tl ' A t "t h 1 · 1 · f } . , f to nction in us c , 1 a.o;; Jeell reg1steret m pm·suance o t us 1.1..ct, or o an ec1·tuin cn~c~. . . . 

enactment re}Jealetl by this Act, or, in the cm;e of any other 

tmde mark in n::-;e before the thirteenth of Angu~t one thou,;:aml 

eight humh·ed and seventy-five, registration thereof under this part of 

thi>:. Act, or of un enactment repealed by this Act, has been refnsud. 

~ehc comptroller may, on request, and on payment of the prescribe,] 

fee, grant a certificate that such registration has been refu~ed.(b) 

Reuiste1· of Tmde ~!larks. 

78. There shall 1Je kept at the Patent Office a hook caJie,J the n .. ;.rbtc•· ,,r 
· • 1 • tm•lc mnrk~. Reg1stc1• of Trade :!\'larks, w 1erem shall be entere1l the nanw~ aiHl 

addresses of proprietors of registered trade marks, notificatiou:; of 

assigmnei1ts and of tmnsmissions of trade marks, ami such othe1· 

matters as may be from time to time prescribed. 

79· (x.) At a time not being less than two months not• more than Hcmuvnluf 

three months before the exrliration of fourteen vem·s from the date of tmdo mnrk 
· J nftcr fourteen 

the recristration of a trade mark, the comptroller shall send notice to the y•:m·H uulc::;s 
o fcc pniol. 

registered proprietor that the trade mark will he removed from the 

register unless the }ll'oprietor pays to the comptroller beforetl.w expira-

tion of such fourteen years (naming the date at whid1 the ~ame will 

expire) the prescribed fee ; nn,J if such fee he not previously paid, 

he shall at the expiration of one month from the date of the 

giving of the fh-st notice send a secmui notice to the :;;nne effect. 

( 2.) If such fee be not paid before the expirntion of such fonrteeu 

years the compt1·oller may aftm· the eud of thre(' mouths from the 

expiration of such fom·teen years remove the ma1·k fl'Om the registe1·, 

and so from time to time at the expirution of every period of 

fourteen years. · 

(3.) If before the expiratiou of the said three months the 

registered proprietm· ptty~ the said fee together with the acltlitional 

prescribed fee, the comptroller may, without removiug such tmde 

mark from the registe1·, accept the said fee as if it had been paid 

before ~he expiration of the said fourteen years. 

(4.) Where after the ~aitl three month::; a trade mat·k has been 

removed from the regh;ter for nonpa,ymeut of the prescribe!] fee, the 

comptroller mny, if satisfied tha,t it is just so to do, restore such tmdu 

mark to the register on payment of the prescribed additional fee. 

(5 .) Where a trade mark has been removed from the register fot• 

nonpttyment of the fee or otherwise, ::;uch trade mark shall never-

(b) Sec 51 & 52 Viet. c. so, ~. 18, p. 581 llost. 
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thele:;:; for the purpose of any application for registration tlm·ing the 

jive !Jem'S (c) next aftet· the 1late of such removal, be deemed to he a 

trade nmrk whieh is alt·ca1ly registered.( c) 

J-',~es. 

Ho. There shall he paid in re:-;pect of applications mlll registration 

and other matters under this part of this Act, :;nch fees as mtty be 

from time to tinw, with the sanction of the l'rea:mry, prescribed by 

the Board of Trade; a111l such fees shall be levied and pai1l to the 

al'connt of her l\fujesty's JiJxcheqner in such manner a.,; the 'l'reasury 

may from time to time 1 lirect. 

Sl1qtJield ,1/arl,·~. 

81. \Vith respect to the ma::;ter, w:u·1lens, seart'het·s, assistant:-;, an1l 

commmmlty of the Company of Cutlers in Hallamshire, in the county 

of York (in this Act called the Cutlers' Cumpan~·) atHl the Jmu·ks OJ' 

devices (in this Act called Shefliehl marks) assigned or n~gistered by 
the ma:-;ter, wardens, searchers, an1l assistants of the cOIH}lany, tl10 

following pt·ovisions shall have effect : 

( 1.) 1'he Cutlers' Company shall estahlish and keep at ~hetlieltl a 

new register of trade marks (in this Act called the ShcJlieltl 

register) : 

(2.) 'l'/1e C11tlcri Cumpany sliall enter in tlw Slut/Jidd l't!!Ji~ta, in 
·l'espect of cntfcrtJ, ed!fe fouls: m· 'l'llll.' steel a ncl tlic fJOods ·mcn
tiulle(l iu the ue.1·t sub-sectiun all tlte t1·wlc ·uun·l.·s entered 
b~/tii'C tlte commenceuwnt qt' tit is Act in nspect of cutlery,. ml:ftJ 
foul.~, or ·r1111: steel, mid Sitclt yuuds in t!te 1'euistCI' estttblislw!l 
umlt:1· tlw Jhule Jlurl~s Re~1irstration Act, 187, belontJi"!l to 
JlfiW!I/18 cw·rtJin!l ou business iu 1/allmus!tite, or ll.'itliiu si.1J 
mile1.1 tl1c1'eoj; aud sJ,Ifl al1.1o cutel' in suclt reyi8ter, iu ·J'I!SJICClt!t' 
t/11J sauw yuod1.1, all the tradtJ uuu·J.~:~ which shall lllli'C l,ct:n 
ai.I:Ii!fncrl by tlw Cntle/'8' ( 'ompwt.!f rm:l actua.!l,'} nYctl bc/rJI'e the 
cumutelwcuwut 1!1' litis .I et, but 11:/tic!t. luue nut been entered in 
the nvistc1' cstaM i11lwcl under tlw 1'mde .lfitr/,·s lo'etJistratiun 

.let, I87S·(d) 
(3.) .An application for registration of a trade mark used 011 cl!tl~l'f/, 

cdt!C tuols, or 01t ·l'aW steel, or on yoods mettle r!f steel, m• of' steel aud 
' 

iron combined, wltetlte1' ·witlt 01' 'Witlwu.t lt cuttintJ ed!fe,(e) shall, 

if JUatle after the commencement of this Act by tL person 

It·\ ~cc 51 & 52 \'ict. c. so, s. 19, p. 5S1 }JU-'1. 
(t/) ~CC 51 & 52 \'icf. c, 501 S, :!0, HS. 1 1 p. 5S I JIU·~I. 
(c) :-:;cc 51 & 52 \'ict. c. so, s. 20, ;~. 2, p. 5S1 J•081. 

' 
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carrying on business in Hall:unshire, or within six miles 
thereof, be matle to the Cutlers' Company : 

(4.) Every application so made to the Cutlers' Company shall be 
notified to the comptroller in the prescribed manner, anti 
unless the comptroller within the prescribed time gives noticP. 
to the Cntlers' Company that he objects to the acceptance of 
the ~ipplie.!lt.ion, it slmll be proceeded with hy the Cutlers' 
Uom}Jany in the prescribed m:tnner : 

(S·) If the comptroller gives notice of objection as nforesaitl 
the application shall not he proceeded with by the Cutlnrs' 
C'om}Jany, hnt any person nggrievetl may nppeal to the Uonrt.: 

( (j,) Upon the registration of n tmde Ill ark in the ShefHehl register 
the Cutlers' Company shall give notic·e thereof to the comp
troller, who shall tlwrenpon entlW the mark iu the rPgisteJ• of 
t.ratle marks ; and such registrntion slmll hear date as of the 
day of application to the Cutlers' Company, aUt I luwe tlw 
same effeet as if the applicntion had heen 111ade to the comp
t.roller on that tiny. 

(7.) '1'/te p?·odsions of fltis Act, aucl of any general ?'Ides ?llode 
u 11der tlris Act, 11~itlt ?'espect to a1vp!ication for 1'1!!fi.~tl•ation i11 
the ?'eyistm· nf trade 11/(t/'!.·s, the 'lll~et rtf such 1'f!!Jislmtion, (/Ufl 

lite assi!Jmllrmt and trm1smission c~f ·ri!fhl.~ inn 1'1!!Jislerec/. tmrle 

mm·lo, slwll appltJ ·in lite case of applicatiuus n11(l ?'eyist1·atiou 
in t!tll ShPjjield ?'ll!Jistel'; ml(luoticfJ of t?l'fll',l/ eutrt; made iJI. t/11? 

SltP;//iehl1'P-fJister mu.~t be [Jh~en to tlw r·mnpt?·ollel·l,!J the f/ntlers' 
( 'ompau,t;, sa t'e and e.•:cept f lm t tlw pro l'isio11s t!( th i.Y .Yub-sectiou 
,qf111ll 1/(!t zn·Pjudice or '({/'ect mt!J lij'rl, estate, m11l infere8t '!!' tt 
midom of tlw !tolde1· 1!{ mq; Shqflield ?lUI?'!.: ll'liicll mntJ bP. in ji11'Ct' 
·io, respect c!f' such uun·l~ at ti1P- timP- ll'hPn it .y/l((lllu>; plrtre1l upo11 

l/1e Slt~flielcln!Jister.(f) 
(8.) ·where the comptroller receives from nny persou not carr,riug 

on lmsiness in Hnllnmshire or within six miles thereof 1111 

applicn.tion for registration of ;t trade mark used on clltler,t;, 
ed!fe tools, 01' on m.w 8leel, m· on !JOod.s made 'if steel, or 1!1' 
steel aucl iron combined, ·whether witlt en· withont rt cntthi!J 
r'd!Je,(!J) he l'hn ]J in the preserihetJ lllHillll!l' notify the 
application and proceedings thereon to the Oatlers' Company : 

(9.) At the expimtion of five years from the com1neneement of 
this Act the Cutlers' Company :;hall dose the Cutlers' reg:if;tP.r 

•• 

(f) Hee 51 & 52 ~!d. c. 50, s. 20, £S, 3, p. 582 po.~f. 
(g) See 5 I & 52 ' 1cl. c, 50, s. :!0, ss. 2, I'· 58 I post. 
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of corporate b·ade marks, and thereupon all marks entm·e1l 

therein shall, unless entered in the Sheffield register, hn 

deemed to have been n bandoned : 

( ro.) A person may (notwithstanding anything in any ~~ct relating 

to the Cutler.-' Com}lnny) be registerrd in tlw Sheliirlrl 

register, as proprietor of two m· more trade markli : 

( r r.) A ho1l,v of persouf;, corporate or not corporatP, may (notwith

stnmlinM mty~hinM in nny ~~.ct relating to the Cutlers' Com

pany) he rt>gistered in the Sheftiel!l rrgist.er n,; proprietm· of 

:l tmrle mnrk or trn•lf' mnrli:li : 

( 12.) Any per:;on Hg'Mt'iew•l hy 11 •lt•l'ision of t.he Cutlci'S' Company 

in resrwct of nnvt.hinM •low' ot• omittt>tlnurlrr this Aet mn.y . . ' 
in the preset·ilwtl manner, nppPal to t.he <·omptroller, who 

shn II hn \'C powt>r to confit·m, l'f'VPI'St•, m· JIIOt lify tlw t lt><•ision, 

hnt the iiecision of tlw eomptroiiPr ,.;ha II hP su lljPct. to a 

fnrt.lwr appeal to the Uonrt. : 

(13.) So much of the Cutlers' Company',.; Acts as applir~ to the 

smumnry pmtislnnt>nt of persons ennnterfriting ~heiliPitl 

corporate mark:;, that. is to f;ny, the fifth seet.iou of t Itt• 

Untlt>J's' Company . .:\et. of 1Sq, nntl tlw provisions iu relation 

to tlw reC'overy untl applic-nthn of the pm~alty imposr.rl hy 
snl'h lu~t-mentimte•l section contnilte•l in the Cutlm·s' Com

pauy's Aet of 1791, shulluppl,\· to any mark PnterP-•1 in thP 
Hht>ttieltlrt>g-istPr.(h) 

PAit'L' V. 

G t::-1 ERA,,. 

Pateut (~/lice amll'roceerlf.n!Js thm·P.at . 

82. ( 1.) ~L'he 'Treasury may provitle for the purposes of this Ad. 

an ofliee with all requisite huilrlings an•l conveniences, which shall he 

called, :m<l i~ in this Act referred to as, the Patent OJiice. 

(2.) Uutil n new PatPnt Olfiee i;; prodded, the olfice::; of tlu• 

Uommissionm·,.; of :Patents for innmtion,.; :md for the rt>gistmtinn of 

designs mJtl trtule marks existing at tlw conunetwement of this .Al't· 
shall he the Patent OJiiee within tl1e meaning of thi::; Act. 

(3.) '!'he Patent OJiice shall be nn•ler the immetlinte eontrol of au 

oliicer mllerl the comptroiiPr general of patents, de::;ign::;, awl tr:ulc 

marks, who shall act under the superintendence and direction of the 

:Board of •rmtle. 

(h) S,·c 51 & 52 Viet. c. so, 8. 20, s8. 4, I'· 582 post • 

• 
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(4.) Any art OJ' thing tlii·rctetl t.o l1e tlone hy or to the cmnpt.J'Ollt>l' 
mny, in his nhsencc, he <lone h~· OJ' to :my ollirl'r for t.he time lu>ing 
iu that behalf anthorisl'«l bv the Board of 'frmle . • 

83. (1.) The 13orll't1 of Tmtle may at any time after the passing Ofll<!o.••·~nu•l 
f I · \. 1 f · t" 1. • I I clerks. o t ns " ct, alit rom tune to une, snu.Jec·t tot w npprovnl .of t w 

'l'•·ensnry, appoint t.he comptroller-general of patents, designs, aml 
trntle marks. 111111 so mmn· examiners and other otlic·crs and dcrks. • • • 

with i'twh tlesiguations !IIlii tlnties as the llonrtl of Tr:ule t.hiuk fit, 
awl may fl'Om time to t.iuw reJuO\'e auy of those otliccrs ami clt'rks. 

(2.) The salm·il"s of (.host' ollit'l'l"S nw1 t·lt•rks shall he nppoiutf'tl 
hy tlu• llonrtl ol' 'l'•·atlt•. \\'ith t.)u• eonclll'l'Cllee of t.Jw ~L'l't'llslll',\', awl 
the :-:nnw :mt1 the otlwr expen:<es of the exPcution of t.l1i:< .At·L :<hall 
],e paid out of money provit1etl hy P:trlimeut. 

84. Thel'C shall be :L Real for till' Patent OJiice, aud illl)'l't'Ssious Henl nf l'nt .. ut 
t I f I ll I . ]' . 11 t" I 1 I . 1 . . 1 Ollio'H. ll'l'CO S HI le .Jill Will y no ICI't fillt fit llllttct Jll tWit eJWt?. 

Ss. 1'here shall not be ent.eJ·etl iu any register kept unt1eJ· (.),j:; 'l'rnst uot. to 
. - • . Le cniPJ"•••I iu 

At't, or be ret•eJvahle hy tlw <~mnpt.JoolJpJ·, any not.JCe of any trn:<t i'<'!!'ish••·'· 
t•.X pr(~f!Rctl, im pliet I, m· con:-;trncti VI'. 

86. 1'he eompt.rollm· may J'Pfn:-:P to gmnt a patent. for an im·ent.ion, n.,rnsal tu 

t "t I. t 1 k I' 1"1 t1 11" I" l!'mutpat•·ut. m· o reg1:-: .era t es1gu or t':lt t• mar·, o \\' lit• 1 ·, IP 11:<1' \\'Oil •., 111 JJ>~ &•· .. in ""''laiu 
opiuiou, hn eoutJ•aJ'.'" to Jaw OJ' 1nm·ality. cnse,. 

87. 'Vhe1·e a JWrson hr.couws entitletl by as:<igumeut, transmis:-;ion, l~ufl·~· of 

I t . f' 1 t t t tl · l • n"signuwul' or ot 1er opera .JOn o a\\' o a pu eu ·, o1· to te cnpyr•g 1t 111 a mullmn~· 
• • • 

re"istcl'l'tl tlesi"ll 01' to a re•tistm·etl tmtlt~ nw•·k the <·omJ•troller 1111
':

51011s 11
' 

r, .. l:' ' t't ' l'Pg'l~ft!l'St 

shall on l'CI!Uest., anti on proof of title to his Ratisfaction, cnu:;e 
th(• uamH of :;m:h pe•·so11 he enterct I a:; pmprietor of the 
patent, COJl)'l'ight i:1 the tlPsigu, or tratle mark, in the •·egister of 
patents, ,Je:-:igns, OJ' trmle mm·ks, as the cnse may I)(•. 'l'he per:<on 
for the time heing entert'tl in ~he J•egistPr of patents, t1csign;;, oJ' 
tratle marks, as prop1·ietor of a pnteut, c·op)Tight in u design o1· 
t.t·ntle mark as the t•axe mny IJI', s}Jall, suhjeet to (i) any rightR apJu•m·
ing from such registt'l' to he vestetl in any other person, ha\·e ll0\'."1'1" 

ahsolutt~ly to nssign, grant lil"enecs a:< to, ol' ot.herwise tleal \\'it.h, t.l11• 
sauw nnt1 to gi\'e eflectnal receipts for any t'Onsit1Pt'lttion l'oJ• sneh 
nssigmneut, lieeuce, or draling. Pro\"idetl that any <'tlnit.iC'.~ in J't'SJII'I'l'· 
of :;ueh patent, tlc.~igu, m· tmde mark may be enforcf'tl in like mnnlll'l' 
ns in re>;pect of any other pe1•sonal propm·ty. 

• 

RS. Every register kept under thi;; .Act shall at nil convenient Inspection of 

• 

. b t I • t" f tl bl" b" t ( ") I nnd cxtmct" t.unes e open o t 1e mspec ton o 1e pu JC, su JeC to .1 sue 1 l'C,;"U- rroJn registers. 

( • "' ,._ - ,,. t 8 •) nee 51.-: ;,2 I<'. c. 50, s. 21, p. 5 2Jln~l. 
(j) Sec 51 & 52 \'iet. <'. 50, s. 22. p. 5S2 po.yl, 
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lations as may be prescribed ; and certifierl copies, sealed with the 

seal of the Patent Office, of any entry in any such register shall be 
• 

given to any person requiring the Harne on payment of the pre

scribed fee. 

89. Printerl or written copies m· I'Xtracts, purporting to be crrti. 

tied by the comptroller and Realed with the seal of the Patent Office, 

of or from patentR, Hllrcifications, di~;claimers, and other documents 

in the Patent Office, and of or from registers and other books kept 

there, shall be admitted in evidence in all Courts in her 1\fa.je:;;ty's 

tlominions, and in all proceedings, without fm·ther proof or produc

tion of the originals. 

90. ( r.) The Court may on the application of any person aggrieved 

by the omission without sufficient cause of the name of any 

per;;on(/.:) from any register kept under thiH Aet, or by an~· ent.Joy 

made without sufficient cause in nny such regiRtrr, make Ruch ortlm· 

for making, expunging, 01' varying the enti·y, as the Court thin],:;; 

fit ; or the Court may refuRe the npplic·ation ; aud in either rase 
may make such ortll'r with respect to the costs of the proceedin~:;; 

ns the Uonrt think:;; fit. 

( 2.) 'l'he Court may in any procertling nnrler thiR section decidt> 

an~· c1nestion that it may be necessary or expedient to decide for 

tlw rectification of a register, and may direct :m issue to be trietl 

for the tlecision of any tfnestion of fact, :mtl ma~· awnrd damageR to 

tl1e party aggrieved. 
(3.) Any m·cler of the Court rect.ifying a register ~;hall direet that 

tlne notice of the rectilicnt.ion be given to the c·omptroller. 

9 r. 'L'he romptroller mny, on l'eqneRt in writ.ing, arcompnnied by 

the pre,:cribed fee,-

( a.) Correc~ any c·lcric·al e•·ror in or iu connect.ion wit.h an appli

cation for a patt>nt, or for regi:;;tration of a clc•sign or t.rntle 

mark ; or 

(!1.) Correct any clerienl error in the nnme, style, or atldresf; of 
the registet•etl proprietor of :t pntent, design, or tmde mnrk 

(c.) Cancel the entry or 1mrt of the entry of a trade mark on 

the regiRter : Provided that the applicant accompanicf; hi:;; 
request by n statutory declaration mntlo by himself, Rtat.ing 

his name, addre~s, and calling, atHl tllllt he iR the person 

whoso name :tppem·:;; on the register as the proprietor of the 

saicl trade mnrk(l). 

(k) ~ce 51 & 52 Viet. e. so,~. 23, p. 582po.•t. 
(1) See 51 & 52 Viet. c. so, s. 2.j, p. 582 post. 
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92. (r.) 'fhe registered proprietor of any registered trade mark Altemtion oi 
~ \'O••if.:,tt•l'(ll\ 

may apply to the Court for leave t.o add to or alter such mark in mgrk. 

any particular, not being an essential particulnr within the mean-

ing of this Act, and the Court may refnse or grant. lenve on such 

terms as it may think fit. 

( z.) Notice of nny intended ap})lication to the Court HJl(ler t-lris 

:O:t'nt.ion slu1ll be given to the comptroller by the npplieant; nrr•l 

l·he comptroller !';hall he entitled to be henrtl on the ll})plieatiou. 

(3.) If the Court grants leavr, the comptroller· slmll, orr proof 

l·hereof and on 11ayment of the p1·escribetl fee, c·aHSt} t.he registPr 

to be nltere(l in conformity with the order of leave. 
• 

93· If any person makrs or can:;es to hn ronde a. falf;e entry in I•'nlsili~nti~n 
· k ] 1 · ' t • • f I I . of PU!t·u•s 111 :my regrster ·ept lllH er t ns .1:1-C , or n wn tmg a se y purportmg to ~'"l-dst .. rs • 

• 

l1e a copy of an entry in any such register, or prmlnees or teuder·s 

or t•auf;es to be prwluced m· tendered in evidence any such writing, 

knowing the entry or writing to be fnli'e, he shnll be guilty of a. 

mi:;tlemeanor. 

94· ·where any tliscretionary power is by this .Act given to the ~xcrl'i~tl nf 
• l!tsr~retwnnry 

C'Omptroller, he shall not exercrse that })Ower adversely to tl1e power uy 
1• f t f 1 t f 'f' t. f t•nmptmll••i' app rcant or a paten , or or amem men o a speCl 1ca .wu, or or · 

rPgistmtion of a trade nmrk or design, without (if so require(! 

within the preserihe(l time by the npplicant) giviug the applicant :m 
op1)ortunity of heing hearcl personally or by his agent. 

95. The comptroller may, in any case of donht Ol' tliilieulty l'nwct· of 
• . • l I . . t t' f f tl • . f tl . A t comptmllei' n l'lSlllg Ill t 1e :tC JllllllR ra lOll 0 any 0 19 })l'OVISIOnS 0 Us C , to take . 

'lJlJily to either of the law officers for directions in the matter. <lirecti~u~ of • hl w ollicer~. 
90, A certificate 1mrpm·ting to he under the hantl of the comp- Ccrtiliente of 

tr·oller ns to any entry, matte1·, or thing which he is authori:;ed by J:~1~f.~.~~:~~~. 1" 

this Act, or nny general rules made thereunder, to make or « lo, shall 

he~ prima facie evidence of the entry having been matle, and of the 

t•Oiltents thereof, and of the matter or thing having IJeeu done or 

left undone. 

97. ( r.) Any application, notice, or other document antlwrised .\pplir.ntious 
' ] b ) ft ] " t t} p t t ore nud IIOiict•s or reqmrec to e e , mat e or gtven a Je a en mce or to by pn~l. 

the comptroller, or to nny other person under this Act, may be 

sent by a prepai( 1 letter tl1rough the post ; and if so sent shall he 

•leemed to have been left, made or given respectively at the time 

when the letter containing the same would be delivere(l in the 

(il'!liuary course of post. 

( 2.) Jn proving snC'h servire or sending, it shaJI he sullicient to 

prove that the letter wm; properly ntl•lre::;sed anrl put. into t.Jw post. 

Zl'l 
• 

• 

• 

-
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98. Whenever the last clay fixetl h,\' thi:-; Act, or by an~· rule for 
the time being in force, for leaving any document or paying any fcc 
at the Patent Office shall fall on Christmas-day, Good Friday, or on 
a Saturday or Sunday, or any day observed as a holiday at the 
Bnnk of England, or any day observed ns a clny of pnhlic fnst or 
thanksgiving, he1·ein referred to ns excluded days, it shall be lawful 
to leave such document or to pay such fee on the rlay next 
following such excluded day, or days if two or more of them occur 
consecutively. 

99· If any person is, by reasc:.:: of infancy, lunacy or other 
inability, incapable of making any declaration or doing anything 
required or permitted by this Act or by any rules made under the 
authority of this Act, then the guardian or committee (if any) of 
such incapable person, or if there be none, any person appointed by 
any Court or Judge possessing jurisdiction in respect of the property 
of incapable IJersons, upon the petition of any person on behalf of 
such incapable person, or of any other person interested in the 
making such declaration or doing such thing, may make such 
cleclaration or a declaration as nearly corresponding thereto as cir
cumstances permit, and do such thing in the name and on behalf 
of snch incapable perRon, mul all acts done by such substitute shall 
for the purposes of this Act be as eflectnal ns if rlone by tlw 
perRon for whom he is substituted. 

100. Copies of Jll specifications, drawings, and amendments left at 
the Patent Office after the commencement of this Act, printed for 
and sealed with the seal of the Patent Office, shall be transmitted 
to the Edinburgh l\'Iusenm of Science antl Art, and to the Enrolments 
Office of the Chancery Division in Ireland, nnd to the I:.olls Office 
in the Isle of :M:an, wit.hin twenty-one days, after the :;;nme shnl] 
respectively haye heen accepted or allowed at the Patent Otlil'e ; 
:md certified copies of or extracts from any such clocmncnts shall 
be given to any person requiring the same on payment of the 
prescribed fee; and any such copy or extract shall· he admitted in 
evidence in all Courts in Scotland and Ireland and in the Isle of 1\Inn 
without further proof or 1n·odnction of the originals. 

IOI. (1.) The Board of ~'rade may from time to time make such 

general rules and do such things as they think expedient, subject 
to the provisions of this Act-

( a .. ) l!'or regulating the practice of registration under this Act: 
(b.) For classifying goods for the purposes of designs and t.rnde 

marks: 
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(a.) For making or requiring duplicatea.or specifications, amend-
• 

ments, dmwiugs, and other documents : 
• 

(rl.) l!'or securing and regulating the publishing and selling of 
copies, at such prices a,nd in such manner as the Board of 
Trmle tl1ink fit, of spe<·ifirntions, drnwings, mnenclments nml 
other documents : .. 

(P.) For seeming nmlrcgnlnting themaldng, printing, publishing, 
nnd selling of inclexes to, nnd abridgments of, speeificntions 
and othcr documents in the Pntent Oflice; nnd providing 
for the iuspc<·t.inn of indexes nn<l nbrirlgmcnt~; :mel other 

cloenmcut,.; : 
(/) J•'o1' J•egulatiug (with the nppronll of thc ~l~rensm·~·) tl1r• 

prcsentntiou of eopiPs of Pntent• Oftic•c pnblir:~tions to 
patcut.ees nnd t.o puhlic :llltlwrit.ie~, ho<lies, nncl institutions 
at home nnd a hroa<l : 

(y.) Genemll,\· for r!'gulntiug the husiuess of the Pntent Oitict' 
nnd nll things hy this Act placed nnde1' the dit·ectiou or 
control of the comptroller, or of the Board of ~L'rnde. 

( 2.) A uy of the forms in tlw Fil'l;t Schedule to this Act may be 
altered or :unended hy rules nuule hy the Board as aforesaid .. 

(3.) General rnl!'s may he ma<le under t.his section at nny time 
after the pnssing of this Act, hut not so as to take effect before the 
eommencement of this .Act, and shall (snhject as hereiuafter 
meutionetl) lJe of the same efrect as if they were containe<l in this 
Act, and ,.;hall he judicially notice<!. 

• 

( 4·) Any rules made in pnrsu:uwe of this section shall he Ia ic I 
before both Houses of Parliament., if Parliament he in session at 
the time of making thereof, or, if not., then as soon as pmcticable 
after the hPginuing of the then next session of Parliament, aml 
they !'hall also he advertised twi(·e in the ofiicial joumal to he 

issued hy the comptroller. 
(5.) If either House of Parliament, within the next forty rkys 

after any rules have been so laitl before such House, resolve tlwti 

such rules or any of them ought to be annulled, the same E:hall after 
the date of such resolution be of no efiect, without prejudice to the 
,·alidity of anything done in the meantime under such rules or rule, 
or to the making of any new rules or rule. 

' 

102. 1'he comptl·oller shall, before the first day of June in every Annual 

vear, cause a rel10rt respecting: the execution by or under hin\ of repo1'
1
18 0

11f • ~ comp ro er. 
this Act to he lai1l before both Honses of Pnrlianwnt., an<l therein 
shall include fm· the year to which. each repqrt re)a.tes all geueml 

• 

• 
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rules made in that year~nder or for the purposes of this Act, and 
n.n account of all fees, salaries, and allow:mces, mal other money 
received and paid under this Act.(m) 

International mul C'olonial .A 1'1'Ct11[Jements. 

IOJ. ( 1.) If Her 1\'Iajesty is pleased to mn.ke any arrangement with 
the Government or Governments of any foreign State or States for 
mutual protection of inventions, designs, n.nd trade marks, or any 
of them, then any person who has n.pplied for protection for :my 
invention, design, or trade mark in n.ny such State, shall be entitled 
to n. patent for his invention 01' to registmtion of his uesign or trade 
mark (as the case may be) under this Act, in priority to other 
n.pplicants; and such patent or registration shall hn.ve the same 
date as the date of t!te p1·otection obtainecl (n) in such foreign State . 

• 

Provided that his application is made, in the case of a patent 
within seven months, and in the case of n. design or trade mark 
within four months, from his n.pplying for protection in the foreign 
State with which the arrnngement is in force. 

Provided that nothing in this section contained shall entitle the 
patentee or proprietor of the design or tr:ule mark to recoYer damages 
for infringements happening prior to the date of the actual nccept
!mce of his complete specification, ot· the actunl registration of hi:; 
design OJ' trade mark in this country, as the case may he. 

(2.) The publication in the Uniterl Kingdom or the Isle of 1\Ian 
during the respective periods aforesaitl of any description of t.he 
invention, or the use therein during snch periods of the inveniiou, 
m· t.lw exhibition or use therein during such periods of the clesign, m· 
the publication therein during such periods of a description or rt!pre
Hentation of the design, or the use therein during such 11eriods of tlw 
trade mark, shall not invalidate the patent which mn.y be grantee! 
for the invention, or the registmtion of the design or trade mark. 

(3.) The application for the grant of a pntent, or the regif;tration 
of a 1lesigu, or the registration of a. trade mark under this srctiou, 
must he mn.de in the same manner ns an ordinary application mulPt' 
this Act: Providetl that, in the case of trade marks, any trade mark 
the regiHtration of which haH been duly applied for in tlte count.t··'' of 
01·igin may be registered under this Act. 

(4.) 'l'he provisi011s of ·this section shall H}>ply only in the rnse of' 
those foreign States with respect tu which Her Mnjesty shall from 

(m) Sr.e 51 & 52 Yict. c. so, s. 25, p. sSJpn.91. 
(n) See 48 & 49 Viet. c. 63, s. 6, p. 573 post. 

' 
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time iu ti111e by Order in Council declare them to be applicable, ami 
:-;o long only iu the case of each State a:; the Order in Council shall 
continue in force with l'CSJlCCt to that State. 
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I 04. ( r.) Where it is made to tt}lpear to Het• l\Iajesty that the rro~sion for 

I · ] f B · • 1 • 1 I t' f . . colomos nnd egis ature o any rttts 1 possessiOn 1as nml e sa ts actory provtsion India. 

for the protection of inventions, designs, and trade marks, }ltttented 
or registered in this country, it shall be lawful for Her l\Iajesty 
from time to time, by Order in Council, to apply the provisions of the 
la:;L prccccling :>ectiou, with :-;uch variations or addition:;, if :my, as 

to 1 fer l\Iajesty in Council may seem Jit, to such Jkitish pusse:>liion. 
(2.) Au Order in Council under this Act shall, from a daLe to be 

mentioned for the }ntrpose in the Order, take eflect us if its pro

vh;ions had been containml in this Act; but it shall be lawful for 
• 

Her l\Injesty in Council to revoke auy Orcler in Council made nuder 
this Act. 

0,/)ences. 

1 o 5. ( 1.) Any person who repre:;ents that any article f'Oitl hy him Penalty on 
• • • falsely rcprc• 
Is a patented artiCle, when no patent ha:-.; been granted fot• the same, scnting nr-

or tlescribe:-; any design or trade mark tl}lplied to :my article soltl by ~~:~~t~~!J(l 
hi111 a:; registered which is not so, :;hall be liable for every olience on 
:;ummary conviction to a fine not exceeding five pomuls. 

( 2 ) A person shall be deemed, for the purposes of this ewwt
ment, to represent that an article is patented 01· a design or a tt·mle 
m:wk is registe1·ed, if he sell:-; the article with the word "}Jtttent," 
"patentee!," "regi:-.;tered," or any word or words exprc:-;:-.;iug or 
implying that a patent m· registration lm:-.; been obtained for the 

article stamped, engraved, or impres:;ed on, or otherwise applied to, 
the article. 

1 o6. Any person who, without the :mthority of Her l\Iajesty, Penalty '?n 

f 1 I> I F '1 f G D mumtho•·•a•Jd or any o t 1e .• oya <ann y, or o any ovcrument eparlmcnt, nssnmvtion 

a:;snme:; or use:> in cmmectiou with any trade, husinc:;l:', caiiiug, or of J:oyal :u·ms. 
lll'ofe:;sion, the Hoyal tU"m:;, or nrms :;o nearly resembling the same 
as to be calculatetl to deceive, in such a manner as to be calculated 
to lead other persons to believe that he is carrying on his trade, 
business, calling, or profession by or nuder such anthori ty as afore-
said, shall be liable on :;nnnmu·y conviction to a fine not exceeding 

twenty pounds. 

Scot! ancl ; helmul ,· tf:c. 

• 

107. Ju auy action for infringement of n patent in Scotland t.he S11vin,: f01• 
. . r' h. A . h t t ]]' . th 'd f Coul'tS in proviSions o t IS ct, w1t respc<· o ra mg m e at o an Scotland. 
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assessor, shall apply, and the a<~tion shall be tried without a jury, 
uuless the Court shall otherwise direct, hut otherwise nothiug :;)mil 

nflect the juristliction :md forms of process of the courts in l:lcotlaml 

in such an actioll or in any action or proceeding respecting a patent 

hithct·to t~ompetcnt to those courts . 
.l!'or the Jllll'!Joses of this :section " court of appeal" shall lllean :my 

eourt to which such action is appealed. 
108. Ju Scotia nd any ollcnce under this AcL to be punislmble 

on smumary <·onviction 111ay be prosecuted in the ;;]Hcl"Hl' court. 
1 09. ( 1.) Procemlings in l:lcotlantl fm· re,·ocation of a patent shall 

IlL• in the form of an :wtion of reduction at the instance of the 

.Lord Ath·ocHte, m· at the instance of a p:n·ty having intcre:;t with 

his concm·t·euce, which t·oncm·reuce may he given on just cau~e 

shown oul y. 

(2.) Service of all writ:; aml sumuwuses in that action shall he 

made according to the forms and practice existing at the colllmence

men t of this Act. 

1lesc1·vnti m of II o. All1mrtics shall, notwithstanding anything in this Act, have 
rt'tnPfliPs iu 1 
lrelnml. in Ireland their remedies under or in respect of a patent as if t te 

ficncr:tl 
t-:avin~ for 
juri~· lie I i 1011 
of court~. 

• 

I~~~ of :'~fan, 

same had been granted to extend to J reland only. 
111. ( 1.) 1'he provisions of this Act conferring :t special juristlic

tion on the court as defined by this .Act, shall uot, except :;o faJ' as 

the jurisdiction extends, aflect the jurisdiction of any courL in 

l:lcotlallll or Ireland in any proceedings rl'lating to patents OJ' to 
designs OJ' to tmde lllarks; and with reft•J·encc to any snch prot~l'cd

ings in Hcotlallll, the h•I'lll " the Uolll't·" :;hall mean any Lui·• I 
Ordinary of the Uolll·L of :-ies:;ion, awl the lt•J·Jn "Com·L of "\ ppc:d ., 

:;hall mean either ]Ji\'h;iou of tilt' :,aitl t'om·t; allll with refm·e11ce to 
au~· :-;nch pl'ut·eetliug:-; in lrclmul, the teJ'IIIS '·the Uonrt" :nul .. the 
Com·( ol' • \p11cal ,. rcspecti\'l'ly 111ea 11 (he High Court of ,Justice iu 

lrelall!l a11d .llcJ' )J.aje.4y's Uom·t of .Appeal in Irclall!l. 

( ~) 1f any l'Cctilication of a rcgiste1• nuder this AcL is l'etplirctl 

in pm·su:mcc of any proceeding in a Uourt in Scotlnud o1· ln•lt•ntl, 
n copy of the onler, decree, or other authority for the rectification, 

:shall be served on the comptroller, nnd he :;hall rectify the register 
accordingly. 

11 z. This Act shnll extl'ntl to the Jsle of )lan. all! I-
• 

(t.) Nothing in this Act shall nfiect the jurisdiction of Lhc 

com·ts in the lsle of l\lan, in proceedings for iufriugeuwut 
or in any action ot· proceetliug respecting ;a patt•ut, tk•:;igu, 

Ol' trade m:u·k t·nJupctent to those eourts; 
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(2.) The punishment for a mistlemeano1• under this Act in the 
Isle of ~Ian shall be imprisonment for any term not exceed
iug two years, with or without hard labour and with or ' ' 

without a fine not exceeding one hundred pounds, at the 
lliHcretiou of the Court ; 

(3.) Any ofi(mce un•ler this Act committed in the I::~le of 1\lan 
• 

which would in England he punishable on summary con-
viction nmy lJe prosecuted, and any fine in respect thereof 
recoYered at the instance of any person aghrrievetl, in the 
manner in which ofiences }Hmishable on summary convic
tion may for the time being _be prosecnted.(o) 

Repeal; J'ransitional Prot•isions; Saviugs. 
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113. 'ehc enactment:; tlescrihetl in the 1'hird Schedule to this .Act Ur•pcalallll 

1 1 B 1 . 1 f 1 II saving for m·e hereby repea ec . nt t us repea o enactment:; s ta not past opei'U-

(, .) Affect the }Jast OJJeration of any of those enactments or tion of re-
' pcnlcd enact. 

auy patent or copyright o1• right to nse a trade m:11·k, meuts, &c. 

gmnted or actptired, or application peJH.ling, or appnint
nwnt made, or compeusation granted, or ot·1ler ot· direction 
llt:ule or "iYt'll 01' ri.,ht 1•rivile"t' obli.,atinn or liabilit.\· 

~ ' 0 ' 0 ., ;:, . ' .. 
• 

ac•ptin·•l, acci·netl, ot• incnrretl, or anything tlnly done or 
,;n tli..•red uwler m· by any of those enactmeuts before or at 
the cmHmeHcement of this Act ; or 

(b.) Interfere with the iu:<titutiou u1· p1·o:;ecntiou of any action 
ut· proceeding, ci\'il 01' l·rimiual, iu re.-;pl•ct thereof, and any 
such proceeding may he carried ou as if this Act lmd not 

been passed ; m· 
(c.) Take away or abridge any p1·otection or benefit in relation 

to any such action or proceediug.(p) 

• 

1 1 -!· ( 1.) 'L'lte regi:;ters of patents and of pro1wietors kept umler .I>'ormr.r 

I 11 I • A t 1 11 t' 1 1 1 I t r~gistcrs to auy enactment repea Cl JY t ns c :; m respec 1ve y Je c cemec par :; lm deemed 

of the :;ame book as the register of patents kept under this Act. contiuued. 

(z.) The registers of designs and of trade marks kept under any 
enactment repealed by this Act sl1all respectively he deemed parts 
of the snme book as the register of designs and the register of trade 

marks kept nuder this Act. 
I IS· All O'eneral 111les made by the Lord Chancellor or by any Sayil!g for 

o . • e:sastmg rules, 
other authority under any enactment repealed by tlus Act, and m 
force at the commencement. of thi:-; Act, may at any time nfter the 

(o) ~cc 51 & 52 Viet. c. so, s. z6, p. 5S3pust. 
·,,) SPc 51 & 52 Viet. c. 5 '· ·. 27, I'· 583 p(IR/, 
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pn~~iug of this .Act _be repealecl, altered or :uuemled hy the Buartl of 

'l'ratle, as if they had been made hy the Boartl nntler this Act, but 

so that no :mch repeal, alteration o1· amendment shall take eficct 

before the commencem•~nt of this Act; and, subject as aforesaid, 

such geneml rules sha.ll. :;o far as they are consistent witl1 ami are 
~ . . 

nut sU}Jersetletl by this Act, cuntiuue in force as if they had been 

made by tl1e Board of ~l'radc nuder this Act. 

116. Nothing in this Aet shall take away, abridge u1· prejmlieially 

aliect the prerogative of the Crown in relation to the gl'anting of any 

letters }mtent or to the withholding of a grant thereof. 

aeueritl JJI!finitionl1. 

117. (1.) lu a)l(l fur the puqJUse:-; of this Act,, uule~s the cuutext. 

oLherwise rctjuircs:-

" Person" includes a hotly corporate : 

"'l'he Court " means (subject to the 1n·ovisious fur Scotland, 

Ireland, mul the Isle of J\Ian) Her :Majesty's High Court of Justice 

in England : 

"]~:LW officer" means Her Majesty's Attoruey-Geueml o1· ~ulicitur

<Jeneral for England : 

"'l'he 'l'rcasnry" means the Uonuuissiuners of Her l\Iajcsty':-; 
Trea:mry : · 

'' Comptroller" means the Comptroller-General of Patents, Dc
~<igns, nnd Trade nlarks. 

''Prescribed" means pt·c.~cril.Jctl by any of the ~chctlules to t)Ji:-; 

• \ct, u1· by genera I ruk•:-; under OJ' within the me:tniug of thi:< 
.\ct. 

'' .Bl'itish pusse:-;sion '' llleaus au,r tcnitor,r ut· place situate witllin 

I !er l\lajcsty's tlomiuion:-;, allll uut IJL•ing or formiug p:nt of U1c 

Unitecl :1\.ingdom, 01' of the Uhaunel J,;lamls) m· of the h:le of Mau, 

awl all territm·ics allll }llace.~ under one legislature, as hereinafter 

tll•fiued, are deemed to he one British possession for the purposes uf 
this Act: 

" J~egislature" iucllllles :my }1e1·:-:ou m· }ICJ'Son:-; who cxereise 

lt•gi:;latin~ nutluwit,\' in the Hriti::;h Jlos~e:;~ion; and where there 

arc loeal lt>gi~<lattu·t·K m: well as a ct•nt-.J·al 

central legi,;lature uuly. 

[u the application of tllis Act to .lrclmul, 

legi~<latm·e, means the 

·' suumm1·v c•.mvictiuu" u 

Jucau,; :t conviction uncler the ~llllllll:tl',\" .Juri~tlidiou .Act~, thaL is tn 

say, with reference t.u the Dublin )feil-opolitau Poliee Distt·ict the• 

A('t~ regulating the dutie:o; of ju,;t.ir·cs of t.lu• peac·P aucl of t.he polict' 
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fot· ;;uch rli;;tricL, awl elsewhere in Lrelaml the Putt.y He:;siuus 

(Lrdaml) AcL, 1851 1 and any Act amending iL.(q} 

' . 

• 

SUHEDULJ<}S. 

Till~ ]•'IH.S'r SUI[J~JJULK 

. l!'ouMs oF APPJ.lUA'l'ION, &c. 

Jt'unn .1..(1·) 

.l!'orm of Application. 

Jt'orm II.(•·) 

Form of Provisional Specificatiou. 

Form C.(1') 

Form of UompleLe S1Jeciticatiou. 

Porm JJ. 
' 

Form of Patent, 
• 

['l'his fol'IH will hu found at p. 6331Job'l.] 

Porm H . 

.Form of A pplicatiuu uf Hegistra Liou of ])c:;ign. 

l·'vrm }' . 

• 

.l!'m·ut uf .c\ pplication fur Hegist.rat.iun of Trmle ~lark. 

TilE H.I~UONV HUJLBDU.LK 
• 

Fees on instrmllcllts for obLainitJg Patents and Henewal. 

• 

The:;e fees are all iucludetl in the List of Fees given in the First 

Schedule to the Patent Rules, 1890; seep. 737 post. 

(•/) f:lca 51 & 52 Viet. c. 50,~. 1, !'· 576 pus/. 
(r) For !'onus .A, H, aml C tha Hoard of ~'mdc lul\·c, uuder tlw JlOWcr~ 

coulcl'l'ctl by H. IOI, suu·s. 2, oflhc Act, suustitutctl tha forms .\, AI, Az, l.l aut! 
L', wllich will Lc llmutl at 1'1'· 636-643 pusl. 

• 

• 
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Nuactmeuw 1'epealed. 
. .. . . - . ·-·. ·-·----------- - ------ . -····-----··------

21 .I ames I. c. 3· 
I_162J.] 

5 & 6 \\'ill. l \'. e. 62. 
J.l~J5-J 
In p:u·t. 

j&6 \\'ill. I\'. l'. 1\J. 
[18.35·1 

2 & 3 \"ict. c. 6j. 
L1~39·l 

• 

5 & 6 \'ict. \', 100. 
[18~2-l 

6 & 7 \'ict. c. 65. 
[1843-] 

7 & 8 \'ict,l', 6g.(a) 
[1~44·1 
lu pari. 

13 & q \'icl. c. 10~. 
[1850-] 

1 5 & 16 Viet. c. 83. 
. II!l5:!.] 
16 & 17 Viet. c. 5· 

l1S5.3·] 

16 & 17 \'ict. c. 115-
[1853-] 

21 & 22 Yict. c. 70. 
[1858-] 

22 \'icl. l', 13. 
[1859·1 

I 
' ' ' 

i 
I 

The Htatute of :\fonopolies. 
In part; namely,,-

Sectiuus teu, eleven, all!! twelve. 

The :-;tatutory Dcclnmtiuus .\ct, l!lJS· 
In part; n:unelv,-

:-;ection elel'cn. 

.\n .\et to mncml tim law tonchiug- lcttet·s patcut lin· in 
• Yen I lUllS. 

Au Act to nmeutl nn Act. of the fifth anti sixth I'Cnt'S of -the reign uf Kiug William the }'um·th, iutitulet! 
".\n Act tn mneml the law touching letters patent tin· 
i u ven ticn s." 

.\11 Act to cuusolitlatc aml amend the laws relating In 
the copyright ul' designs li.•r uruamentiug articles o!' 
lllauufitc t lll'C, 

An Acltu amend the laws relating- to the copyt·ight uf 
tlcsi,gtts. 

.\n .\ct for anwmli119 an Act passed iu tlw fourth _year of 
the reign of His late Majchty, iutitulcd ".Au Act fur 
the Lcttet· administration of ,iu>ticc iu His )lnjcsty's 
l'ril'y Couucil, am! to cxleml its jnrbdictiun ami 
power&." • 

In part; namely,-
~ections two to lin·. Loti: inclltlled. 

! Au .\ct to cxlt•ml aml ameml the Acts rclntiug 
C"!'yt'ight of dcsigus. 

to the 

1 The l'atcut Law Amcmlmcut ,\cl, 1852. 
I 

i ,\n ,\ct to snl•stitutc stump duties fur lees ou pnssing 
letters 1mtcut fur inveutious, and to provi\le lor the pnr
chasl' for the public usc of' certain illllexes of' spccitica-
• twns. 

An Act to ameutl certain provisious of the Patcut I.a II' 
Auwllllmcltt Act, 1852, iurcspcctofthc lt·ansmis,iuu ul' 
certified copies of lettct·s patent :unl specilicatiuns tu 
certain ofliccs in E(linunrgh uud Duuliu, mul othcl·wibc 
to amend the said Act. 

An Act to umelltl the Act of the fif'tl, aml sixth years of 
Her prc!cut :.\lnjllsty, to consoli,Jatc mul mnetnl the 
laws relating to the copyright of designs liot' orna
menting articles of mnunfiLCture. 

Au Act to muemlthc law conceming patcntM for inven
tions with rcsprct to inventions for improvements in 
iusll•umcnts a !Ill nnmiti,ns ol' war. 

111) .Yo/c.--~cctions six ami Sl'l'en of t],j, .\d arc rcpcul\'tl loy the Statute Law 
Jtc,·ihiun (1\o, 2) .Act, 187-l• 

• 
• 

• 
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• 

·- . - ·--- . . -----·---------·· ·---- ---- ------ ··--,---------------
24 & 25 \'ict. c. 7 3· 

[I86J.l 

28 & 29 Viet. c. 3· 
(I865.j 

33 & 34 Viet. c. :27. 
[I870.] 

33 & 34 \'iut. c. 97. 
[I 870.) 

38 & 39 Viet. c. 9I. 
II87S] 

38 & 39 Yict. c. 93· 
[I875·l 

, '.. t 39 & 40 I IC . C, 33• 
[I876.] 

40 & 4I \"ict. c. 37· 
[I877.] 

43 & 44 Viet. c. 10. 
{I88o.). 

45 & 46 Viet.. c. 72. 
[I 882.j 

.\n Act tu lllllCJlll tit~ law rei \ti 1):; tu the copyt·ight or 
designs. 

The Iwlustrial Exhibition~ Act, 1865. 

The l't•vtection ol' Inventions Act, I87o. 

• 

The Stamp .\ct, I87o. 
In part; namcl.l·,·-

::ier.tiun Hixty-lil'c, ant! in tltcS;Iwdttlc tho WJI'tls t\ntl 
Ji"'lll'CS 
"' ' " Certificate of the rcg-istmtion of a tlcsign • • .(,'5 o o 

,\ ml sec section 65." 

'l'he Trade )fa,·ks Hegistration Act, IS75· 

The Copyright of Designs Act, I 87 5· 

The Trade :\farks llcgistration Amendment Act, I876. 

The Trade :\!arks lt~gistratiun gxtcnsiun Act, I877. 

Tim Great. Scnl Act, 188o. 
In rnrt ; namcly,

Scctiun til'c. 

The Hcvcnuc, Fl'icntlly Societies, ant! National IJ~bt Act, 
IS!!::!. · 

In pat·l ; natnch·,-
• • • ::icctwn Htxlccn. 

;)71 

• 

• 
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PA'I'J<.J~~I'H, Dl:SlGNS, &e., .A~HJNDl\l.l~NT ~\0'1.', 1885. 

An .kt tu amwct tlw Patents, JJesiyns, anrl 'Jimde Jlad~s Acl, 188;~. 

[ qtlt A·uy ust I 88 5.] 

llE it euactell by the Queen':; ~lost Excellent Majesty, by aml with 
the advice and consent of the Lords Spiritual and 'l'enqJOral, aud 
Uouunous, in this pre::;ent Pal'liament a::;:-;emblctl, and by the anthol'ity 

of the same, as follows : 

1. ~~~his Act shall be construed as one with the Patents, Designs, 
and 'l'rade 1\Iarks Act, 1883 (in this Act referred to a:; the principal 
Act). . 

This Act may lJe citell as the Patents, Designs, and Trmie Marks 
(Amendment) Act, r885, awl this Act ami the principal Act may be 
eitcd together m; till' Patents, Designs, ami Trade :Mnrks Acts, 1883 
:uHl 1ss5• 

:z. \Vhcreas sul.•·sectiou two of section 1he of the principal Act 
l'l'ljllii·es a dcclamtion to he made by an ap}Jlicnnt for a 11atent to 
the elli~c:t. in tlmt sub-section mentioned, mul 1loubts have arisen 

a:-; to the nature of that dcclaratiou, and it is ex1>edient to remove 
:mch doubts; be it therefot·e enacted that: 

The declaration mentioned in ::;nb-section two of ::;ection five of the 
principal Act may be either a Htatutory declaration under tl1e 

Statutory Declamtions Act, 1835, or not, ns may be from time to 
time prescribed. 

3· \Vherens under the principal Act, a complete specification is 
required (by section eight) to be left within nine montl1s, and (by 
section ni!1e) to be accepted within twelve months, from the date of 
application, and a patent is required by section twelve to be scaled 
within fifteen months from the date of fl}JIJlicntion, and it is cxpe
•lient to Pmpower the comptroller to extend in certain c,ases the said 
times; be it therefore enacted as follows: 

A complete ~;pecification mny he left and accepted within such 
Pxtr•uled timl·;.;, uot exceeding one mouth nnd three months respec
ti\"ely nt'tPI' till' sai1l nine nwl twelw lllOHth:< t·espPdin•ly as the 
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comptroller nmy on payment of the pre:;eribed fee allow, a111l where 
snch extension of time has heen allowed, a fnrther extension of fom· 
mouths after the said fifteen months shall he allowed for the sealing 
of the patent; and the principal Act shall have efleet as if any time 
so nllowetl were added to the said periods specitied in the principal 
Aci. . 

4· "\Vhere au application for a patent has beeu abandonetl, m· Spe<Jilicntiou~, 
1 'd tl 'fi t' 'fi t' l '( · ('f } &<J. !Jot. to h•· Jecome YOI , 1e spec1 ca ·1011 or speCl ca wns ant '• t•awmgs 1 :my pul;lisho!tl 

accomJlanyincr Ol' left in connection with snch aplllication shall nnl.eti$ nppli· 
o ' cattou nc-

not at any time be OJlen to public im;pection 01' be published by the cepte•l. 

comptroller. 
5· "\Vhereas doubts have arisen whetlwr under the principal Act a Power to 

t t I f II b t 1 t 1 
. . I gmut. pntentR 

pa en may aw n y e gmn e( o se,·era ]Jersons ,]omt y, some or to sewml pet·· 

one of wl;om only are or is the true and first inventors or inventor; Rous jointly. 

he it therefore enacted and declaretl that it has been and is lawful 
nuder the principal Act to grant snch a patent. 

6. In sub-section one of section one hundred aud three of the An!L'ndnwnt 

principal Act, the words "tlate of the applicatiou" shall hP- ;mh;t,i- ~~ ~~ ~i\~L. 
tntl'rl for t.lu~ words" elate of the protection obt.ailwcl." ''· ,;7 . 

• 

• 



-16 & 47 Yio•t. 
C

o •M . ....,. 

• P A 1' EN T S A 0 '1', 1886 . 

49 & so VJcT. r. 37· 

Ail Act in ?'emm·e ce1•laiu doubts ·respt!('fiuy the cnusfr11cfiou t!/ t!te 
l'afr•uts, lJesiyns, a'll(/ J'mde .1{(1?'1.'8 Acf., 1883, so .(a1· as ·i·espeefs 

t/,P. dra 11:i nys by ,.,, ir•J, spec{ticrttious am ?'equ ired fo luJ ltt:cow

Jlllllied, amlas ?"e·'IJI•!cfs tw!n'bitions. [25th .[,,lie r886.] 

\V mmK\S by sect.ion five of the Patents, Drsign>:, and Tt·a<lo )lark:-o 

Act.s, 1883, ::pecifications, whet.her provisional or complete, must he 

accompanied by drawings, if required, and doubts have arisen as i o 

whether it is snflicient thnt a complete speci1ication refet·R to the 

th·awingR by which the provisional specification was accompnnietl, 

an<l it is expedient to remove such doubts: 

Br it therefore enncted by the Queen's l\[ost Excellent Majesty. 

hy and with the :ulvice and consent of the Lords Spiritual and 

'l'empornl, and Commons, in this present Pnrliameut m:;;embled, nnrl 

hy the authority of the snme, as follows : 

Short title nUll 1. This Act may 1m cited as the Patents .Act, I886, :mrl sliali l1e 
coustl'Uctinu. I · 1 1 p '() · 1 •r 1 " · 
46 & 

47 
Viet. couHtrucl as one Wit 1 t 1e a tent>:,. e;;Igns, anc . me e "'larks .,:\('i.s, 

(!, 57· 
48 & 49 Vid. 
c. 63· 

Tho snme 
drn. wi ugs 111:1~· 
accompany 
both spccili-

• cat tons. 

l'rotectiou 
of patents 
nil!! !l('sigus 
"xhil>itcd at 
internntionnl 
l'Xhibitions. 

r88,;and I 885, nlHl, togethe1• with tho~e Act::, may he cited as the 

P.ntentR, Desi~rns, and 'l'rade l\larl\s Acts, I 883 to 1886. 
2. The re<ptirement of sn b-section four of Kf'('t.ion five of t-he 

Patents, Designs, and ~erade Marks J\r.t, 1883, as to dmwings, Rlwll 

uot he deeme<l to he inKnfiiciently complied with hy ren>:on onlr that., 

instead of being nccompanie<l by drawings, the complete specification 

refers to the dmwings which nccompnnied the provisional S}leeiticn

tiun. And no patent heretofore senletl f'hall be im·alicl by reason 

only that tl1e complete 14pecification wns not accompanied by 
drawings, hut refcrrecl to tho~e which accompanied the provisionnl 

Kpecification. 
• 

3· Whereas by section thirty-nine of the Patents, Designs, a11<l 
Trade 1\fnrks Act, I883, as respects patents, and by section fifty-sewn 

of t11e same Act as respects designs, provision is macle tl1at t.lJC 
exhibition of an invention or design at nn ill(lnstrial or intemntionnl 

exhibition, certified as snch by the 13oar<l of Trade, shall not prejn-

• 



• 

• 

• 

PATENTS ACT, r886. 
• 

• 

dice the rights of the inventor or proprietor thereof, subject to the 
conditions therein mentioned, one of which is that the exhibitor 
must, before exhibiting the invention, design, or article, or publish
ing a description of the design, give the comptroller the prescribe1l 
notice of his intention to do so : 

And whereas it is expedient to. provide for the extension of the . 
said sections to in1lustrial and international exhibitions held out of 
the United Kingdom, be it therefore enacted as follows : 

1t shall be l:twful for Her ~fajesty, by Order in Ootmcil, from time 
to time to cleclnre that sections thirty-nine and fifty-se,·eu of the 
Patents, Der-dgns, and Tr:11le Marks Act, 188s, or eit.her of those 
sections, shall apply to any exhibition mentioned in the Order in 
like manner as if it were an industrial or international exhibition 

• 

certified by the Board of Trade, and to pro,·ide that the exhibitor 
shall be relieved from the conditions, specified in the said section:,;, 
of giving notice to the comptroller of hi:; intention to exhibit, aml 
shall be so relieved either absolutely or upon such terms and comli
tions as to Her M:ajcsty in Council may seem fit. 

• 

•• 

• 

• 

• 
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PA'I'l~NTS, DI~HrGNS, AND 'I'HADE l\fA H.J\f:l J\U'l', 

1 RSS. 

5 I &: 52 VIC•t•. c. so. 

An Actio mneml thf! Patents, J)esi!Jns, aurl !Jirad,! J!m·J.os .-let, JSSJ. 

[24th Decembe1· I888.] 

·wmmBAS it is expedient to amend the Patents, Designs, anrl Tmdr 
1\:Iarlts Act, I 883, he1einafter referred to us the princi11al Act: 

Be it therefore enacted by the Queen's l\[ost Excellent :Majesty, hy 

and with the ad \'ice and consent of the Lords Spiritual and Temporal, 
and Commons, in this present Pm·liament asRemblecl, and hy the 
autho!'ity of the same, as follow:; : 

1. (1.) After the firRt dn,y of July one thousand eight huudretl 
and eighty-nine a person shall not he entitled to describe him~;elf as 
a patent ngent, whether by advertisement, hy description on his place 
of business, by any document issued by him, or otherwise, unless he 
is registered as a patent agent in IHU'Ruance of this Act. 

( 2 .) 1'he Boartl of Trade shall, as soon :u; maybe after the paRsing 
of this Act, and may from time to time, make such general rules ns 
nre in the opinion of the Board re<1nired for giving eflect to thi~ 
section, and the provisions of seetion one hundred n]l(l one of tlw 
principal Act shall apply to all rules so ma<le as if they were made 
in pursuanee of that section. 

(3.) Provided that eyery person who proves to the satisfaction of 
the Board of ~l'rade that prior to the pn:;siug of this Act he had beeu 
1mm1.flde practising as a !latent agent shall he entitled to be rcgisterctl 
as a prttent agent in pursuance of this Act. 

(.J..) If any person knowingly descl'ibes him:o;elf as a patent n.gnut. 
in c·ontravention of this section, he shall be lial1le on summary eon
vietion to a 1ine not excoe!ling twenty ponnds . 

• 
(S·) ]n this section" patent agent" mealls cxdnsivelyan agent fnr 

oht.aining patents in the United Kingdom. 
2. For section seven of t.he principal .Act; the following secUou 

shall he substituted, namely : 
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" 7. ( r.) If the examiner reports that the nature of the inYenticn Amendments 
' t f ' 1 l 'b d tl t tl I' t' 'fi · 1 of 46 & 47 Viet. IS no mr y < escr1 e , or m te apJl wa wn, spem catwn, or < raw- c. 57• 

ings has not, or have not, been prepared in the prescribed manner, s. 
7
-, -ns-to 

or that the title does not sufficiently indicate the subject matter of npplicntions, 

the invention, the comptroller may refuse to accept the application, 
·or require that the application, specification, or drawings l}e 
amended before he proceeds with the application; and in the latter 
case the application shall, if the comptroller so directs, bear date as 
from the time when the requirement i~ complie(l with. 

"(2.) ·where the comptroller refuses to accept an application or 
t"CCptires an amendment, the npJllicant may appeal from his decision, 
to ·the law officer. 

"(3.) The law officer shall, if required, hear the applicant and 
• 

the comptroller, and may make an order determining whether, 
and subject to what condit.ions (if any) the application shall he 
accepted. 

"(4.) ~rhe comptroller shall, when an application hns been accepted, 
give notice thereof to the applicant. 

"(5.) If, after an application for a patent has been made, but 
before the patent thereon has been sealed, another application for 

• 
a patent is made, accompanied l1y a specification bearing the same 
or a similar title, the comptroller, if he thinks fit, on the request of 
the second npplicnnt, or of his legal representntive, may, within two 
months of the grnnt of a patent on the first application, either decline 
to proceed with the second application or allow the surrender of the 
patent, if any, grnntecl thereon." 

3· In sub-section five of section nine of the principal Act the s. 9· ns to dis-
• closure of 

words " other thnn nn appenl to the law officer under tins Act., reports of 

Rhnll be omitted. cxnmiucrs. 

4· In sub-section one of section eleven of the principal Act the s. n, !l~ to 
• • opposthon to 

words from "or on the ground of an exnmmer" to "a prevwus gmut of 

n.pplicntion," both inclusive, sllall be omitted, and there shall be patent. 

added in lien thereof the following words, namely," or on the ground 
that the complete specification describes or claims an invention other 
thnn that desCiibed in the provisional specification, and that such 
other invention forms the snhject of an application made by the · 
opponent in the interml between the .. le1wing of the provisional 
Sllecification anti the leavil1g of the complete specification." 

5· For sub-section ten of :;;ection eighteen of the prineipal Act t.he s. z8, ns to 

f 11 ' • 1 1 1 1 · 1 nmctulml o owmg Rnb-~echon s HI I Je sn t:,;trtute< , namely: spPcilicntions. 

"(ro.) The foregoing provi:,;ions of this sec.tion do not npply when 

20 
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nnd so long as nny nction fm· inft·ing-ament. or procce,ling for re\'OCO.· 

tion of n. po.tent is petuling." 
6. After :;mlHmction one of seetlon fifty-two of the prinripal At·t 

the following words shall he :11hletl; namely: 
"Pt·o\·itlml that where regixtmtion of a desi~n is t·efnsPI] on 

o. L 

the ground of identity with :t design ah·eatly l'egistm·ed, the ap
plicant for registration shall be entitled to inspeet the design so 

registered. 
7. ( 1.) In ;.;ection fifty-eight of the principal Act. the wor1ls " or 

<!a use to be applietl" shall be :uhlc1l after the word "apply." 
(2.) ~L'o the same :-:eetion the following wm·,ls shall be :llltle,] : 

"Prodded that the total sum forfeited in respe!'t of any one tlesign 
shall not cxceml one hundred pounds." 

~. 62, nsto 8. (1.) In sub-Rection two of ,;ection sixty-two of the l)l'incipal 
npplicntinn for \ f tl I "tl t t II' . tl '1 I ,. regi~tmtion. 1 ct ot' lC wort s · te pa .en o tee m · IC pt·est·rt Jet lll:UIIWI' 

:-:hall be sub~tituted the wm·ds "such place and in such mamwt· as 
may he prescribed." 

(2.) 'Jo the same section of the principal Act the following snh
seetion shall be :uldetl : 

"(6.) 'Vhere an applicant for the t·egistration of a. tr:11le m:u·k 
otherwise than nuder an international cmp..-ention is ont of t.lw 

United Kingdom at the time of making the applieation he ;;hall 
give the comptroller an adt.lt·ess for sm·,·iec iu the lJuitt•tl Kingtlom, 

anti if he fails to do so the application shall uot be pro<•et'detl with 
until the address has been giveu. 

s. 63, as to 9· In section sixty-three of the pt·incipal Act for the words c: till' 
limit or tim? application shall be deemed to be abandoned" shall Lc suhstitntetl 
for jll'OCCI'Ulllg 

'~ith appli<:n- the words "the comptt·oller shall give notice of the lion-completion 
hon. 

· to the agent employed on behalf of the applicant, and, if at t.he 

s. 6.J, ns to 
fauc\· wn1'd~. • 

expiration of fourteen tlays from that notiee the regi:,;tmtion is not 

completed, shall give the like notice to the applicant, nud if nl the 

expiration of the latter fomteen days, or ~melt furllwr time as t.lw 
comptroller may in special cases llCl'lllit, the registmtion is not <·om-
plated, the application shall be 1leemetl to be ahnndonrtl." 

ro. ( 1 .) For section sixty-four of the prineipal Act the following· 
:-:ection shall be suhstit.utetl, wnnel,v: 

"64. ( 1 .) l!'or the purposes of this Act, a tl':ule mark must ronsi:•t 

of m· contain nt least 0111' of the following essential pnrticuln1·s: 

"((t.) A mtme of an individual or fit·m printetl, imprcssPd, m· 
woven in some pnrticular and tlistinct.ive mnuner; or 

" (b.) A written Hignature ot· copy of a written signature of the 
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inclividual or fir111 npplyiug- fm· rC'gi~trnt.ion thereof as a 
tracle mark ; m· 

"(c.) A distinctivn <lm·ic>e, mark, hr:twl, hending, label, or 
tic·ket; or 

" (t!.) An itn-ente<l word or im·entecl wore!;;; or 
"(~'.) A word m· words lun·ing no ref!'reuce to the character or 

qunlity of the goods, and not beiug a geogmphical name. 
"(2.) Thm·e may be acldecl to any one or more of the essential 

particulars mentioned in this :;;eetion :my !et-ters, word~'<, or figure's, 
m· c>ombiuation of JcttcJ·s, wnrtls, m· ligures, m· of an~· nf them, hut. 
the applicnnt for registmtion of ::my such acltlitinnal matter must 
stnte in hi..; npplicnt.inn the cs>:Pntial pm·ticulm·s of the tmele mm·k, 
mul must cli:-c·laim in his nppliention n11y right to Llw cxdnsive U:il' 

ol' t.lu' ndclccl mattr•I', :mel a c>npy nf' thP stnlf'llll'nt nncl eliselnimct· 
shnll be emt r.red 011 the rPgistrJ·. 

"(.3) P1·oviclecl as foJlows: 
"(i.) .A pc!':"Oil nceclnnt unclcr this scrt.ion clisclaim his own nnnw 

01' the f'm·Pign ec1uimlent thereof, or his pl:ll'e of hu;;iness, 
hut. no l!lltry of any ;;ucla name shall nfl(opt the right of any 
ml·nc•t· of 1-he sunf' nnme to use Omt u:tmc or the foreign 

' .. 
erJniv:dent !.hereof: 

"(ii.) Auy spcl'ial ancl clist-inl'!ive word 01' wore!~'<, Jetter, figure, 
or c·om hiuatio11 of let-ters or ligmrs, or of letters a111.l figures 
ll>'ecl ns a t.racle mark before the thirteenth clay of Au!-;'m<t-. '· 

nue thonsallll eight lnnlllrccl nwl se\·enty-fin•, may bc.• 
J'c•gisterccl as a i 1mle wark nuder t-his part of this Ac·t." 

I 1. Tn bCction ~;ixty-sc.•\'011 of t-he ]Jl'incipal Act the worch; "or,;, 6i, ns to 

colour.~" shall hr aclclr1l aftPr the word "C"O!nm·'' iu each place where f,~;~;;~~;~H~l~ks. 
thnt word oct·m·s. 

I:?. Tn section sixty-eight of the prineipal Act after the word s, 68. ns 1o 
II I II L 11 1 tl I · 1 1 II f nll\·o·rti~o·u:l•••t c·omptm pr;; 1a e :H 1 ee ·If' wm·c s ·' 1111 eFs t lC C'C'lllpt.ro cr re me of:t)'plknt:ouF. 

to ente1'lnin the ;1pplication." 
1 3· ( 1.) Jn sub-section one of section l'ixty-nine of the llrineipal ~. 69• ns to 

Af't fm· the words 11 two months" shall be suh:;tituted tlw wrl!'cb :~.~~·t~·(:.~;;i~1111." 
"one month m· sueh fnrthc1· time, nnt exceecling t-hree months, as 
the c•omptroller may allow." 

( 2.) In tho same sub-section the word " first" shalJ be omitted. 
(3.) In suh-scction two of the snme section for the words "two 

montlu;" slutll be substituter! the words 11 one month." 
(4.) I<'or !'Uh-f;cctions three antl fmll' of the !'nnw !'eel ion tlJC follow-

ing suh-Rectiom: shall l:e Fnl-stitutcd, nnmcly . 
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"(3.) If the applicant sends such connter-statf:lment the cOllllJtroller 
slmll furnish a copy thereof to the person who gave notice of oppo:;i
t.ion, and shall, after hearing the applicant and the opponent, if so 

rer1uired, decide whether the trade mar!t is to be registered, but his 

decision shall he subjer~t to appeal to the Board of Tt~Hle, who :-;hall, 
if rerp1ired, hear tlw applicant and the oppommt awl the comptroller, 
nnd may make an onlm· cletermi•li:ig whether, awl suhject to what 

eonditions (if any) re~r;'::Lt~ttion is to be permitted. 

" ( 4.) 'l'h<l :Board of Tracie may, however, if it appears expedient, 

refer the appeal to the Court, and in that event the Court :;hall have 

jurisdiction to hear allll determine the appeal, and may make such 
order as aforesaid. 

" (5.) If the applicant abandons his application after notice of opposi
tion in pursuance of this section, he shall be liable t.o pay to the 

opponent such costs in respect of the opposition as the comptroller 

mav cletermine to be rensonable . 
• 

'' (6.) \Vhere the opponent is out of the United Kingdom he 
shall give the eomptroller an address for service in the United 

Kingdom." 
r -t· In snb-seetion two of section seventy-two of the pl'iucipal 

Act, the following words >:hall l1e mlded at the Leginuing nf Ute 
sub-section namely, "except as aforesahl," and for the words "~o 
nearly resembling," shall be substituted the words "having such 

reseinblance to." 
1 5· lu section seventy-three of the principal Ar:t the word "excln

~i,·e" !ihall he omittecl. 
16. For snh-section two of iiection :;e,·eut)·-fonrofthe principal "\d. 

the following sub-seetiou shall be substituted, nalltely-

" (2.) The npplieant fut· registmtion of :my sueh ndclitiou 1u11:-;t, 
howe\·er, state in his application the essential particulars of the 

trade m:ll'k, awl mu~t tliselaim in his application nny rigltt to t.Jw 
exclusive use of the added matter, nllll n copy of t.lte stateme11t aucl 
disclaimer shnll be eutereu on the register. 

"Provided that a person need not under thi:; sect.iou disclaim his 
own name or the foreign equimlent thereof, or his place of l.msiness, 

hut no entry of any such name shall afi'e<~t t.he right of any owue1· 

of the same name to use thnt name or the forrign cquimlent 

thereof." 
17· .For section se\'enty-five of the principal Act the following 

section shall be ::mhstitHtetl, unmely-

" Application for regist·rntion of a tmde mark shall Le deemed to 
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be equimlent to public use of the trade mark, and the date of the 

application :;hall for the purposes of this Act be deemed to be, and 
as from the first day of J·anuary onn thousand eight hundred and 

seventy-six to have been, the date of the registration." 

581 

18. After section seventy-seven of t-he principal Act the following Certificuto ns 
' ]] 1. ld 1 1 b d 1 to exclusive sectwn sha ue m et , am num ere 7 7 A, name y . use 1md costs 

"In an action for infringement of :~ .. registered trade mark the tlwrcun. 

Court m· a judge may certify that the right to the exclusive use of 
the trade mark came in 11uestion, and if the Court or a judge :;o 

eertifies, tlwn in any subsetptentaction fol' infringement the plaintifl' 

in that action, on obtaining a final or1lor or judgment in his favour, 

shall Juwe his full costs, clmtl{t's, awl expenses as between liolicitor 
:uul client, unle.~s the Court or juilge trying the subsequent action 

eet·tifies that he ought not to ba\·e the :;mne." 

19. ( 1.) In su h-section lh·e of section sevenLy-nine of t.he principal ,\ 11wtulmcutB 
Aet, for the wot·ds the "live )'Par.~" sltall he suhstittttl!d the words ',;.!i~~ ~ -~, 
" one veal-.~' s. 79, us to 

· rem ova I of 
( 2.) To the same lillh-H•etion the following wm·ds sha II be mlded, fh~t•lc •1nark 

. l'llltiiD 

IHIIHel~·: "Unless it iii :;huwn to the liatisfactiou of the comiJtl'OIIer n·~;;ist.·r. 

that the uou-payment of the fee arises from the death or haukruptey 
• 

of the registered proprietor, or from his having ceased tu carry ou 
llll~inef;s, and that no person claiming under that proprietor ot• under 

hili bankruptcy is using t.he trade mark." 

20. (r.) .For sub·section two of section eighty-one of the principals. 81, ns to 

\ I f I , . . :Siwfliuld 
~ ct t te ol owmg sub-sectwu !'hall he subst1tuted: mark~. 

"(2.) ~'he Cutlers' Company shall «:>nter in the Shefiield register, 
in re~pect of metal goods, as defined iu this section, all the trade 

mm·ks entered before the lh·l't day of January one thousand eight 
huudred aud eighty-nine in rr-spect of metal goods either in the 

regi::ter established umler the Trade :Marks Hegistration Act, 18751 38 & 39 Viet. 
ot· in the register of tr:ule marks under this Act, belonging to c. 9 '· 

}1e1-sous carrying on lJusiness in Hallamshire or withiu six miles 
thereof. 'l'he Cutlers' Company shall also, on request matle iu 

the 111·escribed manner, enter in the Shc11ieltl register, in respect 

of metal goods, all the trade uuu·],s which ~hall have been 

a:-;siguetl by the Cutlers' Company and actually used before the 
fit·st day of J·auuary one thousand eight hundred and eighty-four, 

but which have not been entered in either of the said other 

registers." 

(2.) ln ·sub-sections three and eight of the same &ection, for the 

word!i "on c•utler~·, erlge tools, 01' on raw ~tee!, m· on goods lllarle of 
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steel, or of steel ::ntl iron combined, whether with Ol' without a 
cutting edge," shall be substituted the words "on metal goods." 

(3.) .l!'or sul.H,;ection seven of the same :-;ection the following sub
seetion ~;hall be sub~;tituted : 

(7.) The provisions of thi~; Act and of :my general rules made 
umler this Act with respect to the regi~;tration of tr:ule marks, and 
all matters relating thereto, shall, subject to the provisions of this 
t;ilction, apply to the registration of trade marks on metal goods by 
the Cutlers' Company, and to all matters relating thereto; and thi:; 
Act and any ::mch general nlles shall, ~;o far as applic:tble, be cou
~;trued accordingly with the ~;ubstitution of the Cutlers' Company, 

the oflice of the Cutler:>' Company, and the 8he1liehl register, for the 
comptroller, the Patent Oliice, and the Hegistm· of 'l'rade l\Iarb, 
re:o;pectively ; and notice of every entry, cancellation, Ol' correction 
nuule in the Shetlield register shall be giYen to the comptroller by 
the Cutler:>' Company : Provide:l that this section shall not a/lect 
any life estate and interest of a widow of the holder of any Shcilieltl 
mark which may he in force in respect of such mark at the time 

when it shall be pl:iced upon the Shefl:ield register. 
(4.) 'fo the same section the following sub-:mctions shall be mltlw.l; 

nanwly·-

(14.) For the purposes of this section the cxpressiou "metnl 
• 

goods" mean:> all metal:;, whether wrought, Ull\\'l'Ollght, or partly 
wrought, aml all goolls compm;cd wholly or partly of any metal. 

(15.) :Fm· the purpose of legal procemlings in rohttiou tu trmlu 
marks entered in the Shcllichl regi:;ter a certificate under the hand 

of the master of the Cutlers' Colll}Jtmy shall have the same eflect as 
the certi1icate of tho comptroller. 

21. In section eighty-seven uf the principal Act, aftel' the word~ 
" :;uhject to," shall be added the wonls " the provi:;ions of tl1is Act 
and to." 

n. In section eighty-eight of the principal Act, after tho words 
"subject to," shall be added tho wortls " tho provisions of this Act 
and to." 

23. In section ninety of the }Jrincipal Act, after tho wonl::; "of 
tho name of ar1y person," :;hall be added the words "or of :my other 
particulars." 

24 'l'o section ninety-one of the principal Act the followiug sub
section shall be atl<led ; namely, 

" ( (l,) Permit au applicant for 1·egbtmtion of a design or trade 
mark to amend his application by omitting any particular 

• 
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goods or cla•ses of goods in connection with which he h:ts 
dcsil·ed the dc:;ign or trade mark to be regi:.;terecl." 
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25. After section one lnuulred and two of the priucipnl Act the Procccclin~s 
. . . l l l of Hoard of lollcmmg section shall be adtle( am numlJered I02A; name y, 'l'rml!!. 

" ( 1.) All thing:.; re(ruired or authorised nuder this Act to be 
done by, to, o1· Lefore the Hoard of 'J?rade, may be done by, 
to, or before the President or a secretary or an assistant 

secretary of the Board. 
" ( 2.) All documents purporting to be orders made by the Board 

of 'l'rade an(l to he sealed with the seal of the Hoard, or to 
be signed by a secretary or m;sistant :;ccrctary of the Boartl, 

or by auy person authori::;etl in that behalf by the Pre:-d
deut of the .Uo:ml, shall he received in evidence, a!Hl ::;hall 
be deemed to he such orders without further proof, unle::s 

the coiJtrnry is shown. 
"(3.) A certificate, signed by the President of the Board of Tmde, 

that any order mmle or act done is the order or act of the 
Ho:ml, ;;hall he conclusive evidence of the fact so certified." 

26. After section one hundred niH! twelve of tho principal Act .Jurisdiction of 
. J4nw:ashiro 

the following :;ect1011 shall he mldetl antlmuuherc(l II 2A; na.mely, l'alatiuo (Jourt. 

"'l'he Uolll't of Uhauccry of the County Palatiue of Lanca:;ter 

shnll, wit,h respect to auy aetiun or other proc£e(ling in relation to 

Lmtle mark:; the registration whereof is lll'lllietl for in the Manchester 
oJlice, have the like jurisdiction maler this A(:t as her l\laje:;ty':; 

High Uulll't uf J u:-;Licc iu Euglaud, aJHl the expreH~iou ' tho Com·t' in 

this .Act shall be coustrued and lmve efrect accurtlingly. 

"Provided that e\'ei·y decision of the Court of Clmncerr of the 
• 

Cunuty Palatine of J~nnca:;ter in pur~unuce of this section shall he 

:;uhject to the like nppea 1 as deei:;ions of that Court in other cases." 

2 7. 'l'he principal Act shall, as from the commencement of this Cuns~ru~tiou 
' t J fr t b' t t tl ll't' . . I I . . of Jll'lltCI!llll .tl.C ,, ta W e 1CC . Sll JCC 0 lC IH ( l lOll:>, OllllSSlODS, ant SU JShtntwns Act. 

required by this Act, but nothing in thi;; Act shall afiect the vali~lity 
of any net done, right aecrnired, or liability incurred lJefol'C the com-

• 

mencemimt of tid:; Act. 

28. 'l'hi:; Act shnll, except so far ns is by t·his Act ot!JerwiRc Cmnnwncc-
. 11 · 1 1 l . . l , meu L of Act. speCia y !Jl'OYH e< , comuwncc an( come mto opcmtwn on t 1e first. 

day of January one thonsalltl eight Jnmdred and eighty-nine. 

29. 'l'his Act may lJe cited as tlw Patents, Designs, aud Trade Short title. 

1\Im·ks Act, 1888, and this A<:t aml the Patents, Designs, and 'l'rade 

l\Im·ks Acts, 1883 to 1886, may be cited collectively as the Patents, 
Designs, ami Trade l\Iarks Acts, 1 8 > 3 to 1888 . 

• 

• 
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JN'I'EHNA'I'IONAL OONVBNTlO.N FUR TJm PlW'I'ECTfOS 
OF IN.DU~'I'lti.AL PlWPER'l'Y. 

SIGNED AT J'AIW:i, :l\L\HC:H :!o, ISSJ. 

-------- -·· - -

RA'l'JFICA'I'IOXS BxcnAxmm A'r PAtus, J"u:m 6, J884. 

• I, 

Juter1uttional Convention. 

SA l\Injeste le Roi des Belges, Sa l\Iajeste l'Emperenr du Bre:;il, 

S:t ]\Jajest6 le Hoi tl'Espagne, le President de la Hepubliqne Fmn
t;niHe, le President de Ia. Repuhliqne de Guatemala, Sa l\Iajeste l1~ Hoi 

cl'Italie, Sn. J.\'Injeste le Roi des Pays-Bas, Sa l\IajestC le ltoi de 

Portugal et des Algarves, le Pt·esident de ln. Uepubli<JIIC de Salm•lm·, 

Sa l\Iajeste le Roi de Serbie, et le Oouseil Federal de Ia Confederation 
Suisse 

' Egalement animcH du dcsir d'nssurer, d'nn common accortl, nne 

complete et efficace protection l't l'imlustrie et au conuuercc des 

nntionaux de leurs Etats respectifs ct de contt·ilmcr iL Ia gat·antie tle:; 

dt·oit:; de::; inventem·:-~ et de Ia loyantc des transactions commei·cialc><, 

out rcsoln de conclure nne Uonvcntion :'t cet eltet at out nollllllc pour 

leurs Plcnipotentiaires, :;a voir: 

Sa l\Iaje:;tc le Hoi des Belges: l\1. le Baron Bcyens, GmJHl 
Oilicier de son Ortlre !loyal de Leopold, Gmnd Otlicier de Itt Lcgiou 

d'Honnenr, &c., son J<Jnvoyc :Extraordiuait•e ct :Ministre PICnipoten
tinire 1\ Paris ; 

Sa l\IajestC l'J<Jmpereur du Bresil: M. Jules Oonstnnt, Comte de 

Villeneuve, 1\iemhrc du Conseil de Sn. 1\lajeste, son Bm·oyc ]~xtra

ordinaire et l\Iinistre P!Cnipotentiaire pres S:t l\Injeste le Hoi des 

Belges, Commandeur de l'Ordre du Cllri:;t, Ollicier de son Ordre de 

la Ro::;e, Chevalier de la Legion d'Honneur, &c. ; 

Sa l\Iajestc le Hoi d'Espagne: Son J~xcellcnce l\l. le nne de 

1-'ernan-Nnile;r., •lc l\Iontellano et del Arco, Comte de Cen•ellon, 

• 
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0 F fND UH'l'.Ill AL JlJWPEllT Y. 

:SIGNBD AT l'AillS, ~lAHCH zo, 1883. 

---·---- -" ··-·-·---·- --
HATIFIVATION8 J~XVIIAXGED A'l' P.\HJS, .J lJNE 6, I SS.j.. 

-----------

l. 

lntel'ilrt l ional Con l'ention. 

I US .i\lajesty the King of the Belgians, If is l\laje;;ty tlw Em perm· 

of Brazil, II is l\lajesty the King of Spain, the President of tlu• 
FJ•ench llepnhlic, the Presitlent of the llepuhlic of Guatemaln, If is 
l\lajesty the King of Italy, His l\lajesty tltc King of the .Netlwr
lantls, His l\[ajesty the King of Pm·tngal a!Hl the Arg:wes, the 
President of the Repnhlic: of Salmdor, His l\Iajesty the King of 

Hervia, :md the Fedeml Council of the Swiss Confelleration, 
Being eqnnlly animate1l with the <lesire to f;ectn·c, hy mutual 

ngreement, c:omplete ancl eflec:tnal protection for the iwlnstry awl 

commerce of theil· respective snhj<•cts and citizens, and to p1·m·ide a 
gnarautee fo1' tlw rights of im·enturf;, :lllll fo1· the loyalty of com
nwrcial tt·anRaetion:;, luwe J•r.soh·l·ll to euncltlllu a Uonvention to that 

«"fleet, awl have nallll'll as their Plenipotenti:u·ies, that is to say:---

His )lajesty the Kiug of t-he Belgiaus: the JJm·on IJeyens, Grawl 

OJ!icet· of His Majesty's Hoyal Or1leruf J_.eopold, Grand Otticet· of the 
Legion of 'I lonour, His l\[ajesty's J~nvoy Extmordinary aud :i\lini~ter 

Plenipotentiary at Paris, &e.; 
His :i\[ajcsty tho Emperor of Bra;r.i): :i\I. Jules Constant, Vount de 

Villeneuve, member of His :Majesty's Council, His l\Iajesty's Envoy 

]~xtmordinary an<! 1\Iinister Plenipotentim·y at the Court of II is 

:Majesty the King of the Belgians, Commander of the Ot·ller of 
Christ, OHicer of His l\Injef;ty's Order of the Rose, Chevalier of the 

J.egion of H ononr, &c. ; 
His 1\Injest.y the King of Spain : II is l~xeellen<'y the Duke> 1lP 

Fem:m-Nniiez, <le :i\Lontellano et <lei "\J·co, l'ouut lle Uer1·ellon, 
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.i\larqnis de .Almonacir, Grand cl'E~pagne tle Premiere Cla:;se, Chem

lict· de l'Urtlrc Insigne de la 'roison d'Or, Gmud-Croix do l'Ordre de 
Charles Ill., Che\'aliet· de Ualatmva, Grand-Croix do la l.cgion 
,]'Jlomwm·, &c., Scunteur du 11oyaumc, sun Ambas:;adeur Extm
urtliuairo et Plcniputcntiaire :\ l)aris; 

Le Pl·csidcnt de la HcpublilJIIU l•'raw;aise: .i\1. Paul Clmllcuwl
Lacour, Senatcur, .i\linistre des Affitires ]~tmugcre:-;; M. Heri~sun, 

Verutc, .i\liuistre du Commerce; .i\1. Charles Jagcrsclnuidt, .i\Iiuistre 

Plcnipoientiaire tle Premiere Ulassc, OJ!icier de l'Orch·e Natiollal tlc 

Ia Legion d'H onncur, &c.; 
Le Prc:;itlcnt de Ia Hcpnh1i11tw de Guatemala: M. Cri~anto .i\Icdina, 

OJiicier de la Lt·gion d'll omwur, &c., :;on EuYoyc Extraol'llinaire et 

)lini:-d,re Plenipotcnt.iaire h l:aris; 

Sa l\[ajcstc le Hoi 1l'Italic, 1\J. Constantin Hes~man, Comwawleur 

de st•s Ordrcs tlc~ ~aiuts Maurice ct I"azare e(, de Ia Com·omw d'lialiP, 

Cumu~:uHlour de la Legim1 d'Ilonneur, &c., L'onseiller de l'.Ambn~:;adc 

d'ltalie :'t Paris; 

Sa .i\lajeste le Hoi tlcs Pays-1Ja:-; : l\1. le lJm·on tle Znylcn de 
:Nyevclt, Commnndenr de son Onlre tlu l.ion Ncerlallllait", C:mwl

Cruix de son Onlre GrarHl Dural de Ia Co1110111JC 1lc UhCne ct dn 

Lion d'Or tle 1\al'~au, Grmal OJiicier de Ia Legion 1l'Jlomwur, 
&c., sou ]~uvoyc 1£ximonlinaire ct .i\1 inistre PlciJipoieutiaire :i 

Paris; 
Sa .i\la;jcsie lc Hoi tle Portugal et tlcs Alg:u·\'cx: l\1. J"use d:~ Silm 

.:\lemlcx J~cal, Couseillcr d'Etat, Pair dn floyaume, l\liuistre ct. 

Sec1·Ctairc d'Etat llouorairc, Grnllll-Uroix de l'Onll'C de Sniut-Jacqur~<: 

Uhendicr de l'Ordre 1le ln. Tour ct tle I' Epee de Portugal, Gran1l 

UJiicier de Ia Legion tl'llonncm, &c., sun Em·oyc Extmordinnire et 
Jlinistru Plenipoteniiairc :'~ Pmis; .i\1. Fernaud de .Azevedo, OJiicicr 

de In J.cgiun d'Honneur, &c., Premier Secretaire de la Li•gation tln 

Portngal :'t Paris; 

Le President tle Ia Ht•pnlJliljlle tle Halvador; .i\1. Torres-Cui'cmlu, 

Membre Corrcspondnnt 1le l'Iustitut de France, Gmllll Oilicicr de Ia 

Legion tl'Houncur, &c., son Euvoye Extraordinaire et l\liuistre 
Plcuipoteutiaire :'~ Paris; 

Ha .i\:IajestC le lloi de Herbie: .i\L Sium .i\1. 1\Inrinm·itch, Charge 

d'1\HlLit·es par interim de Serl,ic, Chcmlier de l'Ordre !loyal de 

Takovo, &c. ; 
Et le C'ou;;cil Fctlcral de Ia Coufctlcl·ation Suisse: l\1. Clmrles

Edouanl Lardy, sou Euvoyc Extraordiunil·e ct l\linish·o Plcni

poieutiaire it Paris; l\I. J. 'VeiiJel, Jugcniour :'t Geucve, Prc:::it!cnt 
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)lat'tluis lle Ahuonacir, Gt·a.wlee of Spain Fit·st Clas~, Chcvalict• of 
the Distinguished Ordet· of the G.:Jlden l~le3ce, Gt·•mtl Ct·o.;s of the 
01·ller of Charles III., Chev,tliet· de U.tl:ttr•W•t, Gmutl Ct·oss of the 
Legion of Honour, Senator of the Kingdom, His )l<tjc.:;ty's Am

bassador Extt·nordinat·y aud PieuipoLentiary at Paris, &c. ; 
'l'he Pt·esident of the :French ltepublie: 31. Paul Challemel-Lauout·, 

Senator, ::'llinistcr for Poreigu A flit irs; l\1. llcrrisou, De1mty ,' 
l\linister of Couuuerce ; 31. Charles J'ag•Jr.~cluuidt, 3linistm· Plenipo

tentiary of the :First Cla:;s, Ollicct· of thu National 01·der of the 

Legion of Honour, &c.; 
~l'he President of the Hupublic of Uuatumaht: nl. Urisauto .Mmlilw, 

OJiicct· of thu Legion of llouom·, his .l<;n\•oy .I<;xtt·aonliuary and 

)linisLct· PluuipoLentim·y at P•tris, &c. ; 
lli:; l\lajcsty the .King of Italy: .M. Constantin Resstwtu, Com

liL<lllller of His l\lajesty's Ortlet·s of Saints l\lam·ice and Lttzarus, allll 

of the Urown of Italy, ComHHLIHler of the JJegion of Honour, Coun

cillor of the Italian Emba~sy at Paris, &c. ; 
His :Majesty the King of the Netherlands: the Bm·on tle Zuylcn 

lle Nyen~IL, Commander of His Majesty's Order of tho Nethel'latllls 

Lion, Gt-.uul Cross of His l\Iajesty's Gmntl Ducal Ordet· of tho · 
• 

Oaken Crown, and of the Uohlcn Lion of Nassau, Gmnd Oiliccr of 

the Legion of Honour, His i\lajcsi.y's Envoy Bxtraordinary aml 

l\linii:;Lcr Plenipotentiary at Paris, &c.; 

His l\lajesty the Kiug of Portugal allll the Algat'\'Cs: .:\1. Jose da 
Silva l\lentlc:; Leal, Councillor of State, Peer of the Healm, Miuistcr 

allll Honorary Secretary of SLate, Grand Cross of the Order of St. 

James, Chevalier of the Order of the Tower allll Swor<l of POJ·tugal, 

Grand OJJicer <Jf !:he Legion of Honour, His l\hjcsty'::; l~n roy Extm

ordium·.v and l\liui~tcr l'lenipotenliary at Paris, &c. ; l\1. l!'ernaml de 
.Azevedo, Oiliccr of the Legion of Honour, li irst Secretary of the 

Portuguese Legation at Paris, &c. ; 
The l~residcnt of the Hepublic of Sui mtlor: l\L Torres-Caicedo, 

corrcspomling member of the :French In::;titnte, Gmnd OJ!iccr of the 

Legion of Honour, his Envoy Extmonlinary and Minister Plenipo

tentiary at Paris, &e. ; 

His l\Iajcsty the King of Servia : l\1. Simtt l\1. l\larino\'itch, 

Charge d'Aflitit·e:; of Servia cul ·interim, Chevalier of the Itoyal Order 

of 1'akovo, &c.; 

And tho J!'cderal Council of the Swi:;:; Coufederation ; ::\I. Charles 

J~domml Lartly, Envoy Exira01·dinary and l\linil:itcr I~lenipotcutiary, 

at Pttris, &c. ; l\1. J. W cibcl, Eugineer Geueva, Presitlcut of the 

""'('~ 
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de Ia Section Suisse cle Ia Commission Permanente pour ]a. Protec

tion de Ia Propriete Iwlnstrielle; 

Lesqnels, a.prcs s'ctre communicpte leurs pleins ponvoirs respectifs, 

tronve:'i en honne et due forme, sont convenns des Articles 

snivants :-

AuTWLE l. 

Les GouwrnPment~ cle Ia Belgique, cln Bresil, de l':Espagne, cle Ia 

.France, cln Guatemala, cle I'Italie, cles Pays-13a~;, du Portugal, du 

SalvarlOI·, de Ia Serhic, ct cle Ia Suisse ,;out constitne~ h l'etat d'Union 

1unu· Ja protection cle Ia Propriete Inclustrielle . 

• 

.Att•rwt.E lJ . 

. Le~ sujets on eitoyeus de <"lmeull des Etats Contractants jouiront, 

dans tons les antres ]~tats cle l'U uion, en ee qui eoncel'Jie les lwHets 

d'inYention, les des~ins on moclcles indu~triels, les HHtnjues ell' 
fahric1ue ou de commerce et le uom COllllliCI'Cial, des avautage,;, 'JIIe 

les lois I'espeetiwx aceorcle11t actuellemeHt. on :H:cordl'I'Oilt par Ia suite 

a ux nationaux. 

:En consequenee, ils Ulll'Ollt Ia lllelliC protection fjlle l'llliX-ci et le 

mC:·me recom·s legal co11tw toute atteintc vortcc :\ ltlll'H droits, so11s 

t·eserve de l'ncccnuplit'~nuent. des fonnalites et des conditions iiu

JIOSCI'S a ux nationaux lllll' Ia lCgislation intcrieure de charpte Etat.. 

Auncr,E III. 

f:iunt a~~imile~ anx suiet:-; on dtovens des Etats Contract:mts le;: ·' . 
sujet:,; ou dtoyens ck~ .Etnts ue fnif'ant pas lnn·tie cle l'Union qui sont 

domicilics ou ont des eta hli;;sements imlnstriels ou commerdanx sur 

le territoire de l'uu (les ]~tats de J'Uuion. 

All'I'JULE IV. 

Celui qui a.um rcgulicrement fait le de put d'une demamle de brevet 

d'im·ention, d'un dessin ou modele industriel, d'une marque cle 

fahrique ou de conunel'Ce, dans l'm1 des Etats Oontnwtant:>, jouim, 

ponr eflect;uer le depot dans les ntttres Etats, et sous reserve des droit de 

tier;;, d'un (h·oit fle priorit6 pend:mt les delais determines ci-aprcs. 

En consequence, le dc]lOt ulterieurement Ollel'e dans l'un des a utres 

.l<~tats de l'Union avant l'expimtion de ees tlelais ne pomm Ctre 

invnlidc par de;; faits :wcomplis clan;; l'iutervnll<', "oit., notamment~ 
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Swiss Section of the Pet•manent CJmmission fm· the Protection of ln
tlustrial P1·operty: 

\VIto, h:tviug commnnieated t:> each other their respective full 
powers, found in goo1l awl 1l tte fm·nt, have ag1·cml upon the following 

Articles :-

• 

Alt'l'ICL!l I. 

'J'he Go,·ernments of Helgimn, Bt·:lr.il, Spain, l!,rance, Gnatemaln, 

ita!~·, Hollaml, .Portugal, Sahwlor, SctTia, :11111 Hwitr.el'iallll eou
stitute t.hemseh·e.;; into a Union for tlw protec·tiou of IJulu;;tt-ial 

Property, 

AnTICr.E II. 

'l.'he ~mhjects 01' citiwns of each of the Contmcting States shall, in 
all the other Staten of the Uuion, as regards patents, industrial 

designs or models, tr:ule-marks and trade names, enjoy the 
ndmnt.ages that their rcspecth·e laws noll" grant, or shall hereaftm· 
gmnt, to their own subjects or citizens. 

Consequently, they shall ha1·c the same protection :ts the lattPt', 
awl the same legal remedy against any inf1·ingemcnt of thei"t• rights, 
prodded they obser1·e the fot·malities :mfl comlitiom; imposed ou 

subjects or citizens by the intm·nal legislation of each State . 

•• 

AnTwr.E III. 

Subjects Ot' eiti1.ens of States 110t foJ'JiliHg p:n·t of tlu.> Union, wl1o 
al'c llomicilell or h:l\·e itulust ... ial or COJillllet·l·ial estahlishllu•uts in the 

lt~l'l'ilol'y of any ol' t.he States of the Union, shall be assilllilate'l til 
the :;nl•,iccts of eitizens of tho Contmcting State:-:. 

A RTWJ,E IV. 

Any pel'SOil who !taR tluly applied for a patent, intlnstrial design or 
model, o1· trade-mark in one of t.hc Contrncting StatP:-:, sl~tdl en]'o1· 

' . ' 
us regards registration in the other Stntcs, and resetTing the 1·ights 
of thir1l parties, a right of priority during the periods hereinafter 
statetl. 

Uonseqnently, subsequent registmtion in any of the other States 

of the Union before expiry of these periods shall not be invaliflate,J 

through any acts accomplished in the interval, either, for instance 

• 

• 
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11:11' un ant.re dcpf•t, 1'111' In pnhlimtinn 1le l'iuwntion on !'Oil <'X)•loita
tion pnr un tiers, 1•m· In mise en ,-cute 11'exl·mplnii·e,. •In clef':<in on •In 
mo•lclf', )llll' J'emploi de In marque. 

J.e~< clclnis de prim·itc Dl(·ntionncs ci-lle!'!<US r<eront de :-;ix mc,is pour 
IN; ln·ent:-; tl'ilwention, ct tie ti'Oir< moi:-; rom· les clcF:<ins on modclcs 

' 
in1ln~triel:-, ainsi qm• t•nm· lcs mm·qncs de fa hl'i<tue on tie c·ommeJ·<·e. 
lis :-;m·ont nugmentcs •l'nn mois pour le>< p:t.''S •l'onh·l'-llH'l' . 

. .:\ UTWI.E Y. 

L'introllnction pnr le hl'Cveti·, llan:-; le pnys oil lc hre\·et n ctt'· 
tMiint'·, d'oltjct.>< fabriqut•s .:ans l'nn on l'anh·e tic!< Ebt:< 1le !'Union, 
n'entminem pas Ia t!Ccht•:mcP. 

'J'ontefois le ll!'ewM· re:<tem !<nnmi>< :'• !'obligation ,]'exploiter ~on 
hrP\'<'L c·onfol'llll'lll<'llt :tllX lois tin rays oi't iJ intrmlnit lc:-; ohjets 
hJ'e\·et.t-s. 

,\ II'I'U:J,t: VJ. 

'l'onte lll:ll'fJIIC de fnhri11ne Oil c]e C'OillillCI'C'<' l't•guJicl'CillCilt c]t'•pOf'Ct• 
tlans lc pays •l'm·igine scm :~ehni,.;e an •ll-pl.t c•t prott'·gt'·e telle r1nrlle 
tlan>< tons les nnt.1·es pays de !'Union. 

Hem f'OilSitll•n'• COlllnW )l:I.''S tl'ol'i;.:in<' le rnys r.ii lc cll-prl'ant FOil 
pri nd pa I t'ota hi j,.;,.;emen t.. 

~i c·P 1n·inf'ipal i·tal•li~r-cment. u'c:-;t 1 oint. :-itnt'· cl:ms 1111 tics ray:- clc! 
!'Union, sera <onsiclt'•J't' t•ommc )'ny,.; cl'())·igilw f'elni aucttl{'l :l)')l:lJtil•nt 
le tlt'•posant. 

J.P tlt'·ri·t )10111'1':1 Hrt' rcfnst'·, ,.;j l'ohjct. rom· lequcl il c~t, dcmnmlt• 
est c·ousic lc1 t'· ('( mmr c·ont mil·c :i Ia momlc on :'• !'me Ire pnl ,Ji<· . 

].a nntm·e du p1·otluit 
mcl'£·e doit lot 1 <' nppr:<t•c 
dt'·pl•t cle In m:IJ'(jllf'. 

.AUTJCJ.E VII . 

~m· lf'«JIICI In mnntue «le fa hri«tiiC ou de <·om
Ill' pent, cbns :nl('tlll t'ns, fnire ob:-;taele :111 

AH'flf'I.E Vlll. 

J .. e nom c·ommrJ·cial scm proti·gc clans tons IPs Jl:l)'S clc I'Vnion snm; 
obligation c lc «ll·pi•t, q n' il fa~se nu non pm·tie c l'mw mm·c JIIC • le l'ahrirpw 

011 de COlllllli'J'('I.'. 

AnTH'J,E 1 X. 

'l'out Jll'O<luit 11m·tnnt illidtcm<:>nt mw mnl'fJH!' 1lc l'a\JJ'irJUC on cle 
commerce, on 1111 nom commerf'inl, ponna ctl'e >ai~i :i l'illl}JOJ tntiou 

• 
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hy another registra.tion, h,\' pnhlicntion of the invention, 01' by the 
working of it by a thi1·d party, by the ;;:1lr. of c:1pie.~ of the tlesign or 
lll1tld, 01' by use of the tratle-m:u-k. 

The abo\·e-mentionr.tl tel'llH of Jll'iot•ity ;;hall h3 six m:mtiB for 
p.1tent:o; nntl three m')nth;; fo1· indn;trial de.-;igns awl mo:1els and 
tl';ttle-mnrks, A mnnt.h JongPJ' i:-; allowt>t1 for connt•·it>.;; h~.'·on11 :o;ea .. 

AH'l'IC!.B Y. 

The intt·o1lnction h~· the patentee into the conn tt-y whc>t·e the patent 
h 1s het!ll gt•;tntetl of objects manufadnt·etl in any of the States of the 
Union shall not entail fod't•itlll'e, 

Nen!t·thele;;s, tho patentee shall remain bonntl to wm·k his patent 
in confol'IHit\' with the laws of t.ho C'Ountrr into which he in(.,·otlnces 

• • 

t.he pattmtet1 ol•jec-t;;, 

E\·m·y tmdc-mark t1nly registered in the conntt-y ol' m·igin sh:tll be 
at1mittPtl I'm· rcgistmtion, n.w1 protectet1 in the form originally x·egis
tcl'Ct1 in :111 the other count1·il!:"; of the Union. • 

That. country shall he tleemetl the count1'Y of origin where the ap
plie:mt has his ehief seat of lmsineRs. 

Jf this chief seat of lmsines.;; is not situ:ttml in one of the conn tries 
of the Union, the eonnt1·y to which the applicant belong;; shall be 
tlemnl!r1 the country of ol'igiu. 

Hegistl':ltion may be refusetl if the object for which it is solicitctl 
is eon:o;itlcred eontml'y to morality m· public order . 

• 

A UTJ('f,]' VII. 

The nature of the goo1ls on whieh the t1·a1le-mark is to be used 
mil in no cnsc> l1e an ohst:H"Ie to the registmtion of the trade-mark. 

A ll1'ICJ,E VH I. 

A t.mcle-nnmc shall be protecte1l in all the countrip;; of tho Union, 
without neCPi;sity of regi~trat-ion, whctlwr it fol'lll p:n-t. or not of a 
tmtle-mark. 

A.llTIGLE IX. 

All goods illegally bearing n. tmde-mark or trade-name may be 

• 

• 
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dans ceux ues Etats de !'Union dans lesquels cettc mal'(jlte on ce nom 
enmmercial ont tll'Oit :'t In, protection legale. 

Ln snisic aura liuu :'t. Ia l'l'tptcte soit du l\Iinistcre l'ublic, soit tic ln. 

partie intcressee, conformement !L Ia ICgislntion interienre de ch:u1ue 
l·'•··t L\.lcl • 

AHTICT.E X. 

J~Ps tlispositions de L\.rtiele precedent seront applicables :'t tout 

prod nit portant fausscment, comnte iwlicat.ion tle pronmmtee, Je uom 

d'mw Iocalite t!eterminee, lorstpte cctte indication sera jointe :'t un 
uom commercial fictif on etnprnnte duns uue intcnt.ion frautlulour-;e. 

Est repute partie interessce tout fahricaut ou COilllllCI'<;:lllt engage 
dans Ia fabrication ou I<' commerce de ce prodnit, et etaJ,Ji dans Ia 

localite f:mssement indiquee comme Jll'O\•euauce. 

AuTICJ.B XI. 

]~es Hautes Pa1·ties Oontrnetantes s'engagent :'t nccortler nue pro

tection temporni1·e aux inventions brevetnbles, nux dessins on modcles 
industrials, ainsi fJit'aux llltll'(flieS 1le fabrique on de colllllll'l'CC, pom• 
les protluits que flgneront nux Expositions fnternationales oilieiellc~ 

on olliciellement reconu nes. 

AR~I.'ICJ.E xu. 
Uhacnne des Hantes Parties Uontmctantes s'engage :'t ctablit· 

un r;et·\·ic~e spl>eial tle l:t Pt'OJII'ich'! lwlnstrit>llt> d nn tltlpoit 
t·mJtml, pom· Ia cmumuuicat.iou au pnJ,Jie des· ln·e\·ets tl'innmtion, 

ties .tle;;sins ou uwtlclt•s industriels ct des marques tlc falJI'ique on tie 

commerce. 

Alt'l'ICI.E XI II. 

U n ollice iuternationa 1 sem orgnuisc sons le titl·e de " 13ure:t n 
International de l'U nion pour Ia Protection de la Proprietc 1 n

dnstrielle." 
Oe bureau, dont les frais sol'Dnt sup].Jot·tes par les Administrntions 

tle tons lcs Etats Oontmctants, sera place sous Ia. haute nntol'ite tle 
l'Atlministration Superiemc de Ia OonfecMmtiou Suisse, et fonctiun
uera :;ous sa smTeillanee. J .. es nttrihution::; en' serout. dtltt•t·miut•es 

d'nn commun accord entre les Etats de l'Union . 

• 
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seized on importation into those State~ of the Union whm·e [.hi~ 

mark ot· uame has n right to legal protection. 

'J'Iw seizure shall he eliected at the rcrJIWSt of either the proper 

Pnblie Department or of the intere~te1l party, pursuant to the in

ternal Icgisl:ttion of eaeh conutry. 

• 

.AH'L'JCJ,E X. 

~'he• pt·odsiun~ of the pt·ece' ling Al'til'le Hha II a l'l'IY tu all go otis 

falsd,r bearing tlw name of any locality a~ iJulil':ltion of t.he place 

of origin, \\'lwn stwh indit•at.iun is associate~! with a tt·:tde-nanw of a 

fictitious dtarar.ier m· ns;;nuterl with a fmwlttlent. intention. 

A uy numufacttll'l.'l' of, or ttmlet· in, such goo1b, e:4a1Jlislwd in tho 

locality falsely designatetl m; the placu of ol'igiu, shall he tleeme1l au 

i ntet·c:;te' 1 pm·ty. 

AIITICJ,J> X r. 

'l'he H i:.dt CJont.mr.tinl! Parties agrPe t.o gm nt tem pomry pt·o

tection to pntont.ahlc i11ventious, to in,JttsLrial ,Jesigns or moelel;;;, anti 

h:\de-mnrks, t'ot• m·t.iclP~ exhihit('cl nt oflic·ial ot· oflieiall\' t•cc'ouui:>Ptl . '· 

] nternnt.ioual ]~xhihition~. 

All'l'Wl.B XI 1. 

Each of the Higl• CJnntmr.ting Parties agr<'e~ tn establish a ;;;l)eeial 

Um·t!l'llllll'nt Department fot· indnstl'ial 1woperty, and a l'entml ollir.e 

fell' eomnnmication to the pul,Jic~ ot' patemts, indu,.;t,rial designs ot· 

models, awl tl'nele-utarks. 

A rt•rwi.J> X I I I. 

An internntionill ollico ~hall he oruauisetl Ull<ler tho ttanw of 
0 -

"Bureau ruternntional elL• I' Union pom·la Pt·otcctiun tic Itt Proprietc 

Intlnstriello" (lutm·nntionnl Ol!ice of the Union for the P1·otn(~tiou of 

T ndnstrinl Property). 

'!'his ollice, the expcnso of which shall be clefrnye,] hy the Gnvern

monts of nil tho CJontrnc:tiug States, sltall l•e placed nuder the high 

authority of the CJ!'ntrnl AclminishaUou of the Swi);s Coufe,JomLion, 

:mel ~lwll work muler its Hnpnrvision. Its fnuct.ions .~lwll be ,]ctc1·-

mined lJ\' agn•('Jll!'llt l1c•twren the States of t.he Uuion. . -
• 
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Awrwr.E XIV. 

J..:t pn\sente {)onvent.ion Bem ~;onmise :i cles rc\·isions pi·rioclitpteR 
en vue cl'y iutroduire les nnu\liomtions tie nature :'1 pm·fec:tionnet· le 
systeme tle l'Uuion . 
• 

A cet eflet, ties Conferences anrout lieu stwce::.:Ri,·ement, dans l'un 
tiPs l~t.ais Uont.rnctants, (>litre IPR Dclcgncs des clit:; l~tntfl. 

Ln. prochnine J·i•uniou :tlll'lt lieu PH rSRs. :'t Honw. 

A tt'l'ICr.~:' XV. 

II est eutmulu tjltl' les Jlnutrs Pm·tir·=- Contt·ac·taute;; se re~<'J'\'tmt 
l't'SJWCLi\'I'IIICllt )C clmii. c)p pr<'ntlre sepnrelliCilt, entt•p eJlt~S, tit•~ 

:m~mgements pnrticulier.~ pom· Ia. protection tie In Propriete In
tlustrielle, en tnnt que ces nrt·:mgmuents IHJ coutreviellllmient poiut. 
aux di~;pm;itions tie Ia prc:><'nte Uonwntion. 

A n·rrc1," XV T. 

Les Btnts IJUi n'out. }Joint pris pat·t ;\ ln. prc.~rntc• Uom·<'ut.ion 
s<'t·ont n.tlmis l't y ntlherer sm· leur tlem:mtle. 

Uette :ul11t\sion semnotillt~t~ pnr In voie cliplomntiqHe au Gonverne
meut cle Ia. Coufetl6ratiou Suis.~e, ct par celui-ci it tons les antres. 

Wle mnportem, tie pleiu tlroit, ncce:;siou :'t tontes }es d:tllRCS et 
:uhuil'sion A tousles av:mtag('S stipn!Cs par Itt prcf\cnte Com·entiou. 

AnTJCJ,E XVII. 

Vexccntion ties cmgngements rcciproques contenuR dans ln. prcseute 
Cou\'eutiou est Ruhordounce, en taut que tie he;;oiu, :'t l'aceompJis;;t!
ment ties fornmlites et regles ctnhlies par les lois ccmstitutionnelles 

· de celles del'\ Hantes Parties Contmctantes qui sont tcuues d'eu 
provotJUCr l'applicntion, ce qu'elles s'ohligent :'t faire daus le pins ht•pf 

dMai possible. 

An·rrcr.E xvrn. 
:Ln 1n·csente Convention sera mise :'t executiou dans le dclai tl'nn 

tnois :'t. partit· tie l'cehange <IPs ratifications t't tlcmenrern en viguem· 

I . l't ' ' . '' I' . t' I' ' pcuc aut nn trmps 1111 c ermmc, ,]111'\fJll a c.xpu·a 1011 t une an nee u 
}J:trtir tin jour oi't Ia t!Cnoucintion en RCrll fnite. 

Uette clcnoudatiou scm adressee :u1 Gouvet·nement chnrgc cle 
1·ecevoit· leR :ulhi·sions. J<jiJe ne procluira Ron eflct qu'li l'cgm·d clc 
l' Eto.t qui l'a.um faite, ln. Cotl\'ention rel\tnut exccutoire pour les 
uut.res Parties Coutraetautes. 



IN'l'ER.NA 'l'ION AL CONVEN'l'TON. 

AwrwLt: XIV. 

'l'he present Convention shall be submitted to periodical revisions, 

with a. view to introrlncing impro\·ements r.alr.ulate<l to perfe<•l; the 

syRtem of the Uniou, 
• 

To this end, Conferences shall l1e succes.-;ively heltl in one of. 

the Contracting States by Delegntes of the sni<l i:ltate:-:. The next 

meeting shall take place in 1885, at 11ome. 

An•rH:LE XV. 

lt is agt·ee,] that the 1 ligh Contt•acting Parties respectively 
re:-;et·\·e to them;:elvPs the right to make :-;eparately, a:-; ln~twpnn 

themselves, special n.rmugemeuts fol' the protec:tion of I ndustrinl 
Property, iu so f:u· as snch armngements do not eontm ve!Hl the pro

visions of the present Conveution. 

AltTICJ,E XVI. 

States whieh h:we not tal;:en part in the pre!ient Convention shall 

he permitte<l to adhel'e to it at theit· t'e<Iuest. 
Sueh n<lhesion shnll he uotifie<l oJiieially through the <liplomatic 

channel to the Govemmeut of the Swiss Confedemtion, nllll hy the 
lattCL' to all the others. It shall imply complete accm;;:ion to all thn 

clanseR, an<l aclmisRion to all the advantages stipulated hy the pre
sent Conveution. 

AitTICT,E XVII. 

'l'lw execution of the reciprocal engagements contained in the 

Jll'l!sent Convention is suhordinated, in so far as necessary, to the 

observauce of tl1e formalities and rules establi;:hed by the Uonstitu
tionallaws of those of the High Contracting Parties who am bound 
to procure the applir~ttion of the sau1e, which they engage to do wiLh 

as little tlelu.y as }lossible. 

'l'he present Convention shall come into operation one month 
after the exchange of ratifications, and shall remain in force for an 

unlimited time, till the expiry of one year from the date of its 
uenuuciation. 'l'his denunciation shall be addressed to the Govern

ment commissioned to receive udhesious. It shaiJ only aflect the 
<lenouncinO' State, the Convention remaining in operation as reanrdR 

0 •.. 

t.he other Contracting Pnrties. 

5\)5 
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APPJ~NIJIX. 

AH'l'ICLE XIX. 

Ln. prcHente Convention sem ratifice, et h.>i; mtificntions en seront 

echangces :'t Paris, (Inns le llclai d'u11 au au pins t:n·tl. 

l~n foi tle qnoi ]PH Plcuipoteutiaires resproetifs l'out :-:iguce et y ont 
appose leurs (•:whet». 

l!'nit :'t Pnris, le 20 l\lnr:<, 1 88,). 

(Sign c) 
(L.S.) 
( L.S.) 
(.L.S.) 
( L.S.) 
(L.S.) 
(L.S.) 
(.L.S.) 
(.L.S.) 

Dtw DE Fl~lfNAx-NuxHz. 

Cu. ll1missox. 
Cu. J·,umnsoJIMUYJ'. 

0HISAXTO-l\1EIIIXA. 

RESS)!AX. 

(L.S.) 
(L.S.) 
(J~.s.) 

Baron ])}: %Gn.J~x Dr> Nv~>n:r.~'. 
.rosE D.\ SnNA ?llr-:xuEs LK~L. 

(L.S.) 
(L.S.) 
(L.S.) 
(L.S.) 

F. D'AZE\'IWP., 

,J. -l\I, ']'on H BS-· (j 1\ J.': 'EUO, 

SDIA l\L l\IAltlXO\'l'l'C'll, 

LAHDY. 

TL 
Pinal 1'1·otocol.. 

An momeut. tle proecder, :'t Ia. signature de Ia Cmn-ention cOJwlnn, 

:'t. ln. tlnte tie ee jour, entre le:-: HonwrnemeJtts tle l:t Bulgiqne, du 

llrc>:il, cle I'Espagne, tle ln. Fmncc, tin Guatemala, de l'Italie, tles 

P:ty;;-13as, dn Port.nga.l, dn Salvador, de Ia Serhie, et de In Suisse, 

pour l:t protection de Ia Proprictc Intlustrielle, les Plcnipotentiait·e:-: 

sonssignc;; sont courenus tle co qui >:uit: 

1. J~c•,; mots " Pmprictc lndnstrielle" tloivent ctre nntemlus (laus 

leur acception lapins large, en ce scns tju'ils s'ap})liqnent non seule

ment anx pl'OtlnitH de l'indnstrie p1·oprement (lite, mnis cgalemeut 

anx produit.H tle l'ngricultnrc (vins, grains, fruits, bestiaux, &c.), et, 

a ux prod nits mincranx livrcH a 11 comme1·ce ( eaux mincmles, &c.). 

2. Sous le uom <le ".131-evetH d'Invention" sont comprises ll'S 

tliverses espcccs de hrevet.s intlustriels mlmi~es par les !Cgislntions 

tles Etats Cont1·actnnts, tclles cp1e brevets tl'importntion, hrevets de 

t•L'rfel't-inunemen t, &e. 

• 
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An'l'wJ,E XIX. 

The present convention shall lJe rntified, nncl the ratiJication:; ex
changetl in l?ari~, within one yea!' nt tliC late:-;t. 

Tu witncs:-; whereof the respective PleniJIOtentiarie~ lta\'C ~ignecl 

t.lw ~ame, :mrl ham dlixecl !·hereto their >;ea];;. 
• 

Done at Pari:o;, the 2oth Murch 1883. 

(J~.s.) 

(L.S.) 
(L.S.) 
(L.S.) 
(L.S.) 
(L.S.) 
(J,.S.) 
(L.S.) 

(Signr.cl) 
.BJ~YJ~x:; • 
. 

Y If,J,J~~ E U\'E, 

IJne DE I~EJtXM>-Nmmz. 

P. C!IIAJ.LE~JEJ.-I~Acoun. 

Uu. Hmussux. 
UJJ. J'.WBHS(JJDIW'l'. 

() HTSAN'l'o-l\!EDIX .\. 

H.llSS)L\N. 

• 

(L.K) 
(L.S.) 

Baron DB .Zuvu:x D1-: I\ n:n:I:r. 
.J osB lh Su.\',\ )[Bx DJ·:s Lll.\ r.. 

(L.S.) 
'J ,, ) \ .~ .. ,. 
( L.S.) 

(L.~.) 

(.L.S.) 

P. IY.Azgnmo. 
,J.-:i\1. Tomms-th'ieimo. 
Snu l\1. 1\L\nrNoYrrc.:JJ. 
LAIWY. 

J·. \VEl JlllJ,, 

.LL 

Fi 11rtl f'.J·otocu{. 

• 

On pt·oeecling to the :;ignatttJ·e of Llw Uunveution ooncluded this 
clny between the Governllleuts of .Ddgiuw, Bm:t.il, Spain, Fr:tliCl•, 

Guatenmia, Itaiy, the Net.herlalllls, Pm·tugnl, Salvador, Ser\·ia, and 
Switzer·lautl, for the protection of Industrial Propert,,·, the nmlet·
;;ignetl Plenipotentiarie:-; lnwe agreed as follow:; :-

1. 1'he words'' J.nclu>~trial l?ropet•ty" a1·e to be nncler;;too,] in t.lwi1· 
ht·omll>st :;en,;e; they are not. to apply silllply tu iwln,;tr·inl P''ocluets, 
propm·ly Ro called, but also to ngricnltmal p1·oclncts (wines, corn, 
fruits, cattle, &c.), :mel to mineral prodnets mnployecl in coJumerce .. 
( mineml waters, &c.). 

2. Under the word "patent:;" are CUlli}Wisetl the Y:n·iotls lduch: or 
industrial patentfi recognised by the legislation of each of the 
Contracting States, such a:; i Ill pul'tation patent:;:, i111 pl'U\'emen t 

patent;:, &c. 

5!li 
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APPI<JNDJX. 

3· II est entcndu r1ue Ia tlisposition finale cle l' ~\.rtiele fT. tle Ia 
Convention ne porte aucuue attieute h Ia lCgislation de chacun tiPs 
Etats Contractants, en ce qui concerJJe la pmcetlnre snh·e tlcvaut les 
'l'ribunaux et l:t competence de ces 'L'rihn nn nx. 

4· Le paragrnphe Icr de l'Article VI. doit ctre ententln en ce sen:; 
qn'nucnne marque de fabrirpte on tle couunerce ue pourra ctre exclue 

de Ia protection dans l'un des Etats de l'Union pur le fait seul t]n'elle 
ne satisfemit pas, au point tle vue tles sigues qui la composent., nux 
conditions de Ia JCgiRlation de cct Etat, pourvu qn'elle sntisfns.-;e, sm· 

ce point, It Ia legislation dn pn.yR d'origine et cpt'elle nit etC, dans ce 

dernier pay~;, l'objet tl'un depot regulier. Sauf cette exception, qui 
ne concerne que Ia forme de Ia m:u'rJne, et sons reserve des clisposi
tions des atttres Articles de Ia Convention, Ia legislation interieure 
de chacun des Etats recevm son application, 

Pour eviter toute fausse interpretation, il est entendu que l'usage 
des armoiries publiques et des dcicomtious pent et.rc considerc eoumw 
contraire :1. l'ordre public, dans le sens du paragraphe final de 

l' Article VI. 
5· L'organisation du service special de la Proprictc Industrielle 

mentionnc :I. I' Article XII. comprendra, autant t]Ue possible, ht puhli

cation, dans chaque Etat d'une feuille ofiiciellc pcrioditjlte. 
6. J ... es frais communs de Burea.u International inst.ituc par 

!'Article XIII. ne pourront, en aucun en:;, dcpasscr, par annce, nne 

somme totale representant une moyenne tle 2ooo fr. par chac1uc 

Etat Conbractant. 
Polll' determiner Ia part contributive tle ehncun ties Btats claus 

cette somme totale des frais, les .I<Jtats Coutmctants et cenx •Jni 
Htlhcreraient nltcrieuremeut :'t. l'U uinn sm·:>nt. divi:o;cs en six clasl'es 

contrilmnnt. chacnne dans In proportion d'nn ce~·lain uomhre tl'nniLc:.;, 
• sa von· :--

x• classe • • • • • • 25 nuiles . 
z• c!asse • • • • • • • 20 " 
3• classe • • • • • • • 15 " 4" c!itssc • • • • • • • 10 

" 5" classc • • • • • • • 5 " 6• classe • • • • • • • 3 " 

Ces coefficients seront uwltiplie:-; par le uombre des Etats de chaque 
clasRe, et la somme des produits ainsi obtenus fonrnim le nom !we 

d'unitcs par lequel Ia. tlepense tot.ale doit ctre tlivisce. .Le II'IOLienL 

donnera le montant de l'unit.e t.le tlepense. 

• 
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l~TJWXATlU!\.,\1, CO~VEXTJOX. 

3· The lm;t }Jamgmph of Article H. «loe.-; not atlect the legis
lation of em:h of the Uontracting Hhlles as regar«ls the pt·ueedm·e 
to he followed before tlw ~l'rilmnah•, and the competence of those 
Tt·ihnnals. 
· 4· Paragraph t of A.rt.iele VI. is to be mulet·stoo«< as meaning 

that no trade-mark shall he excht«lc«l from protection in an_y State 
of the Union, ft·om the t"aet alone that it «lor..; !lOt :;atisfy, in n•gm·ll 
to the signs compnsiug it, the conditions of the legh;Jation of that 
State; prod«lcd that on this point it eomply with the legislation of 
the country of m·igin, antl that it ha«l heen properly rcgistcre«l in 
sai«l conntly of cll'igin, \Vith this exception, whieh relates only to 
the form of the mark, awl nmler t·eser\·e ,,J the pt·ovisions of the 
other Articles of the Com·ention, tlw internal legislation of each 
State remains in foree. 

~·o avoi«l misconstrnction, it j,. agree«! that the u;:c of pnhlh: 
armorial bearings awl «lccoratiom: may he consi«<01·ed as hciug 
contmry to public or«let·, in tho sPnse of the last paragt·aph of 
Article VI. 

S· 'l'hc organisation of the special Department for lwlnstrial 
Property mentioned in Artiele X I I., shall com1a·isc, so f:it· as pos
sible, the publication in each State of a pm·io«lical ollicial paper. 

6. 'l'he conm1on cxpcn~es of the lntematioual Ofiiec, instituted 
hy rit·tue of Article XIH. arc in no ease to oxcet!«l few a siugle year 
a total smu •·epresentiug an average of 2000 fr. for e:wh Uontt·acl
ing State. 

To tleterutitw the part, which each l':italt• ~honl«l eontrilmte to this 
total of expeuS«!s, tho Uontt·acting Htatei:', anc:i. those which lllll,Y 

afterwards join the Union, shall he «livi«led iuto six classes, 
l.'ach coutt•ilmting the Jll'npm·tion of a l~ert.ain nnmber of unit;;, 
namelv :-• 

1st clas~ • 
1" IIIII I~. • • • • • • • -J 

211<1 class • • • • • • • 20 
" Jrtl cla~s • • • • • • • 15 ' . 

41 h cia~~ • • • • • • • 10 
" st.h cia~~ -• • • • • • • ) " 6th clas~ ' • • • • ' • • .) " 

'l.'hese co-cflicientH will lte lllllltiplietl by the umuber of States iu 
each class, mul the !;llll1 of Ute result tim~ ohLaim••l will suppl,r thP 

numbet• of units by which the total expense has to he •livi«ll•«l. 'l'lu' 
<JHOtiCt1t will give the amount, of the nuit, of cxpell:<L' . 

• 
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LeH Etat Coutmctants Rout classes ainsi (pt'il snit, eu vne de la 
repartition des frnis :--

1 e c]ns:-;c • • • 0 0 France, Italic. 
2e clas:-oo • • 0 • • I~spngnc. 

3e cln~:-;c • • • 0 • Bel!.d(Jnc, llresil, Portngnl, Suisse, 
o. 

4• classe • • • • • J>:t.vs-l1a~. 
• 

s• rlassc • • • • • l:icrbic. 

6• classe • • • • • Gnatcnutla, Sah•adur. 

L'Admiuistmtiun Suisse ~::nn·veillcJ•n les (lepouses dn Bmeau ln

tmonatioual, fem les avances neccssaires eb ctablim lecompte <tlllltlel, 

qni scm commHUi(JUC :'t toutes les autres Administrations. 

Le Bureau International centralism·a les renseignements de tonto 

nature relatifs :'t. Ia pl'Otcction de Ia. Ptoopriete Imlnstriello et les 

renuirn en nne sttttisquo gcnernle qui scm. tlistribuce :'t. toutes les 

Administrations. II procetler;t anx ctmlcs tl'utilitc commune in

tcressaut l'Uniou et rcdigera, A l'aide tics tlocmncuts (jlli SCl'Oilt 

mis :'t ~;n Llispo:;ition pa.r lcs tliverses Administmt.ions, uno fenille 

petoiuditJIW, en langue J!'rant.~aise: sur lrs <jnestious concet•uant !'objet 
de l'U niou. .. ... 

Los nHmero::; de cotte fenillo, (le memo qno tons les documents 

public:; pm· )e Bureau Juternatioual, SCI'Ollt rcp;t.rtis entre ]p:; .Ad
mini:;tmt;ious des Etats de l' Uuiou, dans In proportion tlu uoml.Jre 

de:; unite:; contribnti,oes ci-dessu:; uwntionnces. Les exemplaires ct · · 

clocumeuts snpp!Cmentaim.,; CJ!li seraieut rcclamcs, :soiL pat• les 

tlites Administrations, soit pm· ties ~ocictes ott des particulien;, :;erout 

p:~ycs it part. 

Lo Ha ure:m Iutel'Ilatimml tlevm :;e tenir en tout temps h Ia 

disposition des membre:; do !'Union, pom· leur fouruir, sur Ius 
questions relative:; au ~>ervice international tle l:t Prol)l'ictc Iu
dustrielle, les rcnseignment:; spccianx, dont ils pourmient avoir 
hesoin. 

• 

L'.A<lmiuistration du I•ay:; oii. tluit sicgcr Ia proclmine Uonfcrouce 

prcparem avec lo eoncours tln llurcau lnteruatioual, Ius tm vaux do 
cetto Conference. 

0 

Le Directour lin Bureau International assistem anx seances des 

Conferences et prcudra p:u·t aux tliscussiom; sans voix deliberative. 

II fm·a, sm• sa gesti'Jll1 nn Rapport aunuel, qni :;ern communic1ue h 
ton:; Ius mombt·es de I' Union. 

La langue oiliciel du Bureau Iuternatioual sera h langue 
Era 11\:aise. 

' 

• 

• 

• 



lN'L'~JHNA'l'ION"AL CONVlmTION. 

'ehe Contmcting States are classed as follows, with regard to t.!Hl 
division of expense :-

• 

1st. class • • • • France, Itah·. • 

211tl cln~s • • • • Spain. 

3rd class • • • • Belgium, Brazil, l'ortugnl, Switzerland. 
Holland. 

• 

4th class • • • • 

sth class • Servia. • • • • 

6th class • • • • Guatemala, Salvador. 

The Swi:-:s Government will :-:uperinteJHl the expc•nses of l,)w 

International OJiice, advance the necessary fnnth;, a111l render au 

annual account; which will IJe comHIHnicatetl to all the other Ad

Ill inistm tio ns. 
The International Oliico will centralise informatiuu of twe•·y kiml 

relating to the protection of Industria.! Property, aml will ln·iug it 

togetheL' in the foru1 of a goueral statist.ical statement, which will 

be tlistrilmtcd to all the AdrniuiHtmtions. .It will interest ibelf iu 

all matte1·s of common utility to the lJnio11, all(l will edit, with the 

help of the document,; :mpplied to it by the various Athuinistrations, 

a periodical paper in the ll:rench langn:tge denling with q nestious 
regardiug the object of the Union. · 

'rhe numbers of thi:; pnpm·, as well as all the 1loet11ueuts publishotl 

hy the International OJ!ice, will be circulated auwug t.he Adminis

trations of tho States of the Union in the proport.iou of the nmuhe1· 

of coutribntiug units tu; mentiouetl a.lJove. :;uch further copies a:;; 

umy be desired, either by the said Administmtious m· hy Societies or 

private persons, will be paid for separately. 

The International Office shall at all times lwltl itself at the :>ervice 

of members of the Union, in onler to sup}lly them with auy special 

information they may need on questions relating to the interna,tional 

system of Industrial Pro}Jerty. 

1'he Administration of the country in which the next Conference 

is to he held will make preparations for the transactions of that Con

ference, with the assistance of the International O.tlice. 

1'he Director of tho International Office will be present at the meet

ings of the Confer"'nces, and will take part in the discussions, hut 
• 

without the lll'ivilege of voting. 

He will fnmh;h an m;:nmtl Hoport upon his athninistt·ation of the 

office, which shall he coJalllnnicated to all the member.~ of the Union. 

The o.tlicial lauguage of tho InteL·uatiunal Otlico will be 

French. 

• 
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APPKKDIX. 

7· J~e prc~ent Protocole tle Cloture, IJIIi ~era rntifie en mcme 
temp~ que In Uonvention cmwlue :"t Ja date de ee jom·, Rem eom;idcre 
comme faisant }J:U'tie iutcgmnte l)e cette Convention, et Hlll'lt mcme 
force, valeur et dm·ce. 

En foi de IJIIOi1 les Plcnipotentinire!> ~oussignc:; ont dressc le pre
sent Protocole . 

• 

(Sign c) 
• 

BEYENS, 
• • • • 

VnLENEuvE. 

Due DE FEHNAN-NIJNEZ. 

1'. CuAJ,J,E)IEr,-LAvoun. 

Cu. HERmsoN. 

Crr. J'AGEitSVIIMID'l'. 

CmsA.S'l'o-MEDJXA. 
RESS~IAN. 

Baron DJ.; ZuYLJ>X lh: Nn:vEL'I'. 

J'osE DA SILYA l\lENDI>s ]~EAT,. 

1!'. D'AzEVEDO. 

J.-l\I. 1'0ltltES-CA!GEDU, 

SDIA l\1. l\lAJtiNO\'ITCH • 

LAUDY. 
J". WEIBEI,, 

Ill. 

Accession of Jler 1lfajesti/s GoL'ernment to the Oonrcntion si!Jnerlat l'tt ris, 
,1!1wclt 2o, r883. 

The Undersigned, Ambal'sador ]J:x.tmonlinary and Pleui}JOteutim·y 
of her Majesty the Queen of the United Kingdom of Great Bl'itaiu 
and Ireland to the ]'rench Re}mblic, declares that her ]~ritannic 
::\lnjesty, having had the fntematioual Convention for the l~rotection 

of Industrial Property, eonclnded at Pnris on the 2oth l\farch x88J, 
and the Protocol relating thereto, signee! ou the :;ame date, lai1l 
before her, and availing ]Jer:;elf of the right reserve1l hy Article XVJ. 
of that Convention to Htates not parties to the original Oom·ention, 

accedes, on behalf of the lJnited Kingdom of Great Britain ::nd lre
land, to the ,;aid Intel'llat.ioual Convention for the Protection ol' 

Imlnstrittl Property, and to the sai1l Protocol, which are to he coH

f<idered as inserted word for word in the present Declaratio111 allfl 

formnlly engages as farm; regard:; the President of the French He
public and the other High Uontractiug Partie.~, to co-operate on 

• 



INTERNATIONAL CONVENTION. 

7. The pt·c>:cnt Final Pmtocol, which !';hall be ratified, togethet· 
with the Convention concluded this day, shall be conf;idered as form
ing an integral part of, and slmll h:we the same force, validity, and 

duration as the said Convention. 
In witness wltereof, the undersigned Plenipotentiaries luwe drawn 

up the present Protocol. 
/Signed) BEYENS. 

VILT.ENEUVE. 
Due DE FEnNAN-Nmmz. 

P. CnALLE~!EL-LAcuun. 

Cn. 1-IEmssoN. 
On. JAGEnscmUDT. 
CRISANTO-l\{EDIN A, 

RESS)!AN. 

Baron DE ZunEN DE NnvErJr. 
Jusr; DA SILVA MENDES LEAL. 

F. D'AzEVEDO. 
J. 1\1. Tomms-CAi'CEDo. 
SmA 1\I. l\fAitiNOVITCH. 

I .. ARDY. 

J. WEIDEL. 

- - w--·-- -----~- •- -- •·--·-

• 

her part in the execution of the stipulations contained in the Con
vention and Protocol aforesaid. 

The Undersigned ltHtku;; this Declaration on tlw pat·t of her 

Bl'itaHnic l\Iajesty with the express umlerstamling that power is 
reserved to !tel' Britannic Majesty to accede to thenOonvention on 
behalf of the Isle of l\Ian and the Channel Islands, and any of her 

l\bjesty's lJOssessions, un due notice to that eliect being given 
through her Mnjesty's Government. 

In witness whereof the Undersigned, duly authorised, lms Higned 

the present Declaration uf Accession, and lm~> ailixed thereto the 
seal of his arms. 

Done at Paris, on the 17th day of March 1884. 

(L.S.) (Signed) LYONI:I. 

• 

• 
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• 

• • 

. ..\PPEKJ>JX . 

.LV. 

De(•lamtion ~~.Acceptance of Accession . 
• 

Ra l\Iajestc Ia Heiue du Hoyaume Uni de Ia Gmmle-Bretagne et 

cl'JrlaJHle ayant accede :'t Ia Uom·ention Intemationnle, rclatinl :'t In 
pt·otcctiuu de Ia Propriete Industrielle, cuuclue :'t P:tris lc 20 l\Jar:< 

1883, et snivie t.l.'un Protocol eu date tlu mume jour, en wrt.u tic 

I'Acte d'Aecession tlCiinc par sou Ambas;;adnur Exh'aonlinaire PL 

l'lenipotentinirc pres le Gonveruenumt. de Ia HepuhlitJUC J<'rmu_;aise; 

:wte dont la tenem· snit iei, mot pour mot :---

(II ere i,; iusct·tetl the text of No, II I. in .English.) 

.Le Presideut tie Ia JMpnhlitjllt' .l<'mHt.;ai:<t' a ant01·i:;c le ~oussig-tH\ 

Pre;;itleut tlu Uonseil, ~.Linistre clcx Allhires Etr:tngcres, :'t neeepler 

fcmnellement Ia dite accession, y eompris les reserves qui y snnt. 
• 

contenues, concernaHt l' Jle de l\Ia n, les lies de Ia l\lanche et tnntes 

nntre }Jossesxions de Sn. l\Iajexte Britannitjue, x'engagennt, taut en 

,.;on nom IJU'an nom ties mttres Haute::; l'artiex Oontractantes, :'t 

eoneonrir l't l'aceomplissement des obligatiom; stipnlees dam; Ia Oon

Yention et le Pr·otoeole ,\' auuexc, cpti JlOUI'I'Ollt COIICCI'UCl' le J:oynttlll!' 

llni rle In UrandL•-Bretagne et tl'Tt-lawlc. 

J, f . 1 . I '-' ' ' 1 . ' I ' '.II 01 t l' quOI, C oOIISSJgne, I llii!Cilt :tlltOJ'ISe, :t I l'!'SSC 

"\<•h• tl'At·ceptntiou et .r a fait npposet· sou eaeltet. 

J<,nit :'t l'aris, le 2 A \Til r 884. 

J. ~) ( .J·•-· (Signc) .Jur.J·:R FrmnY. 

• 

• 

• 

• 
• 

• 



• 

I :\'1' I~ RN' A'l'fON' A L UON V E~'l'fO N. 

TV. 

' 
JJeclamtion t!t' AcceptaucP. <!1' Accession. 

Hm· :;\lajesty the l~neen of the United Kingclom of Great Britain 

and [relaml, having :~eeeded to the Intet•national Cmwentiou re

lative to the Protection of Industrial Pt·operty, concluded at Paris, . 
)[arch 20, I 883, together with a Protocol d:tte<l the same clay, hy 
the Dec:lamtion of Accession delh·ered by her Ambass:ulor Extra
ot•tlinat-y and Plenipotentiary to the Government of the l<'reuch Ue
puiJiic, the text of which Dcclarntion i:'; wortl for worcl as follows :-

(Here is in~m·tecl the text of No. 111. in English.) 

The President of the Ft·euch Hepnhlic has authorised the Uuclet·
signNl, Presiclent of the Conncil, .l\Iinister for :Foreign Aflhirs, to 

formally accept the said Accession, together with the reserves which 
:u·e coutainecl in it concerning the Isle of lVIan, the Channel Islands, 
:mel all other possessions of het· Britannic Majesty, engaging ns well 
in his own name, as in that of the other High Contracting Partil•s, 
to ns~ist in the ac:eomplishment of the ohligations stipulntecl in the 
Convention and the Protoeol thereto annexec.l, whieh may eoncm·n 
the United .Kingdom of (h·cat Hrit.aiu ancl Irelancl, · 

In witness whereof the Unclersignecl, dnl,r authorisecl, hns ch·a\\'11 
up the present Dcelamtiou of Acceptance, :mel has aJlixecl tlwi'Oto 
his seal. 

:Uone at Paris, thL• :mel April 1884. 

(L.S.) (Sig-ned) 

• 

• 

• 

• 

• 

• 

(i0!i 

• 

• 
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Hliol'l titlo'. 

Commeuc,~
JilPUt. 

• 

PATENTS RULES, 18go. 

By virtue of the provision::; of the Patents, Designs, ancl Trade 
l\Iarks Acts, 1883 to I888, the 13o:u·d of Trade do herel>y make tl1e 
following Rule~' :·-

SUOll'l' TITLE. 

1. 1'hese rules may he dted as the Patents Hules, 1890. 

Co!UIEXOE~!EN'r. 

2. These Hules shall come into operation from and immediately 
after the 31st day of l\fnrch 189o. 

J N1'ERPRETATION, 

1 utl'l'l'l'elntinu. 3· In the construction of these HuleR, any words herein used 
defined by the snitl Acts shall lm.ve the meanings thereby assignetl 
to them respectively. 

Vorms. 
"\Hem lions, 

A wlicutiou, 

Sprdfientiuu, 

FEES. 

4-, The fees to he paid under the above-mentioned Acts shall be 
t.hose specified in the lixt. of fees in the First Schedule to theHe 

Rules. 
FOitMS. 

5· ']'he l!,orms A, B, and C iu the First Schedule to the Act ol' 
1883 shn.ll he altered or ameuded by the ~mbstitntion therefor of the 
l!,orms A, AI, A2, B, and 0 in the Second Schedule to these 

Rules.({t) 
6. (I.) An application for a 1mtent containing the declarution 

mentioned in snb-sec~ion 2 of section 5 of the Act of I883 antl 
section 2 of the Act of I885 shall be made either in the Fo!'m A OJ' 

the Form AI, or tl1e Form A2, set forth in tlJC Second Schedule to 
these Hules as the cnse may be.(b) 

(2.) The Form B~(c) in snch Scl1ednle of }1rovi:.;ional S}>ecificatiou 
and the Fo1·m C (d) of complete specifi<·at.ion shall reS}lectively be 

u:::erl. 
(a) pp. 636-643 po.•l. 
(c) I'· U42JJOSI. 

(TJ) pp. 636-640 110Rl. 
(1/) p. 643 1JO.<I. 
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(3.) The remnining fm·ms other thnn A, Ar, Az, 13, and U, set Otherform~. 

forth in the Serond Schetlnle to these Rules, may, ail fat· ns they are 

applicable, be m;ed in any proceedings under these Rnles.(e) 

7. 'l'he P:\tent Ofiice 

betwct>n the honr:; of tt>n 

foil owing: · 

Christmas Dlw . • 

G 001 l :Friday. 

shall be open to the public C\'CI'Y week·day 1Tu~1rs of 

1 , I I l . busmt•ss. :mr four. except on t 1e t ays am tunes 

'L'hc tlay ohsei'Verl as ht>r )lajesty's hirthday. 

'l'lw tlays observe•! as tlnys of pnhlic fast or thaukilgh•ing, or 

as holit lays at the Bank of .J<Jnglaml. 

S. Au npplieation for a patent must be signet] by the appliennt, Ageucy. 

hut all othet· eoHJlllUilieations between the applicant :tllll . the 

comptrollet· a111l all attendanees by the applic:mt upon the 

C"omptroller m:ule he mnde hy or through :111 agent tlnly authorised 

to the satisf:wtiou of the Pompt.roller, awl, if he so re•1nim, resident 

in thn Uuite•l Kingtlom. 

9· The npplieation shall he aceompauietl by a statement of an Ntnt••nwut of 

II I . I II t' . . . l . t'• f' rulth'PSR, :II 1 L'eSS to W IW l a JlO ICCS, retp11Slti011S, Hill C0ll1Jl1Ulll(~l lOllS 0 

every kind may be matle hy the comiJtrollet· or by the 13oard of 

~fr:ule, :md snl'h statement shall thereafter he hilllliug n1Jon the 

applicant unleRs mulnntil a substituted statement of address shall 

he furnislJrtl by him to tl1e eomptroller. He may in nny pnrtieulm· 

eaHe requim t.hnt t.lw :~tl•h·r~ss mentionerl in this rule he in the Uuitetl 

Kingdom. 

ro. All tlocmuents aml copieR of rlocmncnts, except statutory Ri~n, &e .. of 

rleclamtiom; nntl a11idavitH. sent to or left at the Patent Office or '1""1111
'"

111
"· • 

otherwise fnrnishecl to the tomptroller OJ' to the Board of Trude 

shall be writ.ten or printed in large :tilt! legihle chamcters an• I, un]elis 

otherwise directetl, in the Bnglish langunge, UIJOn strong, wille, rulctl 

1mper (on one sitle ouly), of a size of 13 inehes by 8 inches, leaving 

a margin of two inches on the left-hand part thereof, nnrl t.he signa

ture of the npplirants or agentli thereto must be written in a large 

nlltl lrgihle hantl. Duplie:~te tlocnments shnll at any time he left, if 

I'Plplirecl by the comptroller. 

1 r. Before exercising any discret.ionury power ginm to the eomp- l'xcrcisc of 

troller h~· the said Acts adversely to the Hpplicnut for a patent or ;~~8,~-~~!i~;~ary 
for :unentlment of a Rpecifieation, t.hc comptrollm· shall giYc ten days' comptrollt•r. 



• 

fiOR 

Xotiee of 
1 JC-:t ri 11 ;.t. 

Xotice loy • 
a pplif':tll1. 

( 'tlluplrollo•l' 
• may rrqHII't• 

:o~fHfl'IIIPllf. &t•, 
• 

Ht•ch•iou to 1J, 1 

untifit~1l tu 
• 

]t:ll'LH•:o', 

Jw)u,tl'i:ol nl' 
I 11 t t•l'll:t t ioua I 
I~x hi I •it i•1n :-;, 

• 

J' 0\ I'(' 1' r> f 
:1 Jilt •llf l11 11 'II f ~ 
&c. 

APPI~NT>JX. 

notice, or l'tH'It longer notice as he may think tit, to the applicant of 
the time when he may be he:ml perRoJmlly or by his agent before 
the comptroller. Statutory tleclamtions and affidavit~' shall he 
in the form fo1· the tiuw hcing in 11se in the High Com·t of 
,J nRtice . 

I 2. ·within fiye days from the tlate wheu such notice wonltl he 
delivered in the ortlinary cmm~e of post, or s1wh louger time as t.lw 
compt10ller may nppoint in such notice, tltc npplicant. shnll notify 
in writing to the comptroller whethc1· m· not he inteJHls to be hearrl 
upon the mntter. ~··· 

• 
I 3· \Yiwther the applicant dcf;iJ·r.,; to he he: II'(] m· not, tltc comp-

trollm· may at any time J'Ct]nirr. him to snhmit. a statement in 
WJ•iting within a time to he notified hy the colllptroller, or to nttend 
before him nntl make oral explanation>: with re.~peet to f;\Wh nwtters 
m-: the comptroller mny rCtJHirc. 

q. 'L'he decision or determin11.tion of the comptroller in tlte 
excrci~P of any 
11otitietl hy him • 
tltet•Phy. 

~melt rliFeretionm·y power a::; afm·e~:titl >:hall l•e 

to tltl' npplicaut, nll!l any other pPrsoll nflel'i"•l 

I 5· Any person rlrsimus of Pxltihit.illg- an in\·cntion nt. all 
i11du>:tri11.l OJ' intr.l'llatiollal exhibitio11, m· of puhli>:lting any tie
scription of the i11vention rltll'iug tho pt~J·iotl of the ltoltling of 1.111' 

exhibition, or of using the invention for the pm·posc! of the exhi
bition in the place where the exhihitiou i;; ltelrl, shnJI, nftcr tltt• 
Board of 'l'mrle have ir;sttetl a certificate that the exltihition is :til 

imlnstrial or intemntionnl one, give to the eomptroller notice, i11 
writing, of his intention t.o exhibit, publish, nt· mm the in\'entio11, 
as tho cnsc may be . • 

:For the purpo;;e of identifying the i11vention in the event of an 
;tpplication for a patent being subset1uently mnde, the appli.cnut f;]tall 
furnish to the comptroller a bl'ief dr.Rct•iption of his iuvent.ion. 
ac·comp11.nietl, if neecss;u·y, by th:awings, and ~melt oiltm· infm·n;at ion 
as t.he comptrollnr may iu e:wh vase require. 

1 G. Any rlocument frll' the amending of wltich no ~pPc:ial ]'1'0· 

viRimt is made hy tho sairl Acts may be ame111lctl, nwl • anv IJ'I'l'"'ll-•1 i""' 

Iarity in procetllll'e, whieh in the opinion of tlw eontptroller may he 
ohviatetl without detrinJ<'nt to the htterests of any per:;on, mny l11• 

t·m·t·ectetl, if awl on stwlt tt•l'lllS as the eomptl'Oller may think fit. 
tuA. A11y applit·ation, 11ot.iec, or other tlocmncnt antltnrisPd OJ' 

J't•qnirerl to hP IPft, m:ule, or g-i\·en at thn P:ttPnt OJlice, m· t.o tilt• 
t•tnHptJ•ollt•J·, Ill' to auy oihPJ' pr·J·sou mulPI' tlu.•l'e rule.~, may IJn ~1'111 



PATENTS RULES, 189o. 

hy a pre11aicl letter through the post, and if so sent shall be deemed 
to hnYe been left, made, or given at the time wl1en the letter 
containing the game would be rlelivererl iu the ordinary course of 
post. In proving such service or sending, it slmll he gufficient 
to proye that tlJe letter was properly addressed and put into the 

post. . 

60{1 

r 7. '!'he statutory declarations required hy the said Acts and tlJCse Mn!mer in 
wh1ch, nnd 

Rules, or used in any proceedings thereunder, shall be made 11crsons l.tnfore 
· f whom, dc<:lnr-

antl subscribed as ollows: ntiou i~ to !.to 

( . . 1 b f • . f tl tnkcu. ct.) In the Umted Kmgc om, e ore any JUStlCe o 1e pence, or 
:111y commissioner or other officer authorised by law in any 
part of the United I\iugdom to aclminister an oath for t.lw 
purpose of any legal proceeding; 

(b.) lu any other part of her :i\fajesty's dominions, befm·e any 

court, judge, justice of the pence, or any oflicer authorised 
by law to administer an oath there for the purpose of a 

legal proceeding; and 
(c.) If made out of her l\Iajesty's dominions, before a British 

:l\Iinister, or person exercising the functions of :t British 
Minister, or a Consul, Vice-Consul, or other person exercis-

• 

ing the functions of a British Consul, m· a notary puhlic, 
or before a judge or magi~trate. 

I 7A. Statutory declarations :md ufiirlavits shall he heaclecl in the 
matter or matters to which they relate. 1'hey shall he divided into 
parngmplts consecutively munhCl·ed, and e::wlt paragmph shall Eo far 
ns possihle be cmlfinecl to one subject. 

At•rr,ICA'riON wrrn PnoviSIONAT, on CmrPr,ETE 

SPECIFICATION. 

18. Applieations for patents sent through the post shall, ns far ns Orclc•J' of 

1 • 1 • • • rt~cordiug 
mny Je prnct10nb e, be opened and numberecl m the order Ill wlnclt npplit·atiiJII~. 
the letters containing the same lun·e been respectively delivorotl in 
tho ordinary course of post. 

Applications left nt the Patent Oflice otherwise than through the 
post shall he in like manner numbered in the orrlor of their receipt 
at the Patent Office. 

19. ·where a person mnldng application for a patent includes Applicnlion for 

tl · 1. • t 1 • 1 t tl . separntc wrem uy nus ·a m, mac ver e11ce, or o lerwise, more than one pntcnts by wny 

invention, he may, after the rcfm;al of the comptroller to accept ;;;c~11tcnd
:>uch npplication, amend the same so ns to apply to one invention 

2 Q 

• 



(il(t APPENnTX. 

only, awl may make nppli<'nf.ion for i'f'}lOl'Htf· patent~'< for enrh RllC'h 

. invention ncconlingly. 
Evm·y Rnch fl}Jplicntion shall, if the appiicnnt notify his tlesire to 

that effect to the comptrollel', l•ear the date of the first application, 
nnd shall, togetlwr therewith, he proccecled with in the mnnner 
prescribed by the Raid Acts nnd hy these ruleto:, as if every such 
application had been originally mnde on that date. 

Applicntiou. hy 20. An n.rJplicntion for a rmtent hy the leO'al representative of a 
represcutnh\'ll l:> 

~,f decensetl person who has died }JOssessed of nn invention shall be accompanied 
mveutor. • • 

:Notice ami 
uuvertisemeut 
of neccphllu~''· 

luspcct ion on 
ucccptaucc of 
•:umplete 
!'-( U'l'i fit ':l f j I I) I. 

' 

(\)tBIHUlli
l.'aliou fl'tllll 
ui.Jt·uatl. 

• 

by nn official copy of or extract from Ins will, or the letters of ucl-
ministration granted of his estate and effects in proof of the appli
cant's title as such legal representative, nnd must be suppol'tetl by 
fmch further evidence as the comptroller may require. 

21. On the acceptnnce of n. provisional or complete specification 
the comptroller shall gi\•e notice thereof to the applicant, und 
shall ndvertise such acceptance in the oJli.eial journal of the Patent 
Office. 

22. U]JOn the publication of such ach-ertisement of accepbl!H'e in 
the case of n. complete specification, the applicatiou :tllll £pec·ilieatiun 
or :;pecifications with the tlmwings (if any) lllay lw inspcetecl at il1e 
Patent Ofiice upon payment of the pl'escrihetl fee. 

APPJ,ICA'l.'IOY oN Co~muNICA'l'JON FRmi AnnoAD. 

23. An application for n. patent for au invention commtmicatml 
ft·om abl'oacl shall he nuule in the form Ar ~et forth in the Second 
Sdwdnle to these rules. 

lN'l'JmNA'!'IONAJ, AND Uor,ONIAJ, AunANGE~IEN'l.'s. 

2.J.. The term "foreign application" shall mean nn applicntion 
by any person for protection of his invention in n. foreign State 
or British Possession to which by nny Onler of her l\Iajesty in 
Council for the time heiug in force the provisions of section 103 of 
the Patents, Designs, and 1'rade l\ln.rks Act, 1883, have been 
declared applicable. 

25. An a11plication in the United Kingdom for :t patent for nny 
invention in respect of which n. foreign application hm; been mmlc 
shall contain n. declnratiou that such foreign application has been 
made nnd shall specify all the foreign States or British Possessions 
in which foreign applications h:we heen made and the official date or 
dates thereof respeGtively.· The npplication must be made within 
7 months from the tlate of the first foreign application, and nn1st be 

' 

• 
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PATENTS RULES, 18go. 

f<igned by the person or persons by whom such first foreign npplica
t.ion was matle. If such person, or any of f<nch persons, he <lend, 

ilw application dmRt he Rigncd lly the legnl personal represeutat.h·e 
of such dead person, ns well ns by the other npplicnntR, if nny. 

26. 1'lw applientiou in the Unitetl Kingdom Rllllll be mnde iu the 
form A~ in the Second Schedule to these rules, and in addition tq 
the ::;peeification, provisional or complete, left, with such application 

must be accompanied by 
( 1.) A copy or copies of the specification, and drnwings or docu

ments corresponding thereto, filcll or deiJOsitcd hy the 
:tpplicant in the Pnteut Oliice of the foreign State or 

British Posses3ion in respect of the first foreign application 
· lluly certified by the official chief or head of the Patent 

• 

Office of such foreign State or British Pos:;essions as 

nforesaid, or otherwise verified to the satisfaction of the 

comptroller ; 
(2.) A statutory declaration as to the identity of the invention 

in respect of which the application is made with the inveu
tion in respeet of wltich the said first foreign applicatiou 
was made, and if the specification or llocmnent correspond-

• 
iug thereto be iu a foreign language, 11 translation thereof 
shall be am1exetl to and verified Ly such statutory dcclam

tion. 
2 7. On receipt of such application, together with the prescl'ibetl 

specification and the other document or documents accompanying 
the same, reqnire1l by the last precetliug rule, ant! with such other • 
proof (if any) as the comptroller may re11uire of or relating to such 

foreign application m· of the official lln.te thereof, the c01nptroller 
shallmn:-:e an entry of the applications in both countries and of tiH' 
otlicialllates of such applications respectively. 

28. All further proceedings in connection with such application 

shall be taken within the times and in the m:mner prescribed by the 
Acts Ol' rules for ordinary applieatic1s. 

29. 1'he !latent shall be Bntered in the Register of Patents as 
dated of the date on w.hich the first foreign application was 

made, and the payment of renewal fees, o.nd the expiration of the 
• 

patent, shall be reckone('! as from the date of the first foreign 

arJplication. 

611 
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Drawings for 
spucilicnlions. 

• 

APP.I<~NDTX. 

SIZES AND l\!J''l'IIODS OF PREPARING DitAWINGS ACCOMPANYING 

PnonsiOXAL Oil Co~Il'LE'rE SPECIFICATIONS, 

• 

30 .. The provisional or complete specification need not be ac;.;um

paniecl by drawings if the spP.cification sufficiently der-;cribes the 
invention without them, but if drawings are furnished, they shoultl 
accompany the provisional or complete specification to which they 
refer, e:xrept in the case provided for l•y Hule 33· No drawing or 
sketch such as requires a spechl engraving for letter-press shoul<l 
appear in the specification itself. 

31. Drawings (if any) must hn <lelivered at the Patent Otti('(• 
nit.her in a flat state or on rollers, so ns to he free from fohls, hreaks, 

• 

or creases. 
Het1nil·•·Jut·u!R ~~hey must be made on pm·e white, hot-pt·c:;;sed, rolled, or calen-
·ts to l'''l'''l' &c ' ' ' · dered dr:twing-paper of smooth surface and good quality, and whel'C 

:Size of drn.w-

• 

possible without colour or Indinn-inl;: wnshes. 
They must be on sheets of one of the two following sizes (the 

smaller heing prefemble ), r 3 inches at the sirles hy 8 inchrs n t 
the top n,nd bottom, or 13 inches at the sides by r6 inches r.t the 
top and bottom, including mnrgin, which mnst be half an inch witle. 
If there are more figures thnn can he shown on one of the smaller
sized sheets two or more of these sheets shoultl be used in pre
ference to employing the larger size. ·when an exceptionally 
large drawing is required, it should be continued on subsequent 
sheets. l'here is no limit to the number of sheets that may be 

Rent in. 
Qn:Liity of ink. To ensure their s:ttisfactory reproduction, the drawings must he 

executed with absolutely black Indian-ink; tlw smne strengtlt mul 
• colow· offine ancl sltarle lines to be maintainecl tlt?•ougltoltt. Section 

Jines, and lines for em~ct, or slmding lines, must not be closely drawn. 
A specimen drawing is inserted in illustrat.iou of this requirement.(e) 
Reference figure~; and letters must be bold, distinct, not less tlum ~ 
of an inch in height; and the same letters slwuld be used in diflereut 
views of the same p:trts. In cases of complicatetl dr:twings, the 
reference letters must be shown outside the figure, and connected 
with the part referred to by a fine line. 

111~:-:. 

'l'he scale adopted should be large enough to Rhow clearly wherein 
the invention consists, antl only so much of the appal':ltus, maehintJ, 
&c., need be shown as ef!Ewts this purpose. ·when the scale i:~ shown 

(e) Sec Official Rules. 

• 
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on the «h·nwing it should be denoted, not by wonlt-:, hut by a dmwn 
• 

Henle, as illustrated in the specimen. 
Drawings must bear the name of the applicant (and in the case Dmwings to 

' f · ) 1 'fi t' ft . . I hcnr unmo of of drawmgs le t w1t 1 a. comp etc spem ca 1011 a er a pl'OVJSJOJUI npplicnnt, &c. 
specification, the number and yenr of the application) in the 
lift-lutn(l top C01'1lel'; the number of sheets of drawings sent, ar.~l 
the number of each sheet in the 1·igltt-hmul top C01'1Wl' ,· nnd the 
:.;!gnature of the applicant or his agent in the l'iyltt-hmul botton~ 

C01'1Wl', 

No written desm·iption of the invention should appear on tho 

d m wing::;. 
\Vood encrravincrs or rer!resentations of the invention, other than Restrictions ns 

"' "' ' to wood cn-
t,he drawings rn·epared as abo\'e described, will not be received, graviugs. 

nuless of" such a character as to be suitable for ·rcrm)(luction by the 

process of photo-lithography. 
colour Ol' Uopios of 

• elm wiugs. 
With the 

32. Afacsimile of the original drawings but witlwttt 
Indian-ink washes, and prepared strictly in accordance 
regulations prescribed in ·Rule 31, must accompany the original:-;, 
<mel be marked "true CO}ly." 

33· If nn applicant desires to adopt the dmwiugs lodged with his l'rov!simml 
. . 1 'fi • 1 1 . f ] • I t '•t• t' <lr:twmgs usee! provJswna snec1 catiOn as t 1e < rawmgs or us comp e e speCJ 1ca 1011, for comph·t" 

• 'fj 0 

f . I 1 . . I . . Sl"lCCI ULCtiUJI he should refer to them as thofie "le t w1t 1 t 1e prOVlSJOIHt speclft- · 
• 

cation." 

0l'POSI'l'ION '1'0 GrtAN'l'S OP PA'l'l:N'l'S. 

34· .A notice of opposition to the grant of a patent shall be on Nolie:- .or 
·.Form D,(/) and :>hall state the ground or gl'Otmds on which the opposJtwu, 

person giving such notice (hereinafter in Rules 37, 38, 41, and 43 
calletl the opponent) intends to oppose the grant, and must be signed 
by him. Such notice shall state his address for service in the 
United Kingllom, and shall be accompanied by an unstamped copy . 

.35. On receipt of such notice the copy thereof Rhn11 be transmitted Cop~· for 

I 
. npphcnnt. 

by the comptrol er to the applicant. 

36. \Vhere the ground or one of the gl'Oimds of opposition is that Pnrliculnr~ of 

Lhe invention haR been patented in this country on an application of prior pnleul. 

prior date, the number and date of suilh prior ttpplication shall be 
specified in the notice. 

3 7. 'Within I 4 days after the expimtion of two months from the OmJOucnt's 

date of the advertisement of the acceptance of n, complete ~;pecifica- evJdcncr. 

tion, the opponent may le:we at the Patent Office stntutor~· declarn-
• 

( () p. 64-J. po.~t. 
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Applicant's 
c\'idcncr. 

E\'irlence in 
reply. 

Closil•g of 
C\"irlcncc. 

Notice o£ 
hearing. 

• 

• 
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tions in RU}Jpor~ of hi::; opposition, and on RO lea.ving slmll deliver to 
t-he :tpplicant a list thereof. 

38. ·within 14 days from the delivery of such list the ap1)licant 
may leave at the Patent Office statutory declarations in answer, and 
on so leaving shall deliver to the opponent n list thereof, nnd within 
14 days from such delivery the opponent m!l.y leave at the Patent 
Office his statutory declnrntionR in reply, and on so leaving shall 
del~ver to the applicant a lis~ thereof. Such last-mentioned declara-
tions shall be confined to matters strictly in reply. 

Copies of the declarations mentioned in this nnd the last preced
ing rule may be obtained either from the Patent Office or from the 
opposite 1mrty. 

39· No further evidence ::;hall he left on either ::;irle except by 
leave of the comptroller upon the written consent of the partieH 
duly notified to l1im, or by special leave of the comptroller on 
npplication in writing made to him for that purpose. 

40. Either party making such application shall give notice 
thereof to the op}JOsite party, who slmll be entitled to oppose the 
application. 

41. On completion of the evidence, or at such other time nH he 
may see fit, the comptroller shall :tppoint a time for the hearing of 
the case, and shall giYe the partieH ro dnys' not.ice at the least of 
such appointment. J f the applicant or opponent clcsircs to he hcarcl 
he must forthwith r-;end the comptroller an application on :Form R(f!) 
The comptroller nmy refuse to hear either party who has not sent 
such application for hearing. If neither party applies to he l1enrd 
the comptroller shall decide the case and notify his deci:>ion to the 

parties. 
Disnllownncc 42. On the hearing of the case no opposition shall be nJlowcd in 
?f oppo.sition respect of any ground not stated in the notice of oppo:-:ition, :mel 
m oerlam ca~rs. 

where the ground or one of the gmunds is that the invention has 
been patented in this country on an application of prior tlate, the 
opposition shall not be allowed upon such ground unless the number 
and date of such prior application shall have been duly specified in 
the notice of opposition. 

43· "Where the ground of an opposition is that the npp1icant has 
obtained the invention from the opponent, or from a person of whom 
such opponent is the legal rept·esentative, unless evidence in :>npport 
of such allegation be left at the Patent OHice withiu the time pre· 
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scribed by these rules, the opposition shall be deemed to be aban
doned, and a patent shall he 5ealed forthwith. 

44· The decision of the comptroller, after hearing any party Jleri~inn to ho 

h I. d I I 11 b t'fi l b I . t I . nntifiecl to w o app 1es un er rue 41, s m e no 1 el y mn o t 10 partws. pnrti~s. 

CERTU'ICATES OF PAYMENT Olt RENEWAL. 

4S· If a patentee intends at tho expiration of the fourth or eighth l'nyment of 
. k l . f l I 11 fees of sol. nnd year from the date of Ins patent to -eep t 10 same m orce, 1e s m , 1001. for con-

before the expiration of such fourth or eighth year, as the case may ~:~~~~~~:~o of 
be, subject as hereinafter provided, pay the prescribed fee of sol. or 

1 ool., as the case may he. 
46. In the case of patents granted before the commencement of As to pntents 

. l . , " l g-mntc•cl before 
the smd Act::;, tho above rule slmll be real as J.f the words seYent 1 commcHce-

yoar" were therein written instead of the words "eigh~h year." ment of Act. 

47. If the patentee intends to pay annual fees in lieu of the l'nyuw11t of. 
. l nmmnl fePs 111 

above-mentwned fees of sol. and 100 ., he shall, before the lien of sol. 111111 

expiration of the fourth and each succeeding year during the term rool. 

of the patent, until and inclusive of the I 3th year thereof, pay tl1e 

preseribecl fee. 
'rhe form .r (!~)in the Recond schedule, duly stamped, should he 

used for the purpose of this nnd the }Jayment referred to in 

rule 45· 
48. On due compliance with these rules, and as soon as may Certificate of 

b f 1 · · 1 f '1 1 payment .. e a ter sue 1 respective pel'lOl s as a oresaH , or •my en argement 
thereof re:>pectively dnly granted, the comptroller shall issue a 

certificnte that the prescribed payment hns been duly macle . 

• 

I~NI.,\IIGEMEN'l' OP Tnm. 

49· An application for an enlargement of the time for mnking Enlargt•tnent of 

'b d t 1 ll t t · l t '1 tl · t · time for p:l\·-a prescr1 e pnymen ~ ut s a e In c e m 1e cn·cums ances m ment~. • 

which the p•ttentec by accident, mistake, or inadvertence has 
failed to make such pttyment, and the comptroller may require 

the patentee to substantittte by such proof as he mny think 
neces:,;.wy the allegations contained in the application for enlarge-

ment. 
so. An applictttion for cnhwgemcnt of time for lenvinrr or accer)- ~xtcn~i"n o£ 

0 hmc for 
ting a complete specification shall st;tte in rletail in what cit·cum- Icnving allfl 

t I l t l h t . . 1. l f l ncncpti n~ s ances mu upon w u\ gronm s sue ex emnon 1s app Iel or, am complete 

the comptroller may require the applicant to snbstani.iate :mch specification. 

allegations by such proof as the comptroller mny think necesl;ary. 

(h) p. 651 po.st • 

• 
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In other cases. 51. ~l'he time prescribed by these rules for doing any act, or 
taking any proceeding thereunder, may be enlarged by the comp
troller if he thinks fit, and upon such notice to other 1mrties, and 
proceedings thereon, and upon such terms, as he may direct. 

A~mNmiENT oF SPECil'ICATION. 

Jleqnest for 52. A request for leave to amend :t specification must be ::;igned 
Ic:weto amend. by the applicant or patentee (hereinafter in rules 54, 55, and 58 

callell the applicant) and accompnnied by a duly certified printed 
copy of the original specification and dra.wings, showing in red ink 

Ailvcrtise
munt. 

:1\otio:o of 
o pputiit iuu, 

Copy for the 
applicant. 

Oppouent 's 
LlVidoUL't-. 

Further pro
ceeding~. 

l~cq uircmonts 
thereon. 

the pro1Josed amendment, and shall be adverLi::;ell by publication of 
the request mHl the nature of the proposed amendment in tho o1licia l 
journal of the Patent Oilice, and in such other manner (if any) as 
the comptroller may in each case direct. 

53· A notice of opposition to the auwndmcut shall :;tate the 
ground or grounds on which the person giving such notice (herein
after called the opponent) intends to oppose the amendmout, all(] 
must be signed by him. Such notice shall state his mlclrc:-:s ful' 

• 

service in the United Kingdom, and sh:tll be accompaniell by au 

unstamped copy. 
54· On receipt of such notice the copy thereof shall be transmit Led 

by the- comptroller to the applicnut. 
55· Within I4 days after the expiration of one month from the 

first advertisement of tho application for letwe to amend, the op
ponent may leave at the Patent Ollice statutory declaratiom; in 
support of his opposition, and on so le:wing shall deliver to the 

applicant a list thereof. 
56. Upon such declarations being left, aml ~uch list beiug 

delivered, the provisions of rules 38, 39, 401 41, ami 44 shall apply 
to the case, and the further proceedings therein shall be regnlatetl in 
accordance with such provisions as if they were here repeated. 

57. ·where len.ve to amend is given, the applicant :-:lmll, if Lhe 

comptroller so I'equire, and within a time to be limited by him, lc:tve 
at the Pa.tent Office a new specification and drawings as muendod, to 
be prepared in accordance with rules 101 30, and 31. 

Lc:we by order 58. Where a request for leave to amend is made by ot· in pur
of Court. suance of an order of the Court or a judge, a.n oJlicial or veriiiod 

copy of the order shall be left with the request at the Patent OJiice. 

Ad vortisc
meut of 
amendment. 

59· Every amendment of a specification shall be forthwith 

advertised by the comptrollet· in the official journal of tho Patent 
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OJhcc, ·:LJHL in such other manner (if any) as the comptroller may 

direct. 

Gl7 

6o. A petition to the Board of 'l'rade for an order upon a patentee l'ctitiou for 

l f l 
. . , o:ompulstli'V 

to gmnt u. licence shall show clearly t 1e ''~.tm·e :) t w pet1twuer s ~mut of • 
· 1 1 d • • · ) 1 1 · t b · lict•nccK. mteresf'., am t 1e groun or grour·'•·' np~;;_ ,.,,,:·! 1e c mms o e 

entitle11 to relief, and shall :;t:tte i11 'letail t:1e . ~ ~•tmsk~, '"S of the 

case, the terms upon which he asks that an ·ur·;J···· may he ·.:.;mle, and 

the purport of such order . 
• 

61. 1'he petition and an exalllined copy thereof' ;;hall he left at ~'''!Ire left with 
. . C\'Jdcw:o at 

the Patent Office, accOlll]'" llted hy th-.· aflul:tnts, or statutory tleclara- Patent Ollicc. 

tion;;, and other docmm.:ltary QY~ ·!,·w·., (if any) temlerc,J by the 
• 

petitioner in proof of the alleget1 iefaul~ of the paten tee. 

62. Upon perusiug the pev\;:.i<·..1 and cv~deuce, uulcss the Bo;ml Dir~ctions as 
. ., . . l l to further pro-

of lmde shall be of opuuon tlJ,,~,t "thf order shoult Je at O!•ce cccdings uulcss 

refused, they may require t.lw 1·.rd~itinhcl' to attc ;;; before ~~w peftit.im1' · rc uset . 
comptroller, or other person or pe::·~ons appointed by them, to 

receive his or their t.lirections as t0 fnJ+.her l''\"·(0':-tliugs upon the 

petition. 
• 

63. lf and when a 1n•int.ri facie casu i'o1· l'Olief h: hei!··. lll<Hle out J'roce•!lu·e. 

to tho :-;atisfaction of the ·!'!-•ard of 'l'rade, the petiGi ~;p,· shall upon 

their requisition, and c .. ,,~ :)~· before a <iilj to bt• .1:m:: . .:.d l,.l. them, 

deliver to the patentee copies of t!t., p~ .. tn•1 and ot the aflid:wits or l'utitiuuOI"s 

statutory declarations antl other cloctt':•lentary evidence (if any) 0 ''itltmcc, 

tendered in support tlbl'eof. 

64. \Vithin 14 days after the day of snch delivery the patentee ratentcu's 

I Ill t tl P · [' 1 • Jli 2 • l I C\'irlo•'lrt• s HI eave a 1e ate:r.t UJ ICe ns a w·,nts or statutory t ec ara- ·· 

tions in opposition tot~,·~ ;'e/;iti.on, '· td deliver .Popiu :;.hereof to tiw 
petitioner. 

65. The petitim.·;· ... ,._.:_~:_:., ·· •; -'1:.y; L·om such delivery shall lea,vo Evirlcucc iu 

at the P;ttcnt Oiiic.; ~~.:, :~:, .. l:·>·:,_, ,.,. Rtatntr.q declamtions in reply, reply. 

an•l «!oliver copie1 t,',r,~·,,o( :.o ~110 patentee; such last-mentionell 

aJiidavits or dechtra(,.c r~~,; shall h;,- ..:onfiue•.t f..o matters strictly in 
reply. 

66. Subject to any fu: ··! ·t· directions which the Bo:ml of Trade .!!'uri her pro-
. tl t' I II , • b 1 1 · ccetlin"s. may gt ve, · 1e pm· 1es s m vL:e•t e 1eart at such t1me, before such 0 

person or persons, in such manner, and in accordance with such 

procedure as the .Board of Trade may, iu the circmnstanoes of the 
• 

case, t.lircct, but so that full opportunity shall he given to the 
patentee to show cause against tho petition. 
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R.~:C:ISTER 01•' PATENTS. 

l·:ntryof grant. 67. Upon the sealing of :t patent the comptroller shall cause to 
be entered in the Regi:;ter of Patents the name, address, and de

scri}Jtion of the patentee as the grantee thereof, and t.lw title of the 
invention. 

ReC}ucst for 
entry of sub· 
st•qnent pro
prietorship. 

Signntm·e of 
request. 

Pnrticnlnrs to 
he ~Inter! in 
reqnest. 

68. Where a. person becomes entitled to a patent or to any share 

o1· interest therein, by :tlisignment either throughout the U nitccl 

Kingdom and the Isle of 1\fan, or for any place or places therein, o1· 

hy trausmission or other opemtion of law, :t request for the entry 

of his name in the register as such complete or partial proprietor 

of the patent, or of such share or interest therein, ar; the case may 

be, shall be :uldresserl to the comptroller, and left a.t the Patent 

Office. 

69. Such request shall in the case of individuals he made aml 

signed by the person requiring io be registered as pro}Jrietor, or 

by his agent duly authm·ised to the satisfaction of the comptroller, 

and in the case of n. hody corporate by their agent, authorised in 

like manner. 
• 

70. l<Jver.r such request shall state the name, address, and de-

scription of the person claiming to be entitled to the patent, or to 

any share or interest therein, as the case may be (lH!l"einafter callc(l 
' 

the claimant), aml the particulars of the asliignmeut, trausmission, 

or other operation of law, by virtue of which he requires to bo 

entered in the register as pt·oprietor, so as to show the manner in 

which, and the person or 11ersous to whom, the pateut, or >:uch 

share or interest therein as aforesaid, has been assigned or tram;

mitted. 

Prmlnction of 7 I. Every assignment ttnd every other document. containing, 
documents of • • ffi t t b. • · 1 f tl t · · f title and other g1vmg e ec o, or emg evH ence o , 1e rausm1sswu o a. patent 
p;oof. or affectiug the proprietor>:hip thereof as claimed by :mch ret111est, 

• 

except such documents as are matters of record, shall be protluced 

to the comptroller, together with the request above prescribetl, and 

such other proof of title as he uuty require for his satisfaction. 

As to a document which is a matter of recor1l, an ofHcial m· 
' 

certified copy thereof shall in like manner he produced to the 

comptroller • 
Copies fo1· 72. There shall also be left with the request an attested copy of 
l'atf•nt Oflice. 

the as.~ignment or other document above required to he produced. 

As to a document which is a mattet• of record, an oJiicinl or 

cel'tified copy shall be left with t·he request, in lieu of an attested 

copy. 
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73· A body corporate may he registered as proprietor by its Bodycorporatc. 

corporate name. 

7 4· Where an Order has been marle by her l\Iaje~ty in Council Eutry of 
• O~e•~nftl•c 

for the e":tenswn of a patent for a further term or for the gmnt of Prh·y Council 

a new patent, or where an Order has been made by the Court for the or of the Court. 

revocation of :t patent or the rectification of the register, under 

section 90 of the Act of r883; or otherwise affecting the validity oi· 

proprietorship of the patent, the person in whose favour such Order 

has been made shall forthwith le:we at the Patent Office an ollice 

copy of such Order. The register shall thereupon be rectified or the 

purport of such Order shall other1vise be duly entered in the register, 

as the case may be. 

7 5· Upon the issue of a certificate of pn.yment under rule 48, tho JMry of p:ty· 
• • ment of fees ou 

comptroller shall cause to be entered m the Heg1ster of Patents a i~suc of cor-

record of the amount and date of payment of the fee on such certifi- Hfic:ttl!. 

cate. 

76. If a patentee fails to make any prescriber! payment within ~~~•try of 

h . . f I I I l fmhu·c to pny t e prescr1bed t1me or any enlargement thereo l n y grantee, sue 1 fee~. 

failure shall be duly entered in the register. 

7 i. An attested copy of every licence granted under a patent J~utry of 

l ll b l f l P t Offi ·, l )" "t] · t l t hcCIICl'S. :;; m e e t at t w a ten ce oy t 1e JCensee, w1 1 a reqnes · t m 

a notification thereof may he entered in the register. ~rhe licensee 

shall canRe the accuracy of such copy to be certified as the comp

troller may direct, and the original licence sha.U at the same time 

be produced aJHlleft at the Patent Office if required for fnrthet· 

verification. 
• 

78. The register of patents shall be open to the inspection of the Hours of 

bl. k d b h 1 · f d f iuspcclion of pu 1c on every wee ay etween t e wm·s o ten an our, except register. 

on the days and the times following :-

(a} Christmas Day, Good l!'rid:ty, the day observed as her 

1\lajesty's birthday, rla.ys observed as days of public fast or 

thanksgiving, aJl(l days observed as holidays at the Bank 

of England ; or 

(b) Days which may from time to time he notified by a placard 

posted in a conspicuous place at the Patent Oflice; 

(c) Times when the register is required fot• any purpose of 

official use. 

79· Certified copies of any entry in the reh-ristel", or certified Ccrtiti••tl 
• f f • • • 1. l . cnpics of cop1es o , or extracts rom, patent...:, :;;pl'clhcattolll', c tsc atmers, tloemnr•nts. 

affidavits, statutory declarations, anrl ot.hcr public documents in 

the Patent Office, or of or from registers and other hooks kept 

• 
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t,hpJ'e, may he 

pre~>cribed fee. 
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fnruishe1l l1y the comptroiiN· on pnyment of the 
• 

PoWER TO DISPENSE WITH EVIDENCE, &c. 

So. Where, under thP..se Rules, any person is required to do any 
act or thing, or to sign any document, or to make any declaration 
on behalf of himself or of any body corporate, or any document or 
evidence is required to be produced to or left with the comptroller, 
or at the Patent Office, and it is shown to the satisfaction of the 
comptroller tlJat from any reasonable cause such person is unable. to 
do such act or thing, or to sign such document, or make such declara
tiou, or that such document or evidence cannot be produced or left 
aR aforesaid, it shall he lawful for the comptroller, with the sanction 
of the Board of Trade, and U}lOll the production of such other evi
tlence, and subject to such terms as they may tl1ink fit, to dispense 
with any such act or thing, document, declaration, or evidence. 

REPEAT,. 
• 

81. All general rules heretofore made by the Board of Trade 
under tl10 Patents, Designs, and Trade l\larks Acts, 1883 to 1888, 
and in force on the 31st day of l\larch I 89o, shall be and they are 
hereby repealed as from that date, without prejudice, uevertheless, 
to anything done under such rules, or to any application then 

}lending. 
Dated the 3 xst day of ~farch I 890. 

• 
• • 

• 

M. E. HICKS-BEACH, 
!'resident of the Board of 'l'rallc . 
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RULES REGULATING THE PRACTICE AND 
PROCEDURE ON APPEAL TO THE LAW 
OFFICERS. 

I. "When any person intends to appeal to the law officer from a 
1lecision of the comptroller i11 any case in which such appeal is giyen 
by the Acts, he shall within fourteen uays from the date of the 
tlecision appealed against file in the Patent Oilice a notice of such hiK 
intention. 

II. Such notice shall state the nature of the decision appeale1l 
against, and whether the appeal is from the whole, or part only, and 
if so, what part of such decision. 

III. A copy of such notice of intention to appeal shall be sent 
by the party so intending to appeal to the law officers' clerk, at Uoom 

• 
549, Uoyal Courts of Jn,.tice, London; and when there has Leen an 
opposition beforP. the comptroller, to the opponent or opponents; 
awl when the comptroller has refused to seal a patent 011 the ground 
that a previous application for a patent for the same invention is 
pending, to the prior applicant. 

IV. Upon notice of appeal being filed, the COill}Jtroller shall 
forthwith transmit to the law officers' clerk all the papers relating to 
the matter of the application in respect of . which such appeal is 
made. 

V. No appeal shall be entertained of which notice is not given 
within fourteen days from the date of the decision appealed itg1tinHt, 
or such further time as the comptroller may allow, except Ly special 
leave, upon application to the law officer. 

VI. Seven days' notice, at least, of the time and place appointed 
• 

for the hearing of any appeal, !.;lmll be given by the law officer:>' clerk 
' unless speCial leave be given by the lttw officer that any shorter 

notice be given 
VII. Such notice shall in all cases be given to the comptroller 

and the appellant ; and, when there has been au oppositio11 before 
the comptroller, to the opponent or opponents; niHl, when Lhc 

cumptroller has 1·cfused to :;eal a patent on the ground that an 
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application for a patent for the same invention is pending, to the 
prior applicant. 

VIII. 1.'he evidence used on appeal to the law officer shnll be 
the same as that nse«l nt the hearing before the comptroller; an:l 
no further evidence shall he gh·en, save as to matters which have 
occm·l·etl or come to the knowledge of either party, aftP.r the date of 
the llecision n.ppealerl against, excer·t with the leave of the law officer 
upo11 application for tl1at purpose .. 

IX. The law officer shall, at the request of either party, order 
the attendance at the hearing on appeal, for the purpose of being 
cross-examined, of any pP.rson, who l1as macle a declaration, in the 
matter to which the appeal relates, unless in the opinion of the law 
officer there is ·good ground for not making such order. 

X. Any person requiring the attendance of a. wit.ness for cross
examination shall tender to the witness whose attendance is required 
a. reasonable sum for conduct money. 

XI. 'Where the Jaw otlicer onlers that costs shall be paid by any 
party to another, he may fix the amount of such costs, and if he 
shall not think fit to fix the umouut thereof, he shall direct ll\' 

• 
wlwm m11l in what manner the amount of Ruch costs ::;hall be :t:ii'Pl'-

taiued. 
XII. If any co:;;ts so ordere«l to he paid be not. paid within four

teen days after the amount thereof has been so fixed or ascertained or 
suc·h shorter perio<l aR :;;hall he 1lirected !Jy the law ofiieer, the party 
to whom such costs are to be pairl may apply to the law officer for 
an order for payment under the provisions of section 38 of the Act. 

XIII. All documentnry evi<lenee required, or allowed by the law 
officer to ]Je filed, :;;hall be subject to the :;;nme regulations, in all 

rPspects, as appply to the procedure before the comptroller, and 
sl1all he filed in the Patent Otlice, uuless the law officer shall order to 

the contrary. 
XIV. Any notice or other document required to be given to tl1e 

law ofiice1·s' clerk, under these rules, may be sent by a. prepaid 

letter through the post. 

HENRY JAJ\fES, A.G. 
• FARRER HERSCHELL, S.G . 

• 
• 

• 

• 



• 

• 

• 

• 

PATENT CASES BEFORE THE JUDICIAL 

COMMITTEE. • 
' 

Rules to be obsei'uecl in Proceedings b~(o1·e the Riyltt Jlonozwable tlte 
Lo1·ds of tlte .Judicial Committee of tlte P1·ivy C'ouncil uucle1· tlte 
Act of tlte stlt and Gtlt William IV., intituled "A·n Act to 
amencl tlte Law touclting Lette1•s Patentfm· Inventions," cop. 83. 

RuLE I. 

A party intending to apply by petition, under section 2 of the 
r-;ai•l Act, shall give public notice by advertising in the London Gazette 
three times, and in three London papers, and three times in some 
country paper published in the town where or near to which he 
curril's 011 any mmmfncture of anything made according to his 
spe('ific·ntiou, or near to or in which he rl'sides, in case he carries on 
no such manufacture, or pnblishe1l in the county where he carries ou 
such manufacture, or where he lives, in case there shall not ·be any 
papel' published in such town, that he intends to petition his 
.l\Iajesty under the said section, aml shall in such adverti':iements state 
the object of such petition, and give notice of the day on which he 
intends to apply for a time to be fixed for hearing the matter of his 
petition, (which day shullnot be less than four weeks from the date 
of the publication of the last of the advertisements to be inserted in 
the London Citzette), and that on or before such d:ty, notice mur-;t he 
given of any opposition intended to be made to the petition; mul any 
pc!l'son intendiug to oppose the said application shall lodge notice to 
that effect at the Council Office, on or before f;\lch dny so namc1l in the 
said advertisements, and having lodged such uoticc r-;]mll be eutitle1l 
to have from the petitioner fom· weeks' notice of the time appointed 
for the hearing. 

n.uLE II. 

A party intending to a1Jply by petition, under section 4 of the 
said Act, shall, in the advertisements directed to be published by 
the said section, give notice of the d:ty on which he intends to apply 
for a time to be fixed for hearing the matter of his petition (which 
day shnll not be less than four weeks from the date of the publication 
of the last of the advertisements to be inserted in the London Gctzette), 

• 

' 

• 
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and that on or before such day caveats must be entered ; and any 
person intending to enter a caveat shall enter the same at the 

· Council Office, on or before such day HO named in the said advertise
ments; and having entered such r.aveat, shall be entitled to have 
from the petitioner four wee:ks' notice of tl1e time appointed for the 
hearing. 

Rrn,E III. 

Petitions under section 2 and 4 of the said Act must be presented 
within one week from the insertion of the last of the advertisements 
required to be published in the London Gazette. 

RuLJo: IV. 

All petitions must he nccompanied with affidavits of utlvertiscments 
having been inserted according to the provisions of section 4 of the 
Raid Act, and the 1st and 2nd of these rules and tl1e mntters in Rlteh 
affidavits may be disputed by the parties oppo~ing upon the heal'ing 
of the petitioner. · 

RuLE V. 

All pe,•sons entering caveats under section 4 of the said Act, and 
an pal·ties to any former suit 01' action touching letters patent 
in respect of w!Jich petitions shall have been presented undel' 
section 2 of the said Act, anll all persons lodging notices of opposition 
under the rst of these rules, slmll respecth·ely be entitled to be 
served with CO})ies of petitions pre~;ented under tl1e snid scct.ions 
nud no npplication to fix a time 'for l1earing shall be made without 
affidavit of such service. 

Rm.E VI. 

All parties served with petitions shall lodge at the Council 01lice, 
within a fm·tnight after fmch service, notice of the grounds of their 
objections to the granting of the prayers of such petitions . 

• 

Rur,E VII. 

Parties may have copies of all papers lodged in respect of nny 
nppliention under the said Act, at their own expense. 

RULE VIII. 

The Registrar· of the Privy Council, or other officer to whom it 
may be refel'l'ed to tax the costs incurred in the matter of any 11etition 
presented under the said Act, shall allow or disallow in his dis<'retion 
all payments made to persons of . science or skill examined as 

witnesses to matters of opinion chiefly. 



• 

• 

PRIVY COUNCIL RULES. 
• 

Uur.E IX. 

A party applying for 1111 extensiim of a. patent, under section 4 
of the sai•l Act, must lodge at the Council Office six printed copies 
of the specification, an•l also four copies of the balance sher.t of 
expenditu.re and receipts relating to the patent in question, which 
accounts are to be pt•oved on oath before the Lords of the Committee 
at the hem·iug. Tn the event of the appli<'ant's specification not 
having been 1winted, an•l if tho expense of making six copies of any 
•h·a.wing therein contained or referred to would be considerable, the 
lodging of two copies only of snl:lh SlJecificntion and dra.wing will he 
•leemed sufficient. 

All copies meniioned in this Rule must be lo•lged not less than 
one week hefore the day fixt'd for hearing the application. 

~~~he .Tudicial Committee will ht>ar the Attorn'.ly-General, OJ' other 
counf;el, on bclmlf of the Cmwn, agnin;;t gt'ILnting any application 
made under eit.her the 2nd nt· -Jih section of the said Act, in case it 
r-;hnll be thought lit to oppose the f'nme on such behalf. 

• 

·' 

• 
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PATEN'rs, DBSTGNS, AND 'L'nAm: ~IARI\S AcT, 188~. 

--- .--- ·····----

REGISTER OF PATENT AGENTS HULES, rRS9. 

For the pnrposr. of gidng efieet to tl1e prm·i;;ion;; of the Patents, 
Designs, :11111 'l'mrle 1\lnrkR Aet, 1888, relating to the registration of 
patent agents, the Board of 'l'mde, by virtue of the provisions of tlw 
said Act, hereby make the following H.ules :-

I. A ltegister shall he ke11t by the Institute of Patent Agents, 
• 

snbjeet to the provisions of these Rulrs nnd to the 01'1lers of the 
Board of 'J'r:Hl<', for the regist.mtion of patent ngents in pnrsnanre of 
the Act. 

2. 1'he llegister shall contain in one list nil patent ngcnts who 
nre registered nuder the Act n111l these Unles . 

• 

Such list slmll he made out nlphabetieally, necording to the ;;;m·-

nnmes of the registered per;;on, and shnll also contnin tlw full 
name of e:wh registe1·cd per.son, with l1is :11ldress, the date of rPgis
t.mtion, a111l a mention of any honours, meml•eJ·;;hips, or ot.her 
:ulditions to the name of the registel'ed person which the Council of' 
tlw In;;titnte may consi1ler WOJ•t.hy of meution in the Hegister. ~l'hP 

Hegistm· shall he in the Fm'III r in A ppeudix A .,(a} with :·mch v:u·ia-
. tions as may be rec1nired. 
Priutrrl "'!Jiir~ 3· The Institute shall eatl~e a eot•rt•et <~opy of the Registm· to hr, 
to lw J•UlJhHIII'rl • ) ) • • • 1 1 1 · 1 1 1 anuuully, :uul onC'r every yem·, prmt.Pd, 11111 er t ten· 1hrectwn, niH pu J IS 1e1 UIH 

'" he Hl'ir!HtH't! 1 I I c.• ) ) )) • l 88 I of "ontf'ni~ uf p :teet on sa e. Nl!' 1 cm·reet copy :;; Ill , 111 t w yenr 1 9, tt• 

TI··~.d~f··•·. printPil n111l publisher) nt. as early n 1late n;; is possiltle, :mel in ewry 

year sultHetpwnt to the ypm· 1889, shall lte printed and published on 
• 

the 31st 1lay of .Jan nary. A eopy of the Register for the tinw 
being purporting to he so printed and pnblisiH'd shall be admissible 
as evidence of all 1_natters stated therein, alii) the absence of the nnmP 
of any person from the Register shall he evidem·e, nntil the contmry 
is made to appear, that stwh per~on is not registered in }Jlii'Sll:mce of 

the Aet. 
• 
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4· 1'he Institute shall ap}Joint n. Registrar, who Hhtlll keep the Registrar, 

Regist.er in accordance with the provisions of tl1e Act, and these 
• 

Rn!es, and, :;;ubject thereto, Hhall net. muler the directionH of the 

T nstitnte, 1llld the Board of Tmde. · 

5 A l)er~on \Vllr; 1's rlesirour; of heinu reuistererl in l·)nrsunnce of llt•giHtmtir
1
•u or 

• ~ .---. ._.. \1t'l':i011S W 10 

the Act. on the around thn.t prior to the pnssing of the Act he hatl were p:at•:nt 
· b . ng-1mts Jll'lor to 

heen hon:1 fide practising as n. patent ngent, shall produce or tmmnu it t.li~· pns~ing of 
. d l . . l F . tlu~ Act. to the ]3o:ml of Trade a. statutory ec nmtion m t 1e ! orm 2 m . 

Appendix A. ; (h) pro\'idetl thnt the 'Board of 'l'rade may, in any ease 
in which they shall tl1ink fit, re«Jnire fnrtlwr or other p1·oof that the 
person batl prior to the pusHing of the Aet heen hom1 .fitle practising 
as a pnteut agent. Upon tl1e receipt of such Htatntory ,Jeelaration 
or of l:ill!'h further m· ntheJ• proof to their ;;atisfact.ion as the case may 

• 

he, the Bo:ll'fl of •rmtle ~hall tmnsmit to the Hegistrm· a certilic:ate 
that the person therein nnmed is entitled to IJt) registered in 
pnrlill:UIC'e of the Act, :mrl the Registrar shall on the receipt of 
such c>ertificate cnn::;e the name of sunh person to he entererl in the 
Hegister. 

6. Subject to the provisiour; of the Act in favour of evrry prm;on Pi.ual quali; 
• f_y111~ t•xannun• 

who prm·es to the satisfac:tion of the Board of Trade tl1nt, prior to tion_'-fo•· r .. gis-
• ,. • • fl>ttfwn. 

the passmg of the Act he lmtl been bona fide pmctJsmg ns fJ, patent 
• 

ngent, no person sl1all be entitlerl to be registe1·ell as a. patent agent, 
unless he lms passetl, anti pro,]uces or transmits to the HegistmJ' a 
eertifi<·nte under the seal of the Institute that he has pnsserl, rmch 
final examination as to his knowledge of patent law nnd practice allfl 
of the duties of n. patent agent as the Institute slmll from t.ime to 
time prescribe. 

7· Any per::;on who has been for at least seven <·onser.ntive years Exe.mpfic•n of 
, • • Jlii!Hli< nml 

coutmuously engagetl a:; a pnpll or assistant to one or more nssi~fn!•ts frolll 
• . . . d prclnnliJaJ'I' 

registeJ•erl patent agents, anrl any person for the tune hemg entitle .,x:uuiunti,;u, 

to practise as a Solicitor of tl1e Supreme Conrt of ,J ndic:atnre in 
I<Juglanrl or Ireland, Ol' as :t law agent before tho Court of Session in 
Scotland, ::;hall be entitled to be registerer] without J.mssiug any ex-
amination other than the final examination J.Jrovided for in the last 
preceding l{ule. The Hegistmr slmll before registering the name 
of any such person as a. patent agent (in atldition to tl1e final 
examination certificate) 1·equire proof satisfactory to the Hegistmr 
that such person has been for at least seven consecutive yP.ars con-
tinuously engaged as such pnpil or assistant, or is entitled to }Jrnctise 
as such Solicitor or Law Agent . 
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APPENDIX. 

8. Any pernon who is not qnalifierl under Rnle 7 lllll!>t., in ordPr 
to he entitlecl to present himRelf fm· tlw final qualifying examination, 
be·-

• 

A perRnn who has passed one of the preliminary examinntionR 
nwntioned in Appendix B.,(c) m· snch othet• examination 
flS the Tnstitnte shnll, with the ll)1Jll'0\11l.l of the noard of 
Tmtle, h~· regnla.tiou prescribe. 

9· 'l~he T nst.itute shall hold at least oncr. in the year, rommf'llcing 
with t.he first. •lay of July 1889, and in every other sncceeding year, 
n. finrrl qnalifying examination, which sl1all he the final qualifying 
cx:uninntion required under Rules 6 all!! 7 : and the InRtitnte shall, 
suhjeet to these Rules, have the entire management and control of 
nll such examinntionR, anrl may from time to time make regniRtious 
with l'f'Rpect to all m· nny of t.he following matters, that. i;; to say,-

(a.) The su l),jects for nllll t.he mode of romincting thr. examination 
of candidnteR : 

• 

(h.) 'l'he tinwr; nnd pln••P>; of t.hP Pxnminntions, nlltl the notices to 
hr given nf exnmiunt.ion;.;; 

(''·) Thr r•rrt.ilicatr;; to]!(' ginm to Jlf'l':O:Olli: of theil· having passNI 
t·hr r-xnminMious: · 

(d.) 'l'hr n ppoin t.mPut.:mt ll'Plllnva I of •'xn mine1·;;, n uri t.he remnnr
mtion, hy frr:-: m· ot·.Jwr\\·i:;P. of the PY:uniner;; ~~~ nppointecl: 
"lll) 

A 11\' other llHittPI' m· thing Hf; t.o whic·h t.he Jn:;;t.itute mnv 
• • • 

t.hiuk it. nrc·p;:f;ary to make l'PJ,tlllnt.ions for the pnrpn:o;e of 
cnrryin~ ont. this Hnle. 

I o. The Hegixtmr f;hall from time to time insert in the Hegishw 
nny nlterat.ion which may come to l1i;.; knowlrdgP in tl1e nnnw or 
adtlress of any person regishwed. 

11. 'l'be Uegi:4mr shall erase from the HegiRter the nnme of any 
rPgistered person who is •learl. 

I 2. The l~egi;.;trar m:w ermm ft·om the ]{egister tl1e name of any 
Ernsm·e of • •· • 
nnmcs of registered person who has censer! to pmctiRe a:;; a patent agent, hut 
persons who t ( I · f't 'd 1) · 1 t tl t f tl t hnvc censPCl to no Ra\·e as lcJ•ema et· provi C( wit 10n 1e consen o Ht person. 
pmcti~r·. For the purposes of t.hiR l{nle the Registrar may send l1y post to a 

registe1·ed prrson to his registere•l address a notice inquiring whether 
or not he haR ceaRed to practise or has changed his resi•lence, and if 
the Registrar doPs not within three months aftet· sending the notice 
receivP 1111 answP.r thPreto from the Raid per~;on, he may, within four
teen •lnys after t.he expirntion of the three months, send him by post. 

--~ . 

• 
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• 

to his registered address another notice rcfert·ing to the first notice, 
and stating that no answer has been received by the ltegistmr; and 
if the Registrar either before the second notice is sent receives the 
Jirst notice back from the tlerul letter office of the ·Postmaster-

-

General,. or receives the second notice lnwk from tlutt office, or doe:; 
not within three months after sculling the second notice receive any 

• 

answer thereto from the sait1 Jlerson, that person shall, for the 
purposes of this Rule, be tleemct1 to h:we ceased to p1·:wtise, and his · ·· . 

name may be erased acconling1y. ' 
1 3· If any re••istered person shall not, within one month from the Eru$m·o uf · · 

0 . f 
1 1 . I I . 1 . t t' f b bl . I JHliiiC$ Ol' IJU!I• t ay on w nc 1 us anuua reg1s 1~t 1011 ee ecomes pay:t e, pay sue 1 tmyuwut of 

fee, the Hegistrar may sene! to such regi~te1·ed person to his fcc~. 

registered atltlre:ss a notice retpliriug him, on or before a day to be 

named in ·the notice, to pay hi,; :mnual registmtiou fee; aml if such 
registered patent agent :;hall not withiu one mouth from the day 
named ii_t such notice pay the registmtiou fee so due from ltiiu, the 
Regist1~1r may erase his uaute ft·om the ltegister : proricled that tlte 
name of a 11ersou erased ft·om the Hegiste1· under this Rule may he 
t•e:-;tored to the Uegi:-;ter by directiou of the Institute or the Hoard of 
Trade on payment by :;ueh 11erson of the fee or fees due floom him, 
together with such further smu of woney, not exceediug in ·amount · 
the tllllllt:tl registratiou fee, as the Institute or the Bo:u·d of Trade 
(as tlHl ca.-;e may be) may iu each Jlltrticnlar case direct. 

• 

I 4· In the executiou of his duties the Uegistrar shall, suhject to llcgistmr 1 ~· 

I R I · 1 I · · _, t I . uct ou t 1ese u es, m eac 1 (•ase act on suet ev1uence as appears o mu cvidoucc, 

sufficient. 
1 5· The JJoart1 of Tritde may c.ll'llei' Lhl:l Uegistrar to erase hom J~m~nnl ,,f iu. 

I R . t I • 1 . l • 1 t tl . t' f' t' correct ur t 1e eg1st~·r any en ry t ;erem w He 1 1s provet o ten· S!t Is ac 1011 fmU<lulcut 

to lmve lJeen incorrectly or fmutlulently inserted. entries. 

16, If any registered person slw.ll be convicted iu her Majesty's limsurc or 
I . . 1 l f ff' h' l 'f 'tt I . ...,, I 1 UlliiiOS or ( omuuons or e sew let·e o an o ence w lC 1, 1 conum C( 1n .c.ng am , pm·suns cull• 

would be :t felony o1• misdemeanor, or after due inquiry is proved to ~f.~~;c~.~~~~d 
t-he Hatisfaction of the Board of T1•ade to have beeu ~rniltv of tHs- pc~titous fcn.md 

"' ,r <>mltr or chs-
gmceful profession:tl conduct, or having been eutitletl to practise ns g1~tccful cuu. 

c• 1' 't 1· A t' I II I l 1 · 1 duct. a o-:~o lCI 01' or ~nw gen s 11t 1ave ceasel to Je so ent1tlet , the 
Board of 'l'rade may order the Registrar to erase from the Register 
the name of such person. Provided that no person shall be adjudged 
by the Board of Trade to have been guilty of disgraceful professional 
conduet unless such pe!·son has receivelluotice of, and had an oppor-

• 

tunity of defending ltim~elf from, any charge brought ngttinst him. 
I 7. (I.) 'Vhcre the Bo:trd of 'l'mde direct the erasure from the l!csloratiuu of 

emaed utunc • 

• 

• 
' 

• • 

• 
• 

• 

' • 

' • 
• 
" 
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Register of a name of any person, or of any other· entry, t.he name 

of the person or the entry shall not be again entered in the Register, 

except by order of the Board of ~rrade. 

(2.) Thd Board of Trade nuty in any case in which they think fit 
restore to the Itegistel' any name 01' eutry emsed therefrom eithm· 

without fee, o1• on payment of ::;uch fee, not exceeding the regi~

tmtion f(:Je ;to; the ]3oal.'l 1 of T1·atl(:J may from time to time fix, and the 

Registrm· shall re:;tol'(:J the uame accordingly. · 

(3.) The name of any }Jer:;on emsetl from the Regi:;ter at t.he 

twluest or with the consent of ~uch person shall, unles~ it might, if 
not so erased, have be(:Jll erasetl by ord(:Jr of the .Board of ~~1ml(:J, he 

restored to the R(:Jgi::;ter by the Hegi~trar ou his application aiHl on 
payment of such fee, not exceeding the t·egi::;tmtion fee, a:; th(:J 

Institute :;hall from tiuw to time fix. 
18. l!'or the purpo:;e of exerci:;iug iu nuy case the }Jowers of 

erasing from null of re~tol'iug to the Registrar the name of a. person, 

m· an eut.t·y, the Board of 'l'rade may appoint a. committee consisting 

of snch per:;ons as they :;hall think fit. Every application to the 

Board of 'l'ratle for the el'aSlll'(:J from, or rc:;torntiou to, the ltegistrm· 

of the name of any patent agent shall lm referred for hearing and 

inquiry to the com1nitwc, who :;hnllr(:Jport thereon to th(:J 13uartl of 

~l'mtle, and ;t re1mrt of the committel.l :;hall he conclu:;ive n:; to the 

l'ud:; fol' the pnl'po:;e of the cxct·cise of the said powcl's by the Board 
of 'l'mde . 

• \ppe:tlto 19. Any per,;mt aggrievetl hy any ordet·, direction, m· refu~al of 
J)loardufTI'ilck. the lnstitnte 01' J:tegi:;trm· mar Hl1peal to the Bmll'l) of 'l'm,le. 

Xotiec of 20. A pet•::;on who intends to appeal to the Boanl of 'l't·ade under 
nJ•peal. the:;e Bule.~ (in these 1-tull•:; referred tom; the appellant) :;h;tll, within 

14 days f1·om the date of the making ot· giviug of the ot·der, dit·ection, 

or refusal complained of, leave at th(:J office of the lm;titute a notice 

in writing signed by him of ::;uch hi:; intention, 

C~se OG llppeaJ, 

Trau sJ ui ssiuu 
t•f uutice uf 
a ppeul ltJ 
13oard uf 
~l'l'ntle. 

JJireetiuus as 
tu heariug of 
appeul. 

21. 'L'lw notice of intention tL' allpeal shall be accompani(:Jd by a 
stat1~meut in writing of the grounds of the appeal, and of the caS(:) of 

the app(:Jllaut in support thereof. 

22. 'l'he appellant :;hall abo immmliately after leaving hi:; notice 

of appeal at the lu:;titut(:J :;end by post a copy ther(:Jof with a copy of 

the appellant's cw;e in support thereof addres>ecl to the Sect•etat·y of 

the l~oard of Trade, 7 "\Vhitelmll Gardens, Loudon, 

23. 'L'lw Bo:ml of Tt·ade umy thereupon give such tli1·ectious (if 

any) a:; they may think fit for the Plll'llOSe of the hea1·iug of the 
• 

uppenl. 

• 

.. 
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24. Seven tlays' notice, m· :-melt shortet· noliee a,; the J~oanl of Xoti~" of 

''' d · t' 1 ]' f' I . l I heal'lugof .Ll'a e may m any par ICII ar ease ( treet, u t te tnue am pace nppt•nl. 

appointell for the heariug of the appeal shall he given tu the appel-
hmt a111l !.he Iustitute ami the Hegistt·m·. 

25. The appeal may be heard by the President, a i':!ecretm·y, or an Jl,.,!''!ug nJHI 
. s f I B 1 f ·r 1 1 l l . . 1 <lcl'ISIIIIl of A:;:-:tstaut , ecretary o t w oar1 o rm e, mu t w 1 ectston am nppcnl: 

ordet· thereon of the President, Sect·etary, m· As,.;ista.ut Sooretm·y, a:-: 
• 

the case may be, shall be the decision of the .Board of Trade on such 
appeal. On the appeal such decision may be given or order made _in 
reference to the :mbject-matter of the appeal as the case may reiJilire. 

26. 1'he fees set fol't;h in Appendix C.( d) to these J.tules shall he Fct·.-. 

paid in respect of the sevemlmattm·s, and at the times and in the 
ut:mnm· therein mentioned. 'l'he Board of 1't·ade may ft·om time to 
.time, hy orders signed by the Secretm·y of the Bom·d of 'eratle, alter 
any of, or add to, the fees payable under the:-:e H.ules. 

27. Any regulation m:vle by the Institute nndet· these ltules nmy .\!lcmtiou of 

l b l . a . . 11 l'l"'llllltiun~. he altered or revoke( by :t su setptent regn atwn. optes of a " 
regulations made by the Institute under these Uule:; shall, within 
twenty-eight days of the date of their being matle, be tran:mtitte•l to 
the Board of Trade, and if within twenty-eight days :tfter a copy of 
any regulation has been so transmitted, the lloarll of Trade hy au 
or•ler signify their tlisapproval thet·eof, such regulation shall he of no 
force or effect; and if, :tfter any regulation mulm· these ltules has 
couw into force, the Board of Tr:ule signify iu manner afore,.;ai1l theit· 
1lisapproval thet·eof, such regulation shall immediately cease to be of 
auy force or eftect. 

28. The Iust.itnte shall once every vem· in the lllonth of Deceull•et· llo•port. to 
tmusmit to the Hoartl of 'frmle n r~p~rt st:ttiug the numhet• of appli- ~.~:~::;~.of 
eations fm· registration which have been _made in the precetliug year, 
the nature and results of the final examinations which have been 
held, and the amount of fees received by the Institute under these 
H.ules, and such other matters in relation to the provisious of these 
H.nles, as the Bon.rtl of ~rmtle may from time to time, hy notice xigued 
by the Hect·etary of the Board of ~L'rade and nddt·essed to the Institute. 

0 

• reqtm·e. 

29. lu these ltulm;, unless the coutext otherwise re11uires llcliuitiuus. 

" The Act " means the Patents, Designs, and 'l'rade Mm·k,.; 
Act, 1888. 

"The Institute" means the Institute of Patent Agents, 
a~ting Lht•ongh the Uouncil for the time being. 

(d) P· 665JIU$/' 
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Counncilce
nwut. 

'J'itle. 

• 

APPENDIX. 

'' The Registrar" means the Registrar appointed under these 
Rules. 

"Hegistered patent agent' means any agent for obtaining 
patents in the United Kingdom whose name is registered 
under the Act nnd these Rules. 

30. These Rules :;hall commence and come into operation on the 
12th day of June 1889, but at any time after the making thereof 
any appointment or regulations may be made and things done for 
the purpose of bringing these Rules into operation on the said day. 

31. These Hules may be cited as the Register of P1ttent Agents 
Rules, 1889. 

By the Board of Trade, 

COUHTENAY BOYJ,J<J, 

A~~i~tant l:iccrctar~·, Jlailll'ay Department. 

'I'he uth day of June 188g. 

• 

• 

• 



• 

• 
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FOI{M OF P.AT.ENT.(e) • 

VlUTUHI.A, by the gt·ace of God, of the United Kingdom of 
Great Britain and Ireland, Queen, Defender of the Faith: To all 'to 

whom these pre:;ents shall come greeting: 
Whereas Joltn Smitlt, of 29 Peri'!/ St1•eet, lli1·minylutm, in the 

county of Warwick, Bn!Jineer, hath b~· hi:; ::;oleum declaration 
re}ll'CI:ientell unto us that he i:; in po:;ses:;ion of :Ill iuYeution for 
·" lmprol•ements in ,')'ewiny .. llachines," that he is the tt·ue and first 
innmtor thereof, and that the same is not iu usc hy any othet· 

person to the best of his knowledge and belief: 
And whereas the ::;aid inventor hath humbly prayed that 1''1.! 

would be graciously l'lea:;ed to grant unto him (hereinafter togethet· 
with his executors, admiui:;trat.or.-, and a:>.-;igus, or uny of the111, 
referred to as the 8:illl patentee) om· Uoyal letters patent for the 

• 
,;ole use and advantage of his said invention: 

And whereas the said inventor hath hy HIHl in his complete 
,.:pecilication particularly described the nature of his invention: 

And whereas we being willing to encourage ull inventions which 
may be for the public good, are graciously pleased to condescend t•J 
his request: 

Know yc, therefore, that 'Ve, of om· eSJlecial grace, certain know· 
ledge, and met·e motion do by these presents, for us, our heirs and 
successors, give and grant unto the said patentee our esiJecialliceuce, · 
full power, sole privilege, and authority, that the said patentee by 
himself, his agents, or licensee::;, all(l no others, may ~tt all times here
after during the term of years herein mentioned, make, use, exercise, 

(c) '!'his form appears as Fm·m D. in 
the fhst schedule to the 1'.1tents, Designs, 
ami 'l'mde 1\Jarks Act, 1883. 

!\fodificaHons of' this form m·c ucccs
HIII'Y to meet special cnscs, am! at the 
Patent Ollice eight modified formH am 
kept in stock: 

A. Grant to 11 single in \'en tor. 
·B. Grant to sen•ral Joint applicants, 

nlll.ieing in1•entors. 
U. Grant to importer. 
ll. Gmut. to sc1·eral joint applicant.~ 

l•nly some of whniU aru iu,·cntoi'S, 

E. Gmut to the legal rep,·escnluth·c 
of 1111 inventor who has llicll possessed of 
11n in1·cution, in respect ot which hu has 
111adu au application. 

EE. lhaut to le"'rLI rcpruscntatil•es of 
1111 inventor wllO hu~ died possessed of' au 
iuvention, in respect of wl1ich he lms 
made :m application. 

F. Chant to 11 fcmnlc npplicant. 
U. Urunt to seveml JOlllt Rj!Jllicnnts 

wl~erc one of the original npphcants is 
tlcutl. · · 

• • 

• • 

• 



• 
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and nmd the saitl invention within our Unitetl Kingdom of Great 
Hrit:tin and lreland, a111l Isle of ~[an, in such mamu'J' as to hi111 01· 

them may :-::eem meet, and that the said patentee shall haYe and 
en_joy the whole profit and advantage from time to time accruing h~
reason of the said invention, during the term of fourteen years from 
the date hereunder written of these presents: And to the e111l that 

• 

tl1e said patentee may hrwe and enjoy the sole use and exet·ci::;e awl 
the full benefit of the said invention, \Ve do by these presents for u~ 
our heir::; and succes~;ors, strictly command all our snbject::; what
~ne\'er within our United Kingdom of G1·eat J3ritain a111l lrtlantl, 
and the Isle of Man, that they do not at any time 1lm·ing the con
tinuance of the sai1l term of fourteeu rear::; either tlirl'cth· o1· 

• • 
indh·ectly make use of or put in practice the said invention, or ally 

part of the same, nor in anywise imitate the same, nor make or cau:-::e 
to he made any rultlitiou thereto or subtraction therefrom, when·hy 
to pretend themselves the inventors thereof, without the couseut, 
licence or agreement of the said patentee in writing nuder hi::; haw! 
ami seal, on pain of incurring such penalties as may he justly 
inflicted on such oft(mders for their contempt of this our Uoyal 
connuund, and of being answerable to ihe 1mtentee according to law, 
for his damages thet·eby occasioned : Provided that the:,;e our letter:; 
patent are on this condition, that, if at any time during the said 
term it be made to H}lpeat' to us, our heir:; or successors, or any ::;ix OJ' 

more of our Privy Council, that this our grant is coutrnry to law, or 
pt·ejudieial or incom·enient to our subjects in general, or that the said 
ilwention is not a new invention as to the public use awl cxerci:-;e 
thereof within our United Kingdom of Great Britain mul lrelantl, 
and Isle of 1\ian, or that t-he said patentee is not the first a !HI true 
inventor thet•eof within this realm as aforesaid, these our letter~ 

patent ::;hall forthwith determine, aml be void to all intt:\nts awl pur
poses, notwithstanding anything bereinlJefore coutained : Provided 
also, that if the said patentee shall not pay all fees by htw relJUircll 
to be paid in respect of the grant of these letters patent, or in 
rl'spect of any matter relating thereto at the time or times, and in 
!Hanner for the time being by law prodded; and also if the sai1l 
}latentee shall not supply or cause to be ::mpplied for our service all 
such articles of the snid inventiou as may be required by the 
oilicers or eommissioners administering any department of our 
:-;er\'ice in such manner, at such times, and at allll upon such real'on
a hie pric,es ami terms us shall be :-::ettled in manner for the time 

being by law }JI'OVided, then, and in any of the said cases, these our 



• 

FORl\1 OF PATENT. 
• 

letters patent, and all privileges and advantages whatever hereby 
grantel shall determine and become void notwithstanding anything 
hereinbefore contained: Provided also tluit nothing herein contained 
shall prevent the granting of licenses in such manner and for such 
considerations as they may by law be gmnted : And lastly, we do by 
thesP presents for u:>, our heirs :tncl successor:-;, gmnt ·unto thP. said 
patentee that these om· letters patent :;hall be conskued in the 
most beneficial sense for the advantage of the said patentee. In 
witness whereof we Juwe caused t.hese out• letters to be made pa.tent 
this one t.housand eight hundred nml 

' 

and to be sealed as of the one thousand eight 
hundred allll 

• 

• 

• 

• 

' 

SJ:.n or 
))ATF.!'iT 
UFFin:. 

' 

• 
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• FOHM~.(b) 

P A TESTs, IJ£:>WN:>, AXD TnADE MAliK:> AcT~>, 188.3 To 1888. 

!'A TEXT. For'n A . 
• 

('l'o he accompanied by two copies of Form B . 
• 

or of J;'orm G.) 

APPLIUA'J.'ION .FOR PA't::KKT. 

(rt) Here 
• • 
Jll::Ot1l't uamu (11)---------------·--------
ami fullnddl·c,s -------and calling of ------·-------.. · .. .. .-· . . . ... . ----·· ·---- ----- .. 

applicant or 
"l'Jllicauts, 

(h) 111'1'(' 

iu:;'ei'L title uf 
iu nmtiou. 

-------------·-·--·---------- ..... ------------ ..... 

-----------------~ --·---- ~------. ·-·- .. ·- -- .. --------------
.. . -- . . . - -. - . -- ----- -- - ~ --- ·------ ------ --------------

-------------------·-------''10 he•·eh~· 
llerlm·e that; _______ in )10~:-;pssion of all ill\'ent.ion the title or 

whieh i:c; (h) ------· .... ·-·- ..... _ ...... _______ -------- .. 

-----·-·--· ---- ---------- ---------- ------------- ··--·----- -- ---------------
---------------- ... ·----- _________ .. _ ...... ----------
that. (e)-----------------------(<') In the 

cn:;u of more 
than one nppli- t.he true and first inn•utor ____ thereof; nml that 
caut state . . 
whether all, 01• the :-:arne IS not m n:;e by any other per.~on ot• }Jer:;ons to the best 
if not, who is of knowledrte ·m<l helief · and humbly pt"IY th·tt ·t P·tteut or aro the · et ' · ' ' ' ' ' '" 

!nwutor or mav he granted to for the said invention. 
mvcutors. • 

(d) To be 
sigticd by 
applicaut ot• 
awlicauts. 

lu the case 
uf n. l•'il'fn, l!nch 
mcm her of tlw 
Jo'irm must 

• stgn. 

Dated 
• 

day of 

{d) 

-----..... -------- ----
----------- -----·- - .. 

-----·------------- ---·· 

No-rt:. Where application i~ made through an Agent (Uule 8), t.Iw autlwli
~alion on the back (if used) should be signed by the applic11nt or applicants. 

-To t-he Co~IP'rROLLER, 
l'alcnt Office, 25 Southampton lluilding~. 

Chancer~· J,:ull', London, W. C. • 

' 

/b) The l'ollowiug forms ll. to V. arc containetl in the i::iccuwl l:ichcdulc to the 
l'atcnt Hulcs 18go. 



• 

For the ronwniPnre of npp1irantr-;, snggPste<l fol'ms of nnthorisn.-
. . 

tion to nn A~ent nnd statement of ntldre;;.<; restlecth·ely nre printed 

below:-

( x.) Wlt~l'll ap]llication is made tln·ou!Jh· an A!ftmt (P.itle 8) . 

• 

• 

.. ______ he•·rhy app<•int _________ _ ___ _ ... -----·-- ______ . _ 

of ___________ . . . - . ··- ... .. - ~- .. ------ --·-------------

to ad. as Agent in rrsprct of the within applir~tt.ion 

. for a Patent., :uul l'P(jiiPst that all notirrs, rrq nisitions, :mrl cou11n u

uient.ions •·eluting thereto mny he sent. to sueh AgPnt. at thr 'nho\'e 

address. 
______ tlay of _______ ,s __ 

• 

. ... ... 

-

-------------- " 'l'o he 

GS7 

signet! by 
------------- npplicnnt 01 

npplirnut~. 

---------.-·---------

• 

(.2.) Wlo'1'P. applicat.ioil is mrule wit/,out ail Ay~ill (ll11le 9). 

________ hereby reftner-;t that all notices, requisitions, ::mel 

comm1mirations in respect of the within n.pplirntion may be sent 

• to ________________ at __________________ _ 

-------day of _____________ I 8 ___ _ 
• 

• 

- t To be 
• • si~ued bv 

-------------···--- R}iplicnnio 
npplicnnts . • 

-------------.- ··---• 

---------- --·----

• 

• 
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PA'J'EN'l'. 

' ! 

(a) Hem 
iuRert nnme 
nnd full nd
clrco;R nncl 
calling of 
npplicnnt. 

(/1) Ho•ro• 
ins•••t till<> of 
inventiou. 

APPENDIX. 

PATENTs, D~:swNs, AND TnAm: MAm<s Ams, 1883 TO 1888. 

Form Al. 

(To be accompanied hy two copies uf Form 11. or of Form C.) 

APPLTOATTON .FOR PATENT FOlt lNVJ<JNTION 
COl\DlUNWA1'ED FHOi\1 ABROAD. 

I((()--------------------

of ________ ... 
. -- ---- _____________ . ___ ... ____ ...... __________ in the 

e~onntv of_ . .. . __ 
• 

rio hereby e leelnm 
• t.lmt I . . -- . --- --- -----

• 

• • 
:till m posses>;IOn of au invention t hr is ( /,) title of whic·h 

--------------------------------

(~) Ho•re which 
in~wrt umtw, 
uololri'SS, :uul 
cnllinl-\' nf 
o·ummnui<·nut. 

invention hns heen r.ommtmica ted to me hy (c) · 

(d) ·~·o Le 
Rir,necl loy 
np ·licnnt ur 
upi• licnnts. 

-----------------------------
--------------------------
-------·· - ~ --- -------- - ------------ -- ----------

that l claim to be the true and first inventor the.·eof; and that the 
r-mme is not in Uj;e within the Uniteel Kingelmu of Great Britain nne! 
r relanel uud the Isle of :Man l•y any otlull' peJ•son 01' peri'OIIS to 

the best of my kuowledge and belief; ancl 1 humbly pmy that a 
Patent may be grantee! to me for the :";aid im·ention. 

DatPcl ______ ,elay of _______ 18 ___ . 

(d)----------·-·--· . . . . --------
--------·------- ·- ----------------· 

---------------------------------

• 

~o·n~.-Where application is made through 1111 Agent (Uulc 8) the authori· 
~ation on the h:wk (if n~ecl) ,;hould be signed by the applicant or applicant~. 

'l'o the Co31l''l'ROLLEII, 
Patent. Office, 25 Sotit.lmrupton Buildings, 

Chancery Lane, London, W. C. 



FORl\fS. 
• 

For the convenience of npplirant.~. suggPRtell formR of nut.hori~n
tion to an AgPnt nncl sb1tnnwnt of nclclres<' JoeRprd.iwl~· :li'P. printecl 

below:-

( 1.) IJ'hm·e applicatioil i.~ made tlwnnyh "'' .:lymtl (Hn!e 8.) 
0 

_____ hereby appoint ___________________ _ 
• 
0 

of __________________________ _ 

to act as _____ Agent in respeet of tlu~ withiu applicution 

fmo a Pntent, auclreqnesf, that. all notice.~, l'l'tJIIisitions. awl eommn

uieaticm,; relatiug thereto may lu! snnt. to stwh A~ent at tlw ulwn• 

ac lthoesso 
_____ clay of _________ 1 R __ 

' 

* ·-----------------
·-·------ ·-· ··--·· --~ ___ ,.______ -- -----------

-------------------
0 

(z.) 11'/1111'1' "JIJifh'fllioll io~ 11/1/rlt• tt.•itlwnlrui AtJt!ttl (!tuft! y). 

---- .. ---- hl'lotJI•y I'!'CJIIC:St that nil noticoes, recJllisitiuus, :lllcl com· 
• 

lllllHic>at.iuus iu lol'sptwt: of t.lw within applitoat.ion uuw l11• s(•ut tu 
0 

----------------------------
·---------------------at_---------·---

----·----....... ·--------
____ tlll,Y of' _______ IS __ _ 

i· --------. ·-----------------

639 

~ 'l'o !Je 
Riguecl!Jy 
npplir.nut or 
nppliennlso 

f 'J'o LH~ 
------------ ----------- ___ ... ------------- sigucci!Jy 

-----·-------- -~ ·····-·- .. -- ·---·· .. -- .. ---

----- ..... ... .............. ---- -----.------
• 

11 pplic11nt or 
11 pplicnut So 



(j.J-0 APPENDIX. 

PATf:xTs, DEsrnNs, ANn TnAnE 1\lAm\R AnTs, 1883 To 1888 . 

• 

I'ATEXT. Form A 2. 

APPLTC'A'L'lON l!'OR PATENT UNDBH. INTERNATIONAL 
·- -·- -- --

AND COLONIAL ARH.ANGEl\IENTS. 

(tt) Here (a) 
in~ert unme 
ntH! fnllnrlrlrr~~ 
:uul calling of 
nppli~nnt, or of 
t'nch nf thr 
npplicnut~. 

(h) HN·~ 
iu~rrt tit II• of 
i u wu linn. 

(•·) 11 ,,,.,, 
ius!'rt tlu• 
nnnu•s of <'nch 
l'm•pign i';tnh• 
fullnwr•l ll\' 
tl1r oflir.inl 

• 

npplicntion in 
(•nch 1'£1· 

~prcti \'1' I y. 

(t!) lll'l'O 
insl'rt IIJI' 
ll:lllli'S of I'RCJJ 
Ih·itiRh !'us
session fol
Jowl'd by tl•c 
oflicinl dnte of 
1110 npplirntion 
in cnch I'<'· 
~prctivrly. 

( ,, ) IT Prr 
insert t.Jw 
oflieinl dntr. of 
I h!' rnrlirst 
forri!!n 
npplir•Liiou. 

• 

tlo herehy •lrcl:l!'e that. I (or we) h:we made 
proh•ction of my (m· om·) in\'ention of (h) 

forei "ll ,... npplications for 

in t.he following Fm·Pign 8t:ttes :tllll 

viz.: (c) 

on t.he following otlicial date~ 
~ 

nn1l in thn following Briti:-;h Possessions nncl on the follo11:1ng oflicial 
elates, Yiz. : (cl) 

That the snid ilwention wns not in nse within the United King
dom of Great Britain and Irelnn•l all(l the Isle of l\Inu by nny other 
person or persons before the (e) 

• 

• 



• 

• 

}'ORMI':i. 
' 

to tlw best of knowledge, information and belief, aud 
humbly pray that a patent may be grnnted to · for the snid 
im·ention in priority to other applicantf.l, nml that such patent shnll 

have the d<1te (f) · 

• 

• • 

, 

fi-11 

(.1) llcrc 
insert tho 
ofiicinl elate of 
tho enrlil•st 
foreign 
application. 

(g1 -- -----------·--------, - (!J) Signnturo 
of npplicnnt or 
of each of 
npplic:mts . 

• 

----·----------·---------·--

------------------------------------------

• 

• 

• 

• • 
To the Cmm·rnnLLrm, 

J'ntcnt Ollicc, 25 Southampton 'Builcling~, 
Chancery J,nnc, London, W.O • 

• 

• 

• 
• 

• 

• 

• 

• 

2 s 

• 



• 

• 
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(rr) JICI"O 
insert titlo ns 
in dcclnmtiou. 

(b) Here 
iusnrt nnmo 

APPENDIX. 

To be issued with :Form A, A 1, or A 2. 

PA'rEN'rs, DESIGNs, AND 'l'uADE 1\{ARKS A.m·s, 1SS .. •ro zRSS. ·' 
:Form B. • • 

PIWVISIONAL SPECil!'lCATION. 

(To be iurnished in Duplicate.) 

(a)-------···-----·-··-··--···-·.-··-·--------·-
-------- ···--·------------- ------------ -----------

---------·· ·----·-· -·---------------·---------
-·-------------------------------

(b)------ ------------------------------ ----- ------------------------ ------~------··- ---

nudfullnd<lress -------. ·-· .. -- ···--·--------··-----·-·---·--------
1\U!l calling of 
npplicnut or -·----·-------··--------------------
applicants ns in 
cleclarntion. ·- --·-·-----------------··------·--·- ·---------

(") Hero 
insert short 
desctiption of 
invention. 

. ·----·---·--·---·-·-----·-····-···--·-·-------------·-

--------- - . ·- . - ··-·- --·--· ..... ---------- --------------------------

do hereby declare the nttture of thix invention to be ns follows ::-(c) 

--------······· •..•.. -··• ·-·---------··-------
-~- ---·---·--- --- -----· -·------ -----------------------------

---·---.... - . . - - ----- ----------· . .. --- ---- -·· -- ------·------
---------·· .. -- ··--------------·- -· ---·--------·-·-------
--- ·-· ·- -· -·--·· -·----·---------· -- . ... . . . . -- ·-
------ -·-··· . . . . - . . . - ...... - . --- - ··-··--·-------

-------------·--- -·------·-·- ----------·-·-------
----·-···· . ·--··--------
---------- --------------------------- ... ------ . ·- -----·-------
----·------ - . --------- . -· .. -· . ------- --------

NOTE.-No stamp is required on this document, which must form the eom
mencmnent of the l'rovisional S!Jecilication; the continuation to !Je upon 
wine-ruled foolscap paper (but on one side only) with a margin of two inch e.~ 
on left hand of paper. ~'he Provisional S!Jecification and· the "Duplicate" 
thereof must be signrJd by the applicant or his ngent:, on the last sheet, the 
date being first inserted as follows : 

• 

"Dated thif; ____ dny of _____ IS·--" 

•ro the Coli!PTROLLim, 

Pntent Office, 25 Southampton Buildings, 
Chancery Lane, London, W. C. 

• 

• 



• 

• 

FO T:l.l\IS • 
• 

PA'l'ENTS, DESIGNS, AND ~l'nADE .1\fAHKS Ac·rs, 1883 To xSSS. 
' 

' 
• • 

• 

• 

• 

. . :Form CJ. 

• 

r· \Vhcr:·~~:visi~~~~leci-1 
i flcnt.ion hns been left, quoto 1 
! No. au<! olnte . 
I No. I 

Date · --· ___ 1 
-·-·--- ~-. . . 

• 

! 
• 

CO:i\IPLE'l'E SPECI.F ICAnOX. 

('l'o be fnrnisherl in Duplicate-one unstnlllped.) 
• • 

. 

(i43 

J'A'l'EN'l' .. 
' 

(a)--------·-- -----------····------------- (a) Hf!ro 
insert tit-le ns 

------- ---------------------·-------··--·--------·-··-- ·· ···-··--· --·--· ......... ___ in declnmtio11 . 
• . . . . 

. .. - - .. ·-------------- - -----·--------- -- . ----------- ------ --------- .... -- ------- - --------
-------- -- ---. -~---- .. --. -- --- ·- -- --- -- ~- . ------ ... :-- ------· --- --------·--

(11) ----- ----------- .. ----------------- (b) Here 
in sort nnmc 

------- ----· · --- -------·-·-------------------- n!Hl fullndrlress 
-----------------and cnlling of ----- ------------------~-- -----·-----·-- :l}lplicllnt or 

______________ .............. ____________ ........ ______ applicants ns 
------ iu ilcclarntiou, 

do hereby declare the nature of this inYention and in wh:tt manner 

the same is to be performed, to Lo }l<Wticularly described and nscer· 
tained in and by the following statement : 

(c)_____ -------------------------------- (c) Hero in-
sort full de-

---------------'---------------------- scription of in· 

.... -------------------- -------·-- .. _ ---·-----------···-------------- vcntion, -u·ldelt. · 
mu.<t rud u•illt a 

--------------------·---·----------------- rlistiuet sl"fr·· 
meuf of claim or 

------·----···-·-------------- .... · · ------------------claims, ;u tlw 

------------· ------------------------- ---- . - -- ... -. -. ---

- ------. ------------------------- ----- ·-· -· ---

.followill!l 
- .... -----.form:

"Having 
·· ----- - now pnrt.i-

----..... ···---------· - . .. . _ . _ .... cul:ll'ly de-
------ sc:·rbeol nu<l ns-

---------· - ·--. -----·- - ' . . . . --- - ···-- .. ------------------ certnincrl the> 
nntm·e of IllY • 

·-·- --------- .. ... . ............... ·-----------·-·--------- ______________ said fuwmtiou, 
nrul in what. 

Xol'I·:, This document must form the commencement of the Comi_1lcte Spc- umm1~rtho 
cification ·, the cont-inuation to he npon wide-ruled foolsca11 par1cr (but on one ~nmfe Js 10

1 h1c 
JlP!' OJ'llJlll 

side only) with a margin of two inches on left hnncl o£ paper, 1'he Complete deelarn th;1t. 
Specification and the "Duplicate" thereof must be Rignecl by the npplicmnt. m· what I r•luim is 
his ag-ent, on the la~t Rhent, the r1ate being firRt insertecl nR follows: !{~~~; ~: 

"Dnt<>rl thi,; ______ rln~- of ______ IS __ ., 

'J'o the Cmir~·noJ,I,J-:u, 
Pntent Ollice, 25 Southampton Builclin)!~, 

Chrmccrv Lnnl', Lonclon, W. 0 . • 

•listiuctly 3· 
the featm·r•s 
of uov .. Jt.y 
clainwrl, 



APPENDIX. 

PATE:s'Ts, DESIGNS, AND 'l'HAnE :i\fAitl\S Acrs, r883 TO 1888 . 
• 

Form D. 
PATEN1'. FORM OF OPPOSI'fiON TO GRAN1' OF PATEN1'. 

(1'o be a~companicd by an unstamped copy.) 
!...-----

* Here state *I ------nnme nnd full --·-·· · · ·· ·--·- -·------·· - · - · -- .. ·---- --------
nddre~R. 

-------·--------- - --------------- --- - -- . --- ----------
------ --- - - -- . - - - .. ---- ------ ---- ----------· .. --------
---------- ... --. ····--------·------------

l1ereby give notice of my intention to oppose the grant of Letters 

Patent upon application No. _____ of _____ , appliecl 

for hY----·--·--------------------

-------- . . -- ------------------ ---- ------------
- - . - - -------- ... -· . -- ····-------------

------- ---·----------·-····. . . -· -- ------·------·-

t Here stnte upon the groundt--------------------
upou which of 
the grounds of 
opposition per---------------··---·--·- · --------·---------
mittcd by 
section II of :...· ---------·----- ··-·------ ------------
tho Act the 
grnnt is 
Op!lOSCd, 

• 

t JJ ere insert 
signntmc nf 
nppouent, 

-------------- .. -· . . --·-- -··· .. . ---·---------
--------·· -···-- ... -- ·-- -----·---·-----
------- -····· ---·--- ·- - ··--. --------------

. -- -- ......--- ·-- ...... ----· ·------------
- ------------------------------ --- ----- -· - . --~ - -------·- ·-· ·-· ---·. 

------------------· --------- - . ··-- --- . -- .. -· .. 

... -- .. ---·-----·--- ----·-·. .. ··--·- . -- .. - . - .. - ------------------------·. ·--

(Signed):!:---------

1'o t:hc Co~ll'TROr.J,En, 
Patent Oflicc, 25 Southampton Bnilrling-~. 

Chanccrr J,anc, J,ondou, W. C. 

• 



• 

FORl\fS. 

J>A1'BX'l's, DEswxs, A'NI> TnAnB 1\IAnKs AcTs, x883 To x888 • 

SIJt, 

. b'orm E. 

FOHi\1 O.F .APPLWA'J~lON lfOH HKA.HlNG BY 'L'JIE 
COMPTROLLER. 

In (.'nlies of lltt/itsal tu .Lcct?pt, Uppositio11 1 tJ/' Application'J ft,1' 

A menclments, ~C·c. 

645 

P A'l'EN'l'. 

' • . ' 

---·····- ... _ .. --·---·-·--of (tt)-----···--··-------·--· (a) lfcro in• 
fOrt ndtlrcss • 

. ·- ....... -- ··-· ____ _:,__ --- ... ··-·-· .. -· ---···· -~-·-- ·----- --·---- __ , __ _ 
hereby UJlply to be heard in reference to 

• 

' 

and request that I may l'eceive due notice of the <lay fixed for tho 

hetu·ing. 

Sir, 

Your obedient Servant, 

To tho C0)11'1'llOJ.I.Eit, 

l'atenf Oflicc, 25 Sonflmmpton Jluil<liug~. 
Chauce1T Laue. l.omlon. ,V. (', 

• 

• • 

• 

• 



.Tj .J !) 

!',\TENT. 

• .APPBNDIX .. 

l'A'l'ENTs, DBswx:>, .\lW 'l'JL\UJ> iUAHJ\S .\.c·r.~, 1883 1'o 1888. 

:i!'ol'lll P, 

l!'ORl\1 Ol!' APPJ~IOATION .FOR. A~mNJYl\lEN~l' 01•' 
SPECIFICATION Ult DRAWJNGS. 

I I . 
----____!' 

* Hel'l~ st:dt! 
11nmo 11111! full 
adda·e~s of ap .. 
plimut m· 
pateutcL'. 

••• -·· .. 
- - -

. .. -- . . . . - -~----- . -. -

- ----. . - .. - . ·•····-· ------- . 

-----·- -- --------· 

-. -- .. ·- --- ---~-- -- --- -----

~eek leave to ameml the ~pecilicatiou of Letters Patent No. _______ _ 

of rss. ___ , a::; ::;hown in red ink in the copy of tho original specili-

cation hereunto annexed___ ______ __ ---------------·- ---------

-----------------·-·----- ----------------- .......... - ---------·-·-
-- ---- -----------~- - --·· -- -- ------- ----·---------------- -·-----·-

.. . -- ------- ·---------- --------------------- ----- ... ----- ----------------..... 

-- . ---- ... - - --- -·····-------- ------ -. • 

- -

·-·---------- ···-··-··-· . - ... -···· ... ·- . --~--· ... ··-· --~ ···- ... 

~- -·-----·· - . • .. --. ----- -------·-··-··--------·--·----

--------·------- ·- . . ...... . ... -·- .. ··---··- .. . - .. ··--------------------······ ·-·-~ 
• 

t Hero stnte 
1"l!:ISOIIJ4 for 
HI'PJ\i ll;.!:llllCIH] .. 

l\ly reasons for making this nmemluwnt are ns followst _____ _ 

nw11t; nnrl ---- -..... -·· ----- . - . .. - -. ·- ·---------------·-
where the 
nppticant. is uut. 
the pnt"'lfcr, 
~Into what in. 
l<!rc~t ho 

• 
JIOSSL!SSI 1S 111 

t lw lcttr·t·.~ 
)•rtfent. 

t 'l'u he 
:--ig-twd hyappli
l_':tul. 

.... .. -· . -· - -

(Hignerl):t. _______ ............ ----------------

To tltc C•l~ll'TllOJ,I.J-:!t, 

J'atent Ullicc, zsl:ioullt:tJJI!JIUIJ llnildings •. 
Chnm:nt·,r I.:llt(•, Lotulon, "'.C. 

• 



• 

· FORMS • 
• 

PATENTs, DESIGNS, AXD TRADE MAHJ\S AcTs, 1883· To 1888. 

~: 

l!~orm G. 

l~OR~I OF OPPOSITION '1'0 Al\IENDl\fEN1' OF 
SPECU'ICATION OR DRAWINGS. 

(To be nccom11anicd by au unstampcd copy.) 

- . 
647 

-----

PATENT. 

• 

* llcrc stnto .. ·- -- - -- . - - .. ----- ----------- unmc nml full 
nddrcas of op-

--- ·-· . . ~·------. -- ... ···- ---··· -····-----·-:····-·-·· - -·---·-··- ----·-- llOJICUt, 

--- ------,.------------------------- - ----------
--------~---- - . . . ---- ----~---------

• 

----------- -- --- - . . -- ........ ----------------

--~------ --- -- --- ·-----·----- .... --- ------ --- -·. ··-- -------- --- ------ - - .. ·-- -· 

lwrcby give notice of objection to the proposed amendment of the 

~pecification or drawing;; of I .. etters Patent No. _________ _ 
• 

of 188 for the following reason: T------------- tHere stt1t0 
rcnsou of Oll· 

. ------ ......... ____ __ ____ .. .. .. .. -------------------position, - ------- ·-· 

-. . .. . . --- ... - .. ----- - ------ ..... - . --------- ------- -----------
-- - -- --- . --------·- --------. ------------ - -----· -- ----- ---·- ---

·--~- ·-------------·-·. --- --- . ---. ..•. .. .. -·· ·-. ----- .. ---~-------

- -------------.. -______ ... . .... - --~ --· ·•· - .. -·-·------- ----------------

-----------------------------·-· ·-------------

-·. . --· ......... --·-· . ·- ... -----·----·-------~---------------

------------ - --- -- .. -- - . ---- . ·----------- - -- . 

(Signed)-----------·----

'J'o the COMPi'ROLLEII, 

• 

Patent OJiice, 25 Sonthalllplon Builcling·~, 
Chancery Lane, Lomlon, W.C . 

• 

• 



• 

GJ8 

I' A TEXT. 

APPJ1~NDIX. 

PATJ-;NTs, lJJ-;:;wNs, ANJJ 1'nAnE 1\Lums AV1's, 1883 'l'O 1888. 

Form H. 

FORM OF APPLIOA'fiON FOrt umiPULSORY GRAN'!' 
Ol!' LICENCE. 

('l'o be accompaniccl by an uustmn1lctl copy.) 

II ~-
" ere Htnte ···· 

• 

name aud full -------------·····-··-·-· ··· · ··---·---. -------------- ·-----------·-
:ul<II'CSS Of ap
pJi~an(. --·-· --- . -- ·-· ----- . ·- -- .. - r ··-• '·-------·· •• • • 

----··· ······· -. . - ·-

hereby request you to bring to the notice of the Board of 'frade 

t Here st:\tc the accompanying petition for tho grant of a licence to me by i" 
U:ltUC HIHl nll• 
dress of pn· 
tcutee, aud 
llllliiUUI'IIUU 
<l:ttc of his 
palout, 

• 

• 

- . - - - -· . ~· -------· ·-·. . - • 

-··------------------·------- ·---------

-------------- ----------·-·-----------
·------- ---------------------- --·-------

(Signed)---------·--
" 

N U'l'll. 'l'hu pcLit:ion mu~l clearly ~cl forth Lhc !acts or the ca~o am1 he 
a~:cmnpauiclllw an examined copy thereof. Sec Form next page. 

To the CO:Ill'l'IWLLEU, 

Patent Ollicc, 25 l:iouthamptoulluiltlings, 
Chancery Lane, J,uuclun, W.C. 



• 

FORMS. • 
64() 

• • 

• 

P A'I'ES'rs, DEswss, ANJJ TRADE liiAiti\S AC'l'::i 
' 

1883 TO 1888. (a) Ircrc iu. 
~eJ-t nnmc, full 
address, nml 
description. l!'orm H 1. 

HOH.l\I OF PETITION FOH. cmiPULSOH.Y Gl{,ANT 0.1!' 
LlOI~NUES. · 

(i•i Here iu. 
scrt titlu of iu
l'entiou. 

(•·) Here 
~tate fullY th" 

l'o the Lonus of the OomuTTEE of Pmn CouNCIL for 

TnADE. 

• 
Hatnre of 
·I u~t i tioucr\:> 
intcr<•st. 

TJ t't' f ( ) f (d) Hure le pe 1 lOll O Ct -----------0 ---·--.. -------·stat" in tletnil 
in the county of.________________________ beino- :t the uircum-

-- -- --' "' stances of tho 
persou interested in 
,;cribeu :-

the matter of this petition as hereinafter de- case under 
section :!Z of 
the said .Act, 
:till! show tltnt 

Sheweth as follows : it arisc'l hy 
reason of tho 

r. A patent dated ---- ...... ·-··- No. ------- ------·- default nf tlw 
\ l I t d t pnteuf.too to vas t u y gran e o _______ ..... - .... - ..... ... .. --------- -----·--- ;,rmut liecuc~s 
for an invention of (b) uu rensou:thlu 

tenus. 'l'lw 
2. The nature of my intere,;t in the matter of t.ltii:! petition is as ~tatem~ut. nf 

the case should 
follows : (c) "I so slww as 

fat· ns possible 
that tlw terms 

3· ( tl) 

• of tlw pt·oposetl 
order nro just 
nud rcasonnl>lc. 
1'1Jc )Jarn-
1;1'11J!lls sltoultl 
ho numbered 
eonsccutii'Ch· • • 

(e) Here 
8lntc Hw 
ground or 
grounds ou 
which relief is 
claimed iu tlw 

Having regard to the circumstances above ::;tated, the petitioner ~ct~~"1"1• 11 ',·ttgo o£_
111 o;: .., U 221 S )-

alleges that by reason of the aforesaid default 
grant licences on reasonable terms (e) 

Of the l1atentee to sections (a), 
(h), or (•,), as 
1 he C:tSC Jllll \• 
be. • 

• 

Your petitioner therefore prays that 
order may be made by the Board 

Tmde( f) 

(.() Here 
state tho pur
lJOrt nud tiT oct 
of tllo proposed 

an order aud tho 

f terms ns to tho 
0 :nnouut of 

royalties, 
security for 
payment, or 
otllcrwisr 

• I 
uponwlnch thl' 

or that the petitioner may have such other !•elftioucr 

1. f . 1 • I j, l f' clan us to 1m re 1e 111 t 1e prenuse,; m; t 10 ,oar< o Pntitlctl toth,· 

'l'r:ule 111ay deem ju::;t.. ··did in 
'1114'1-'f ioll, 



6v0 APPENDIX. 

PATENT. 

• 

AcTs, 1SS3 TO 1SS8. 

' 
Form I. 

FORi\I OF OPPOSI'l'ION TO Co:i\IPULSO.RY GHANT OF 
LICENCE. 

• 

... ... 
• Here state ... 

name atd full ·- -
:u ld rcss. 

--··----- ·----------· - . . - - . . -- - .. . --~---- ------ ·-------------

• 

----------------------- --------- ---- -- ------ ----------------------- ------------------· 

-------- ---------·-- --- . - - -- . - - -- . --- - . 

hereby give notice of objection to the application of __ , ______ _ 

. - ----------------- ---- ----------- --------------- -----·--

·------· ....... --- . -- . -· . . ·- -----. .. ----------
• 

--- ----------- --· ---------- ------- ·- ···-···----------~----· 

for the compulsm-y grant of a Licence under Patent No. ____ _ 

of ISS __ 

(Signed) _________ _ 

• 
• • 

To 1 he (;o)!l''L'I:OI,J,m:. 

l'at<•nt Ollice, 25 Snnt lmmpton Bnilrling~, 
! 'hmw<·ry Lane, LoJHlon, "·.c. 



• 

:FORMS. 651 

• 

PA'rHN'l'.~, .DESIGNs, ANn TnADE l\L\lms .Acrs, 1883 1'0 1888. 

'Form J. 

APPLICA'J'JON FUlt OEU'l'Jl?J:CA'P.E 0 I!' PAY .\lENT OH. 
Rl~N.EW .AL. 

• 

-------· . ·-· --- -
___ hereby transmit the fee prescri~~d for the continuation 

in force of'* ______ . ___ Pa.tent No.--------·-·--, of 18_______ • Here in-
sert nnmo of 
patc..•Htce • for a flll'ther period oL _________________ , 

• • 

Name t -·------------- __ t Here in~crt 
unmo nud full 

.Addres::; _______________ mlth·eti~. 

To the CmiPTROLLEH, 

Patent Ollice, 25 Southampton lluildings, 
Chancery Lane, London, W.C. 

• 

('!'his part of the For111 to be filled in at the Patent Ollice.) 

C.EH1'IFIC.ATB 01? PAYlllENT UH. ltBNEW.A.J ... 
• 

Lettt'rs Patent No, _______ ,of x88_ .. 

• 

_____________ xs __ __ 
This is to certify thnt ________ ,dicl this. _____ _ 

day oL_ 18_ , make the prescribed payment 

of £ ______ in respect of n lleriod of _____ ft'OllL ___ _ --·· 

a111l tlu\t by virtue of such payment the rights of the patentee 

remain in forcP.'1' 

• 
/ ' 
' ./ 

l'atcnt Ullieu, Lowlon . 

• 

------ ..... 

PA1'EN'l'. 

* Sec sed ion 
17 of tho Pa- • 
tents, Dcsigu~, 
"llll ~·rado 
:.\larks A ct., 
1883. 



G52 

PA'I'l~X'l'. 

APPENDIX. 

PA'l'ENTS, Dr:sw~s, AND 'l'nADJ> l\IARii:S AcTs, r883 To rSSS. 

:Form K. 

FOJ:.l\I U.F APPUU..:\'eiUN l!'OR J~Nl~AlW El\mX'I' 0 F 

'I'Jl\lE FOH P . .:\Yl\JEN'I' 01!' REKI~WAL Jfl~l•:. 

Sm, 
I hereby apply fur an enlargement of time fur_---·--

111011th in wllich to make the ___ .-------- ... ____ payuwut of 

• 

£- -- - _upon my Patent No._ .. _____ .. _ 

of rSS 

The circum:,;t:mcl'~ in which the pnymeut was omitted nrc as 

(a) ~:lee Hule follow::; (ct) :
·!~· • 

!b) Her" in
~l'l'L full;ul
•h·es~, fo which 
receipt i~ to IJo 
::=cut. 

I am, 

Sir 
' 

Yom· ohetlient Servant., 

(b) ___ .. --- ... 
- ·-·-- --------·. -·- ·-··· ······· ·-·-· 

-----------#·-----------------------
• 

------·------ ··-·--··· ···-------~- --------- ----- -----·----· 

To the Co::lll''l'IWJ,LER, 

PHteuL Ollice, 25 l:iouthHwptou llnihling~. 
t 'h;uwor~· J,anl', T.oiulon, "'.l', · 

•• 



J?OH.i\IS. 

Desu:xs. :\:XD 'l'U:\IlE )fAIU\S 
• 

. I!'orm L. 
• • 

FOR~l OF REQUES'J~ ~ro EN'l'EH. N.A}IE UPON 1'HB 
HEGIS'l'ER 01!' PA1'ENTS. 

PA'l'E~T. 

• 

-----
I (a) ____ --·-··--· (<t) Or We . 

Hm·c ius.~rt 
. -. . ·- . . . . -- . -. - ... --- --

· ···-- · · --·--------------·--···--· · -------· ---- · -- ·---- ·- - llftllll', full a<l-

--- .. •h·ess, mulli••-
- • P- o •"' -·•- 0 0 

Sl!l"IJIIIUIJ, 

hereby request that you will enter (b) _______ name (c) in t.hc (") Ml,. ur 
. our. 

· f p (") Or Ucg~:.;ter o ntents :- 1u1111,.5• 

(d) ____ <·laim to he t>ntitled (e) 

--------- ------ ----------------- -- - -

of the Patent No. ____ -:of xSS 

-------------
----· 
for (y) __ .. 

• -------

-------- ···- ---------- ------------------

(ri) I ,,. w,., 
- - ·--. ---- - ·---- ·· ·-- ----- (t-) Ht'l'" in-

:-ot)rt tlu• uatm·,. 
· ··- · ...... · • · - -----··--·--- -of tlw claim. 

, gl'anted to (/)---·-- (.f') Ht·m 
givt! nauw nwJ 

___ ···----- wltll·es:-;~ &c., nf 
J•a ft 111fco or 

- - .. . . . -

-··---····· .. 

- ---- l'ttlt.•rttee:.o, 

-· · ·· (!!) Hcl'tJ in • 
scrt till<• of I I.e 

- '-·· hn·eution. 

. ---- -· ·-·---- ---.--·----·--·-----
by virtue of (It) _______________________________ _ 

(h) HtJI'C S!lC• 
cify the p:u·. 

-- ----------···· ---- . - ------- . -·· ----------.----- ------- .. 

- . - tieulnrs of such 
<locumcut, 

- --···-· -·-·- ---- giviug its date, 

-------- ----- ·- -------- -----·------- -------------------------------------
uud tho }lllrtics 

-- ·· ···-·- to the snmo, 
_ uud showing 

--- --·-------·----· ----- ---------------- -· --- · ·------· how the claim 

----- lwrc mndo is - -----------··-- ------ ---- --· ---- ---- ------------ I sn >stnutintctl. 
-----. . .. .. --------- . .. . ........ ----- -- --- --------·- •..... - ----- -- . . -. ----·---

-------- --·- ----·----- -------------------------------- ··----··· -- ----·--·---

And in proof whereof I transmit the accompanying (i) (i) Hero in-
• sort tho m1hu·c 

----··. _____________________ wlt.h nn ntte;;ted copy of tho doon-
. thereof (.j). mcnt. 

I am, 
Sir 

' Yonr ohrdient St>t·vnnt-. 

'l'o the Cmn•·ruoLLlm, 

• 

Patent. Office, 25 Southampton llnilrlin!!s, 
Chancel',\' Lane, London, "r· C:. 

• 

(.i) Where 
au:r documPut 
'vhidt is n 
mnttcr of r•·· 
••or<l is re
'lllirc<i In IJ,. 
h!ft~ n et'rfiJit!tl 
n1· nllicial <'II} I\' 
ill liPn nf :m ' 
altt•stc<l COJl\" 
IUIISt be il•fl: 

• 



• 

• l'A'l'E~1'. 
• 
' 
' 
' 

.. -- -

APPENDIX • 

PATENTS, DESIGNS, AND 'l'RADE 1\fARJi:S Ac•rs, 1S83 TO I8SS. 

Form M. 

J?OR:\I 01!' REQUJ~S1~ •eo ENTElt NO'l'IFICNI.'ION 01!' 
• 

:LTCENCl~ TN ~I'HJ<} RBf.HS'I'ER. Ol< PA'I'EN'I'R. 

Sm, 

.r lwrehy trnnsmit nn ntteRte<l 
• copy of a licence gmnterl to 

• 

melly__ _ _ _____ --------------------------------- _________ _ _____ ·-· 
• 

-----·-· --- .. -------- ---·-------- - . -. . . . --·--- --- ·- -··--. ----
' 

nnrler Patent No,_ of ISS,-_, ns well ns the originnllicence 

for verification, nml I hn.ve to re11nest thnt n not.ificntion thereof 

mny he entered in the Register. 

I nm, 

Sir, 

Your obedient Servant, 
• 

• 

• 

(a) IIerC' in- (a) 
"''l't full n<l- ··· . - . ---

____ , ____ _ ---------------- ----------------
dress. · 

-------- - --- -- -·- ------------------·--·--- -----. - -----

---·----- .. 

'J'o the Cm!PTROI,J,EII, 

Pnt ent Ofiir.r. 25 ~onthnmptou Dniltlirg,:. 

Chnnrcn· Lnnc>. Lo11<lnn. "'· 0 · • • 
• 



FORMS . Gii5 

• 

PATENTS, DESIGNS, ANn Tlt\m: l\fAiti\S AcTs, J8S3 ·ro zssg, • 
' 

• 

l!'orm N. 

l'ATENT. 
' APPLtcA'.riON !•'OR .DUPLt:CA'L'I~ 0.1<' PA'L'.EXT. 

• 

' • 

D:tte _____ ····--·--· --~--- .. --- ___ . -._ -------- ----

Sm 
' 

I regret to luwe to inform yon that the Letters Patent 

" ' 
__ ·-- . __ No. __ .... ____ --·--· .- -·--·------ • Ilero in-

• 

granted t.o - ' . . ' .. . . " ' 

Rert date, No., 
nnme, nml full 
:uldmss of 
Pnt.,ntet• • 

• 

for an invention oft ______ ... ------------------------------- __ i' Hm·c in-
Rert title ,,f 

' illi'Oilti<Jll, 

• 

l1aYe been :t. _____________ . _ .. _ ------·- ___ ______ ----·----------------- - · - -- :t Hero in. 

I beg therefore to apply for the issue of :t duplicate 

Letters Patent.§ 

[Signature of A pplirant:j 

'l'o t-ho UO~!PTROLLER, 

• 

l'atent Office. 25 Soutlmmpton lluilding~, 
Chancery Laue, London, W.O . 

Rrrt t.lw wor<l 
"destroyNl ·• 

of such or •<lost," as 
tho cnso mny 
be. 

§ Hero stnte 
intereRt. pos
scssr!<l bynppli· 
cnnt in the 
r.ctters l'n- . 
tent, 

• 

I 

• 
' 



. ,. 
()au 

PA'L'El\T. 

APP.Imnrx . 

Form 0. 

NO'I'IOE 01? INTENDED EXHIBITION OF AN 
UNPNI.'ENTED INVENTION. 

• Hero stntr * 
IJ:llllfJ IIIII] full ---- -------- --- ----- ------------ --·-·----
:ll!ilt'I'SS nf 
"pplicnnt, 

t :-.:wt•• 
~; tt!JPIIf't}'" 01" 

' 
. .. 

• 1:0: In 0)11'11. 

t Jnsrrt. 
IH-il'f ,J,•sel'ip
tion of illi'Cil· 
lion, with 
11t·.-.wi ngs if 
lJCCCSS:li'V • • 

• 

·--------- ----- -----·- -----------
------- ----·----- --- . - -------------------·-------

l1creby gh·e notice of my intention to exhibit n __________ __ 

of____ _____ __ __ ___ at. the ______ _ ----·-· 
- .. --- --- ------ -··------- . 

------ ·- - . - -- - . -- ---- - - - - -- ----- --- . -- .. - .. --··-·--
-. ·-. - . -· -... _______________ _ 

• 

exhibition, whieh t - - - • _of----··--··- ___ IS ·-- .. 

unc ler the provisions of the Pntents, Designr-, 

l\C't of J883. 

nnrl 'l'rndc l\Jnrk,.; 

:;: .. ___ _ _ ... herewith enclo:;e ____ .. ·---------- ·--------------· 

------------- -------- --- .... -... - ··-·- ----------------------------

-- ------·-----. --------- --------. - .. --- -- - ------ ···---- -- -·-----------·----·--

(Hignccl)-------- .. 

To the CcntPTROJ,J,rm, 

l'at cut. Ollice, 25 Soul hampt nn Bnil•lin!-!~, 
Chnnccry Lm1c, Lonrlon, W. 0. · 

• 



•• 

• 

FORMS . 

• 

PATE!i"I'S, Df:SIGXS, AXD THADE :i\IAnKs AoTs. 
• 

1883 TO 1888, 

Form P. ----·---: 
' 

• 

' 0.1!' (JLEHJCA L 
• 'I' A'l'EN'J.'. • . - I 

FORi\I OF UEQUES~L' .FOR CORREW'ION 
• 

ERROR. 

S1n, 

' ·-------

J hel'el')' request Out!; the following- nlm·irnl 111'1'01' (n) (u) or el'l'''''~. 

. . --- ·--· .. 

in t.l1e (1•)--------------........... _ 

N o. ____ of 1 S ___ , mn;v be correr.te!l in t;lw 

' ·-----·----

. . . .. - (!.) jf,., . ., 
Hlalu wlwtlwr 

• in applientiou. 
llt:llllWl' R)I0\\'11 Ill :'Jl'-''!iticati•JIJ, 

ot' l'f•gistt~r. 

retl ink in the r.el'titierl copy of tl1e original (b) ___ ... ------·---

hereu11to annexed. 

• 
• • 

• 

To the COlll''riiOLU:U, 

·-·· ···- . . ... ·-· ·- ---- --· 
• 

. ' . ::iiguutll!'r. ___ ..... ·----- ......... ______ .......... _ 

:Full Add res~;------------

Patent Ollice, 25 Southampton lluiluiug·~, 
Chancr:ry l.aue, LulHlnu, '\\'.l', 

• 

Z 'I' 

• 

• 

• 

• 

I 



;---- .. 

PA1'EN'l'. 

• 

• Here in· 
sert name mul 
full :ultlre~s of 
per~on re
quiring the 
iuformn tion, 

APPF]NDTX. 

PA1'E~·rs, I>Eswxs. Axn TnAJm ~lAm<s rXS3 'J'o rSSS. 
• • 

Jt'm·m Q. 

Clm~~IFTCA'rE O.F COMPTIWLiii<Jl:O-GJmERAL. 

-

1, -

PATP.NT 01'1-'ICI~, 

LONDON, 

. - .. . ~ .. - - .. ---- - 18 .... 

. . _, Comptroller-Geneml of Patents, 

Designs, and 1'rade 1\farks, hereby certify 

'.l'o '* -·-·----·- --·-· . --- --- . ··-- ---·-· -· 

--- -- . -- --------- .. --- ... . ··-· --- ---- --· -----· .. -- ·-- -------·-· 

·---------. - • • - .. . - . . . .. -·--- . 

• 



J<'ORl\fS. 659 

' 
• 

' 

1~ A'n:!'n~, D~:swxs, AXJJ l'nArn: :i\lA urc~ .\ o'J's, 1 SS:~ 'l'O 1 SSR . 
• 

------· 

• 

FOJDl 01<, NOTIOJ<J FOR A.LTJ<JJ.{.A1'ION OJ!, AN 
ADDRESS IN REGISTER. • 

PATENT. 

Sm, 

(a) ____ _ ---·--···- .. --·------ .. -----·----- (a) IIm·o 

-~--- ... . - • 

··-·· -- ~ ----- -... . . . .. . 

------ ...... --· .... - , .. • 

. . 

• • • • 

... 

O•M•-''•'''' 

stato name Ol' 
llniiiCS lllll! full 

· · · .. --------- :~•l•lress of 
:lpplic!llllf or 

..... ·------------ :IJIJIJiCIIIIIS, 

. . . ·--------

. --- -·-------

hereby request thnt. _____ nd•lress now upon t;he Regi!;ter mny 

he altered ns followr-: :-
• 

(h) __ _ ------- ---- ..... _ .. ________ _ 
• 

... .. - . . . . .. . . . . -------

. . . ' . -- -- . . . . . . - --· ---------- ··--·-·--·-------------

--.-------------
l:i i I' 

' 
Your o belli en t Servuu t 

To rlw CmrP1~llOI,l.lm, 
J'ntent. Ollicc, 25 Snnth:uup1n11 Uuilcling·~. 

Chancm·y Lnut.> London. W.O. 

(b) Here 
iUSI!I't full 
Hl!fll'c)~S. 

• 

I 
' 



060 

I'A'fEX'J'. 
• 

• 

APPENDIX. 

PATENTs, DEsrnxs, AND 'l'nADE l\IAJti\S Acors, 1883 To r888. 

Form S. 

L?ORl\I 01!' APPLICATION :FOR J<~N'l'RY OF ORDgH OF' 
PIUVY COUNCIL IN UEGJSTER. 

• 

(a) ller<J (rt) 
state nlllllc ami --------- --·- ····-' - - --- -·--
full a•l•lr<'>S of 
npplie:tut. ----- ·---- ·- ·-·----

------- . - -- - - -~ - . - -·-·---

---------------····· --- . --- -----------------------· -- --· - ----------

hcrehy transmit an office copy of :m Order in Council with refer-

(") Here euce to (b) 
slate tlw (Jill"• 
port of tho 
ut·c.ler. 

• 

----- --·- . - - . -

t;ir . 
• 

Your obedient Servant, 
• 

To the COltPTROLI·ER, 

l'atcnt Oflice, 25 Southampton Buildings, 
Chancerv Lane, London, W. C. • • 



• 

-FORMS. - · 661 

• 

PATEXTs, :PEsiGNS, AND ~'nADE l\-IAnKs Aors, 1883 ro z888. 

Fol'ln T . 

. FORL\1 01!, APPEAL TO LAW OFFICER.· !'A TENT • 
• • 

• 

I, (a.), ___________ of (a)_________ (a) Hero 
iw;crt unmo 

·- ... -- . -- ------- --------- am! full :ul

hereby give noti<"e of wy intention to llJlpeal to t-he Law 
tlress of II}J!lOI· 

Otlieer !ant, 

from (b) _________________ --------·------"- ........ --·------------------. (li) Here in. 
scrt "tho tlc
ci:dou" or 

.. ---·--------------"that l•:trt. of 

of the Compt-roller of the day of tho decision," 

------ ---------- --· ------·---- ·-

----------- ---------as the c:tsc 
· umy be. 

18.. ____:_,whereby he (c)-----. _ . ... ________ - -------- (<:) Here in. 
scrt ''refused 

------------·-· ------- .... -- . -· ---- - - ... --------- --------- [or nil owed] 
upplicntiou for 
l!ntont,'' or 
"refusml [or 
allowed] appli
cation fm· leave 

No. (d) ___________ ----·---·- of the year 18_ (ll) 

• 

1.':::1 • t 
>-:>Iglla ,liJ'P --------- _ ·-- --------·----

Date __ . ··-· --- --. ------·-- -----------

N.D.-'l'his notice has to be sent to the Com}Jtroller-GctJCtal at tbe Patent 
Ollice, J.onclon. W. C., and a copy of same to the Law Officer's Clerk at Room 
549 Ro~·al Conrt-s of Justice, London • 

. ---··-· -·· ···---

' 

• 

to nmcml 
Pntcut," or 
otherwise, :1s 
t-he case· may 
Le. 

(ti) 1 nsm-t 
U IIIII ber UlllJ 

-· 



fiH2 APPENDIX. 

PATENTS, DESIGNS, AND 1'11ADE nfAltl{S AC'i'S, r883 TO r888 . 
• 

Form U. 

PATENT. POR~I OF APPLICATION FOR .. EX'J~ENSION OF THIE 
• 

FOR LEAVING A CO.l\:IPLI<~TE SPEOIFIUA'l'ION. 

-----' 

~lit, 

-----·------ ..... herehy apply fur exteusiuH of time fol one 

• month in which to leave a Complete Specificutiuu U!JOll upplicatiou . 

_____ dated __ _ _____ ·-·-. . . __ .. --·· ·-·--. . ... 

The circumstances in and grounds upon which this extension is 

(a) Seo Hulc applied for are as follows (a) :-_______ ··---· _______ ·--· ........ _. _ 
so. 

• 

('•) To lw 
sil'(nctl by 
npplieaut or 
applicants o1· 
lois nr their 
ageuf. 

---- --------·------- -~-- --------- ··- -- ------------ ---~ - -- -·-------~-~ 

- - -- ----· ·-· --·-·---·-· ·--·-· ----- - ---- ~ ------~--- .... -. --··----- - -- . -------

~------- ---- ----··· - . -- ------- -~. ---. - ------------------ - -· ------------ -

- ---- ------ ------------------ ----· ------ ----- --· ---· ---·- --- - . . . .. - . . -

- --·-- ----------- - . . . . .... ------- --- ---- ... ··-- ···--

-. -- - --- -- ------ ... - -· . -- - ···--··-·· - --. . ---- -- . - - --- - ----· -- ·- . 

-- . ----- _., - . . . . . . . . . - -~ --------- ·- ··- -- - . - ---- ----- ... -- --. . ---- ... ---

-- -----····· .. . . . ---
. ' . 
l:lu·' 

YOUr obedient i:i~I"V<Illt, 

(b)--------···· --------

• • . -------· ·- ---- - .. -·- . -·· ----- .. 

To the Co:ltl"l'ltol.LElt, 
Patent Oflice, 25 Southampton Buildh1g•. 

Chanccr1· J.anc. I,ondnn, W.C. • 
• 



FORl\IS . 6(l3 

• 

PA1'EN'1'S, DESIGNs, AND TnADE l\IAm<s AcTs, 1883 'ro 1888. 

-----
• Form V, 

FOIU\I Ol!' APPUC.A1'ION FOR EXTENSION 01!, Tll\IE PATENT. 

1!'0It ACCEP1'ANCE OF .A COMPLETE SPECIFICA- · 
TION . 

• 

SIU, 

------- ___ hereby apply for extension of time for __ _ 

mont!. ______ for tlw acceptance of the Complete Specificatiou upon 

application No: _____ ,lated _______ . __ ·--·--·· ___ ... --··-·-- ... 

1'1' t. W Cll'ClllllS -allCCS Ill a!Hl grounds upon which this extension is· 

appli£d f01· are as follow,; (a}:----·------------------ (a) Sec Tiulo 
50· 

• • . ... 
• . . - . -

---------- .. -

-----···-- ·-----------·----------- ~ ---··- - ---

·------------. - ... - - . - ' .. ------ ·---.-

1'o the Co~!l'Tnor,LER, 

. . . . 

- ... ---· - -~ -- ... -

• ------ -· 

-------·- - ---------···- -- ----· 
• • 

---- ---- . ----------
. ... ········-··--···-·-----

..... ______ _ 
Sir I 

Your obedient Servant, 

{h)---·-·----·------·------- (b) ~·o bo 
signed by 

-·------------ np1llicnut or 
npplicauts or 

·---···---·-- _____________ his or their 
agent-. 

Patent Office, 25 Southampton Duildin~~. 
• 

• 

Chancery Lane, London, W.C, 

• 

i'L E. HICKS-l3EACH, 
l'rc~irl<mt of the Bom·d of Trade . 

• 



' 
fj li J. 

' 

0 

0 

APPI•~l"iiJI.UES TO l'A'l'J~N'l' AU!.;:\''1'8 JWLI~S, rSS'J. 

- .... 

·-- . 

' 

.\.Pl'ENDIX .A. 

Form I. 

Fw·ut <!/ Rettiste''· 
. . - .. .. '. ---- . -·- - ·----------------------- ·- .. -- - --

X w ne. l>t •,..;j~·na tion. . \ t1 d J'c~:-.. 

"-··-- -- --- . -. ------- --- -- !-- ---- --------- ·-· 

0 

I 

• 

i 
' 

' 
i 

I 
' 
I 
' I 
I 
I 

I ' 
' 

IJate uf 
HP~islration. 

-- -· ··-

. . ... ' ··-----·-· 0 

.l<'o r m 2 • 

''' Fu1'1/1. <!/ 8tatnlOI'!J Declw·atiou. 

ltEGlS'l'I::It 01·' P.\'i'I::N'i' AGI::NTS HULES, 11:;89. 

I, .I. B. liusel't j'ullu.cww, 1/ll.cl in the ease t!t' a.meli/ber uf a.jirm (tcld, 
" n memher of the Jirm of "] of 

, iu the couuty of 

Pn tent ...\gent., llo soleulllly awl si ncet·ely dee! are ns follow:> ::-
'· 'l'lwt pl'ior to the 2-tth December 181)8 ] lutd been buuit lide 

practising in the Uuited :t\:.ingdom as :t patent agent. 

2. ~'hat I ncte1l a:> patent ageut in ohtaiuiug the followiug llilieuts: 

[ U ice lite <d/icial 1w mbei'8 and dates of some patents j'o;· the L-'11 ita/ 
Kiu!fdom in lite ubtailll.il,fJ t!/' ~t·lticlt lite dec{al'ant actecl as patent a!Jt!llt.'j 

3· ~l.'hat I desire to be t·egistered n:> ll patent agent in ]Jlll'HIHtllce o.f 
t.hc said .Aet .• 

Anti .I make LhiH ,;olt•Ulll de1·lm·atio11 eon~eiei!Uously bdicving th'! 
!':lllH' to he true mtcl hy d•·tuP of t.IJl• }ll'moi;:;ious of tlw Statulol',\" 

Del' lam tionli A et, 1 ::; ;~ 5. · · 

' 

• 

' 



• 

l!'OHl\lS . 

• 

Al'l'ESDIX ll. 

/'(wticula-1'8 oj P.rcliminartt Hxcwdnatif)J!8, 

1. The .l\'Iat•·iculntiou Hxamination at any University in .Eugland, 

::;cotl:md, m·. Jrclaud. 

z. The Oxfot·d or Cambridge :Middle Ulass Senior Local Examina-
• 

I·JOllf;, 

3· 'l'hc l<.ixamiuations of the Oi\'il Ser\'ice Uommissioners for 

arhnission to the Civil Service. 

• • 

-------·-·-- -·- _,.._ 

• 

A I'I'J-:SDIX u . 
• 

(list of Fees, IJIJe p. 7 36 pu:st.) 

• 

• • 
• 

• • 

• 

• 

• 

• 

• 

' 



• 

IH1fi 

l'ttl·ties. 

A.PPENDIX. 

ASSIGNMENT U.F .LETTERS PATENT 
TOG ETHEH '\V l'l'H THE 
FUTURE IM.PROVKMENTS. 

BENEFIT OF 

THIS INDENTUI~E, made the day of , 18 , 
BE'l'WEBX A. B., of, &c. (hereinafter called the assignor), of the 

. one pnrt, and 0. D., of, &e. (hereinafter called tho HHHignee), 

HucitaJ:.... 
'l'rne nwllh·st 
i uventor. 
l'atents. 

' 

of tl1e other part. \VuBHEAs the a~signor is the true nnd 

Jir,.;t inventor of an invention of [title q/ i1wentiou]. .A liD 

\VuEJtEAS by letters patent tlate•l the · day of , 

18 , a111l numheretl , the ,.;ole ant! exclush·e lic·ence nn•l 

:mtlwrity of making, using, exercising, nwl nmcling iu the Uuitt•d 

Kiugdom of Great Britain awl Jrelanu [in the case ql Jlllleut.~ 

ymnted Jn"iUJ' to 188-t, the Clwmwl TslmHls] allll the Isle of ~Iau the 

Rairl invention of imp1·ove1nents iu, &c. [title qf ~·m~euiion], \\'l:l'e 

granted to tho assignor, his cxecutorf', mhuinistrntor;;, aurl assigns, 

for the term of fomtoen yc:us ft·om tho tlay of , 'I 8 , 
subject to n conditiou for mnking void tl10 same if the specilication 

filet! by the assignor were not n complete one nnd otherwise a,.; 

t.lwr~;in proYitlotl [m· iu tlw case of patents ymutecljJ1'ior to 1884, 
suhject to the nRsiguor filing a complete r-;poeificntion of tho &'lid 

.\gi'<·cuwut. fur invention, and othl'l'\Vise as thl•rein p1·oviclecl]. AND WJJEJtEAS tho 
'"1''· as:;iguor has agreeu with the assignee to :=;ell to him for the I-HUH of 

• 

£ the saicl iuvcntion and letters patent, nnd tho exclusive bene

fit thereof, aml of all extensions of the snid letters lXLteut; and 

abo (subject to tlw 1n·ovisions herelnnfter contained) of all improYe

lllents or adllitions to the said invention or discoveries connccteu with 

the mnnufacture of , whether the same nre now known Ol' 

shall hereafter become or bo mncle lmown to the assignor. NO'V 
·'"i:;mnrut. THIS INDENTURl~ WI'L'NESSETH, that in pursnnnce of the 

sni•l ngreement, al\Cl in consillCJ'ntion of the sum of£ pnicl hy 

tlw a8signee to tho assignor (the reeeipt whereof the assignor cloth 

l1erehy aclmowledgo), the assigno1· a.- beneficial owner doth herehy 
;~,;sign unto the :tf<~ignee AJ,J, 'l'llosg tho f'aill invention and )c)tteJ•s 

pati•HL :nul tlu• :;oil• a111l exc)nf'h·e henefi(, the1·cof, a111l of all exten

sions thc>J·eof, nllll nf all l'ight.s, powei's. emo]nment.:=;, :mel :uh·nntagP:; 



• .I!'ORMS . li6i 

wh:tt:>oever under or in respect Of the said letters patent, To JIAYE AXD 
• 

To HOLD, use, exet·cise, and enjoy the sai1l invention, letters patent., and 
pt•emises unto the nssignee, his executors, administrators, and assigns, 
absolutely. Asn the n.~:-;ignor doth herehy covenant with the assignee, Vo~c~a!tt n~ tu 

. . d . I . h 1. vahdtt~. 
his execut.ors, adnumstmtors, au as::ngns, t 1at, not\VIt stammg any-
thing hy him the assignor done, omitte1l, or knowiugi): suflered, the 

:uid letters patent are now valid :wd subsistiug,uJHlnotvoid orvoidahle. · 
A:w AJ,so that he the assignor will from time to time, after making auy 1 'uvewwt. It• 
· · ld' • t 1 · 1 • t' d' · n~sigu fnlum 1mprovement 111 Ol' m 1t10n o t 1e sau mveu IOn, or any 1Scovery m impt'(l\'emeuts. · 
t•mmection with the manufacture of , as well all improve-
ment.-;, additious, or discoveries ;ls af01·e,;aitl (if :my) now known or 

which mny hereafter !Jeconw m· he mnde known to him, fol'thwith 
give notice thereof in writing to the asr,:ignee, his executors, adminis-

tmtors, or a.-signs, who shall he entitled to the sole mul exclusive 
m•e and henefit thereof. Axn ALso wu,r,, as and when reasonably 
required by the assignee, ltis executor.;;, administmtors, OJ' assign:-o, 
communicate and explain to him or them, or to his 01' their agents, 

such impro\·ement, addition, or discovery, the assignee, his execntoJ·s, 
admini-;trators,or assigns, paying all cosb;,charges, and expenses (if any) 
thereby actually incurred. AND WILL, at the expense of the assignee, 
Ids executors, administrators, or assigns, if he or they shall so J•eqliire, 

either alone or conjoint.ly with the a::;signee, his executors, mlminis-
tru,tors, or as:-:igus, apply for null obtain letters patent in respect of 

such improvement, addition, or discovery, and execute antl do all 
such assurances and things as shall ~e neces:;ary or cOin-enient for 

vesting the same letters 1mtent, and tl1e sole and cxclu::;ive benefit 
• 

thereof, in the assignee, his executors, administrator:>, o1· a:-:signs, as . 

by him or them ,:.;hall !JC reasonably required. Axn wu,r,, at the Uul'ctutur '" 
f• tl · ) ' t 1 · · t . nssigou cxtcu. ex11ense o · 1e nssrgnee, us exccu ors, at m1ms mtors, or ass1gn:-:, sion ·or te1111 , 

execute and 1lo all such as~mmnccs and things as shall be reasonably uf patents. 

re1111iretl for enabling him or them to obtain, l10Id, nnd enjoy the 
exclush·e benefit of any extension of the terms comprised in the letters 
}>atent hereby assigned, or, as far as practieahle, of any term which 

may be comprised in any letters patent which may l1ereafter be vested 

in the assignor, either solely or jointly with the as~<ignee, Iris executors, 
administrators, OJ' a::;signs, accrmling to the covenant· in this behalf 
hm·einlJefore t~outained. 

· Jn Witness. &e . 
• 

• 



fj6H 

l'al'tit ·~. 

liedtal of 
:rmut of • 
l':tLL'IIl. 

lit•o•otal ,,[ 
:t'"l't•t·ltll'lll fua· 
~ 

Ji,~f'IH'I'• 

t traul uf 
)jl't'JII~f·. 

• 

Cov(l Llilnt 5. 

APPENDIX. 

NON-ASSIGNABLE LIO.ENOE TO USE AND 
EXERCISE A PATENTED INVENTION 
'\VITHIN A VIS'l'.RIC'I'. 

• 

TJ US J KIJJ~N~I'URI~, mntle t.he day of , 18 , 

Bwnn:1·:x A. B., of, &c. (hereinafter called the licensor), of the one 
p:n·t, nwl C. D., of, &c. (hereinafter ealled the licensee), of the otlu.>l' 

p:u·t. "Wm:tn:As, by lPt.tl•rs patent dated the clay of , 
1S , mad llltiHberecl : t.he sole awl e.xcln;;i,·e lieente awl 
authority of maldng, H~<ing, cxereising, aud YewliHg in the Unitetl 
.1\.ingclom of UreaL Hrit.ain and lrelawl Liu the case qj'p(tleuts ffNWled 

pi'im· [(l t 88-t, th" Uhannel Islamls], awl t.Jw Isle of l\Irm t.lae :;:aiel 
im·ention of impron•Jnent;;, &e. [title •1/ pale;tt], were grnutetl to the 
lic•(•n;;cn·, hi:o: executor;;, :ulmiui;;trntor:o:, aml nssigH:-:, for the term of 
fonrteell year:-: f]'(llll the clatc thereof [ill llu> l'(t8e qj' patents uranted 

• • 

p1'im· tu 1884, from the tla.y of , suhjeet to the 
licensol' Jiling a !'OlHplete ;;petifieat.ion of the ;;aid inrention and 
otherwise ns tiaerein liiPHtionecl], :mhjeet to the 1myment of the 
fee;;, mul the eonclitiow; for makiug voitl tlw same, ns therein pro· 
\·icled. .AxD \\'JtEitEAS the licensor hns ngreccl to gmnt the licen:>ec 
a ]i('CHce to use aJHl exercise the :;aid inYention within the clistric·t 
hert•iuufter tleiieribed, upon the terms hen•inufter appearing. NOW 
~I' HIS lKDENTUim WI'eNl~SSETJ I. that inpur:manctl of the suicl 
agl'l'ement, and in eonsicll•mt.ion of the royalties hereinaftl'l· resern~d 
:md made l'n.yable to the licensor, aJI(l the coYeuant:o: on the part of the 
li(•eu:;eo hereinafter contained, the liceH;;oJ• doth llerchy gmnt unto 
tho licensee full liLerty, li(•CJwe, power, and nnthol'ity, within the 
district, heing [dqfine lhfl rlisb·ict], to niie an!l exercise the snid inven
tion during the term of yenrs from the date l1ereof, and to 

• 

Rell and cli:-;posn of nil manufactured according to the said 
• 

invention, when nml as the licen:;ee shall think fit, for his absolute 
usc and IJenefit. .Axn it is he1·ehy mutually covenanted and ngrecd 
lol'tween awl lty the parties hereto as follows, namely:-

'· The licensel' :;hall, :tnd will, pa,r to the licen>:or, hi:; executor>, 
aohnini~tl'atoJ·;;, aml as~ign:;, Jcarly dttl'ing the :-;aitl term of 

• 
years, nntl ~o in pl·t•portion for any less time t.l1all a ycnl', the stun of 
./:_: , :~s :c tixc•cl oJ· minimuua roy:alty iu t:lae natm·e of rent, 1.,,. 



.I!'OR.l\IS. 

er1nal qnnrterly payments, 011 the day of , t.lte 
da.y of , the tlny of , :uul the dny 

of in each yenr, the first of such payments to be malle 
on the day of · next; ·and shall, and will, also pay 
to the licensor, his executors, administrators, or assigns, in res1Ject of 
every manufactured by the licensee nccort.ling to the saitl 
inveution, in eyery half-year of the said tet·m, commencing on the . 

day of aml the d:ty of · , the 

royalty or sum of£ , to become tlne nml to be paid at the end of 
two cnlendar months after the expiration of the half-year duri11g wltidt 
the same shall have been manufactured or made as nforesaitl. 

2. The licensee shall, anti will, at all times during the continuance ,\~~··mnk 
of this licence, keep, at his mmal place of Jm~ines~, nil proper hooks 
of account, aml make true and complete entries therein, at the 
earliest opportunities, of all particulars necessary or convenient for 
the purposes hereof, of all manufnctured or made by him 
according to the said invention, and produce the said hooks to the 
l.icensor, his executors, administrators, or assigns, or his or their agent, 
at all reasonable times, for inspection and the taking of copies or ex-
tracts therefrom; nnd shall, and will, at his, the licensee's, own 
exp<~nse, obtain and give to thn licensor, his exeentnrs, at lministra-
tors, or assigns, or his OL' their agent, all stwh information as to 
any item or matter contained, m· whieh ought t.o l1e contained, t;het·ein 

as ~hall be reasouahly refptire«l. 

lifi!l 

3· The licen~ee shnll, and will, at the end·of each half-year in the F:tnt•·•ur·uts of 
' I - d 1 ]' 1 tl 1· 1 · nf'<'rlllui•. ln·st puragr:tp 1 mcutwne ,· < e n·er m· sene to 1e tcensor, ns ex('(nt-

tors, a<lmiuistrntors, or assigns, a statement in writing of the numl1er 
of manufactured m· made by the licensee in such half-
ye:tr, mttl the amount of royalties payable in respect thereof, as iu 
the first paragraph mentioned; niH] will, if anfl when requiretl hy 
the licensor, his executors, administratm·s, or a:;;signs, hut at the 
expeuse of the licensee, verify, or procure some suitable pet·son iu 

his employ to verify, the sni<l statement, or :my part. or parts 
thereof, by statutm·y declaration . 

..J.• ~L'he licensor, his executors, adminiiStrators, or ns~igns, shall he Tn~pePtinu 
l 'b t t t' J • t} • f 1 • )' <•f Jll'folllf~r!S, at 1 er y, a any tme < urmg 1e coutmuauce o t ns 1cenre, to entet· 

upon any factory or place of lmsine:;;s of the lieensee in which the 
maunfacture of shall he carried on, at any reasonable 
hour of the daytime, to inspect the same, aml the works thereof, a}l(l 
all manufactured, or in com·se of manufacture, in such 
factory or place • 

• 
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5· ~l'lw lieeW<tn· slmll, mul will, whmwrer so requh·t!tl, gin! to {.]il' 

lif~PnseP such ns;;istanee nnd information resperting the snid in'i'rntioJt 

:nul the mode of working thc8nme, nncl nll processes Ponnert<>tl there

with, as mny be neces:;m·y for enabling him to use allfl oxerc·i;;e th1· 

:;aid iuvent.ion to the greatest ndvnntage. 

lnfl'ing••me11t;:, 6. lu the enmt of Lhe l:inid letter:> patent IJeiug inft·ingerl rlnriul:( 
the continuance of this licence, the licensor, l1is executors, adminis

trators, or assigns, shall, and will, after notice of snch infringement, 

at his or their own costs, take all necessary 1)roccedings for eflec-
• 

tually protecting nnd defending the same ; and in default of his or 

their so doing, the licensee slmll be at liberty, by noMce in writing 
given· to or left at the nsnnl or last known plnce of business or 

l"rsitlence of the lieensm·, his exrrntm•::;, nrlministmtors, OJ' nssigns, to 

tletm·miue tltis licence. 

7· The licensee shnllnot at :my time tluring the cont.innnnre of 
thiH lieeuce dispute the vali•lit.y of t.he snit! letters patent. 

S. The licen>;ee shnll not, without the written consent of t.hr 

licensor, his rxerutors, ndminiHtmtor::;, or nssigns, first hnrl and oh

t:Jine•l, assign, mortgage, ehnrge, or gmnt snh-licences in respec·t. of, 
or otherwise deal or part with the pos~ession or rontrol of, this licenc·e, 

or attempt so to do. 
'l'•••·minntion, 9· ~l'his licence may he determined at any time after the firr-;t six 

• 

calendar months by either pnrty, on giving to the other pnrty, or 
lenving nt his nRnnl OJ' lnst known plnce of lmsiness or residencP, 
three cnlellflnr months' pre,·ious notice in wi·iting of l1is intention Ro 

t-n do; and, at the expimtion of :-<nch notice, t.l1ese pr<'sents, antl nll 

rovennnts, ngreements, allfl prodsinns therein coni~tined, e:hnll cc·nSiJ 

:111tl l1e Yoirl, hut without prejmlire to th£> remeJie;.; of eithe1• Jl:lrty 
for tlw l'ef'Cn'f•J•\' of any mon(•yr-; then due to him' ltereuwltw . 

., • t ..-

I' n \Vitnes:;:, &e. 

• 

• 
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M.O.H.TGAGE OF LETTERS PAT.ENT. • 

THIS INDENTURE, mnde the clay of ' l 8 ' Partin~. 
.13£'!'1\'JlES A. B. (het•einafter called the mortga.go1'1 which expression 

slmll include his executors, :lllministt-ntors, nnd assigns where the 

coi1toxt so admits), of the one part, nnd C. D. (hereinnfter called the 

mortgngee, which expression shall include his executor.;;, nllmiuis

trators, and assigns where the coi1text. so admits), of the otlwr pnrt. 

'YutmBAS tlw uwrt"ti"Ol' wns the tnw :mel first invl'ntor of em·tninJ:.,,•ifal~. 
;:'! :":" 

''"l . b i 

improvement;; in, &r.. [title t!t' 'till'!!nlioill .:\xn 1\'llllHJUS, by ll'ttPl'S Tl'll" :nulliJ-.~t 
. 111 ,.1'111111', 

patent; •l:ltl'!l the day of , 1 S , nml nmu- nmnt nf 

bm·erl , the sole and exclush-e licence and authority of makiug, put .. ut. 

using, ex•'rcising, nt11l ventling in thn Unitell Kingdom of Grent 

Britain and Ireland [tn the case of patents ymntecl prior to I 884, the 

Channel Isl:mrls] :mrl the Isle of l\Ian the said innmtion of improYe- . 
• 

ments, &c. [title of invention] were granted to the mortgagor for the 

term of fourteen yem·s [in the case of patents [J1'ctntecl prim· to I 884, 
from the day of , suhject to the mortgagor filing a 
complete specificnt.!on of the saitl inn~ntion, and otl1erwise as therein 

lllentionerl] from the d:ttc thereof, subject to the payment of the 

I'PI~s and the conditions for making ,·oi•l the same as therein men-

J.ionml. ANJJ WIIER"As the mm·tgagor has applied to the mortgagee I:er1 ul)~t fu1· 

fot• a loan of £, , anrl the mm·tgagee has agt·ced to lt'nrl to t] w lnan. 

mot·J.gagor tlw sai.J snm of £, npon ltadng t.he l'cp:~ynwni 

t:hm·cof, togetlteJ' with iuteiw;t thereon at the rate ltct·einafter 

mentione•l, sec:m·('(l in mnuucr herein:~fter appearing. N0\\7 THIS IJnv•'HIII.t of 

INI).I''"['(JI'.I' ·nrj'J'NE"'c'E'['}l' tl t . . 'li'<'P:JVlllrnt. . .1: . • ~1' . . ·' •, n ... .l. ,,.:~., " · , ·. m Jll pursun nr•e of the s:w · 
:~greement, awl in cousi•le1·at.ion of the :mm of £ now paid 

by the mortgagee to the mortgagor (the 1·eceipt whereof the mort

gagor doth lterel•y acknowlerlge), tlw I!Hil'tgngoJ••loth herL•hy ('O\·enant 

with t.he mm·tgagec thnt he, the mortgagm·, will on the <lay 

of Jlt>xt [jh'Bt drt?l for JHI}JIIl~llt q!' iJitei't:st] pay to the 

mort.gagee the sum of £, [the s1w1 rlllt.'flnce1l), togct.lH~I' witlt 

interest for the snme in tlw nwantinw at the rate of 

centum per nnnum from t.Jw tlate hereof. Axn will, in cnse and so 

long us the ~mid :;;nm of £, oJ• :my part thereof shall remain 

• 

• 

• 
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unpaid, pay tu the mortgagee iutet·l•st fut· the sauw at the J•alt• 

aforesaid hy c•ct~ud half·yl'lli'IY [m· cpl:lrtPrly] pn.ymrnts on t.hr 
day of , &e. [!w{I:,IJIHtrl.IJ 01' 'J!Wderly du,~;s], in f'\"1'1".'" 

.\,,h!m1.,.11 t. n~m-. AND TIHS JN.D.KNTUHJ<; AI,SO Wl'J.'XESSETH, that, 
• • 

II u lwJHlmu. 

P~t nawu t of 
• 

(t•(.H•', 

• 

iu furthPJ' }llll"snance of t.lw :-;aid :t_!p·c~f'lllCilt mul in con~ic)erat-iou 

of thr )JJ'('lllisPs, the mm·t.gagm· as IJl•nefieial owner cloth hPt·,.l•y 
:lssign aud tmu:::fl•r unto the mortgage•(' .\1.1. 'J'IIA'l" the• snicl im·eutiou 
of improwuwnts in, &e. [title], :lllel the ><:licl letters patent few tl1e 
;;nmc>, and tlw full :nul exclu:<in! hen(•fit t-hereof (aud of :my and 
rvf'ry impron•ment, c•xtPu:<ion, or l'f•newn1 tht•l·c•of), awl the t'i;,{ht to 
:1 pply for rmcl ol1ta iu a 11 PXtc•usinu m· l·euc•wa 1 t.llc'I"Cof, n wl a 11 
1·ight><, powers, :mel hc•nt•tit,; to t-he saic1 iuventinu ancl lc•t"lc•l'>' 
pahont helnnginl!. 'l'o IIOJ,fl tlw saicl inY«'ui-iun, lc•ttPr:< patc•uL :lllel 
premise::; unto the lllOI'tl-{agr·n, suhjPI't tot lu• prol'iso few re•elt•1uptiou 
hP1·einafter eontaiueel. Pnonm:n .\!,\\'.\ r.<:, :mel it is IH•t·c•by 11gt·eNl ancl 
tll·c1m·ecl, that. if tlw lllOI'tgai-{OI' >'hall ll:IY to the IIHtl'l.g:tgf'e tlw :<11111 
of£ [s1wt arlt'IIIICr!!fl, to~Ptlll'r with inlt.•re:<t for tht• :-::llllf' at 
tlw afore;:niel J•ate of )11'1' centum )'l'l' :111nnm, on t.hf' clay 
of next [date q/ ji1'11l )Jti!Jillelll t!/' btiei·e.~tl, the llJcll't
g:lgeP ;:hall at any time tltPI'eaftf'l•, llJ'Oil tlw refptesL :uulnt. the l'o:<t. 
of the mortgagor, l'('·a:<:<ign tiH' ;:aiel )'I"C'llli:<es hl't'duhefm·l' m;signe~·L 
to the llltll'lg:tg01'1 01' as lw >:lwll elil't'd·. .Axn tlw mOJ·Ig:1go1' dotlt 
he>J'elhV (•0\'l'llallt with t)JC IIJOI't"H"I'l' tl1:1t he•, t)IC IIIOI't":I"OI' will ~~~ •' :--o . ,..:"')' ~· 

lnug as auy mmw,\" shall l'Pillaiu on thf' ~<eclll·it.y of thc•,;e )'l'l'>'l'llf.,.:, pa~· 
t-hn fpp,; J'efJIIirPtl hy law fell' la•f')'illl-{ th!' :<aiel IPttf'l'>' patPHt 011 foot 
onP f•alPnclal' mont-h at le•nHt bPfore• the lntr:<t tinwallowecl bv· law fol' 

• 
p:t,rment of t.ltf' :<:IJJIP I'I'>')ICCt.iw•ly, mul will dn all othPJ' :1ds :end 
thiH~ts us mnv liP nc•rr.-s:n·y to maiutaininl-{ tlw said 1Pttf'J':< )l:ltf•ul. • • • 

awl will seJHl or deliw·1· to tho 11101'tg:1gen tltC' recC'ipt. f(IJ· P\'et·y stwh 
payment immecliah·1.r aftnr the ~<:IIIIP shall have hPen mndC'. A~n 

Iuiriug(·uwnt;:, ft: II'J'nt:n, that hr, the mm·tgagcll', will f1·om time to t-ime, so lou!-! a:< 
:my monny shall l'f~main on the >:ccurit-.y of tlwsP }ll'f','iPIJt.:;;, H:'t· lti ... 
best t!ndra vours to cl i:<c'o\"f'l' any i 11 ft·ingt'llll'llt now OJ' hrJ•t•:t fl e'l' to ),,. 
Jnaelc of the ~:tiel lettt•l's pateut, Ill' auy l'xit.•HsiCJil tlu•r<•of, flllcl t·Oill· 

muuicnte to the morlg:1geP e!\'1'1'." sHSJ't'l'll•d m· nsc·et·taiul•cl int'riu:L•'· 
meut nforesnicl, :mel if, :cucl wheu, l'l'fJIIiJ·ccl in \l"l'iting hy til<• 
mm·t.ungen so l.o tl11, will PithPI' l1illl~df c·muuwnr .. CJI' luke :cucl • • 

pi'Osrrntl1 Ol' 1lefPnel nil lP,!-(:1.1 or ot.l1C'J' proc'Pl'diu/.{" JII'C(',,;;:uy OJ' 
,,uitalJIP for the pi'Ott•c·tiou of till' :<aiel let.tf•l'~ J'flh•ut., 01' lhP I'N·m·e•·y 
ut' clau1a~e,.: f01·, OJ• I'P.~IJ·:tiuiu,![, I lw iufl·iugPIIIPIIt' I IH·I·e•of, o1· pe•t·wit 
the mort.gagrP to t.alw SI1C'I1 ]Wnrrf'lliug~, awl, iu t.hf' "'·rut. ol' tltl· 
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• 

mortgagor taking snell proceedings will do oyerytl1ing in his }lOWer 
for the purpose of mnking ;;nch proceeding;; snece~sful, nne] will, 
whnte\·er the event of any such proceeding;;, pny on elemmul the 
co.~ts of the mortgagee (if any) reln~iug thereto, as lwt.wccn ;;olieitor 
:mel client. A:m J:'UHl'IIEII, that in ca~e the mortgagm· Rllallneglect !'""'"''to 
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. • . wr.t'h!u t!~!~~ to 
or refuse to make the payments aforesaal, or any of them, It shnll IJO pny·r;·e~. 
lawful for the mortgngee to pay the ;;amc. Asn that all moneys :mel 
expeuses (if any) tmiel by the mortgagee for or in rcs}Jeet of any 
renewal fee:. or other ehnrges, or any procccelings or othm· mattm·s 
aforesaid, together with intere,;t for the smne nt th!! rate of 
]'el' centum per annum from t-110 time, OJ' rcspeeti\·e times, of the 
~ame hnving been 'maclo or CX}le!!!letl, sl~all he repaid by tl10 
mortg:1gor to tho mortgagee on elcmand, nml ~hnll in the meantime, 
:111d until repayment thereof, be ehargccl on the premi,;es lwJ·chy 
:cssignec.l. PnonJ>EO AJ,wxrs, :mel it is hereby agt·eeel :mel cleclared, l'ower to 

tltnl'f '":1 f!OI' f n 
thnt at any time, or times, hefore the mortgngee ;;:mn hn.ve become 1150 i~y{mtion. 

entitled to exercise the power of !'ale vested in him IJy virtue of 
these presents and the :.tatnte in that helmlf, it shnll he !awful 
for the mortgngot· l1imsclf to usc nnd exercise the ~aid hl\'ention 
without interruption from the mortgngee, all<l, in the nnme all(l as 
the attorney of Ow mortgagee, to gmnt licences for the m:e of the 
sai(l invention nnd letters patent for such period!', nnd upon such 
conelit.ions, ns he shall think tit, hut ~;o tllflt t]IC mortgagor shall 
not be :mthorisecl to enter into nny eo\·enants in the name of the 
mortgngec, or to subject him to any persoualliability, :md so that 
no exclusive licence shall he grantee] without tho consent. in writing 
of tho m01·tgagee, ancl so that on e\·ery such licence there be 
reserved the hel't rent or royalty {.hat can eOil\'enicntly he obtaiued 
ll'iLhont taking anything in the untnre of a fine or a premium. .A:m J,ir.('nc.,s. 

it shall be lawful for the mortgagee, at any time, or times, after he 
sllnll have become entitled to exercise the power of sale nfore-
snicl, to gmnt licences for the use of the said invention and letters 
patent for such periods, aJHl upon such eonelitions, anrl in such manner 
as he may think fit, nnd in consideration of a sum, or sums, in gl'Oss, 
or nny rents or royalties, or othorwi~e. 

In 'Yitness, &c . 

2 u 
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ACTION OF INFRINGEMENT. 

INDORSEl\IENT ON WlUT.(a) 

The J>laintill''"' daim is for damages for the infringement of the 

pin b W l 's patent. 

And for an injuncMon to restrain the defendant from infringing 

the l>lttintill"s patent. 

.A.~.YOTIIHR FO/lJl. 

1. For an injunction to restrain the defendant his servants and 

agents from infringing the pl:tintifl"s letters patent dated the 

day of 18 and numbered 

2. For damages for snch infringement or at the O!>tion of the 

plain till' an account of all profits derived by the defendant from such 

infringemcn t. 
• 

3· For tho delivery up to the plaintiff or tho destruction of nil 

articles in the JlOssession of the tlefemlant made in such infringe

ment . 

4· J?or costs. 

~a) Sec S. U. ll. z883, Appendix A. pnrf. iii. sec. h·. 
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STATEl\IENT OF OT"Ail\I.(b) 

Tho defendant lws inf1·inged tho plaintiff's patent No. q,o8+ Iufl'ingcmc·ut. 

granted for tho term of fourteen years from tho 21st l\Iay I SSo 

for certain improvements in the manufacture of iron and steel 

whereof tho plain till' was tho first in Yen tor. 
1'ho plaintifl' claims nn injunction to restrain the defendant from fujnnr:tion uud 

I • f · 1 r I dnmnges. fm·L tel' m rmgemont aw ;f;o roo < amages. 
Particulars of broaches nrc tlelh·crod herewith. 
Place of trial Durham. 

(Signed) 
Delivered 

·-·----- ---------· 
• 

.ANO.TJJ!W FOR.Jf. 

rSS -K.-No. 
In tho High Court of J ustico 

Queen's Bench Division 
[u1' Chancery DiYisiun 

.:\£r. Justice--~ J 

Writ issued 
Between A. B., 

C. D., 
:Uid 

StwrmiEX'I' oi' 0LADI. 

Plniutill' 

Defendant. 

• 

'l'ho dcfonrlant has infringed tho plr.intift''s patent No. of Tnfrh.gcmcut. 

,\.D. granterl for tho term of fourteen years from tho 

day of r8 for certain impro\'cmonts in 
whereof E. F. therein named wns tho true nnd first 

inventor. 

r. 'l'he plaintiff claims nn injunction to restrnin tho defendant Iujnuction. 

from further infringement. 

(b) S. C. U. xSSJ, Appenuix C. Form 6. 

• 
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D:nnrtgos or 
account. 

Pnymrm t of 
:mwnnt. foull(l 
<lilt•. 

1Jelil'ery up. 

• 
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2. An inquiry as to tho damages sustained by the plaintiff by 
reason of the inft·iugement or at plaintiff's option an account of 
profits made by the defendant. 

3· That the defendant may be ordered to ]lay to the plaintiff the 
mnonnt so fonnd to be tlue. 

4· 1'hat the defendant may be ordered forthwith to deliver up to 
the plaintiff' to be destroyed all machines or apparatus made in in
fringement of the plaintiffs ]latent. 

5· Costs. 
(Signed) 

Particnlnrs of breaches are delivered herewith. 
Delivered this day of IS Ly 

of ;;o1icitor for the plaintill'. 

ANO'l.'IIBR PORJI. 
IS A No. 

In the High Court of Justice 
Chancery Division 

lllr. Justice --
[ m· Queen's Bench Division]. 

Writ issued 
Between A. B. 

C. D. 
nud 

• 

STATEliENT OP CLAIM. 

Plain till' 

Defendant . 

1. 1'ho ]llaintiff is the registered legal owner of the letters patent 
dated tho day of 18 and numbered 

for an invention of improvement in the manufacture 
of granted for the term of foul'toen years 
from the date thereof to E. F. 

2. The said letters patent were duly assigned to the plaintifr' by an 
indenture dated the day of IS and 
made between the said E. F. and the plaintiff. Notice of such 
assignment was entered on the Uegister of Patents on the 

day of r8 since whlt.:h date the 
plaintiff. has remained the sole registered owne~· of such letters 
patent. 
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3· The said letters patent are good nnd valid and nre and have v,llidity. 

been ever since the grant thereof of full force and effect, 
4· Since the day of IS and prior to the Infring0ment. 

issue of the writ herein the defendant has infringed the said letters 
patent and has made sold supplied let on hire and used 
manufactured according to the invention in respect of which the snid 
letters patent were granted and be threatens and intends to continue 

• 

to do so unless restrained by the order of this honourable Court. 

• 

The plaintiff claims-
I. An injunction to restrain the defendant his servants Injunction, 

agents and workmen during the continuance of the said 
letters patent from manufacturing selling supplying letting 
on hire or using :my manufactured according to 
or in the manner described in tho COlll}llete spcciJlcation 
filed previous to the grant of the said letters patent as therein 
recited Ol' accordii1g to or in any manner only colourably 
differing from the same and generally from infringing the 
rights of the plaintifl' in respect of such letters patent. 

2. An account of all gains and profits made by the defend- Accouut. 

ant by the manufacture sale sup11ly lettii1g on hire or use of 
such manufactured sold supplied let on l1ire or 
used by the defendant or by any person or persons by the 
order or for the use of the defendant and that the defendant 
may be ordered to pay the amount of such gains :md 11rofits 
to the 11laintifr', 

3· Damages for the infringement of the said letters patent. Dnmngcs, 

4· Delivery up to the plaintiff of all such Delivery up. 

aforesaid as are in the possession or power of the defendant. 
5. Costs. Costs ns . • 

6 Tl 1 • t'fi' 1 • f 11 I l bet ween solicl· • 10 p am 1 c unns n costs c mrges nne expenses as tor all!l client,, 

between solicitor and client. In an action brought by the 
plain tift' against G. H. for infringement of the said letters 
patent 1\Ir. Justice certified that the Yalidity of the 
said lette1·s patent came in quf.!stion. 

7. Such further or other relief as the nature 
• may requn·e. 

(Signed) 
Particulars of breaches are delivered herewith. 

of the case l?urthcr or 
other relief, 

Delivered the day of 1S by 
of solicitor for the plaintill . 

• 
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PARTICULARS OF BltEACliES. 

In tho High Court of Justice 
Queen's Bench Division 

[01· Ohnneery Division 
Mr. Justice ]. 

Between A. B. 

and 

a. v. 

18 A No. 

Plnintill' 

Defendant . 

PARTlCUJ,AitS OF BREACHES • 
• 

The following are the particulars of the breaches t:omplained of in 

this action : 
That the defendant has at divers times since the day of 

1 8 and prior to the commencement of this action infringe<! the 
plaintifi's letters patent and the three claims thm·eof in mamwr 

following that is to say-
That the defendant has ::mb:;equently to the date of the 

plaintill's patent manufactured :md sold or 1itted on hoard dh·ers 

ships cm-tain cold dry air refrigerating machines for prcserdng 
meat or other substances in which are al'l'angetl :mel combined 

together steam engines air compressing and nir exvnnsion appnratus 
in the improved maimer described and claimed in the Queen's 
Pl"inters' copy of the complete specification filed prior to the grnnt 
of the said letters patent as therein recited. 

And also that in refl'igerating macl1incs made sold or fittctl by 
the defendant pipes of consideralJle length are provided for the 

passage of compressed air (drawn from the refrigei·ating cl1am bcr) to 
the expansion cylinder and trayersing tlJC cooling chamber or some 
part thereof or some chamber in connection therewith in f\\l('h 
manner that the moisture in the air is deposited in tho piilCS ami 

can he dmwn ofr before tho air reaches the OX11nnsion cylinder. 



FOR.l\18. 

The defendant sold a cold dry air refrigerating machine for pre
ae.lving meat or other substances to one E. F. of 
on the day of x8 • The exact number and 
dates of the defendant's infringements save as hereinfore men
tioned arc not at present known to the plaintiff hut the plaintiff 
will claim to recover full compensation from the defendant in respect 
of all such infringements. 

Deli \'ered this 
of 

(Sign ell) 

day of 18 by 
solicitor for the rJlaintifi', 

0 

67!) 

0 
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Infringement. 

Novelty. 

Utility. 

Subject-mat fer. 

~·rue and first 
inventor. 

APPENDIX . 

• • • - -• 

-

• 

DEFENOE.(c) 

1. The defendant did not infringe the patent. 
2. The invention was not new. 

3· 'l'he plaintifi' was not the first or true inventor. 

4· The invention was not useful. 

- .. - • 

• 

5. [.Denial oj any oth.e1· mcttte1· of fiwt c{(fectiny the validity of the 
patent.] 

G. The patent was not assigned to the plaintiff. 

Deli v!llred 
(Signed) 

• .ANOJ'JIER POR.JI. 
rS -A No. 

:In tlw High Court of Justice 
Queen':; llench Division 

[o1· Chancery Division 

l\Ir. Just-i<:c ] 
llctwcen A. ll. 

and 
C. D. 

DEk'EXCE • 

The defendant says that-
!. He has not infringed the plaintifl''s 11atent No. 
2. The alleged invention was not new. 

3· The allcgetl invention was not useful. 

Plaiutifr 

Defendant 

• 

4· 'l'he alleged invention is 11ot proper subject-matter for a patent-. 
5· E. F. was not the true and first inventor of the alleged in-

vention. 
lusufTtcieucyof G. The complete specification of tl1e alleged invention docs 
5l'cciticatiou. particulm·~y describe the nature thereof ami in wlmt mauncr 

not 
tho 

sumo il:l i.o ];u performed. 

(c) S. C. H. ISSJ, Appendix D. sec. vi • 

• 
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7. The said complete specification does not distinguish what parts 
of the alleged invention are new and what old. 

681 

8. The provisional specification of the alleged invention docs not Vnri:mcc of 

describe the nature thereof and the invention claimed in the said spccilicatiuus 

complete specification is an inYention different from and larger than 
that described in the provisional specification. 

• 

Delivered tho 
of 

day of 

(Signed) 

18 by 
solicitor for the defendant. 

• 

• 
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'I'm,. mul first 
inventor. 

APPENDIX. 

P.A.Rl'ICULAHS OF OBJECTIONS. 

In the High Court of Justice 
Queen's Bench Division 
[ o1· Chancery Division 

Mr. Justice ] 

Between A. B. 

n,ll(l 

C. D. 

18 A No. 

Plaintiff 

Defendant. 

PARTICULARS OF 0DJECTIONS 

Deliwred by the Defendant with his Statement of Defence. 

The following arc the 1mrticulars of the objections on which tho 
tlefcndam •·t·'iieH iu support of his Jcfcncc-

I. The ..;aid E. F. referred to in tho Stntcnwnt of Claim was not 
tho trne :lnd first inventor of the saitl inwntion. 

::inbjcct-mnlf<"r. ::?. The alleged im·eniion is not the proper Hubject-matter for a 

Utili!~·. 

Jn~nfiicicncy 
of compll'ltJ 
specitieatiuu, 

J 11 ~11 fl i d eJIC:Y • 
of pro\"i"iowtl 
S[Wcifit'ation. 

patent. 
3· The alk•gcd innmtion is uot n:-:efnl. 
4· 'l'hc complete ,;pccifieatinn of the alleged inveution does not, 

}1articnlal"ly deseribc the nalnru thereof and in wlmt manner the 
same i,; to lJc performed, inasmuch as [adcl1·easons]. 

5· The ~aid CJiltplete spceification does not distinguish what parts . 
of tho alleged im·ention are new and wlmt }Xtrts thereof arc old. 

6. 'l'hc prorisioual specification of the alleged invention docs uot 
describe the nature th01·eof and the invention claimed in the said 
complete specification [ns nmendcd] is an invention differing from 
antl larger than that described in the said provisional. specifica

DiiT .. reutinvon. tion and diflers therefrom in the following particulars that is to say 
!.ion ucsl'ribod [ 1~oint Oltt £li(/ercnces]. . 
111 complutu • 
specification. 
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7• The said complete specification is ambiguous and misleading Ambiguity. 
inasmuch as [add reasons]. 

8. The alleged invention was not new at the date of the said Novelty. 

letters patent. 
9· The alleged invention was published within this realm prior to p,!blicntio!l of 

• • pr1or spcmfica-
the date of the smd letters patent by the fihng at the Pltteut Oilice of tious. 

the following specifications-
( a) The specification of W. E. N. No. of the year 

xS for "improvements in machinery Ol' apparatus for 
protlucing ice and for general refrigerating purposes." The 
portions relied on are from page line to page 
line and page line to the end and the drawings 
therein referred to. 

(b) The specification of C. W. S. No. of the year 
1 S for "improvements in refrigerating and producing 
ice nnd in apparatus or machinery for that purpose." 
Tho defendant relies upon tho whole of this specifica
tion. 

[Add otlwr specijications.] 

• 

1 o. The alleged inYention was published wit.hin this realm prior Pnulication by 

to the date of the said letters patent in the following printed priOI' books. 

books-
(Title) 
(Title) 

edition page line 
edition page liue 

[A del ot!ter boo!.:s.] 

to line 
to page 

• 
line • • 

I 1. The alleged inYention wns published within this realm l)J'ior PuLiieation by 
• . • prior reports 

to tlw tlate of the :>ani letters patent m a report and dmmugs awl olr.lll·iu:;~. 

by C. \V. ~. Such rcp01·t is dated the tlay of 
IS ami was pnblh;llCtl in ]~omlun by being forwarded by the 
said C. \Y. S. (from his ollice in West minster) on or about that 
date to H. \Y. n. uf . 

'l'hc said report was further publif<hed iu London by C:opies thereof 
having been fmwartled about the tlate ufure~aill to (amongst others) 
the following persons;-

( a) W. II. T. of 
(b) J. L. of • 

• 

[A del otlters.] 
12. 'fhe alleged invention was pnbli~hetl within this realm pri01· PnlJli•·atiou !Jy 

to tho date of the :;aitl letters patent lJy the mannfaoture nlltlprior macliiucs. 

sale [ m· erection m· usc Ol' public exhibition] of machines similar 
to tlw machine described nnd claimed in the plaintill''s complete 

• 
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Othcriustnnccs 
of publication. 

• 

' 

APPENDIX. 

specification at tho places and in the years hereinafter mentioned 
that is to say·

((t) By J. W. of at 
(b) By J\Iessrs. H. H. & Co. of 

in 18 . 
[Add otlw1·s.] 

13. Otlter instances of JWim· publication. 

Delivered this day of 
solicitor for the defendant . 

in z8 
at 

z8 by 

• 

of 
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NOTICE OF MOTION FOR IN'rEl~LOCUTOl{ Y 

INJUNCTION. 

• 

TAKE NoTICE, that this honourable Court ,-vm be moved before 

his lordship, 1\Ir. Justice , on the day , 18 , or 

so sovn thereafter as counsel can be heard, by l\Ir. , of counsel 

on behalf of the above-named plaintilt~ that the defendant, his 

set·vants and agents, may be restrained until the trial of this action, 

or until further order, during the continuance of the lette1·s patent 

bearing date the day of , 18 , and numbered , 

from making, selling, supplying, using, or putting in practice any 
' [patentecl articles], made according to or in the manner describetl 

in the specification [o1' specifications] of the invention for which the 

1;:1id letters patent were granted, or according to or in any manner 

only colourably differing from the same, and from in any manner 

infringing the said letters patent, and that such further order may 

be made as to this Honourable Court shall seem meet . 

• 

685 

• 

• 
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JUDGMENT AI!'Tim TRIAL OF ltC'riON.(rl) 

Order of l\Ir. ,J usl icc , dated 

J n the High Comt of ,J nstico, 
Chancery DiYision, 

nlr. Justice --

clay of 

18 B Xu. 

' IS • 

\\'edncsday, the 

Between The 13 . .A. 

drw of • ' IS • 

Plaintiffs 
and 

I. L. 

Defcnuants. 

This action coming on the day of and the clay 
of , rS , for trial before this Court, in the presence of 
counsel for the plaintills and defentlants, nnd upon hearing the 
pleadings in the action tlw letters patent of the day of 

, 1 S , granted to J. II., therein mentioned, and the 
indenture of the day of , 18 , also therein men-
tioned, and so much of the answer of the snirl defcmlant I. L. to 
the plaintifl''s interrogatories ns is contnincrl in paragmphs 6, S, 
&c., and the further answer of the said defendant I. L. read, and 
upon hcm·ing the evidence of the several persons named in the 
schedule hereto on their exnminn.tion taken orn.lly before this Court 
Hpon the several tlays set opposite their umnes in the f:aid sehednlc, 
and lllJOn prOll uC'ing the seYeml exhibits to such persons Oil their said 
cxnmimttions referred to ill the third column of the said schedule; anti 
the defendants hy their counsel atlmittiug that the dye analysed by Dr. 
William 0., Professor I. D., Dr. J. P. G., and ProfEssor \V. E. A. was 

(d) Letters patent nrc liahlo to seizure hy tho sheriff under a writ or ji. fa. in 
~atis'fi~etion of' a jmlgmPut dcut. It wouhl nppenr that thn writ authorises the 
~herifl' to ~ell antlnssign the chattel interest of' the JUdgment. tlcLtor (~ce Coleman 
v. lhwlinson, 1 F. & F. 330; Harley v. llarluJ·, 11 T1·. Ch. Rep. 451). 'l'he 
assignee, on an•lkation at the l>ateut Ofi1cc, will ue duly entered on the Uegister 
as pnten tee. 

• 
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FORMS. 

the Fast Blackley Red which wns sold to A. S. B., as in the pleadings 
mentioned, and that tho same was sold by tho defendants ; and upon 
hearing what was alleged by counsel for the plaintiff and defendants; 
and the Judge, for his assistance, having submitted certain ques-
tions to Professor R. for his opinion, and obtained from tho saicl 
Professor n. certain reiJOrts thereon, dated respecti\·ely the 
day of , 18 , and the day of , 18 : 
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• 

1'his Court did order that this action Rhonhl stand for jnelgment, mHI, Mf!nH to stmul 
, fol' Jn•lgmcnt. 

this act.ion standing for judgment, tins day, in the presence of 
counsel for the plaintills anrl defenclant~, aml the pnrticulars of 
objections of the tlefendants being deomerl to be nmcudecl hy the 
addition thereto of an objection that the allegerl in,·ention of .T. 1 L .r., 
in the pleadings named, was and is not proper snhjcct-matter for 
which letters patent can he Yalirlly granted : This Court doth ore lt•r 1 ujnuetio~u. 

that tho defendants, I. L., J. L., allll 0., and J. r ... L. :mel S., their 
sermnts, agents, and workmen, be restmined, during tho continu-
ance of tho letters patent in the pleadings mentioned, from making, 
using, or putting in practice, or permitting to be mndc, usecl, or 
put in pmctico, the invention doRct·ibetl in the specification of ,J, II .• T., 
in the plc:adings mantioncrl, or any part of the same inwmtion, 
and from niannfactnring, selling, or making any lJrolitnhle n~e, or 
permitting the manufacture, >mle, or profitahle use, of any rlycs or 
colouring matters being the l'anw as "Fast Blackley Hell" solrl 
to A. S. B., in tho plemlings ment.ioned, or auy tlycs or colouring 
matters made according to the said invention, OJ' any part thereof, 
m· by any process being a eoloumble imitation of the said im·ention, 
or any part thereof, anrl from in any manner infringing tlw rights 
and privileges granted by tho said letters patent. And it is ordered Acconnt to l•n 

that an account he taken of nil dyes or colouring matters lJeing tnkt'll. 

the same as the "Fast Blackley Hetl" sold to the snid A. S. B. 
as aforesaid, or otherwise made in infriugemeui of tho snit! letters 
patent, which have been manufactured, or sold, or used by, or by 
the order or for the u:;o or profit of, the defenelant::;, or any of 
them; and also of the gains or ln·ofits made by the defendants, or 
any of them, by reason of such manufacture, sale, or use. And it is 
ordered that the defendants do, within fourtecri ll:tys after the date 
of tho Chief Clerk's certificate, pay to tho plaintifls what shall be 
certified to be tho amount of such profits marie by the defendants 

respectively. And it is ordered that the defendants I. L., J. L., and Dclin•ry up. 

C. and J. L. L. and S. deliver up to the plaintifls, The B. A. and 
S. F., m· in the p1·es(mce of :the plaintiffs or their agents destroy or 

• 
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otherwise render unfit for usc, nll dyes or colouring matters made 
or used by, or by the order or for the profit of, the defendants, or 
any of them, being the same ns the ".Fast Blackley Red " sold to the 
snid A. S. B. ns aforcsuirl, or otherwise made in infringement of the 
said letters pntent, which arc in the possession, custody, or power of 
the defendants, or any of them, or the servants or ngents of them, or 
any of them, the 11nrtieulars of such dyes or coloming matters to be 
verified by afli<lavit, bnt such delivery, destruction, or otl10rwise 
rendering unfit for use is not to he enforced before the of , 
18 ; and in the event of the defendants electing to aJl}leal, not 
until the appeal has been di>~posed of, or until further or<ler, nnd 
in that case such tlyes or colouring matters are to lJe depositc<l for 
safe custody at the oflicc of l\I. .A. nml G. ,V, ]!'., the dcfetulnuts' 
solicitors, at No. P. S. l\I. 

n.'l""it of .And it is on]crcd that the pJnintifls do deposit with the l\Iaster of 
documc•ut,, &c. the Supreme Court the original shorthand writers' notes of the 

ApJu•:tl. 

Applicntiou. 

and argument, nnd nlso nil printed or written copies thereof 
in the possession or power of the J1laintiflil, their solicitor, ngent, nllll 
witnesses (to be verified by aflidavit), the smne to remain in court 
until either there shall be an appeal, or until, by lapse of time or 
otherwise, it shall be determined tlmt there shnll be no appeal. AJHI 
in the event of such appeal, the parties respectively arc to be at 
liberty to apply for delivery out to them of so many copies of the 
said notes, or of the Raid printed or written copies, as they mny 
require. And if, by lapse of time or otherwise, it slmll be detCI·minc<l 
that there shall be no appeal, either of the p:n·tics are to Le at Iibcri•y 
to make such application to the Colll'li for the disposal of the snit] 
notes, anclJlrinted and written copieR, as they may think fit. And 

u~rtinratc nf it is ordered that a certificate be given pursuant to the Act of 
vnli•lity. Parliament of sth and 6th 'William IV. c. 83, s. 3, and the Act of 

the 15th and r6th Victoria, c. 83, that the validity of the sni<l ldtcrs 

Pavuwut of • 
cosl~. 

patent came in question at the trial of this action, and tlmt the 
plaintiffs proved their particulal's of brc>ac),ICs. ..A.nd it is ordered 
that the said defendants do pay to tlJC said plaintifli; their costs of 
this action, including the costs of transcribing and printing the 
shorthand writers' notes, and tho costs of Professor R.'s re1lorts; 
such costs to be taxed by the Taxing Master. 



FOTii'\lS. 
• • 

JUDG~IE:NT VARIED ON APPEAL. 

OnnEn ot' 1'IIJ:: Cut:Jt'l' uP APPEAL. 

Duted r8 • 

Court of Appeal. -ll No. • 

Saturday, the . ' da,· of •• IS , • 

)Jr. C., llegr. 

Bet ween B. A., &1'. 
P!ai n tills 

aud 

I. ]~., &c. 
Defendants. 

Upon motion hy way of np11eal on the of November, autl 
the of December, 18 , made unto thi;; Court by counsel 

• 

for the defendants, from the jtlilgment dated the J nw:~, 
18 , awl upon hearing counsel for the plaintifls, nrul upon reading 

the !-lnitl jtHlgment: 
This Court clitl order that the snid nppeal l-lhould stand for judg

ment, nnd thn snme standing on the l\[nrch, I 8 , ami this 

day in the paper for judgment, in the presence of counsel on both 

sides : 
This Court dot.h order that the snicl judgment be reversed. 

And it is ordered that the plnintiff.-;' nction clo stand dismissed. 

689 

• 

Jiulgmcut r~
vct·socl. 

And it is ordered that the plaintifil;, B. A., &c., do repny tho Rcp:~~·meut ot 
defendants, I. L., &c., the sum of £ , being the amount of the custs. 

cost1:1 of the saicl judgment, alrencly paid by the defendants to the 
plaintiffs. 

And it is ordered that it be referred to the 'l'nxing :i'!Instet• to tax Ttl:xntinu or 
-( 1) The defencl:mts theit• costs of this action, other than their co~ts, 
co!'ts occasioned by the issue or issues mised by the Particulars of 

Breacl1es in the saicl judgment mentioned, nne! other than the de-

fendants' costs of the motion on the November, IS , but 

including in the defendants' costs the costs of transcribing and 

printing the shorthnnd writers' notes in the Court below, nncl tlw 

costs of Profe.•sor R.'s rrport in the jmlgment mentioned; (2) The 

2 X 

• 
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costs of the defetHlnnts orrnsioned hy the sairl appPnl, ot.ltPr than 
their costs ocrasioned hy the issue or issues rnised by the Pnrticulat·s 
of Breaches nforeR.'Iid; and (3) The costs of the plaintifts of the said 
action, ns well in the Conrt of Ap}1cal ns in the Court below, 
orcasioned hy thr i~sne or issurs rnised hy the said Particulars of 
Breaches. 

And it is ordered that snch costs of the plnintitf.-;, and the sum of 
£ , the taxed costs of the plaintifls of the motion made on the 

Kovemher, 18 , in this action by the defendnntl'l, he set of!' 
against such costs hy the rlefcndauts. And the Taxing ~Inster is to 
certify to whom, after surh set-oft', the balance is rlue. 

And it is orrlered that the party ft•om whom such balance shall he 
certified to be due pay the amount thereof to the other party . 

• 
• 

• 
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CER1'1FICA~J'J<] 01~ VALIDITY. 

I hereby certify, pursuant to the 3 rst section of the Patentr-;, 

Designs, aml Tmde l\Iark~; Act, 1883 (46 & 47 Viet. c. 57), that, 

1111on the tl'inl of thi::; nction, the validity of the lette1·s patent, in the 

plc:Hlings mentioned, (lnted the 28th November, 1878, nnd numbered 

4847, granted to F. J. C., amended by disclaimer allowed 12th 

November, r884, and now vested in the Edison and Swan United 

Electric Light Company, Li::~f!;ed, came into question. 

Dated this r6th day of J·:iy, r888. • 

E. B. KAY, 

• 

• 

G91 

• 

• 
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ACTION TO RESTnAIN THREATS OF 

LEGAL PROCEEDINGS. 

TN:OOHSEM:EN'l' ON WlU'.r. 

The plaintifiJ:;' claim is-

I. :For an injunction to restrain the dofeud:mt from continuing 

to threaten the plaintifl', or any other per.~Oil or person::;, w hPrnby 

the plaintill' ma.y be aggrieved, by circnlnrs, a•h·crti::;emeuts, 01· 

otherwise, with any legal proceetliugs or liability in respect of any 

alleged manufacture, u::;e, sale, or purcluiRC of any 

infringement of the defendant's patent, datetl the 

im·cntiou in 

•lay of • 

, 18 , and numbered , or in reHpect. of :my art.ielc 

m· articles, process or proccsHeR, nllcgcd hy tho •lcfc111lnnt. t.o lu> :m 

i uf1·ingement of his sai1l patent. 

2 •. For dnmagf!H in t·cspcct. of such threats. 

'L For costs. 
~ 

• 



FORl\l:::i. 

HEVOCA'l'ION OF LETTBitS PATENT. 

PETITION FOlt HEVOC.A'l'ION. 

In the High Uourt of J·usticc, 

Chancery 1Jid:;iou, 

)lr. Justice--

In the ?!IaLtet· of G. ami lL':; Patent, 
No. A.D. 18 

ami 
In tho l\lattm· of tho l~atcut:;, Designs, and 

~era de:; l\Iarks Act, I 883. 

'l'o Her nlajcsly's High L'om·t of J·usticc. 

TilE liU)!JIT,E PE'I'I'l'lOS of S. K, of 

of Loudon. 

SJIEWE'l'Il AS FOI,LOW!i :-· 

, in the qity 

1. Your petitionct· i::; an electrician, aml the pail•utce of many iu
vcutions in connection with the production, tli:;trilmtion, ami utili:;a
l:ion of electric currents, which im·eutious arc uow in exteu~in~ 

practical use. 

2. Among other methOlls of distribution, for :;ome time past your 
petitioner has specially occupied himself with methods of efl'cctiug 
the same by means of seconda1·y generators by which electrical 
action is obtained at diflerent points of au electrical circuit by means 
of electric induction only, without interrupting such circuit or 
making any connection with the conductor conveying the current. 

3· In or about the month of Decembm·, 18 , your petitioner 
iuvented an improved form of secondary generator for the purpo,se of 
ellecting economically aud conveniently the above-mentioned object, 
:w.tl on the day of December, 18 ,your petitioner applied for 
and obtained a provisional protection, No. A.n. tS for 
such invention, and has since filed a complete :;pedficat.irm fot· the 
said invention. 

• 

• 

G!JS 

• 

• 
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4· Since obtaining the said provisional protection your petitionm· 
has manufactured and used secondary generators constructed accor<l
ing to your petitioner's :;aid invention, aml the same have been 
shewn to possess great advantages ovet· other forms and to be of 

• 

great practical utility. 

5· 'J~he sale ami user of the said secondary generators made 
according to your petitioner's invention has recently been interfm·cd 
with by a Limited Com1mny named the National Company for the 
Distribution of Electricity by Secondary Generators (Limited). 
~'he said company claim to be entitled to restrain any person using 
any mode of electrical distribution by means of secondary generator:;, 
of whatever form or construction such generators may be. 

6. The said <:!aim of the ttforesaid company purports to be based 
upon letters patent granted to L. G. ml(l J. D. G., and numbered 

A.D. x8 • The invention in res1Ject of which the said 
letters patent were granted was in no wise novel at the date 

of tl1e same, and the said letters patent are and always h:we been 
of no force and validity by reason thereof and of the other matters 
set forth in the Particulars of Objection delivered herewith in pur
suance of section :z6 of the above-named Act. 

7· ~he existence of the above-named letters patent claiming a 
'dde and general monopoly of the sptem of distribution by means 
of :;econdary generators, which was known to and the property of the 
public at the llate of the sttid letters patent, has been and is the 
cause of great injury to the public by preventing the sale of machine~ 
made according to your IJetitioner's invention, as well as those matle 
by other inventors who likewise have made improvements in 
secondary generators and in the di::itrilmtion of electricity thm·ehy . 

8. That the public are prejudiced by the above-mentioned general 
claim in the :;aid letter.~ patent, hecause consumer:; of electricity 
are not in general acquainted with the science of electricity mul ~he 
tc:clmical application thereof, and are therefore unable to form :111 

opinifln as to the invalidity of the said letters 1mtent, whereby the 
Fale and use of improved secondary generators wholly pre,·ented. 

9· 'l'he officu of l\Ir. A. U. C. H., No. , , in 
the county of , is the place where the 1mtitioner 
may be served with any petition or :;ummons or notice of any pro
ceedings or order of the Uourts relating to the matters herein rc· 

f erred to. 
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• 

.FOIU\18. 

Your petitioner therefore humbly prays for the revocation 
of letters patent No. A.D. 18 , or that such order 
may be made in the premh;es m; to this Honoumhle Court 
may seem meet. 

And your petitioner will evtJr pray, &c. 
"' ·~ ~.:J. ~. 

lt is intended to serve this petition· on h G., J .. D. U., and the 
• 

X. Uo. for the Distribution of Electricity hy ::iccollllary Generators 

(Limited). 

-----------· 

• 

• 

l hereby authorise the presentation to the High 
of the above written petition. 

Uourt of J u::;tice Fiat of 
AUoruey• 
Ucucral. 

UOYAI, CUUit'l'S 01' JUs'l'lCE1 

1Jcwnbc1' 71ft, 1S9 • 

ULC.IIAlW J~. W.LmS'l'Jm, 
Attorucy.<Jencral. 

• 

• 

6!lli 
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APPENDIX. 

' 

PROLONGATION OR EXTENSION O.B' 

LETTERS PATENT. 

• 

ADVERTISEl\IENT OF INTENTION TO PRESEN'l' P.l~'l'l

TION FOR PlWLONGATION OR EX'L'ENSION 0.1!' 

LETTERS PA'l'EN'l'. 

In the Privy Council. 

In the lVItttter of Letters Patent gmutecl to 

of , and bearing date the clay 

of 18 , and numbered • 

Notice is hereby given, tlutt it is the intention of 

of , to present a petition to Her 1\'Injesty in Council 

praying that the term of the said letters patent mn,y be extende!l • 

.And notice i::; hereby further given, that on the day of 

iust., or on ~;uch subsequent day as the J"tulicial Committee of Her 

:Majesty's Privy Council shall appoint for that purpose, a}Jplication 

will be made to the said Committee that a day !Wty be fixed for 

hearing the matter of the sai(l petition, mHl any person or persons 

desirOllR of being heard in opposition to the said petition mu:-;t 

enter a caYeat to that effect in the Privy Uonudl on or before the 

said next. 

Dated this day of ' IS . 

Solicitor for· the Petition€!!', 

• 

• 



• 

FORMS. 

CAVEA'l'. 

In the Privy Council. 
• 

In the l\Inttor of Letters Patent granted to ' 
of , and hearing date tho day 

of , and numbered • 

Caveat issued on behalf of • 

Let nothing bo done in refm·ence to the above-mentioned patent 

without due notice to • 

Dated this lhty of 1 ~· ' 0 • 

~olicitor for 

NOTIUE Ob' O.BJEUTION::l '1'0 EX'J:ENSION OF 

1'EH,l\I OF PA'l'EN'l'. 

In the Privy Council. 

In the !\latter of l~etters Patent gt·auted to ~\. B., of 
, in the County of. , 

!'or theJnvcntion ol'"Impl·ovemcnt:> in the umuu
faeture, &e.," bearing date the day of , 
1 8 , and numbered , 

In the l\Iatter of the Petition of for 
an extension of the term of the Haid letters patent. 

~'he gt·oumls of objection of , of 

• 

• 

• 

' to the granting of the prayer of the ;tbo\·e-mentioned petition 
are the following yiz. . 

• 

1. 'l'he alleged invention Wtts not new at the date of Lhe said Nu,·elty 
dcuietl. 

letters patent. 

liU7 

2. The alleged invention was not u&eful. 
3· The alleged invention never has been, 

of gt·eat advantage to the }mblic . 

Utili I\· tlenietl • 
and is not likely io'lJo, )lcl'it tlcnicll, 

• 

• 

• 
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Suflidt•ut. 
• 

rt•Jll liUCI'aliUII. 

J.ndtrs uf 
• • }lctllwm·r. 

I u f ril lbCiucu t :::. 

.AIIt'gatiou~ 
iuc:tpaule of 
pt·oof. 

• 

.AP.PEKJJl.X. 

-t· The petitioner has already rcceive1l a full and mlc11llate reward 
fur the said alleged invention, and also large trade profits ft·om the 

• 

manufacture of under the monopoly created hy the 
said letters patent. 

5· If the petitionm· has not been adequately rewarded, his wauL 
of proper remuneration has been caused by his own acts in 11ot 

ach·ertising ami pushing the said invention, and in refusiug to gra11t 
licences for the use of the same. 

6. The petitiuuet• lms permitted infringements of the said lettm·s 
tmtent, and uevcr hrought actions to restrain such infringements. 

7. The allegations contained in the sttid}Jetition are incapable of 
pt·oof. 

Dated thi:; day of 
' 

r::> • 

Solicitor for 

-- -----· -····-·· -----

ADV.Elt'L'IHI•~M.El\T OF DA 1 YTXKIJ .l!'OH JLgAUING PETI

TION .FOH PROLOKGATLUN OR l~X~l'ImSlON". 

In the Privy Council. 

Jn the l\iatter of ]~etters Patent granted to ' 
of , :m1 1 bearing date the day 
of IS , and numbered • 

Notice is het·eby given, that their lortl:-;hip~<, the Judicial Committee 
of the Privy Council, have appointed the tlay of 

1 

18 1 at half-past ten o'clock in the forenoo11, for hearing the 

matter of the a.lJOve Jmtition. 

I 

Solicitor for the Petitioner . 
• 

• • 



.FORMS. 

PETITION FOR P.ROLONGA'l'lON OH, EXTENSION OF 
LETTERS P..:\'L'.lt1NT. 

In the l~ri,·y Council. 

•lay of , IS • 

1'o the (~ueen's l\Iost Excellent l\lnjesty in Uotmcil. 

In the 1\fatter of Letters Patent gmnted to R U., 
formerly of No. , A. Homl, now No. , II. Road, 
N. C., in the County of , Contractor, for 
the Invention of "A new or improved captain's 
bridge, constructed as a :;elf-humching life-raft," 
dated the tlay of , 1 S , 

TuE HumiLE PE'rl'l'IUX of the above-named H. R., fot·merly of 
No. , A. ll.oatl, now No. , H. Road, N. C., in the Cot,mty 
of , Contractor. 

SHEWE'rll:-

• 

1. That your petitioner, previously to the grant of the letters patent Iuvcnti,,n 

hereinafter mentioned, invented, after consideraLltl personal a pplica-
cation and cost, "A new or improvtld captain'~ hridge, constructe• I 
m; a self-launching life-raft" (hereinafter called "the said im·en-
tion "), wl1ich invention was and is of great utility, aml therefore 
beneficial to the 1mblic. 

69U 

z. That your l\Iajesty was graciously pleased, by letters patent Gmnt oflcttcr 

under the Great Seal of the United Kingdom of Great Hdtnin, pateut, 

bearing date the day of , 18 , to grant unto your 
petitioner, H. It., his executor:;, mlmiuistrator~, and assigns, the 
sole privilege and authority to use the saitl invention within the 
:;aid United Kingchm, the Channel l~;lamls, and the l~;le of l\Iau 
for the term of fourteen ye;w~; ft·om the date of the said Jetter:-; 
patent, 

3· That your petitioner, in compliance with a proviso in the said Spccilimtion 

letters patent contained, duly made aml c;tu:>cd to he .filed in the duly lilc!l. 

Great Seal Patent Office, withiu six calendar months from the date 

• 

• 

• • 
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of the :-;aid letter:; patent, an im;trmnent in \\Titing, Ullller hi::; hand 
and :;cal, pal'ticulal'ly describing autl m;certaiiJing the nature of t.he 

:;aid inventiou, and the llHlllllet' i11 which the same was to lJc 

11crfm:med. 

4· That your petitio11er hm; not obtained any letter:; patent 
or brevets d'invention for his :;aid invention in any foreign 

country, 

5· That your petitioner has cxpemletl large ::;mns of money allll 
devoted great pains and trouble while in health in emlenvouring 

to introduce the said invention to the public and to bring the :;auw 

into use. 

6. 'l'hat your petitioner met with au accident while tmvelli11g on 
the South-Ea::;tern Hailway between Lomlon Bridge and Cannon 

• 

Street on the 24th day of December, 1878, and in con:>c<Iucncc 
thereof was confined to his bed until ueal'ly the end of the year 

1882. 

7· That yqm· petitioner would have presented this his petition 
earlier, and about the 22nd day of October, 1886, when he called at 

the Privy Council Office for particulars m; to presenti11g :;mne; he 
was, however, unfortunately seized that day with it fit, aud is only 

now able to attellll to busine~s. 

8. 'l'lmt your petitioner has, owiug to !tis illncs~ and other 
circmHstance:; wholly beyond his control, failed to receive ade<JUate 

heneiit hom his inYentiou. 

9· Your petitioner lm~ uo doubt that, if the term of the said 
letters patent :-;houlU be extended, t,hc :;aid letters patent will 
become productive, and your petitie!!er will be able to obtain a fair 

J'eimbm·scment awl remuneration commeusm·atc with the great 

public value and importance of the said invention, and which his 

:-;tate of health will now allow him energetically to prosecute. 

10. That your petitioner':-; invention was tried practically, and with 

gTeat succes~, in the mouth of l!'ebruary, I 883, on hoard H.l\I.S. 
l'oltJPlteuws, at Port:;mouth, before Lord Northbrook and othe1·s, 

when the usc of the im·ention for the stwing of life was mo:;t amply 

llemow;tmted. 

:Medals 11. 'l'hat your petitioner exhibited a model of his inve11tion at the 
nwanl('l} riJl' 
ill\'cnti<•u. lntemational J!'i:-;lwrie:-; Exhibition held in ],ollllon iu 1883, when 

he was awanled tL g'Jld llledal; ami at the N;wal ttml Subumriuc 

• 



• 

FORi\IS. 

]~ngineering l~xhibition held nt the Agrienltnrnl J-Tnll, I:<lington, in 

.April, 1 SSz, when he wns nwnrdecl the first prize of 1 oo gninens. 
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12. 1'hat your petitioner humhly snhmits that, under the R"wn }"Pnrs' 
• • 0 0 I • • f'Xtf.lii~IOH tlt•-

Cll'CI\lliStmwes of the case, an exelmnve l'Jght of nsmg nJHl YetHlmg ~irt'•l. 
the snid invention for the further period of seven years "will not 

snllir.iently reimhm·se and remunemte yonr petitioner. 

1 3· Thnt your petitioner has given public notice by advertise- .A<h;~rti~•·

ments cnuse<l . to he inserted the requi:;ite numher of times in the nwul~. 
l,onclon Gazette anrl in other newspapers, pursuant to the statute:< 

in that case mnde and pro\·iclecl, t.hnt it is his intention to apply to 

your 1\In.jesty in Council thnt the saicl lettel's patent may be 

cxtrlllled for a further trm1. 

Your petitioner therefore humbly pmy& thnt yom· l'my .. J·. 

l\fnjesty will be gmciously pleased to tnke the cnse of yon!' 

petitioner into your Royal consideration, and to refer this 
petition to tho Judici:t! Committee of your 1\hjesty's 1\Io,.;t 

Honoumblc Privy Council, and. that your petitioner may 
l1o heard before such Committee by his conn:;ol and wit-

ncsses ; and that your :i\'Iajesty will he graciously pleased 

to gt•nut to your petitio11er a prolongation of the term 

by the snid letters patent gmnted for the tultlitional tenn 
of fourteen years, or for such term ns to your Majesty shall 
seem fit. 

And your petitioner will <wer pray. 

H. P. U., 
Solieitor fm· the Pl:'titionl'r . 
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ANOTHER FOR~I. 

In the Privy Council. 

rlay of ' IS • 

'l'o tlw Queen'>; l\Io>;t Excnllent l\I"njesiy in Counril. 

In the l\Iatter of Letters Patent gmnterl to \Y . .A. l\I., 
late of , in the of 

• Jmt HOW of 
' 

nnd 
' in the of , for the Inve11tioH 

of " Improvements in apparatus for consuming 
snwkn, promoti11g com hu~tion, nnd fccrling fur

rmN's with fuel," hearing date tlw rlay 
of , 18 , No. , 

'l'm; Hmrnr,E PETI'rrox of \V. M., of Nor-;. 

in the of 

nhove-nnmerl W. A. 1\[. 

SJIEWI~TJ[ :-

nne! 

' 
' ' , nnd of the 

I. ~l'hat yom Jlctitionrr the ahm·n-Hamed "'W. A. ~I., pre\·iomly 

to the grant of the letters patent hereinafter mentioned, invented, 
after con!'iclernblo personal application and cost, certain " Improve
ment:-; in apparatus for consnming smoke, promoting combustion, 

:mrl feeding furnnces with fuel" (hereinafter called "the >;nid in\'rn

tion "), which in\'ention was :mel is of f:,"l'ent utility and greatly beHe
firinl to the public. 

2. ~L'hat your l\Injosty was gmciously plensed, by letters 1mtrnt 
unclcr the Grcnt Seal of the Unitecl Ki11grlom of Great. llritain, 
hen ring date the clny of , I 8 , to gmnt unto your 
pntitioner, \V. A. 1\L, his executors, nclministmtorr-;, nncl assigns, 

t.he sole pJ'iyiJcgc mul authority to usc the snicl invention within t.he 

snitl Uniterl Kingdom, the Chnnnel If;lnncls, nncl J~;le of :Mnn for 
t lu' term of l'omteen years from the date of the f;ttirlletters patnnt. 

3· l'l1nt your petit.ioner W. A. nL, iJI. complinnce with n. proviso 

in the said lettPrs patent contained, duly marie nnrl cnusecl to he 
filet! in the Gt·ent Seal Patent Oflice, within six cnlenclar months 
ft·om the elate of the snicl letter~; patent, an in>;t.t·ument in writing, 

under his hnncl nnd sen!, pnrtienlnrly tle:.:cribing nncl ascel'tnining 

the untnrc of his saitl iun:mt.ion, nud the manner in which the same 

was to be performed. 
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• 

4· That your pr.iitionrr \V: A. 1\[. also ohtainell lettrrs patent Vnrei~n pRtent 

f I . . . , . I r.o • f l'ighls. 
or bre\·ets d'itwention or ns saul mvrntJOn m t. 1e .... mpu·e o 
"i''t•:mce, dated the day of , 18 ; in th£> 
Dominion of O:m:ula, dated the day of , IS ; 

and in the Kingclom of Norway, dated the clay of 

' JS • 
5· That. letters pntent, datecl the tlay of , 

tS , for the usc of the saicl invention in the Unitecl Htates of 
America were al::;n granted to your petitioner \V. A. ~L, :uul one 
;1, A., of 'Broadway, New York, to whom tho saicl \V. A. l\I. hacl, 

by an agreement elated the clay of , IS , 

ngreed to grant an exelnsh·e licence to make, use, awl veJHl the saicl 

in\'ention in the ~aid United States at the royalty and upon the 
conclit.ions in the ;;ame ngreement mentioned. Your petitioner 

'N. A. 1\L ultimately assignecl one moiety of the last-mentionrcl 
letters patent to one E. H. A., of Boston, in the Stah1 of 1\IasRa-
chusetts, in the United States aforesnicl, your petitioner \V. A. 1\l. 
t•emaining the owner of the other moiety thereof. The said last-

mentioned letters patent. were re-issued in the Unitecl StntP.s of 
America under date r S . 

• 

6. That bv an indenture elated the day of I· 
J , • ,1r.~nre~ 

tS , and made between your petitione1• \V. A. 1\I. of the first grnnt,,.J. 

pnrt, :mel the said ;r. A. of tlw sreoucl part, after t·eeiting that, by an 
m.:,;i~nmeut of even elate, your petitionrr hacl conveyed to thr ><nid 
;r. A. an nndi\'idecl half of his right in the ><aid O:maclinu patent, 
your petitioner grnntecl to the snicl .T. A., his executors, aclminist.m-
tors, and a~signs, the rxclm;i\·e licence to make, nRc, and vend the 
saicl inwntion in the Dominion of Oanadn, nt the roynlty and npon 
thn conditions in t.Jw Rame indenture mentioned. 

; . 'l'hat. on the of , 18 , lrtters patent for 
tho use of thr saicl iuYention in the ]~mpire of Austria were, on the 
nomination of your petitioner \V. A. i'L, granted ton certain firm 
of R N. & F., in consiclemt.ion of a snm of £ by the lnst

nnmrd persons paicl to your petitioner \V. A. 1\:L, allll an agreemrut. 
on thrir part to pay to yom lnst-nnmed petitioner n. ro~·alty of 
£ per cloor, ancl a. minimum yearly royalty of£ . 
The contract nuder which the saicl Austrian patent was ohtainecl hy 

• 
the said B. N. & F. (which contract wns rlatecl in the year 18 ) 

provide1l fol' the obtaining hy tlmt tirm of a patent. or breyet cl'in
vention for the nse of the last.-mentioned innmtion in Russin, hnt vonr 

• 
petitioners have been unable to ascertain whether anv such Russian 

• 

• 
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pntent wnR ewr ohtnhwd. Y c,nr petitioueJ·); did not, nor <lid f•itll(•r 

of them, e,·er obtnin nny pnient for the l"nid invention in Rm~in. 
Your petitioners receh·ed from the said firm of B. N. <tl F. the nfore

l'aid Rum of £ , nn<l a further sum of £ for royal tieR.: 
hut, except aR nforesni<l, they lmve noL, nor lu1s either of them, ever 

rrreivecl n.ny moneyR from the lnst-mentioned fh·m. 
8. 'l'hat thn Rai<l r-:evrmi let.ters pnt('l]t 01' brevet d'invention for 

Fmnee, Canada, the Unite<] StateR of Americn, an<l Aur-:trin. lun-e 

all expired, or JapRe<l, or heen nhnndoned. The ~aitl patent or 

brevet d'invention for Norway is r-:till in force, but will expire on 
f.he <lay of , r 8 . 

9· That the Raid inventicn rclntes to improvements in tlw meanr; 

of c·onsuming smoke and of efli:•cting com bnRt.ion in ~tEnm boileJ•f:, nr; 

also improvements in the nwans of supplying furnac·es with fuel. 
10. That yom petitioner W. A. l\L is 11 eivil engineer, :mel he 

haR for more than thirty year::; pnst devoted his attention to Rmoke

consuming a-})pamtus, and hm: given much time and lnbour nucl 

expended very considerable sumR of money in conllncting experi

ment::; relating to tho Ruhject-matter of the >:aid invention, and either 

alone, or with his then partr.er, one K 1N., he o'Ltuined lettm·r-: patent 

for nppamtus relating thereto, all of whieh last-mentioned letter:': 

pateut lmve expired or become void. . 

1 r. 1'hat previously to the time when your 11etitioner \V. A. l\L 
t.nrned his attention to the r;nbject, the smoke-consuming apparatus 

then known were inofiectivc on account of some of them failing to 

introduce the air to the fnmnces in such a manner as to suppm·t 

combustion, and those apparatus whieh succeeded in consuming 

smoke diminislwl the oilicieney of tho fire and caused wnste of fuel, 

and in some cases became destroyed by the action of the fire . 
~('hose defectr-: were :':ought to he remedied by 1111 apparntnr; which 

was the subject of the letters patent dn.ted , 

18 , No. , granted to your petitioner W. A. 1\I. 11nd one 

J. P. This invention consisted of argn.nd fire-bars, and the object 

wns to cause an incrense<l supply. of atmospheric air to enter tl1o 

fnrnnce through the grate. Tl1is object, however, was not attailte1l, 

hy reason of the holes frequently becoming clogged with dt•o>:s unci 
clinker from the fire, t·emlering them m:eles::; aR contluctors of the 

air. Subsequently your petitionet· W. A. l\I., aud the said J.P., 
obtainetlletterR patent of the , r8 , No. , for 

a contrivance which conRi>:te<l in constructing the furnace with ro('k

ing h:.m:. ~rho object of the last-mcnt,ioned couh-inmce was to 



J!'ORl\18. 

provide n means for keeping the sm-faco of the gm.to free from the 

accumulations of dross, clinker, &c., and so to mnintnin a regular 
supply of nit· to tho furnace ft·om tho a.-;h-pit. This was sought to 

be accomplished by giving a rocking motion to tho fit·e-bars. 'l'he 
sy.•tem introduced by the last-mentioned letters patent proved to 

he defective in consequence of tho lire-bars being necesr;arily too 
deep, and consetjllt.mtly impetling the pasr;age of air and clogging the 

air spaces. In case the stoker neglected to frequently put these 

rocking-bars in motion, they became fac;t, so that they could not be 

put in motion at all until the lire was out and the appamtus re-

adjusted. Your petitioner \V. A. 1\-I. then obtn.ined letter:; patent 

of the , r8 , No. , for n. contrivance the 

object of which was to secure lightness as well as strength, so that 

thin bars could be used. .l\ s these bars consisted of two parts, 

wrought and cast iron, and the parts hatl to be put togothct·, the 
mnnufact.ure unde1• this last patent was found to be too expensive .. 

7011 

• 

r::. 'l'hat your petitioner "\V, "\. l\1. also, in conjunction with one Prior )'rtfenfs 

E \u '·t · 1 · · 1 t' 1 t :l S for all w<l· hut . •• ., ou mum pron:·nona protec ton r 1t m , I , un"ucco'ssful 

and letters patent dated , I 8 , fur invcmtions con- iuveutious. 

nected with smoke-consuming apparatu:.;, which, however, wm·e not 
::mcces~:~ful; :md ultimately your petitioner 'N. A. l\1. invented the 

contrimnce which was patented by the ahove-mentioned lettoi·s 

patent of day of , 18 , the subject of this 
present petition. 'l'ho general advantages of thi::; invention m·e ns 

follow: It was fouml that the consumption of smoke coultlnot be 
• 

successfully ennietl out by the fh·e-b:ns, but that n. proper admission 
of atmosphet·ic air at the mouth of the fnrnace was required. 'l'he 

patent door tl10 subject of tho invention com]Jrised in the last
mentioned letters patent accomplished that object. It ~ecured n. 
better control over tho air admitted than nny other system, and was 

easily manipul:tted. Being balanced, it woultl remain in whatever 

position it was Het-n great advantage for marine purposes. 'l'he 
manner of consmning, or rnthcr preventing, the smoke was by 

opening tho rloor n few inches in warrl. 'I' his caused tho atmospheric 

air to impinge on tho fnol at tho commencing point of comlmstion, 
causing the gases to be perfectly developed before lcaviug the fur

nace, an efli~ct which mny be eompared with a glass chimney on n. 
lamp. 

I 3· That bv n.n intlonture dated the rlav of 
J J , Assigumrnt. 

18 , ami nmrlo and executed between and by yonr }letitioner of p:tt.,ut, 

W. A. :\L of the one part, n nd yo Ill' petitioner ,V, :;u. of the other 

2 \' 

• 

• 
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part, your petibioner \V. A. M., in consideration of the sum of 

£ ' in the said indenture exr ~ssed to be paid by your 
petitioner W. 1\I. to your petitioner W. A. 1\I., assigned the said 
letters patent of the tlny of , 18 , to your 
petitioner 'vV. 1\f. for all the residue of the term of the said letters 
patent. 

14· That your petitioner -w. l\1. is a son of your petitioner 
\V. A. 1\I., and at the date of the a,;signment was a clerk in the 
o.flice of your last-named petitioner. 1'hat the sum of £ 
mentioned in the ]a:;:t-stated indenture was never paid by your peti
tioner \V. l\I. to your petitioner vV. A. 1\:L ; and the said asHign
ment was, in fact, executed hy your petitioner \V. A. 1\I. with the 
view to make a provision for his said son, your petitioner \V. l\1., in 
the event of your petitioner \V .. A l\I. dying during the continu
ance of the srrid letters patent, len.viug his said son him surviving. 
1'hat your petitioner \V. 1\1. is still in the employment of your 
petitioner 'vV. A. 1\I., and assists him in his busine~s of a civil 

• 

engine01·, but does not parbicipate in n.ny profits thereof, antlmercly 
receives a salary. 'l'hn.t the said letters patent of the 
day of , I 8 , although vested under the assignment n.fore-
said in your petitioner "\V. 1\i., are, and ever siuce the year I 8 
h:we been, worked for the sole benefit of your petitioner 'V. A. l\I. 

I 5. That your petitioller \V. A. 1\I. has expended large sums of 
money, and dm,otCtl great pains awl labour, in entle:woming to in

troduce the said invention to the public, :mel to ln·ing the 8amo into 
uoe. That for this plll'poso your petitionm·s, Ol' one of them, a<.lVCl'
tised the said invention extcnsi\·cly, an<l personally undertook jour
neys to all parts of the eouutry to visit various manuf:wtnring towns 
nllll othct· places where it was likely the said invention wou!tl he 
taken up, awl also employed travellers or agents to sell on com
mission fire-doors made according to the said invention, and also 

supplied such fire-doors free of nxpense to shipowners aml manufac
tnrers for the purpose of trial. 

1G. 'l'hat although, nmler tlw circumstances aforcsai<l, consi<lcr
able number,; of fire-<loors m:ule according to the said inventiou 
compt·i::;e<l in tlw sai<l IPttcrs pnt.ent of the day of 

, 18 , were sold, yet the necessary expem:es of int.ro
dueing tl10 said invoution as aforcsaitl were so great that it was ouly 

<lming the last yem· aml nine montl1H1 or thereahouts, that. is to 
say, the years tS a!Hl IS , that :my profit was m:ule from 

• 

• 

• 



• 

FORMS. 

the said invention. In all other yenrR since the date of the said 

Icttm·s patent, the working of the snit! letters pn.tent, and tho 
manufacture nnd sale of fire-doors made nccortling to the Raid in
vention, resulted in losses, which far more t.h-:u counter-bnl::mced 

the profit of tho years 18 nut! 18 Lf..;1·csaid ; and, on tho 

whole, yom petitioner \V. A. :M., im;te:ul of obtaining :my profit 

from the sai•l invention, hn~; sustained a \'cry cousitlernl•le loss. · 

707 

r 7· 'rhnt onlv one licence haR eYer been crJ•anteu for the use of the 0nly ono 
J b IH!L~IU~(I !!l'lllltPll 

said im·eution in the Uuitecl Kingtlom, that is to sny, a licence to '· . .'l'e tinitctl 

l b 
. . h.lU!;dum. 

one J. n., nf l\L and 0., which was grantet y your petltwncr 

\V. A. l\1. iu or about the month of , rS . 'l.'hnt 

the said licence '':as grnutcd with a dew to the estahlislnnent of 
tho said J·. B. ns an agent for tho sale of fire-doors made accord-

ing to the saicl invention, but tho business arising thoroft·om being 

yery small and unproJitablo to your petitioner, he iu tho mouth of 

, rS , revoked tho ~:nit! Iiconco. Your petitioner be

lieves that tho said J. n. made no profit wlmtever from his usc of 

tho ~nicl invention uU<lor the said licouco. 
I 8. That, at tho time when your potitiouerR were onden.vouring to H••o.snnA fol' 

tldny iu Jllll.lill 
intt·oduce tho l"rtid invention to the public, there were RO many other n·.·•pt·cd•tliuu of 
. . I f tl II' I . tl b' t tl 'l . hivcutiuu. mventwns JC ore 10 pu > tc mvmg 10 same o JCC nR 10 srtH .m-
vcntion of your petitioner \V, A. l\I. that it wns vmy clillicult to 

illllnco manufacturers and others to give n. trinl to any new inven-
tion ; nncl fnrther, the Acts fm· preventing smoke nuisance were not 

at thnt time RO rigidly eufm·cec l ns they arc at present ; and from 

these and other circmnstmlCes your potitioucrs experienced great 

clilliculty iu getting tuanufactmcrs n.ml sto:un-Hsm·s to give a tl'ial to 

the Raid invention, and their cmloavolll's to iutrodnco the same to 

tho public ncces~m·ily involved gt·en.t expense on the part of your 
petitioners. 

I 9· That of laic tho utility of the snit! invention hns been gene- Utility or 
• • 

I l l • • . IUVCIJLIOII, 
rally ncknow et gee , alHl steam-users are now t•eqmrmg that bmlcrs 

mn.dc fur them shall he fitted with fire-doors made according to the 

~<aitl invention, nnd compelling engineers to apply such fire-doors, 
antl in consequence thoro hnR n.riscn n. cousiclemhle tlcmand (which iR 
incrcnRing) for fire-doors made according to the said invention. 
Moreover, the Lord:; Commissioners of the Admiralty hnvc cn.usocl 

the boilers of ton of Her Mnjo.;ty's ;;hips to he fittod with the saicl 
fi1·e-cloors llHtcle nccorcling to tho ~<rticl iuvcutiou; ancl your pet.i-

tiollet• W. A. 1\l. has snpplicclsovcr.tl of tho saiL! fire-cloors for the 

• 
• 



708 APPENDIX. 

boilers usc(! at Her 1\:I:tjcsty's Dockyard ut Port:;;mouth, where they 

nrc now in use. U ndcr the circumstances nforesaifl, the working 
of the said letters })atcnt and invention has resulted, during the 
ltu;t two years, inn. considerable increase in the number of sales, with 
a diminution in the expenses of working. 

J.nss ~nstniuc!l 20. 'l'hn.t, umlet· the circumstances aforesaid, your 1)etitioncr 
by pi!litiullt'l'. 

W. A. 1\L ha.s, notwithstanding his considerable outlay 11pon the 
saifl invention, been unable to obtain any profit tl1ereupon, nor has 
he obtainc(l any remuneration for his expense an<llauour in perfect
ing the same ; but, on the contrary, he has sustained consi(lemble 

.· loRs in relation to the said invention, and it is only now, when the 

..• , ... -~ lett crs patent nrc about to expire, that the use of the said invention 
· :•: · .. is bceoming fully eRta blh;hed ant! extending . 

• 
J'mloaloilitJ· of 21. 'J~hat your pet.itioners have no doubt that, if the term of the 
patt•lll lu!-
<'<>luiu~ pro- fiai(l letters patent sl10uld he prolonged, the sn.id letters patent will 
thwth·t~. now become productive, nut! your petitioner \V. A. 1\I. will be able 

RPW"ll vr:n·s' ,• 
OX f l'IISIIIII 
n.~lwll for. 

lit 1 \"<'I' I j SC· 

llielll~. 

• 

11171 YCI' • 
• 

to obtain n. f<tir reimbursement and remuneration commensu
mte with the great public mine nml importance of the said in

vention. 
22. 'l'hnt your petitioners humbly submit thn.t, under the circum

stn.nces of the cn.se, an exclusive right of using and vending the sni(l 

invention for the further period of seven years will not sufficiently 
reimburse n.nd remunerate your petitioner \V. A. l\I. 

23. That your petitioners have given public notice, by advertise- · 
ments caused to be inset·tetl the rer1uisite number of times in the 
London G'azetla and in mctropolit:m nnd country newspapers, 

pm·:mant to the statutes in that case ma~le and provided, that it is 
their intention to apply to your 1\Iajcsty in Council for a prolonga-
tion of the term of sole using nne! ven<ling the s:tid invention . 

Yom· petitioners therefore humbly pmy thn.t your l\lajcsty 

will be gmciously plense1l to take the case of your petitioners 
into your Royn.l consideration, and to 1·efer the same to the 

J mlieial Committee of your Majesty':.; most Honourable 
Privy Council, and that your petitioners may be heard before 
:mch Committee hy their counsel autl witnesses, and that 
yo,u· :Majesty will !Jo plensml to gmnt to yom petitioners 
a prolongation of the term of sole using and ven(ling tho 

:-:ai<l innmtion fot• the further all(l atl(litionnl term of four

term years, m· for Ruch otl:c1· term as to your :i\Jnjcsty shnll 
• 



• 

• 

FOitl\18. 

semn fit, mul to gt·n.nt new letter:; p:ttcnt fm· the stitl inven

tion to your pctitiunct'S for such term as to your Mnjcsty 

shall seem fit, a,ftcr the expiration of the first tet·m originnlly. 
gmntcd by the existing letters pn.tent hercinbefom mentioned, 

accortling to the form of the statutes in such cases made nncl 

pt'O\'iJe,J. 

.-\1Hl yum· peLiLionet·s will cmr pray, &c. 

1' . l' 
'· l~ \ ., 

• Holicilun; fot· PeLitiouel'>' . 

• 

70!) 

• 



• 

• 

• 

• 

FUlDI UF ACCOUNTS "WHICH :MUST .A.CCOl\IPANY PETITION. FOR PROLONGATION OR 
• 

EXTENSION OF LETTERS PATENT. 
• 

I:-; ·nu' l'Hli'Y Uouxcu •. • 

.\pl'il 

Re R. Patent, 18 , No. • 

• 

H'l'A'l'EMEXT OF RECEIPT~ AND ExPENDI'l'UUE FILED oN PETITION Fon PuoLONGA'riON oF PA'l'ENT • 

l.'i·ceipls. 

~Iuncy rccci\·cd iu prizes at exhibitions, viz. ::
I~f Jtrizc at Agricult-ural Hall, Loudon. • 
J>o. at. the lnt(Jrnational l•'i:;herir;s Ex-

liihil ion • • • • • • • 

• 
• 
s. tl. 

I8 
April 

I 

IS 

June 

• .E'xpe ncliture. 
• 

'l'aking out patent., making drawings, &c. • 

Making three working models, antl exhibiting 

· smnc at the London 'l'avcrn • • • 

l~xhibiting,mo<lels at the Exhibition of Lif(J 

• • Saving Apparatus at Lh·erpool • 

Dec. Exhibiting models at the Arlmiralt.y 

IS 

• . I 

• 

• • 

' • 
• • 

' • 

• Apri·l !'aid Government stamp . • • • 

Paid pat cut agents' charges • • • 

IS 

l\Iay Exhibitiug morlcls at l•"i~lunongers' Hall . 

IS 

l\Jarch Do. 

.Ma v l>o. • 

at l'nite<l Seniec Jut;titutc 

<lo . 

• 

• 

• 

• 

• 

• 

I 
• • /I 
• 

• 

£ 

• 
I 

' • 

' • 

s. 

' 

I 
• 
• 

I 

d. 

• 

• 

""1 .... 
0 



• • 

• • 

• 

• 

• 

• 

• 

Carried forward . ' • 

' 

" 

' . 
at 'Voolwlob; · 

1S 
Ollim•, Poplar • • • • • • 

Al!l'il l'aicl Government stamp . • • • • 

IS 

l'aid patent agents' charges • • • • 

.l\Iakiug eight working models to scale, and 
exhibiting same at the Naval and Submarine 
Exhibition at the Agricultural Hall, Isling

ton, London-
• £ $, tl . 

Hent of space • • • 

Fitting up stand, &c. • 
' 

Wages, attcmluncc . to 
:show models . • 

Carriage of models each ' 

\VELY • • • • 

Workmen's time and mu-

tcrials I· • • 
• 
• 

Printing circulars, &c., in connection with 
' 

same . • • • • • • • 

April Exhibiting models at Clarence House to 

H.H.H. the Duke of Edinburgh • • . 

1\Iay Do. do. at Admiralty to Sir 'l'homas 

Brassey • • • • • • • 

Do. do. to Sir ]!'rancis Sullivan • • 

Carried forward • • • 

• 

• 

• 

• 

' 

• 



Brought forward , 

• 

• 

• 
.. 

Total Receipts . • 

• • 

£1 
I 

£I s. d. 

- ---

18 
July 

• 

• 

• 

Drought forward • • • 
Exhibiting models at Admiralty to Sir William 

1\lends . . • . . . . . 
May 1\!aking eight improved large working models, 

to and exhibiting same with others at the In-
Oct. ternational l!'i8hcrics Exhibition, London.-

18 

£ 8. d. 
Fitting up of stand and 

writing boards . 
Carriage of models . 
At.tendants--

2 men for 6 months 

• 

• 

• 

I man for 3 month~ . 
!\faking of model8, work

men •, time, and materials 

I 

Taking models and exhibiting same in 
many-viz., Uiel, Derlin, and Hamburg 

Do. do. at Liverpool • • • 

'l'otal Expenditure • • 

' 

Ger-

• 

• 

£ 

' ' 

s. d. 

' 

.... ..... 
l.:l 



ltcccipts. 0 £ s. d. f, H, rl. 

'!'o ~:!ale or 6g U.oors, as per press 
0 

copy-uook • • . • 
0 ' 

Lc~s discount • • 

'l'o Balance, ueing lo~s 0 • 

• 

£ 
--·--

0 

0 

0 

• 

-- ----------- ------
H.cpt;mlilll rc. 

ll\' Purchases of raw matcrifll for • 
69 U.oorl;, calculated to be a.t. 
least . . . . . 

, 'fradc expenses, a.s per cash· 
hook, being one year's tra· 

•• 

" 
" 
" 
" 
" 

velliug · 
Expenses of several tra· 

velle1·s • • · • • 
Patent agents' charges • 
Stationery • • • 
l'etty expenses for pat.• 

terns, oil, and other 
trade eXllCDSeS • , 

• 

Commission, as per cash· book 
Advertising • • • • 
Wages of wo1·kmcn • • 
Rent, taxes, and lighting • 
Bad debts • • • • 

I [, 
• tl. £ tl. ~- ~-

I 
• 

I 
• • 0 

• 

• 

• 

.. 

£ 
'- ---

'VIw lllll'clmscs for 18 , 18 1 18 ° 1 nro cnlculntl'd upon accounts in sub
scquuut years. ~'ho nt•.ttml votu:hcrs for xB , 18 , 18 , wcJ·u dnstroycd 
when petitioner rcmO\'cll to uuw pr<•miscs iu .1!', Htt'l!llt, whcru !'nom was 
vBry vnhmble, nud, in couscqucnce, ol<l p~pPrs m1d boloks uo lougor considered 
noccssnry wct·o not providotl with room, but were dcstroyotl. 'J'ho nbovu 
cl\lculntions for 18 1 18 , xB , are b.'lscd on ucuml nccounts k~pt for tou 
yeurs followiug. 

• 

0 

• 



• 

liC'cCiJ>IS. 
J!; 

1'o Hale of I 56 doors, as per p~ess 
copy-book • • • • 

• 

Lt'·'" di~count • • 

To .Balance, being loss • • 

I 

I 

I 
I 

I 
i 

I 
I 
\ 

[, ~- d. 

• 

£ 

[, B. cl. 
!8 

• 

• 

• 

. . . -- -

Expenditure • 
• 

By Purchases of raw material for 
I 56 doors, calcnlated to be 
at least • • • • 

, 'frade expenses, as per cash
book, being one year's tra· 
veiling·-

Expenses of several tra-
vcllcrs • • • • 

Stationery • • • 

Patent agents' charges • 
• 

Charges for patterns, oil, 
and other tr~de expenses 

, Commission, as per cash-book 

, Advertising • • • • 

, \Vugcs of workmen • • • 
• 

, Hent, taxes, and lighting • 

, Bad debts • • • • 

£ 8. cl. [, 8. d. 

• 

• 

• 
• 

• 

,,_,_.,_ 
£' 
'== • 



. . . • • • 

• 

• • 

Tu 1-;a lc of ,;oi 
ro flY -l•no k . 

cloor~, n~'< per press 

• • • • 

• • • 

• 

To llnutnr.c, lJCin~ lo~~ • • • 

I 

• ..... 
••• "· : £ R. tl. 

• 
JS 

• 

• 

• 

• 

• 

£ 
• 

• 

' 

• •• 

B.r/•CIItliturr. \ 

. I 
lly rurchn~es of raw mnterml for i 

301 doors, calculated to be ! 
nt least , . • • · 

, ··rrnde expenses, ns per cn~h· 
book, being one year't:: tra

velling-

Expenses of several tra-
vcllcrs • • • • 

Law expenses incurred in 
recovering several debts 

Patent fees • • • 

Stationery • • • 

Clmrges for patterns,· oil, 
nnd ot.her trade ex-• 

penses • • • 

, Commission, as per cash-book 

, Advertising • • • • • 

, 'Vages of workmen • • 

, Hent, taxes, nnll lighting • 

• 

£ 1 I. I flo .\ . . \ ,, . 
• 

• 

• 

• 

• 

• 

• • 

• 

£ 

• 



• 

Rcrcipt11. 
IS 

To Sale~ of 254 dooril, as per press 
copy-book . . . . 

Lcs.~ discoitnt • • • 
• 

'l'o Balance, being Ios11 • • 

• 

• 

• • 

I 
I 

• 

£ /1, rl. 

• 

• 

£ 8. d. 
18 

• 

• 

• 

• 

• 

·ny Purclmses of raw material for 
254 doors, as per voucl1ers • 

, Trade expenses, as per cash
book, being one year's tra

. veiling-

Expenses 
vellcrs • 

of several tra-

• • • 

Law expenses incurrecl in 
recovering several debts 

. Bricklavers' work • • • • 

Stationery • • • 

Chargcs for patterns, oil, 
and other expenses • 

, Commission, as per· ca~h book 

, Advertising • • • • 

, Wnges of workmen • • 

,, Rent, taxes. and lighting • 

• 

• 

• 



j,',·('t'IJ. lfll, ,'f £ • f I £ I ' f . . , . .• . , . 
18 18 

1'o Sale of 364 doors, as per press 
copy-book , . . . 

Lr·~8 discount • • • 
• 

To Balance, being lo~ll • • 
• 

! 

• 
• 

• 
• 

• 
I 

• £ 

• 

By Purchn~es of rnw material fol' 
364 doors, as per \'Oucbers . 

• 

11 Trade expense~. as per cash-
• 

book, being one ycnl"s tm· 

veiling-

Expenses of ~>cveral tm· 
• 

vellers • • • 

Bricklnvcrs' 'I'Ork • • • 

Stationery • • • 

Charges for patterns, oil, 
ancl other trncle ex-
penses , • • • 

,. Commission, as per ensh·book 
• 

11 Advertising , • • • 

, \Vages of workmen • • 

11 Uent, taxeF, and lighting • 

• 

• 

\ I I £ · •· r!. " •• f ' • 
' • 

I I 
I 

' ' 
I 

I 

\ 
' ' I ' I ' ' I I ! • 
I I I ' ' I • I I • ' • 

i I 
' ' ' I ' • 

• • • 
' ' I 
• 

• 
' 
' • ' • 

' ' 
' 
' 
' 
• 

I ' -' ' 
' • 

• 

' ' ' 
• • 
' • 
I 
• • 
' • 
' ' I • 

I 

I 
I 

• 

£ 



-

• 

Rerei]lts. £ 8. cl. £ s. d. 
rS 

'l'o Sale of 415 doors, as per press 
copy-book • • • • 

Less discount • • • 

To Balance, being loss • • 

• 
• 

I 

£ ' 
. . . 

I • • ., ':(# ,•r, • ' ' . . :, .... ~ ... '':.>... ··-· ,,,.~ ~ .. -. . . ' . • ~ • '; •. . _, ..• ~. ,_, • ""'{-'>'· '"._ ...... ~, . ' .. :4 ., •.•••• 
·' . ' . •· .. . 1 ... ' • '-' . ~ .. - ._, ......... -. l• {, t:' ~I>~ .. ~ •. • ll!~ ......... :K<·~--·11\.• " ,._ "•· .-1 • ........ ~ ;J .... • ~-· •• ~ 

. . 
-~·-''•-·• 

• 

E-'11e1uliture. 

Dy Purchases of raw material for 
415 doors, as per vouchers. 

, Trade expenses, as per ca~h
book, being one year's tra-
ve!lincr-o 

• 

• 

Expenses of several tra-
vcllers . • • • 

Stationery • • • 

Dricklavers' work • • • 

Charges for pattern!:, oil, 
and otht>r trade ex-
pcnses • • • • 

, Commission, as p<.r cash-buuk 

., Advertising . • • • 

., 'Vagcs of workmen • • 

, Hent, taxes, and lighting • 

, Dad debts • • • • 

d. £ 8. d. 

• 

• 

> 
"' 1-:j 
t;J:j 
z 
t:1 
1-j 

, 
• 

. . . . 

. : ' .. . . ' . . . 



• 

To Sale of 473 doors, as per press 
copy-book . ; • • • 

Lcs.~ discount . • • 

'l'o 11alanc<>, being loss • • 

• 

• 

• 
• 

• 

• 

! 1 s. d. £ R. d, 

IS 

-·--1--

• 

• 

£ 

E.,pend it u•·c. 

Bv Purchases of raw material for 
• 

473 doors, m; per vouchers • 

, Trade elqJenses, as per cash
book, being one year's trn· 
veiling-

Expenses 
vellers . 

of several trn-

• • • 

Bricklayers' work • • • 

Stnt;ionery • • • • 

Charges for patterns, oil, 
and other trade ex-

!lenses . • • • 

, Commission, as per cash-book 

, Advertising • • • • 
• 

, \Vages of workmen • • 

, Rent, taxes, and lighting • 

, Bad debts • • • • 

£ s. d. "· fl. 

• 

• 

• 

• 

£ 



IS 

• 

Receij_Jt.~. 

To Sale of 365 doors, as per press 
copy-book . • . . 

Lc.9s discount • 

'l'o Romlties-• 

England • • 

Americ:t • • 

'l'o Dalance, being loss 

• 
• • • • . 

' • 
' ' I • ' . .. , .. , ... 

• • 

• • 

• • 

• • 

I 
• 

' - . ' ' -.....• r.1, ., . .. . . . ·-.., .. . . .. 

• 

£ s. rl. £ ·'· d. 

IS 
• 
• 

• 

-

• 

£ 
• • ' ·. - . • • • • • 

EXJ1Cntliture. 

Dy Purchases, as per vouchers, of 
raw material for 365 doors • 

• 

, Trade expenses, a.c; per cash
book, being one year's tra
velling·-

... 
• 

Expenses of several tra· 
vellers . , • • 

Patent expenses (stamp). 

Stationery • • • 

DricklaYers' work • • • 

Law expenses incurrccl in 

the recovery of several 

debts • • • . 

Charges for patterns, oil, , 
and other trade ex-

penses • • • • 
• 

, · Commission, as per cash·b·Jok 

, Advertising • • • • 
• 

, Wages of workmen. • • 

, Rent, taxes, and lighting • • 

£ s. 

• 

• 

• 

• .. 
• • • • 

tl. i,' R. 

• 

£ . 
• • • • • -:···· ~ . .. • • • . .. 

I tl • 

• • 
' • 

;-, I 
• • .. 

• 

• 

• 
• 

. 

. . -. . . . ' : ····.-·.··-t.·' . . • ,, .;, •~.o: .. ··.:.:-, ..• ,, .. ·'Ell ., ... -~._ ....... { 

.• ;, l'l;: .. ~· .. ..... . . . 



tS 

• 

To Sale of 330 doors, as per press 
copy-book • • . • 

Less discount • • • 

'fo Royalties-

England • • • • 

New York • • • • 

Austria • • • • 

To Balance, being loss • • 

• 

• • 

• 

• • 

.. 

£ s. d. £ 8. d. 

• 
• • 

' 

• 
• . 

• • • 

I 

£ 

• 
• • .. .. . . . . 

Expenditure. £ 8, d. s. rl. 

18 .. 
By Purchases of raw material for • 

• 

330 doors, as per vouchers • 

, Trade expenses, as. per .cash· 
• 

book, being one year's tra· 
veiling • 

Expenses of several tra· 
vellers • • • • 

• 

Stationery • • • 

Bricklayers' work • • 

Law expenses incurred in 
f':rj 

• 0 
recovering several debts ~ 

~ 
Charges for patterns, oil, rJ.l 

• 

and other trade ex- • 

penses • • • • 
• 

11 Commission, as per cash-book 
• 

, Adv~;,i;ising • • • 

, Wages of workmen • • • 

, Rent, taxes, and lighting • 
• 

£ 

• 

' 



Receipts. 

• 

• 
• 

... ~ :J ii; 

• 

! 

• • • 

• 

£ s. d. {, s. d. 
18 

• • 

• 
• 

• 
• • • 

• •• •• • • . . . . ' . ' . . . . 

• 

• 

Ex].Jenditure. . £ 8. d. £ s. d. 

11 Advertising, as per cash-book 
• • 

11 Commission , 
• • 

• • • 

11 Wages of workmen • • 

11 Rent, taxes, and lighting • 

11 Bad debts • • • • 

• --·· 
£ 

. . . . '{·' ... ' ' ... ' ' . t • • . ' • ' .. · . 
• • • ·' ·'•··' '" ••· 'A\ ' ""-<o<.o '" 0 : ' ' . . ! : - . . 

• 

' 

• • . . - . 



Receipts. £ s. d. £ s. cl. 
IS IS 

'fo sale of 3 t1 doors, as per press 
copy-book • • • • 

T o·Balance, being loss • • 

• 

• 

• 

£ • • 

• 

• 
• 

Er:JJenditure. 

Dy Purchases of raw material for 
3 II doors, as per vouchers • 

• 

Stationery • • • 

Charges for patterns, oil, 
and other trade ex-
penses • • • • 

, Commission, as per cash-book 

, Advertising • • • • 

, Wages of workmen 
• 

• • 

, Rent, taxes, ancllighting • 

, Dad debts • • • • 

' 

• 

• • 

• 

£ 8. tl. £ s. cl. 

• 

£ 



• 

Receijlts. £ 8, rl. £ 

'l'o Sale of 3 I 3 doors, as per pres s 
• 

copy-book • • • • • 

Le.~~ discount • • I' 

To Hoynlties-

Au~tria • • • • ' • 
' I 
• • 
I 
• 

'fo Balance, being loss • • ' 
' I 

• 

I 
I 

• ' • • 

I • 

• • 

' I 

• 

I 
I 
• 

• 

• 

• 

I £ 
• • 

8. cl. 
IS 

• 

+ 

• 

.• 

Dv Purchases of raw material for • • 

• 

3 I 3 doors, as per vouchers . 

11 
Trade expenses, as per cash

book, being one year's tra.· 

velling . . . 
• 

Expenses of several trn-

vellers • • • • 

Law expenses incurred in 
recoverl'ng several'debts 

Stationery • • • 

Charges for patterns, oil, 
• • • 

nnd other trade ex-

ponses • • • • 

, Commission, ns per C.'lS!t·book 

, Advertising • 
• • • • 

, Wages of workmen • • 

, Rent, taxes, and lighting • 

, Bnd debts • • • • 

• 

'· 

' £ /1, tl. £ 8, tl, 

' 

1--·---1 

£ -- .. -.~ .. ·.,-··· .... -·. , . 

• 



• 
18 

Receipt.~. £ &. cl. £ s. rl. 
tS 

. To Sale or 4II doors, as per press 
e'lpy-hook • , , • 

Lc.~., disconnt • • • 

-
To RO'I·alties • 

Atrst.rin • • • • 

• 

I 
I 

I 
' I 
• I 

I • 
• 

I • 
! 
• 
• 

' • 
I 
' ' I 

I 
I 

I £\ 

• 

Expe111li111re • 

Dv Purchases of rnw material for . 
• 

,, 
4II doors, as per vouchers •. 

Tracle expenses, as per cash· 
book, being one year's trn-

\'elling • 

Expenses of several tm· 
Yellers • • • • • 

Stationery· • • 
• • • 

Charges for patterns, oil, 
and other trad·~· ex .. 

penses. • • • 

, Commission, as per cash·book· 

• , Ad\·ertising • · • • 

, Wages of workmen • 

, Rent, taxes, and lighting 

D~· Dalance, being profit • 
• 

• 

• • 

• 

• 

• 

• • 

£ s. (7, £ s. tl. 

• 

• • 

• 

• 

' 

£ 



• 

' 

• 

Rrreipls. 

(F.ight month~.) 

• 

To l:iale of 181 doors, as per pre! s 
, ,,py-hook. from Januu ry to 
Angnst ' 

• • • • • 

• • • 

' 

II. d. £ R. d. 

• 

• 

E:rymuli tnre. 
rS 

(Eight months.) 
By Purchases of raw material for 

181 doors, from January to 
August (eight months), as 
per vouchers • • • 

, Tracle expenses, as per cash
book, being eight months' 
travelling·-

Expenses of several tra-
vellers • • • • 

Stationery • • • 

Charges for patterns, oil, 
and other trade ex. 

penses • • • • 

,, Commission, as per cash-book 

, Advertising o • , o 

, '\Vages of workmen 0 • 

" nent, taxes, and lighting for 
eight months (estimated) o 

, Balance, being profit • o 

, Balance brought down, value 
of plant and stock in 18 • 

, Do. do. 18 • 

• 

£ Bo clo £ 8. cl. 

• 

• 

• 

• • 

£ • 
• ,., ........ -.··:-· ·-··-



1\I.'s PATENT. 

SUlii!IIARY. 

• Loss • . £ 
I • 

• 

• 



• 

' 

M.'s PATENT. 

List of Firms supplied gratuitously with Furnace lJoors. 
' 

' Cost. • 

£ . I. d . £ 8, d. 

• 

• 

• 

• 

• 

• 

• 

• • • 

• 

• 



RPOOATION 01' PATBNT. 

- p.,., 4361, A.D. 1881 
(Nri, J., JW, 9t 1 

11paD pltitloa fl. 8. I. de I'" In the , 
• the da7 fl. , 18 , preferrecl unto tbia 

...._ ud apaa for tbt petitiODer and for the 

L. O. ud J. D. 0., and the N. Oo. for the DiltrlbatloD 

fl. ~ •the ' 
.. .,. ........ the petitioo, the of 

~ tile the uhlblw prodaoecl to the 

...... Ia the lobellule Uld • 

&be ddrd fl. I80ia ........... lolld UpoD 

fl. &be wlm.. ...... Ia the h column fl. 11uch echedale, upon 

tWr aualnatioD tabla anll7 before ~Ia Ooart Oil the da,a men

.._. Ia ROb IIOhedule: tbla Court dicl crier thd the petition 

...._.. ll&ud for uacl the .... ltuldina for 

tldl-7 Ia the paper, In &be of OOUDMI for the petitioaer 

uad &be : ttala Ooan cloth order u.t the .._. pa&ell' 

No. 436•. u. 1881, 1a • sruat.t to L. o. uac1 
l. D. G., be Aac1 It '- tlld &be L. 0., 

l. D. 0., ancl tbe N. Oo. for &be fl. bJ 
8. X. cle 1'., 

IDIIilter OD the 

• 



730 APPENDIX. 
• 

ORDER FOR FURTHER AND BETTER PARTICULARS 
• 

• OF OBJECTIONS . 

Ilcwris v. RotltweU (Peb. I3, 1886). 

. Upon, &c., this Colll't doth order that the defendant do on or .. 
before the day of , I 886, deliver to the plaintiff 

further and better p:uiieulars in \vriting of his objections n..<> to the 

validity of' the letters patent on which he means to rely at the trial 
• ---'VlZ.: 

Portions of in- I. By stating what portions of the plaintiff's invention are alleged 
vc11tiou n.llegetl 
to h:wo been to have been published prior to the d:~te of the letters patent in 
llllblishc!l. 

each of the several publications in the part.iculars of objections 
• 

mentioned by reference to the claiming clauses of the specification 

of the said pntent. · 

Parts of pr!or 2. Also by stating more specifically the parts of the alleged publi-
publicutious 
l'clic!l on. cations relied on by the defendant in .pamgmph elC\;en of the said 

Ulnims nutiei
patcLI. 

I II h!l'l'O{;U
turics. 

Costs. 

• 

particulars or objectionc. 

3· Also by stating more particularly the time and place of the 

alleged prior users. 

4· Also by stating, 'by reference to the claiming clauses of the 

specification of tho plaintifl"s patent, which portions of the said 

patent arc alleged to be anticipated by en.ch of such prior u;;ers . 
• 

And it is ordered that the plaintift' be at liberty to administer in

terrogatories for the examination of the defendant. 

And it is ordered that the costs of this application be costs in the 

action. 
• 

• 



ORDERI:l . 

• 

• 

OUDER FOU LEAVE TO AMEND SPECIFICA1'ION 

DURING ACTION OF INFRINGEMENT. 

:Z'lw Haslam Fmmd1·y ancl Engineering Compcmy v. Good-
• 

fellow and otlte-rs (Kay, J., lJec. z, 1887 ). 
• 

Upon motion this day made unto this Court by counsel for the 

plaintiffs, and upon hearing counsel for tho defend:mt:::, aml upon 

remliug the pleadiugs in this action, and an affidavit of A. C., filc~l 

the xst December, 1887, and the exhibits therein referred to: it is 
• 

ordered that the plaintiffs be at liberty to apply at the Patent Office for 

leave to further ainend the specification of their patent, No. 1034 of 

the year 1877, by striking out the second claim thereof, and by making 

such other alterations (if any) as will be rendered necessary thereby. 
• • 

And it is ordered that, after such amendment has been made, the 

plaintiffs be at liberty to amend their statement of claim so as to 

limit this action to the amended specification of the said patent. And 

in default thereof, it is ordered that this action do stand dismissed 

of this Court, with costs, to be taxed by the taxing master, and he 

paid by the plaintiffs, the Haslam l!'oundry and Engineering Com

pany, Limited, to tho dAfendants. And it is ordered that the costs of 

the defendants 1\Iessrs. G. & l\L, l\fessrs. L. & H., and l\fessrs. T. N. & 

Son, of this application, and of and occasioued by such last-mentioned 
• 

amendment, he their costs in any event, and. be borne by the said 
• • 

plaintiffs, the Haslam Foundry and Engineering Company, Limited. 

And it is ordered that, in the event of this action proceeding, all 

other costs be reserved. 

• 

731 

• 

• 

• 

• 



732 

• 

APPENDIX. 
• 

ORDER FOR LEAVE TO Al\IEND SPECIFICATION 

PENDING PETITION FOR REVOCA'l'ION OF 

PATENT. 

Re Gctulm·d and Gibbs' Patent (Kekcwica, J., Nov. zr, 1887). 

U}JOn motion this day made unto this Court by counsel for L. G . 
• 

and J. D. G., and the N. Company, the respondents to the petition 
• • 

preferred by the above-named S. Z. F., and upon hearing counsel for 

the said petitioner, an affidavit of the petitioner, S. z. F., filed the 

da.y of , r8 , and an affida.vit of J. D. G., filed tho 

day of , r8 : this Court doth order that tho applicants 

be at liberty forthwith to apply to amend their specification filed in 

pursuance of the above letters patent, No. of r8 , by way of 

disclaimer, the applicants undertaking to prosecute their proceedings 

with aU diligence. And it is ordered that the }Jetitioner be at liberty, 

within fourteen days after notice of the amendment.-, made in the 

specification, either to amend his petition and the particulars of ob

jection delivered by him, or to discontinue all proceedings there

under. · And it is ordered that the l'CS}JOndents L. G , J. D. G., and 

the N. Company do pay to the petitioner, S. Z. F., his costs of nnd 

consequent upon the presentation of his petition up to and including 

his costs of this motion. Costs to bo taxed by the taxmg master. 

zS A No. • 

• 



• 

ORDERS • 
• 

• 

ORDER FOR INSPECTION. 

The Ilaslarn Found1'y cmcl Enginee1·ing Company, Limitecl, v. 

Goodfellow m~cl otlte1·s (flay, J., .Ap1'il 5, 1887 ). 

Upon motion this day made unto this Court by cou~sel for the 
• 

plaintiffs, and upon reading the writ issued in this action and 

affidavit of , &c. &i!., and the plnintifi's by their counsel under

taking during ·the in~pection hereimfter directed, or until further 

order, not to threaten the defendants, l\fessieurs Goodfellow and 

l\fathews, or their customers, or any oi;her pei:Son or persons, by 
• 

circulars, advertisements, or otherwise, with any legal proceedings or 

liability in respect of the manufacture, uso, sale, or purchase of 

t·efrigernting engines or machines by the said defendants, or the use, 
• 

sale, or purchase of engines or machines, sold by, or offered for sale by 

any pnrchnser from, the said defendants : this Court doth order that · 

the plaintiffs be nt liberty, on giving four days' notice, by [scientifw 

e:rpel'ts J and solicitor, to inspect refrigerating machines manufactured 
. 

:mel in com·so of manufacture by the defendants, 1\Iessieurs Good-

fellow and l\Intl•ews, for tlw other defendants, or one of them, 

wl1ich are referred to in the said affidavit of R. 1\f. in tl1e said action 

of Goodfellow v. The Haslam Foundry and Engineering Company, 

Limited, 1887 G 573· And it is orucrcd that the costs of this 

application be costs in the action. 

• 

• 

• 



• 

• 

.APPENDIX. 

ORDEH. Ql<' REFERENCE 1'0 INDEPENDEN1' EXPEUT 

FOR REPORT TO THE COURT DURING ACTION OF 

INFRINGEl\:IENT. 

Bculisclte Anilin wzd Socla Fab1·ik v. Levenstein.(a) 

The Court, being desirous of obtaining the opinion of Pt·ofessor R. 

upon the questions set forth or referred to iu the schedule hereto, doth 

order that such questions be referred to the said Professor fol' 

inq niry and report, and that a specification of the patent, datctl 

zsth February, 1878, No. 786, be supplied to the Professor. 

SCIIEDUI.E. 

(a) 2 1'. 0. H. 77• 

• 

• 



• 

OHDERS . 
• 

OIWEH. !!'OR EXPERIMENTS BEFORE SCIENTIFIC 

EXPERT AND HIS REPORT TO THE COURT DURING 

ACTION OF INFRINGEMENT. 
• 

Bclison ancl Swan l!nitecl b'lect1•ic Liyltt Company, Limitecl, v . 

Holland a1ul otlte1'B (Kcty, J., Jamtct1'!J x, x888). 
• • 

This Court, being desirous that experiments should be conducted 

as hereinafter: mentioned, doth hereby order that experiments 

confined to the repetition of experiments of which evidence has 

already been given before this Court on· behalf of the plaintiff and 

defendants respectively upon the patent of , ~ated the 

day of , and numbered , be conducted before one 

of the followiug persons in the following rotation [names qf scientific 

expe1·ts]. And the plaintiffs and defendants respectively are to repeat 

in the presence of the person before whom such experiments are con

ducted, and of two experts on each side, any of their said experiments 

of which evidence has been given as aforesaid which they may think 

fit, with the aid of assistants. Each side to choose the place at 

which its experiments shall be made. And 'it is ordered that such 

one of them the said before whom such experiments 

shall be conducted do report to the Court the nature and result 

of each experiment made before him • 
• 

• 

• 

• 

• 
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736 APPENDIX. 

FEES. 

FEES IN REFEl-tENCE TO. THE REGISTRATION 

OF PATENT AGENTS.(a) 
• 

Nature of l!'ee. 

For registration of 
name of patent 
agent who had been 
bonil fide in practice 
prior to the passing 
of the Act. 

• 

:For registration of 
name of any person 
other tlmnas above. 

Annual fee to be paid 
by every registered 
patent agent. 

On entry of a can
didate for the final 
qualifying exami
nation. 

When to be I>aid. 

On application 
and before 
registration. 

Do. do. 

On or before 
November 30 
of each year, 
in respect of 
the year com-

• menc1ug 
January 1st 
following 

At time of en-
• termg name. 

'l'o whom to 
be Paid. 

To the Re
gistrar at 
the Insti
tute. · 

Do. 

Do. 

Do. 

' 

Amount. 

£ s. cl. 
5 5 0 

5 5 0 

3 3 0 

2 2 0 

--------------·-'-------'-----

(a) 'l'hi~ list. fi>t'IIIR Appen.lix C. to tho Register of Patent Agent~' Hnlcs, 18Sg • 

• 



FEES. 

• 

LIST OF FEES PAYABLE ON AND IN CONNECTION 
WITH LETTERS PATENT.(b) 

Up to Sealing. 
s. d. £ s. cl. 

I. On application for provisional protec-

tion • • • • • • I 0 0 
• 

2. On filing complete specification • . 3 0 0 

4 0 0 

or 

3· On fili1ig complete Sllecification with fi1·st applicn-

tion • • • • • • • • 4 0 0 

4· On appeal from Comptroller to law office1•. By 

appellant • • • • • • • 3 0 0 

5· On notice of opposition to grunt of patent. By • 

opponent • • • • • • • 0 lO 0 

6. On heitring by Comptrolle1·. By applicant and by 
opponent reo;pectively • • • • • I 0 0 

--------·-

7· On application to amend specification : 
Up to f.lealing. By applicant • • • • I JO 0 

8. Afte1· sealing. By patentee • • • • 3 0 0 

9· On notice of opposition to amendment. By OJl}JO-

nent • • • • • • • • ·0 IO 0 

IO. On hearing by Comptroller. By applicant and by 
opponent respectively • • • • • • I 0 0 

II. On application to amend specification during action 
or proceeding. By patentee • • • • 3 0 0 

I2. On application to the Board of Trade for a compul-
sory licence. By person a11plying . . 5 o o 

(b) This list fol'ms the first schedule to the Patent Rules, 1890. 

3 A 

787' 
• • 

• 

• 

• 

• 
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• 

APPENDTX. 

1.). On oppositiou tn gmnt of compulsory li<.•euce. By 
• 

14· 

patentE'l• • • • • • • • 

On ce1·tificate of renewal :-

Before end of 4 years from date of patent . 

Before end of 7 years, or in the case of 
patents grnnted under the " Ptttonts, 
Designs,- and Tr1ule l\Inrks Act, 1 883," 
before the en<l of 8 years from date of 

patent . . . • . • . 
• • • 

or in lieu of ~he fees of £so a.nrl £roo, the 
following annual fees :-

16. Befrll'e the oxpimt.ion of the 4th ye:w from tho <late 

£ 3. cl. 

5 0 0 

0 0 

• 

100 0 0 

· of t.he patent I o o o 

17· 
I 8, 

20. 

2 I. 

26. 

27. 
28. 

3 z. 
33· 

34· 

35· 

••• 

" • 

" 

" 
" 
" • • 

" .. 
" 

,. 

' ' 
" • • 

" .. 
• • 

.. .. 

. ' • 

" • 

., 

• 

' 

• 

5th 

6th 

7th 
Sth 

9th 
1oth 

xxth 
12th 

13th 

., 
• 

" 
" " 

., 
, 

" " 

" 
" 
" 

., 
•• • • 

" • 

" • • 

" 
'.' 
" • 

" 
" 

• 

On enlargement of time for payment of 

renewal fees :-
Not exceedi.1g 1 mouth • • • • • 

" 
" 

2 months 

3 mouths 
• • 

• • 

• • • 

• • • • 

For every entt y of an assignment, transmission, 

agr~emeuii, licence, or extension of patent . 
For duplicate of letters pat.ent . • . each 

On n<.•tice to Comptt•oller of intended exhibition 

of a patent under section 39 . . . . 
. 

Search or im•pection fee . . . . each 

For office copies . . . every xoo words 

" • 

agreeme~t. 

For certifying 

• 

• 

(but never less than one shilling) 

of drawings, cost according t.o 

office copies, MS. or 
• 

• 

printed, 
each 

IO 0 0 

10 0 0 

IO 0 0 

15 0 0 

I 5 0 0 

20 .o 0 

20 0 0 

20 0 
• 0 

20 0 0 

1 
,l 

i 

0 0 

0 0 

10 0 0 

0 10 

2 0 

0 10 

0 I 

0 0 

0 J 
• 

• 

0 

0 

0 

0 

0 

•• • 



• 

• 

FEES . 
• 

3G. Ou request to Oomptrollet· to cort'el't a clerical 

39· 

(')'1"01' • • • • • • up to sealing 

nftct• senliug 

:For certificate of Comptroller under ::;eeHon 96 . 

For altering address in register . . . . 

For enlnrgcment of time for filing complete ~<peci-

fication,no~·exceerling one month . . . 

For enlargement of time for acceptance of complete· 
• 

specification-

• 

Not exceeding one month . 

' . 
.. 

• 

two months . 

three months 

• 

• • 

• • 

• • 

:\[. E. HICKS-BEACH, 

• 

• 

• 

£ 8. cl. 

-;) 0 

I 0 

0 5 
0 -.::J 

2 0 

2 0 

0 

0 

0 

0 

0 

• 

0 

4 0 0 

G o o 

l'rc~ident of the Ronrd of Trade. 
JUI ,lfttrt!h 1Sgo. 

A pprovc( l : 

R R WEl.BY. 
• • 

For the I.ords Commis:.ioners of ' 

)lSI Jfitrclt 18go. ll!!r llfajl~sty's Treasury, 
• • 

• 

• 

• 

• 
• 

• 

' 

• 
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740 APPENDIX . 

• 

WAR OFFICE lVIEl\fORANDUM FOR INVENTORS. 

• WAR OFFICE, 

January I, r886. 

In consequence of the numerous claims for compensation for loss 
of time and for expenses incurred by private individunJs in working 

out inventions of various kinds, as well as for rewards in consequence 

of the m;e of such inventions, the Secretary of State for War considers 

it necessary to make known the following regulatioi1s :-

(a) With regard to unpatented inventions . 

{1) Persons who desire to submit any unpatented invention 

fm• consideration should do RO by letter addressed to 
the Under-Secretary of State for War. The letter 

should state the nature of the invention, and whether 

the person who offers it for consideration desires to 
make any claim to remuneration in connection with it. 

In the absence of such a statement, it will be assumed 

that no such remuneration is expected. 
( 2) Ex1Jenses incurred before the submission of an unpatented 

invention will not be considered to give a claim for 

repayment. No liability on behalf of the public will 
be recognised on account of loss of time or expenses 

incurred in connection with au invention after such 
>~ubmission, unless authority for such expenses haR 

been previously given by letter, signed by one of the 

Under-Secretaries of State, or the Director of Artillery; 

and the liability will be strictly confined to the 

limits of expenditure authorised in such letter. 

(3) All claims for reward for an unpatented invention will be 

examined by a joint council of the Admiralty and War 
Office, to be held at the ·war Office, and if any payment 

be recommended by the council and approved by the 

Secretary of State for ·war, the sum will, with the con

cmTence of the Treasury, be included in the Estimates, 

but it will not be due to the clnimant until after the 

vote is passed by the House of Commons. 



MEMORANDUl\I • 
• 

(4) No claim for reward for an unpatented invention will be 
held to be established unless the invention has been 
adopted into the Service. 

(b) With regard to patented inventions · 
(5) By section 27 of the Patents, Designs, and Trade l\larks 

Act, 1883, it is enacted as follows:-
" A patent shall have to all intents the like effect 

as against her Majesty the Queen, her heirs and 
::mccessors, as it has against a subject. 

"But the officers or authorities administering :my 
department of the service of the Crown lll(LY by them
selves, their agents, contractors, or othet's, at any 
·time after the :tpplication, use the invention for the 
service of the Crown, on terms to he before or after 
the use thereof agreed on, with the approval of the 
Treasm·y, between those officers or authorities and the 
patentee, or, in default of such agreement, on such 
terms as may be settled by the Treasury after hearing 
all parties interested." 

( 6) Persons desiring to submit patented inventions should 
proceed on all points as laid down in paragraph ( 1 ). 

( 7) Should there be a statement to the effect that t•emunera
tion is expected in the event of the adoption aud use 
of the invention by the Seci·etary of State for War, 
his agents, contl':lctors, or others, and sl10uld there be 
such adoption and use, 01' an intention to adopt and 
u:<e it, then in default of an agreement between the 
Secretary of State for ·war and the patentee, or 
his agent, as to thf: tm1ns of l'Cmnneration, tl1e 
Treasury will settle the terms after hearing all pm tics 
interested. 

RALPH 1'HOl\lPSON. 
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• 
• • • • • • 

• • • 

INDEX. 

ABANDONMENT OF APPLICATION for patent, 263 
. ABRIDGl\IENTS OF SPECIFICATIONS, 543 

powers of Board of Trade in reference to, 563 
ACCEPTANCE 

of application for patent, 268 
notice of, to applicant, 268 
effect of,.268 

of complete specification, 269 
no guarantee of validity, 269 
ell'ect of, 418, 534 
advertisement of, 269, 533 

• 

• 

• 

• 

OF BRITISH GOVERNMENT to International Convention, 603 
declaration of, 6os 

ACCIDEN'r 
result of, may be good subject-matter, 7, so 

ACCOUNT 
assignee of share in profits is entitled to, from licensee, 317 · 
against manufacturer and damages against user, 424 • 
of profits not granted against licensee unless all parties are before the 

Court, 337 
necessary on petition for extension-see EXTENSION 
of fees, salaries, allowances, &c. in Comptroller's annual report, 563 

ACCOUNT AND DAMAGES 
plaintiff is not entitled to both, against same defendant, 495 
dill'erent defendants to same action, 496 
delay, 495 
jurisdiction of Court of County Palatine of Lancaster, 495 
infringement before publication of complete specificatic.n, 498 
infringement after failure to pay fees, 498 
di~closure of names of defendant's customers, 497 
costs of former discontinued action, 502 
time within which amount found due must be paid, 502 
proof in bankruptcy, 497 
reduction of price of patent article by patentee, 499 
increase of sales clue to defendant's reduction in price, soo 
profits not attributable to use of invention, soo 
profits of defendant's business prior to infringement, 497 
account of profits where patent has been assigned, 498 
scope of order for account of profits, 496 
evidence necessary to obtain inquiry as to damages, 499 
reference of damages to judge and jury, 502 
scope of order for assessment of damages, 502 
measure of damages, 498 
acceptance of agreed damages, 501 
damages where th~re is a decision adverse to the patent, sot 
damages in respect of loss of rents and royalties, sor 
damages from purchaser from manufacturer, 501 
damages where practice is to grant royalties, soo 
rlamages in action at instance of one of several co-patentee~, 318 

• 

• 

• 

• 

• 

• 

• 
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ACCOUNT AND DAl\IAGES-(continucd) 
non-payment of damages by manufacturer, 501 
omission to ask for damages at hearing, 502 

effect on right to interlocutory injunction, 457 
effect on right to perpetual injunction, 467 

ACTION OF INI•'RINGEMEN'l', 395-521 
See WmT, PARTmS, PLEADISGS, STATEMENT 01•' CLAIM, P.AR'riCULARS 

OF BREACHES, DEPENCE, P ARl'ICULARS OF OnJEC'riONS, DISCOVERY, 
IXSPECTION, CONSOLIDATION OF ACTIONS, '!'RIAL, NEW TIUAI,, APPEAL 
INJUNCTION (interlocutory), INJUXCTION (perpetual), AccoUNl' AND 
DA:IIAGES, DELIVI>RY UP OF INPRISGING ARTICLES, COSTS 

remedy of patentee whose privilege is infringed, is by, 396 
which is a defence to an action to restrain threats of legal proceedings, 

389 
proceedings before commencement of, 419-421 
usual application to infringer before issue of wdt, 420 
plaintiff not bound to rely on promise of infringer not to repeat 

infringement, 420 
Court does not usually notice negotiations pl'ior to issue of writ, 420 
patentee's position on discovering several infringers, 419 

his proper course, 420 
can assignee maintain, before registration of assignment, 321 

ACTION Ol!' REDUC1'ION 
proceedings for revocation in Scotland are in form of, 342 

ACTION TO RESTRAIN 'l'HHEA'l'S OF LEGAL PROCEEDINGS 
See THREATS OF LEGAL PROCEEDINGS 

ADDI'l'ION 
See CmmiNATION 

ADDRESS 
correction of, 560 
statement of, must accompany application, 6o7 

AD:m NISTHATOU 
also notice of opposition, 613 

· legal reprcscntath·e includes, 273 
ADVANTAGE 

production of new, not sufficient to support a patent, 83 
ADYER'l'ISE:\fEN'l' 

of acceJJtance of provisional specification, 610 
of acceptance of complete specification, 269, 533, 610 
of request and proposed amendment of specification, 233, 535 
of amendment, 537• 616 
of intention to apply for hearing of petition for extension, 365 

form of, 696 
of day fixed for hearing petition for extension, 366 

form of, 698 
threats of legal proceedings made by, 385 

AJf!riDAVIT 
for usc under Act of x883, form of, 6oS, 609 
in support of order for inspection, 483 
further, of documents, 493 

AGEN'£-See also PATENT AGEN'r 

ALIEN 

application cannot be signe~ by, 257, 6o7 
all attendances, &c., by applicant may be made by, 257, 6o7 
appointment of, form of, 637 
of Crown authority, right to use invention on terms, 540 
of fo:eign inventor may be patentee, 28 · 
of pnor patentee cannot oppose grant of patent, 274 
of foreign patentee cannot maintain action of infringement, 422 
infringement by, 423 , 

communication from abroad by, 17 
enemy cannot be patentee, 22 
patent granted to person in trust for, 5 

• 

• 
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ALLOWANCES 
. ·. · mentioned in Comptroller's Annual Report, 563 

A!\IENDMENT 

• • 

of application may be required by Comptroller, 264, 531, 559 
of application which comprises more than one ill\'cntion, 260 
of notice of opposition to grant of patent, 278 
of particulars of breaches or objections, 426 
of documents not provided for by Acts of 1883-1888, 6oS 

Al\IENDli!ENT 01!' '£HE Sl'ECIFICA'£IONS, 230-255 
not possible before 1834, 231 
only by disclaimer before 1883, 231 
under Act of 1883, bydi~claimer, correction, or explanation, 232-234 
by disclaimer only pending action of infringement or petition for rc\'O· 

cation, 233 
by disclaimer, correction, or explanat-ion when no pending action of 

infringement or petition for revocation, 233 
procedure, 230 
leave to amend is conclusive, 254 

except in case of fraud, 2 54 . 
appeal from Comptroller to Jaw ofliccr, 234 

· delay in appeal to Jaw ofliccr, 253 
law oflicer's decision final, 235 
prohibition docs not lie to ofliccr, 236 

when leave to apply will be refused, 235 
no amendment is allowed which makes tho specilication as amcntlc<l 

claim an invention substant,ially lurger than or substan
tially different from the invention claimed by the specifi
cation as it stood before amcmlmcnt, 234, 236, 239 

or which imports disaclvantugcs in a prior in\•cntion, 236 
amendment of claim to combination as a whole, 240 

• 

leave to apply to amend no guarantee of validity, 235 
adverse consequences of amendment, 230 
disconformity between amended complete atHl prol'i~ional ~pcciti-

cations, 236 
~pecifications not necessarily bad before amenrlmcnt, 247 
assignee may apply for leave to amend, 235, 319 
mortgagee not neccssar~· party to application, 235 

query whether mortgagee can apply alone, 319 
persons entitled to oppose, 238 
applicant cannot object to opposer before the Cmnptrollcr, 238 

but may do so before the law ofliccr, 239 
reasons for requiring amendment, 240, 247 
· must be stated in writing, 240, 247 

though amendment is not rcfnsed because reasons given arc 
insuflicient, 241 

slight amendments allowed at hearing of application, 267 
disclaimer 

• 

object of, 241 
legitimate, 242 
illegitimate, 242 
docs not amount to claim to rc~irluc, 246 
all claims may be strnck ont, 246 
limit of claim to particular construction, 242 
slight addition after disclaimer, 232 

explanation 
function of, 244 

.. 

example of, 244 
ambiguous claim, 246 
insertion of drawing, 246 

• subsequently acquired information is not allowed, 244 
clerical errors 

correction of, by Master of Holls, 244 
Comptroller, 245 

dela~· in application, 246 · 
pending action of infringement or petition for revocation, 247-251 

• 

• 

• 
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.-Dmr\ II:\! EN 'I' 0 I!' TJ I.E t;J>ECJlf IC ,~'1'10.:\S--.yu"linucd) 
pending actiou of infrin~cment 01· petition fQr rt"'ocatiQn-(co111i1wcd) 

I ea n~ of Court, or ,Judge nccc>'~a r.1· 
how obtained, 24S 
wlmn it is given, 249 

where there is more than one action or pl.'f.itinn it i" not nece~s:tr~ 
t.o obtain leave in all, 249 

former practice, 249 
pre~ent practice, 249 

House of I,ords has no originaljurisdiet ion to gmnt lcavt•, 234 
Yice·Clmnccllur of Court of Count.Y i'alatiue of Lnucaster ha" • 

jurisdiction, 234 
procedure nfter lcaYc of Court ur a .Judge has been ohtaiuell, 251 

conditions imposed on grant uf leave to appl,1· to alliCIHl 
power of Comptroller and law otliccr to impo~c. 237 
power of Court or .Jmlge to impose. 237 

• 

examples of conditions imposed, 237 
protcctiou of manufacturers who ha1•c emlmrked capital 

on the strcngt.h of the inYalirlit}· of the patent, 252 
infringcmcut committed after January 1, 1SS4, 253 

special circulllstanecs, 253 
no action to be brought in respect of infringements prinr 

to a certain elate, cJfcct of this condition, 252 
iufringing article~ u~ually orclere!l, to be marked, 252 

con <lit ions u~uall,1· iluposcd pcnc.ling action of infl'ingenumf. 
or petition for rerocation, 249 

conditions which hare been impotied in ditl'crcnt. case~, 250 
if court or judge has not illlJJO.•ed condition~. the l'ump-

trollcr or law officer will nut <ln so, 251 
cluriug JJCtitiou for revocation, 553 
C'omptrollcr can require, on report. of examine!', 26-f 
>Ccond amendments are di~couragcd, 254 
etl'ect. of, on mlidity of patent in action of infring(n:wnt, 393 
retro~pcctin: cJl'cct of, 2J6, 238 
infringements commiUetl befon', 237 
restriction of reco1·ery of damages, 537 
threats of legal proceedings mmlc before. 393 
injunction obtained before, cannot be cnforcc•l after, .!JS 
notification of, to be entered in register of pall'llts, 296 
advertisement of, 537,616 
cost.s 

Comptroller has no l"lll'<•r ul·e•·, :!54 
Jaw oJiiccr has, 254 
pending :wtion of infringement or petition for re1·ocation, 25-t 
Comptroller cloes not usuall~· gil·e, or rcceil·c, or :tppral, 20-f 
retum of ~tamp ou appeal. 255 

A XTICI PA'l'ION 
distinction bet ween, and pu blicnt ion, 94 

APPEAL 
from Colllptroller to Jaw oflicl)r, 234 

practice on, 6:H-622 
from Board of 'l'radc in the matter of compnbor~· licence;, 328 
from judgment in action of infringement., 455-456 

procedure on, 455 
~ccurity for costs of, 455 
when appellant becomes bankrupt, 456 
insnflicinnt ground for postponing, 456 
stay of proeeeclings pcncling, 519 

APPEXDIX, 525 
Sec 1'Am,E OF CONTENT:'i 

A PPJ.JCAN'l'-See ttl.,o ArrucA~'IO!' 
who nw~· be, 4 
joint-inn>ntor~ ltllt>l :til l.>l'. q 
autlwrit \' or :t"f'llt of .,:~ . ;- ,-_,, 



• 

,\ PI'LICAN'l'-(•:o,./i,,u,d) 
infant, .J. 5 
lunatic, 4· 5 

.JNDJ<JX. 

111arrietl woman, 4· 5 
legal repn~~entati\'£' uf clccca,crl in1·cnwr, 6 
;•limtt•Jretll\·, 22 • 
undt•r lntc~rnat ional t'un\·cntion, :!QI 

fon•i!!nc:r, prutc:dion of against publication. IOi 
.. c!ll'n..t uf, npplkntion lo~·, 9 · 

l'ig·hl ;o, uf, 2j2 

pcr"'m' tlit<<Jlmlilit·d frc•ul bdn;r. 21 
ril'al applicnnt,;, 21;5 

~·-., . l I 

tlenth of, hcfurc "'·nliu;r of patc:nt. 53-l 
right~ of. after at'Cl!)>t:IIIC:e of t'OIII)Jide ~pccilicatinn, aml before 

H::llill).( uf )Jat I' lit, 53-l 
entitlccl to notice of "i'i"'"itinn. :!jS 

A T'I'LICA'J'I 0~ --.~·,.,, of.,, ,\ 1'1' l.tc.l :\T 
Ue\\', uf ol•l thing 111:1)' loe ,;nlojcl't·lll:tltt.'l', !!J 
of a prineiple i:-o :"II hjl't't -rnat 1 t•J-. 35· 37 

exaruplt·s nf patt~uts l'nt~, JS .t; 
.. r Hell' prinl'iplc,;, ,;li 

• 

rneans umy lu~ ul1 I, .;5 
if Incant< new, hot h 111eun' and applicariun 11111,1' he cl.litllc::l 

:O:l'JiliJ'Htd.'·, JG 
uf ohlprinciple, :;cope uf patcnl fur, 3G 
for patenl.-·-.<ce a[~o ,\l'l'I.IC.\~'1', lJI'I'USJ'l'I<J:\ TO liHAX'l' IH' J'.\'l't·:!\'1' 

interest of im·cntor in inl'ention hefort•, 304 
pcr,;ons cnahletl to appl,1·, 4, 25S, 531 
tlcclarntion which 11111:;1. be contained in, 4, 258 
prul'i:;iun for pcr~c.ont< incapable of making declaration, :!3',1 
lo~· leg-al reprc;:entath·e of cle<:c'a""'l inl'cntor, 6, S·P 
h,,. joint inl'enlurs, q 
jointapp!il.'ant,; ill\'!!lltnr~ of di·t inc:t parts, 262 
tll'la~· in, ell'<·ct of. IO!J 
delay in, nude:;irablc, 19<1 
rnu:;t he :tCl'0111pani1•'l by a . ..:J,t•t•ilk:tl iou pru\'isior;:d nr 

com)>ietc, qu 
how to uc mmle, 2 5S 
invention part!~· original :wd partJ,,· c•otnnlllnicatecl from 

auroatl, 25S 
~honhl cotnprbe on]~· ulw iurc:nl iou, 260 

what bone inrenti•Jn. zuo 
('Olli'OC lu UC pnl't<Jil'<i Wht•ll IJIIII'C: thall COlli) illi'CillirJil 

is inehulml in. :!(io .. ztiz 
h~· po,t, 561 
time within \I'!Jich cun11•lete ')'edli•,at i•Jil IIlli~ I. lo., left at 

!'atcnt Ollil'c. 265, 53;! 
,i;mature of eu111pletc "('ccilieation. 2!1.1 
rcl'errctl to cx:uuiiWI', 263, 531 
duties of c':aminet·, zG,; 
·comparison of IH'tWbicltml and culuplc:tc .•pccilieatinn~. 5 p 
Comptroller has pu\\'cr to refuse, on report of examiner, ih.J 
Comptroller has power tu l'CI]Uire amendment of ~P•Jcilk:c. 

lion or lira wings <Jil report of examiner, 264 
reports of exaruiucr:; are ll(of. JHthli:;hcd, 265 
~ccon<l, in respect of ~a111c inl'cntiou, 265 
nppcal from VOIII[otrullcr·'s rlccision to Jaw otliccr, 2tij 

practice, 266 
co:;ts 

Comptroller has uo power over, 266 
law olliccr has, 266 

,;light amendments of specifications alln\\'erl :ct hr':crino: 
before law otlicer, 267 · 

not icc of act.:cptant.:c, 268 
dTeet of not ir'ro of aceeptant•l•, 268. 

• 
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APPLICA'riON-(conliiiUr.cl) 
for patent-(('(Ju/iuuctl) 

acceptance of complete specification no guarantell of its 
mlidity, 269 

effect of acceptance of complete S!~:mificaUon, 534 
aclvertiscment of acccptanne of complete specification, 269, 

533 
when open t~ public in1<pection, 269 
con·~::acnt application!', 281 
in frawl of t rnc :111<1 fir~t im·cnt.or, 295, 542 
foreign application mu~t be made in ~amc manner as 

ordinary, 289 
applicant cnt.itlcd to notice uf opposition, 278 
conditions ma~· be imposetl on grant of-st·c Co:SDI'!'IO:SS 
abamlomuent of, 263 

Al'POU'l'IONl\IBN1' 
of costs in action of infringement, 507 

AIU\IS (ROYAL) 
unauthorised usc of, 565 

AH'!' 
~ubject-matter must be an, 2-1 

capable of producing vendible artielt•s, 25 
to bu exercised for illegal purposes, is not subject-matter, 25 
redisco1·er~· of lost., 95 
interpretation of terms of, in anticipat.ing rlocuments, 116 

A~::msson 
power of court to trY action of infringement with aid of, 4-19 

• • 
remuneratiOn of, 449 

ASSIGNEE 
cntitlctl to oppose grnnt of ~ub>equent patent, 274 
can sue for infringement, 310 
quer~-. can maintain aetion of inf•ingement before rcgbtration of 

assignment, 321 
of ~hare in profits, entitlccl to account. from licen~ec, 317 
crJnitahlc, of exclusil·e licen~ee no~ cstoppetl from disputing mlitlity of 

patent, 337 
may apply to nmend the specifications, 319 
entitled to petition for prolongation or extension, 319, 362 
not viewed with :;o much fa Your as original grantee on petition for 

prolongation, 320, 363 
on death of, patent 1·ests in executor or :ulministrator, J:!J 

ASSIGNOR 
estopped from denying patent against. assignee, 311, 312 

lmt allowl)tl to contend for a particular construction of the speci
fication, 312 

right of, to giYe cl'iclence of im·alitlity in action nut at intilance of 
• ass1gnce, 314 

ASSIGNl\IEN'l' OJ<' PA'l'EN'l' 
possible in virtue of the grant, .)05 
ma1· he hy deed or act and opera! inn of"law, 306 
no jmrticnlar form of words nccessar.1·, 306 
no limit to the number of assignees, 305 
may be made to Latly COl'lJOI1ltl', 305 
for a district, 306, 542 
dill'erent inventions included in one grant, 308 
dill'ercnt shares to dill'erent assignees, 308 
future inventions, 310 
future improvements, 310 
wit.h notice of licence~, 310 
witJ1 notice of COI'emmts, 318 
consideration for, 306 
)layment of duties in respect of patents assignccl in consideration of 

a. royalty, 306 
registration of, 296, 320, 559 
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ASSIGNMENT OF PATENT (continuctl) 
should be registered as soon as possible, 320 
practice on application for entry of, on UoJgister of Patents. 321 
query, can assignee maintain action before registration, 321 
retrospecth·e elfect of, 322 
partnership created by assignment of share in patent, 322 
act and operation of law, 

death of grantee or assignee, 323 
death of person possessed of an invention, 323 
bankruptcy of p:itentee, 324 

patent granted to undischarged bankrupt, 324 
exclnsh•e licence m:w amount to, 330 

• • estoppel of assignee from denymg patent, JII 

• 

account of profits where patent has been assigned, 498 
to Secretary of State for War, 544 
precautions on, in the case of patent~ prior to Jan. 1, 1884. 305 
form of, 666 

trial of action of infringement. at, 453 

ATTOU!{EY·GENEHAL-Scc also J,A\\' OI'PICim 
fiat of, where necessary for rc1·ocat ion of l~tlcrs patent, 3H 

how obtained, 344 

AU'rHOHS 
. riglits of, 300 

DANK HOI,JDAY 
Patent Ollice not open on, 607 
leaving documents, paying fees, &c., at Patent Oftice, 293, 562 
Hegister of l'atcnts not open to inspect.ion on, 619 

BANI{}WP'£ 
invention of undischarged, 324 
not estopped from denying patent 

bankruptcy, 315 

llANim UPTCY 
of patentee, 324 

• 

against vendee from trustee in 

proof in, of amount found due on taking of account of profit or 
damages, 497 

.UOAHD 01<' 'l'HADE 
power of, to compel patentee to grant licences, 327, 537 
power of, to make rules regulating business of Patent Otlice, 562 
Comptroller acts under the superintendence and direction of, 558 
llower of, to appoint and I"CJuo1·c Comptroller anll other oflicm·"· 559 
exhibitions certified by, 108, 542, 574 
proceedings of, 583 

certificate of, conclusive evidence, 583 
how powers of, may be exercised, 58 3 

DODY COHI'ORA'l'E 
cannot be sole originalllatentee, 2 I 
may be reg!stered as proprietor, 2 I 
may be assignee of patent, 305 

DRITISH POSSESSION 
definition of, 568 

Bl~EACHES 
See PARTICULARS OP BREACIIES 

CAPITALIST 
interest in patent from the beginning, how obtained by, 4 

CATALOGL.'E3 
relating to inventions published Ly the Comptroller, 543 
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QAVEA'l' 
may be entrrcd by 1111~· ptm;on against u grant of extension, 3i7 

L'J;;R'riFICATE 
of Comptl'Oller is prinlli,l;u:ie evidence. 561 

form of, 658 
as to particulars-see COSTS 

- . 

of \'alidity, 514- ,qee COSTS-solicitor and client 
as to particulars of objection in petition for revocation not Jl(>eessary 

on taxation, 350 
of Secretary of State for Wur to Comptroller that invention should be 

kept secret, :~oS, 544 · 
of Board of Traile as to exhibition, 108, 548, 574 
of payment or renewal, 615 

form of application for, 6 51 
form of, 651 

OESTUI QllE TRUST 
may bring action of infl'ingement though patent registered in nnme of 

trustee, 310 · -
may be made party to action brought by trustee, 310 

COKE, SIH EDWARD 
Commt'ntary on ss. 5 & 6 of Stat. of :Monopolies, 26 
Commentary on words "mischievous to the State by raising t.he prk"" 

of commorlit-ie~ at homP" in ::! r .Ta~. T. c. 3· s. 6, 127 . . 
-CHE:1.11CAJ, l'HOCESS 

invention of, 30, 3-l 

CHTIIS'J')IAS DAY 
Patent OlliPe not. open on, 6o7 
lcal'ing document~, pa~·ing fees, &c., at Patent- Oftiee, 293, 562 
n·gh<tr.r of patent~ not open 1 o inspection on, 619 

CIHCULAHS 
t-hreats of legal pror•cerlings by, 385 

cr.An.r 
Sae SPECIFICA'l'TO:s'R 

CLERGYMAN 
cam:ol be pntcntPc, :!I 

CLEHIOAL mmons 
81'C E I tHO HS 

CJ,EJ!l\: OF FOJH~I<.>~ TNYR~\TOH 
may hr. patentee, :!O 

<'LEBI\8 
appniui IIJPnt uf, hy lln:ml nf 'l'rnrln, 559 

t'O LORABLB L\f I'l'A'l'TO~ 
infrin~rt'ment; by. 403 
ohjr>ct ion 1 o n~r. of term, 403 

COLO~JES 
prm-h<ion" for, 565 

CQ)ITIINAT.IOX 
of new, o!•.l, or partly new aurl ohl parts, 111ay Ire guo(] ::mu,ieet-urattcJ', 

so, 54 
IJCW parts of new, goorl subject-matter of separate patent, 54 
\\'hi!'h r•onsists merely in omi5sion of part. thought es~ent.ial to old 

combination, may bo good subject-matter, 55 
ratio rlccirlcndi for holding patents for combination g-ootl .uJ.j ... L·l· 

matter, so 
r:laim to-see SPECII<'ICA'l'IO:s-s-claim 

infringement of, 405, 409, 41 I 
by usc of component pm·t~. 405 
hy nsc of ertnh·alent~, 406 ' 



INDJ<~X . 
• 

• 
COM.Ml'!'l'EE o~· LUNATJC 

declaration b~·. 562 
Co:\l.MON LAW 

:1s regat·ds patents, declared by Stutut~ of ;\Iouupo!ie,, 1 
cases on suqject-mattcr prior to Statute of :\Ionopolics, 2S 
norelty is requbite at, 86 

expressly presen·ed by Statute of Munopnlies, S7 
utility requisite at, 125 

• 
00.\I.MUNICATION 

by workman to fellow workman not subject-mat.tcr, 17 
by one British subject to another in the realm, not subject· 

matter, 20 
from abroad may be subject-matter, 17 

patents granted under Act of 1883 for, 19 
by one foreigner resident abrmul to another, good subject-matter, 

20 
1)rovisions as t.o foreign applications confer no rig-ht.s in respeet of. 

290 
COlli PAN\:' 

' 

. "person " includes, 568 
may be registered as proprietor, 21 
cannot be sole original patentee, 21 
rnay be joint patentee, 21 

• 

stands in same position as any othe1· assign!!<' with rcgaru to ex· 
tension, 364 

directors of, personally liahle for infringements, 423 

COl\IPLEl'E SPECII<'ICA'flO~\ 
See SPECH'ICATJO:SS 

CO~IPTROLJ,ER 
definition of, 568 
appointetl lw J3oanl or Trade, 558 
may be remcn·cd by Hoard of Trade, 559 
acts oil dirccl!on of Board of Trade, 558 

• 

discretion of Crown in granting patents exercise!l t.hroug;h, 256 
no inquiry by, as to age, coverture, or ~anit .. 1· of npplicant., 5 
exercise of discretionary power by, 561 
power of, to take directions of Jaw ollicm·, 561 

to refuse application or require ammHlnwnt, 264, 531, 559 
to imJ~ose c.onrlitions on granting lea1·n to appl,l' to ame111l 

~pc01ficatwn, 237, 251 
t.o correct clerical error~, 24 5, 560 
none, o1·cr costs or proceerling~ on applieation fm· patent, 21l6 
to require mncnduwnt. of :;pcciti"atioll>< :md rlmwing" uu 

report of examiner, 264 · 
none over costs of an applieat.iou for lt'arr• to amnud :1 

~pccificar.ion, 254 
appeal from, to law ofliccr, 234 
eert.ificate of, primr/..facie Bl'iclcnce, 298, 56 I 
required to pulJiish illustrated jomwilnnrlJ'!!JlOrt.< r.t' e:l•t><, 195 
annual rcport.s of, 563 

CO;\Il'Ul,SORY LICENCES-Sm LICE:Sct~ 
power of Board of 'l'ra.dc to order, 327, 537 
appeal from Board of 'l'rade, 328 
g1·oumls for grant of, 327 
practice on application for, 617-620 
form of application for, 648 
form of petition for, 649 
form of opposition to, 6 50 
order for, enforced by mandamu~. 32S 

• 

CON Dl'l'IONS 
oil which grant of patent is made, 301 

• 

non-compliance with, of patent ground for revocation, .i47 
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CONDITIONS-(continuecl) 
special, may be imposcrl hy Comptroller or law officer on hearing of 

application, 281-286 
rlisclaimcr;; and references to prior patents, 282 
object of disclaiming clause, 283 
special reference to opponent's patent not a matter of right, 284 
spet:ial references not ordered unless necessary to protect op· 

ponent, 285 
claims may be struck out, 286 
explanation of ambiguous meaning of a specification, 286 

CONFIRllfATION OF LE1"rERS PA'l'ENT, 294 

CONSIDERATION 
necessary to support grant., 85 

is entire, 88 
partial failure of, is fatal, 88, 126, 130 
no,·cl ty is part of, 86 
utility is part of, 126 

not necessary for licence, 332 
tlsual for licence, 332 

CONSIGNEE 
of goods shippccl from abroad, defendant to ac1.ion of infdngcmcnt, 

425 
CONSOLIDATION 

of action of infringement, 454 
when action nmy be consolidateil, 454 
at instance of defendants only, 454 
how actions nrc consolidated, 454 

CONSTIWCTION 
of letters patent, 395 
of specification-see SPECII'ICATrm•s 

CONTEliiPT OF COURT 
b~· breach of injunction, 468 
ach·ertising for fresh cviclcncc after judgment is not, 469 
asking for subscription tow:mls appeal is not., 469 

CON'l'RACTOllS 
of Crown authorities, right to usc invention on terms, 540 

CONVENTION (International} 
for protection of imlu~trial propcrt.y, 584 

CO-OWNEHS OF PA'l'EN'l' 

COPIES 

rights of, 309 
power to grant licence~, 326 

of ~tatntory declarations on application, how obtninccl, 278 
of accounts on petition for cxteu~ion, 377 
of <leccl~, li·neuccs, &c., to lJC supplied to Comptroller, 537 

·scaled, to he rccch·crl in cvhlcnce, 560 · 
certified, of document~, 619 
of Patent Oflice publications, presentation of, 563 

CORPOHA'l'ION--Sec BonY COJtl'OTIA1'J~ 
sole, cannot he only originnl patentee, 21 

mny be rcgistcre1l as proprietor, 21 

CORRECTION 
Sec Aurm<mmx•r m· 'l'JIB SPECH'ICATIONS 

COS'l'S 
ComptroJlcr bas no power O\'cr, of proceedings before !Jim, 266 
of proceedings before law ollicer, 266, 542 
of obtaining liat of the Atton10~·-Gcneral, 345 
of petition for revocation, 353 

• 
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COSTS (continrtcd) 

• 

of jJetition for rel·ocation--(ronlimtetl) 
certificate as to particulars of objcetion in petition for rc1·ocution 

not necessary on taxation, 350 
to restrain threats of legal procc(J(lings, 394 

incurred by tr.ving action in two forms, 392 
action of infringement 

discretion of Court or Judge, 504 
circumstances which will indnee Court to deprive plahitilr of, 

504, 505 . 
hmorance no immnmty from, 505 
1vhcn defendant admit:< and oll'crs to discontinue infringement, 505 
when plaintifl''=< conrluct is opprc:;sire, 320, soG 
efl'ect of intention ou, 402 
of particulars 

Iu:c:essity of Judge's certificate that p:u·ticulars were reason· 
able and proper, 504 

not allowctlunlc~s ecrtifictl to be pro1·en, 510 
or to lJu rca:<onaulc and proper, 5IO 
certificate oul~· neccs.-ary when action has proeeclled to judg· 

ment, 5II 
cert-ificate whuu ca;;e breaks down at the trial. 512 
jurisdiction of Court. of A]Jpcal to graut certilieatu, 5II 
jurisliic.:tion of \'icc-Chaucellor of Cotutty l'alat.iue of' Lan-

east er to grant ccrt ificatc, 51 I 
omission to a~k fur curtifil':ttc at trial, 510 
i[ Court can dispose of the case, it will nut hear it. t'urt hct· for 

the purpose of deciding whether particulars were reasonable 
and Jn·oper, 5 I 3 

which party ha~ not had opportuuity of prol'ing, 5I21 5I3 
of application for further am! better part.ienl:,trs, 439 

apportiomucut, 507, 510 · 
whcm plaint ill' snct•ccds on i:<sne of YaliclHy, but fails on that 

of infringcmt:nt, 507 
where plaint ill' f'aib on bsuc of' ntlitlity, but .. succeetb un that 

of infringcuwut, 509 
tlrawiugs and motlcl.", 519 
~cicnt ific critlcncc, 51 S 
separate i><•ncs, 506 
i~~UCti al•antloned at. the trial, 507 
daim tv cost~ of f'uriUer dbcvnLillucd actiou iu s ub,cqueut 

action, so;: 
on the higher scale, 520, 52 I 
part.~· and ]Jlll't.~·, SIS 
~olicitor aml elicnt 

when rulidity of patent. has been certified in former action, 504 
CL•rt.ifieatc of ralitlity, authority of Court or a ,J ndge to graut., 

5I4, 54I 
form of, G!,n 

cll'cet of certificat .. of Yaliclity in fol'luer action, 514 
meaning of su!JsC<JU<:llt act.ion, 5I6 
no uppt:al from tleci~ion of Court OJ' Judf!·c, 5I6 
omission to ask fureertificate at (.rial, 5I5 
certificate when tlcfcmlant. docs nut. appear, SIS 
certificate where no l:l'i<llnwc of l'alitlity is oiJ'er,,.J, 510 
Ceitificatc when pat cut. is illl'ltlitl as to oue or more claitus, 51 (j 
j uri:H lietion of Yicu-Cha Hcellor of Court of Co nut.'· l'a Ia t inc of 

Lancaster to grant., 5I5 
juris•liction of Court of 1\ppeal to grant. eertifieate, 515 
application for ccttifk:tte to Judge of fir~t in~tanee after 

hem·ing of :tppcal ecrtiticatc, 5I5 . 
<liscrction of Court. as to, thougl.l plaintiJf holds ccrtifil'Utc of 

\'lllidit.~·. 5I7 . 
when \'alillit~· not tleniell in sub,;crJUCilt actiuu, SIS 

uppellant nmy bt• onleretl to give :;ccuriry for co,:ts of appeal, 4'i5 
:;c~.:lll·it~· fur ~.:osts of interrogation~, 4S6 · 

3 Il 
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COURT OR JUDGE 
definition of, 342, 568 
power of, to impose conditions on granting leave to apply to amend 

specifications, 237 
· rectify register of patents, 298, 560 

compel inspection in action of infringement, 483 
rectification of register by, 560 

COUR'l' Olt' COUNTY PALA'J'IKE OF LANCASTER 
jurisdiction of, to grant lenxc to amend ~pecificatiun petuling action 

of infringement or petition for revocation, 234 
jurisdiction to grant account or clmnages, 496 
jurisdiction to hear petition for re1·ocation, 342 
jurisdiction to grant certificate of objections, 5II 

• jurisdiction to grant certificate of validity, 515 
COVENAN'rS 

assignment with notice of, 318 
for validity, 315 
on assignment of share in a patent, 309 
usnnl in licence, 333 
not impJicrl in licence, 335 
absence of, for title atHl validity in licence, 335 

COVEH'l'GHB 
no inquiry as to, on application for patent, 5 

CHOWN 
patent to bind, 540 
power of oflicers of, to n~c inventiou on tcnug, 332, 540 
right of, to free nsc of iiJYcntions patented prior to .Tan. 1, 1884, 331 
not entit.lcd to free usc of innmtions patented aftnr Jau. r, 1884, 332 
discretion of, in grant-ing patents. 256 

exercised through llledium of Comptroller or law o!liccr, 256 
power of, to grant extension of letters patent, 355 

C US'l'O ::IIImS 
di~clo:;nrc of defendants', on inquiry as to damages, 497 

DAMAGES 
Sec A<:COUX'f AXD DA>IAC:ES 

DA'l'E Olt' LB'l'TEHS l';lTE::\T, 287, 534 
granted on foreign application, 288 

DEATH 
of person posses~cd of an invention for which no application has 

been made, 6, 323 
o[ person pnssesscrl of an in1·cntion in respect of which an application 

has been made, 6, 534 
DECLAHA'.I'ION • 

DEED 

to be made hy applicant for a patent, 258 
pr01·i~ion for person~ incapaulc of making-, 259, 562 
by legal representative of rlcccnscrl inventor, 6, 542 

statutory, for usc in the I>atcnt. Oflicc, 259 
~tatntory, purt of application for patent is exempt from stamp duty, 

260 
~tntntory., forming evidence on opposition, copies of, 278 
acceptance of accc~sion of British Government to International 

Convention, 6o5 

assignment of patent by, 306 
licence must be b~·, 326 

DEFENCI~ 

• 

relation of. to particulars of objections, 430 
two main defences to action of infringement, 429 

denial of infringement, 429 
denial of validity, 430 · 

grounds on which validity is disputed should be stated, 430 

• 
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DEFENOE-(continuc1l) . 
two main defences to action of infringcmcnt-(continuc1l) 

grounds on which invalidity rna~· be pleadml, 431 
patentee not true and lirst inventor, 43I 
pleas of true and first inventor and novelty must be raised 

separately, 88 . 
invention ·not subject-matter, 432 
invention not new, 432 
invention not useful, 432 
insullicicncy of the specification~, 433 . · 
disconformity of the specifications, 433 

intention no, 40I 
• 1gnorancc no, 402 
failure on part of plaintifl' to carr~- out an agreement no, 4 r6, 430 
fresh issues rna~· he raised rlming progress of action, 434, 439 
estoppel of defendant from dcn.\·ing \'alidity, 434, 437 

no, by decision in favour of mlirlity in former action, 429 
afl'ccting only one defendant, 347 
on motion for interim injunction, but not at trial of artion, 435, 

436 
assignor estopped from rlcn~·ing Yalirlity ngainst a~signec,,3 I r, 3 I 2 
assignor not cstoppc<1 from disputing scope of im·cntion, 435 

or denying a particuhu· construction of the spceilieatinn, 3I2 
bankrupt is not estopped in act ion at instance of trust cc in bank

ruptcy or assignee from him, 429 
persons who arc not cstopperl, 43'i 

in~pcction for purpose of preparing, 482 
forms of, 6So 

DEFI.N l'l'IONS 

DELAY 

anticipation and publication, 94 
British possession, 568 
Comptroller, S68 
Court, the, s6s, 342 
Court of Appeal, S66 
distinct statement of invention claimed, 20 
foreign application, 29I 
"improYements" as used in title, 6I 
inclustrial property, 597 
infringement, 399 
injunction, In l:>cotland, means intcnlict, 5-16 
invention, rg, 23, S46 
inventor, I9 · 
law oflice, s68 
legislature, suS 
manufacture, 24 
no\·elty and di,covery, 93 
ordinary 'kilful workman, 166 
patent, S46 · 
"patents" as usetl in Intcrnationnl Convention, S'J7 
patentee, S46 
"person" inclmles "borl\• corporate," 5u8 
"prescribed," in t•eferenc·c to Act of I883, suS 
public knowlerlgc, 96 
]mblic usc, I03-105 
"subsequent action," in reference to costs, 516 
s u bj cct-ma ttcr 

exhaustive dcfinit ion of, not pos~iblc, 2S 
by Statuto of l\Ionopolies, 4 
by Court of King'ti Hench, 25 

"summary conviction" in Ireland, 568 
Treasury, the, S68 
utility, I29 

in scaling patent, 287 
effect of, on right to acconnt or damages, 495 

' 

• 

• 

• 
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DELIVERY UP 01.<' INFRINGING AUTICLES, 503 
or destruction in the alternative, 503 
when infringing article is compound, 503 
marking of compound articles, 503 

• 

loss caused to defendant by, 504 
question reserved till after taking of account of profits, 503 
form of order, 503 

DESTRUC'fiON 01!' INFRINGING ARTICLES, 503 
or delivery to plaintifl', 503 
when infringing article is compound, 503 
marking of compound articles, 503 
loss caused to defendant by, 504 
question reserved till after taking of amount of profits, 503 
form of order for, 503 

DE'fAILS 
improvements in, marle by servant, 17 

DIHECTOH 01!' COl\IPANY 
may ue personally li:lble J'IJr infringements, 423 

DISCLAIIIIEI~ 
See A~mNmli~N'l' OJ.' 'l'lll~ SPIWH'JCA'l'IONS-Con<litions 

~ealed copy of, in Patent OJlice is evi<lence, 560 

DISCONl<'ORi\II'l'Y OF 'l'I-m SPECII<'ICA'l.'IONS, 148-156 
eiTect of, 149, 154 
details, 1 54 
examples of patents remlcrecl void by, 150 
examples of patents where objection failed, 152 

DISCOVERY 
distinction between, antlnovelty, 93 
action of infringement, 481, 495 

power of Uunrt ns to, 486 
respective rightH of plaintilf and defendant to, 489 

. whcu mntter of indilfcrcncc to party against whom it is sought, 
490 

limited to facts necessary to enable parties to prorc their case, 
489 

objection on p <:··.::..d that right to, <lepend~ on determination of an 
issue, 4i6 

names and addresses of infringer's customers, 488 
trade secrets, 491 
communications between patentee and patent agent not privileged, 

491 
communications between patentee and solicitor privileged, 492 
relevant documents, 493 
interrogatories 

may be administered by either party, 486 
sccurit.y for costs of, 486 
rule that party interrogated must an~wcr fully, 487 
as to infringement, 488 
lishing, 489 
irrele~·aut, 492 

on petition for extension, 377 

DOCU:l\IEN'l'S-Ree a(Ru APJ.'IDAYl'l' 
puulicat.ion by, 114 

sevum! dill'erent, 120 
distinction between effect on publication of producLion of a machine 

and a, 121 

discovery of relevant, 493 
further allidavit of, 493 
Healed copies of, in Patent Olliec arc evidence, 560 
provisions as to day for leaving, at. Patent Ollice, 562 
may ue sent by }lost to l'atcut Ollicc, 561 · 
~izc, &c., of, for use in Patent Ollice, 607 
amendment of, by Comptroller, 6o8 

•, 
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DRAWINGS 
insertion of, as explanation on application to amend specifications, 

246 
must be inserted in both provisional and complct:e specifications, if rc· 

qui red, I 56 . 

• 

both speciJications may be accompanied by (;he same, 574 
complete specification rna~· refer to drawings which accompany the 

provisional, 574 
not publisherlnnlcss application is accept()(], 573 . 
accompanying a specifkatiun of an invention as~igned to Secretary of 

State for War, 544 
amendment of, 264 
costs of, 519 
relation of, to letterpress of specifications, 227 
size and preparation of, 6I2, 613 
trnnsmis~ion of certified copies of, 562 
powers of Board of 'l'rmlc, 563 

DOLLOND'S CASB 
facts of, 9 

DUPLICATES 
of letters-patent, 295 
of specifications, &c., 563 
~pccifications must. be l'nrnishccl in cluplicate, 642, 643 
neccs~ary, of clrawings on application, 611, 613 

DUHA'l'ION 
Seo EX'l'EX'l.' AND DunA'l.'IOX o!' PA'l'I~X'l' 

• 

DU1'IES 

• 

payment. of, in respect of patents assignecl in consiclcration of a 
royalty, 306 

• 

EDIN.BURGH 1\IUSEU?IT 01•' SCil<iNCE AND AH1' 
t.ransmission of ccrtiliecl copies of ~pecitications, &c., to, 562 

ENGJ,AND 
revocation of letters-patent in, eiTect of, 342 

ENLARGE!IIEN'l' 01!' 1'E\IE 
for payment of fees, G15 

form of application for, G52 
for ]t:;aving and aecepting complete specilimtion, 615 

fonus of application for, GG2, GG3 
for, doing other nets prescribed hy Patent Hulcs 1S9o, GIG 
for appealing to law oflicers, G21 

EQUITY 
no infringement on, of a patent, 401 

EQUIV AJ,EN'l'S 
suust.itution of part~ by known, is not. suhject.-mattcr, 55 
substitution of parts by new, may he good subject-matter, 55 
examples of patellts void as being merclv for tho subst.it.ution of one 

known equivalent I.J~- another, 5G • 
infringement by usc of, 4SG 

mmons 
in the specifications 

which competent workman woulcl pei'ceive ancl correct, 228 
construction of, by the Court, 228 

clerical 

ESTOPPEL 

power of Comptroller t.o correct·, 245, 5Go 
power of llfastcr of Holls to order amendment uf, in specification, 

244 
delay in applying to amend, 246 

See ASSIGNEJ::, ASSIGXUH, DHFEXCJ::, LJCHXSim 

• 

• 

• 

' 

• 
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EVIDENCE 
action of infringement, 470-481 

restricted by particulars, 426, 437 
under p:lrticular.s not objected to, 470 
not within particulars, 470 
licensee competent witness for plaintifi', 337 
licensee as witness, 47 I 
patentee i~ competent witness for assignee, 471 
expert Cl'iclenec, 481 
scientific, costs of, 518 
mo«lcls, 477 

0 

cons! ruction of the specifications, of, 481 
certificate of Comptroller is priuuifacic, 298, sor 
Reg-ister of l'atcnts is primcl.fitcie, 296 
scaled copies of documents in l'atent Ollicc or from Register arc, 

56o 
certified eopics of clocumcnts in the Patent Oflicc, 298 
sullicicnt to obtain interlocutor~· injunction, 460 
necessary to obtain an onlcr for inspection, 482 
ncec~~ary to obtain inquiry as to clanml:!·e~, 499 
plaint iJf not cut it let! to jmlgmcnt by tlufaulL without proof of his 

case, 472 
proof of g-rant of patent, 472 

su bjcct-mat tcr, 472 
issue of true ant! first invent or. 47 5 
noYclty, 475 ' 
utility, 477 
sufliciency of ;;pccilication, 479 
infringement, 472 

on petition for extension 
may be taken by clerk of l'rh·y Council, 367 

on petition for rc1oocation 
confined to particulars, 350 

EXA~IINEHS 
appointor] umlcr Act of 1883, 559 

application for patent is rufcrrctl to, 263, 531 
tlnties of, on reference of applieation for patent t.o, 263 
mport s nf, arc nnt. pnlolishecl, 265 

.. 

Cu111ptroller has power to refuse application on report of, 264 
also to rer]niro mucndnwnt uf spuciJicatiuns and drawings on 

EXECU'l'ION 
report uf, 26.J. 

against patent, 686 

EXECUTOH 
legal representative inclmlc~, 27 3 

EXHIIH'J'IONS (lNDU:-3'l'HfAJ., OH lN'l'BHNA'J'IONAL) 
protection uf non-pattmtetl imocntions exhiuilud at, 108, 542, 574 
l'atPnt; ltules 1S9o, as to, 6oS 
form of uoticc of intcudcd exhil.Jition of an unpatcntc(] inYcntion, 

6S6 
EXISTING l'A'l'EN'l'S 

0 

proYision of Act of r883 as to, 546 

EXISTING lWLES 
provisions of Act of r883 as to, 567 

J~XPEHJl\mN'l'AL USJ~ 
what, is not pui.Jlication, 100 
of unpaid for machine, 400, 401 
fur proJil', IOI 
usc for instruction of pupils is not, 400 
invcntiou almlllloncd is presumed to (){) incomplete, 99 

EXPEUHI.EN'l'S 
statement of Jaw of anticipation by, 98 
which fail, not fatal to subsequent patent, 97 
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EXPERil\IENTS-(continuetl) 
effect of abandoned, on novelty, 98 
made during periocl of provisional protection, I48 
use by way of bona Jitle, is no infringement, 400 
invention abandoned is presumed to be incomplete, 99 

EXPEU'l'S 
evidence of, in action of infringement, 48I 
costs of, on petition for extension, 624 • 

EXPLANATION 
Sec AM.I:::>mmx·r OP 'l'JW SP.I::CH'JCA'l'JOXS 

EXTENSION OF l1A'l'EN'1', 354· 38I 

• 

is in accordance with ~pirit of patent Ia\\', 355 
is matter of favour awl not of right, 36I 
is in discretion of Judicial Committee of l 1rivy Council, 367 
Cwwn is not I.Ju•md to act on report of .Juc1ieial Conunittce, 380 
fomteen year~ or less may he ~rant mi. 357, 380 

• 

only one period of, can he granted, 38o 
prior to I85o hy special Act, 355 
since 1835 by petition to So\·c,rcign in Council, 355, 538 
provi~ions of l.orcl Brougham's Act, 355 

2 & 3 Yict:. c. 67, 356 
7 & 8 Viet. c. 99, 277 
IS & 16 Viet. c. 83.385 
Act. of 1883, 358, 360 

invention sHbject; of foreign letters-patent, 358 
not necessary that petit ion be prosecuted with effect I.Jefore expiration 

of tcrlll, 356 
petition may I.Je prc>'ented at :111y time before expiry of patent, if date 

is prior to Jan. 1, 1884: 359, 3tio, 364 
petition must I.Je pre~entcc1 ~ix months before expiry of patent, if date 

is SUlJsecjHCnt tO Jan. I, 1884: 360, 365 
efl"ect of departure from statutory proYbions, 362 
who may petition, 362 

a~.sig-ncc, 363 
uoL Yiewed ~o f:womably as original patentee, 

363 
l'Oilljlall,Y1 364 
importer, 364 

opposiliou 
<JUCl'\" IIIOrtuaO'Ce ~ 19 • ~::'1 ,., 

whu may oppo,;u, 377 
1101 ice of ohju<'l iou~ to lm lodged, 378 

form of, 697 
nppoucnt cutitlcd to uoticc• of clay lixecl for hearing, and copy of 

pet itiou, 378 
abo, at hb u\\"11 cxpe11~e. to copies of all papers, loclgcd iu 

rel'ercmee to pet it ion, 378 
abo to uot ice nf any "I •L•cial application by pctitioller, 378 
petition lllUS(. be SCI'\"L•d 011 O!JjJOncnt 1 378 

gruunc1s for prolongatiuu or cxten~ion, 367 
merit, 368, 371 

nnt.me of merit which must. I.Je prm·ecl, 369 
"merit of ingenuity,":mc1 '•merit. of utility,'' 369 
p,·inutjitcic case of mlidit~· must. lJc C>'tal•li~hecl, 368 
public H>'er as an indica! ion of uwrit, 370 
prolmi.Jility of l'utnrc public u,-er must. be establh•hcd, 371 

insuflicien t renm1wrat ion, 371-3 77 
patentee must haYe used his bc~t em1ca\"Ours to tle\"elop t.he 

innmtion, 372 
patentee must not. have permitted infringements, 378 
probable. benefit t.o the public must be lll:oveu, 372 
all the mrcutustanccs of the case arc considered, 374 
account~, 373, 377 

when to be lodged, 373 • 

• 

• 



• 

760 INDEX. 
• 

• 

EX'l'ENSION OF PATENT (continued) 
grounds for prolongation or extension-(conlinu~d) 

ins n f1 icicn t rcmun era tion-(con t i nuetl) 
accnnnts-(coll/ i 1111rrl) 

Jnust lJO full, clear, aJHl accurate, 373 
must diselose whole remuneration received through 

the patent, 373 
shoulrJ show !'at io of inereaRe OT dimi1111tion of 

profit from year to year, 374 
profits lllarle by patentee as ~ueh, 374 
royalties and profit~ made by licencccs, 374 
aR~ignee's profits, 374 
allowances credited to petitioner, 375 

preliminary expenses, 375 
costs of exhibiting anrl ad,·ertising, 375 
salaries and travelling expenses of clerks, 375 
coJnmi~sions on sales and royalties, 375 
legal expenses ineurrccl in defence of patcnt,375 

rlcrlnctions rli~allowcrl, 375 
profits made by patentee who is also mannfactnrer, 

376 
cfi'eeL of rendering incomplete, 377 
copies, how obtained, 377 
forms of, 710-728 

requisites of petition, 361 
when to Jm ]lrcsent.c<l, 359, 360, 3!i4 
rights of palcJitecs tmrler patent rlat!'rl prior to Jan. 1, 1884, 359 
must; not he presented by one pcr~on t'or benefit of another, 361 
rcforcncu to foreign patents, 3G1 

form of petition, 699, 702 
practil'c on presentation and hc·al'ing of petition, 360 

regulated by l'rivy Con neil rules made nuder I.ord Brougham's 
Act;, 360 

no rules yet made under sec. 25 snb-sce. 6 of Act of 1883, 361 
ath·erti:;emcnts of intention to present petition, 365 
form of atlYcrt.iscmcnt, 696 
day for hearing, 366 
order, fixing clay for hearing, 366 
advertisement of, 366 

form of, 698 
appearance at hearing, 366 
Attorney-General always appears at hearing, 367 
order of evidence at hearing-, 366 
evidence before Judicial Committee of Prh·y Council, how 

taken, 367 
discoYcry, 377 

notification of, in register, 286 
oflicc copy of Order of Her ~fajcsty in Council, to be left at Patent 

Oilicc, 298 
registration of order 381 

uew grant; 

• 

to whom may be made, 278 
no fresh specification neC<l be filed on, 378 
rlepcndcnt on old one, 378 
open to s::nnc objections as olrl one, 569, 378 
cunrlitions may be imposed on g-rantee, 378 

in the interests of the original patentee, 378 
or his rcprcsontath·os, 379 
or for the benefit of other person~, 379 
or the Crown, 379 
or tho public, 379 
security for performance of conditions, 380 

date, 380 
term, 380 

in case of several cognate patcJJts, 380 
costs, 380 

• 

• 
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EXTENSION OF PA'fEN1' (continuccl) 
co~ts-( coni iuuetl) 

in discretion of Judicial Committee, 361 
Attorney-General, 381 
taxcu by Hegistrar of Judicial Committee of l'ril·_,. Council, 381 

EXTENSION OF Tll\IE 
for pavment of fees, 615 

ro'rm of application for, 652 
for lea1·ing and accepting complete specification, 615 

forms of application for, 662, 663 
for doing other acts prcscriberl by patent rules, 189o, G 16 
for appealing to law otlicer, 6:!0 

EX'fEN1' AND DUHA'l'IOX OF PA'l'BN'l', 292-295, 535 
extent, 535 
duration, 292-295 

usual, 292 
is conditiona.l on payment of fees, 292 

enlargement of time for payment of fees, 292 
EXTRAC'l'S FHOllt HEGIS'fElt OF' 1'A'l'EN1'S 

any pcr!.on may obtain, 559 
scaled, arc evidence, 560 

FALRE SUGGESTION 

• 
• 

fatal to l'alitlit.y of patnnt., 89 
ground for rci"Ocation, 347 
distinction hctwccn false representation an<1 false ~tatenwnL, 348 

Jt'ALSH'ICATJON OF EN'l'HIBS Di Hl~lilS'l'BHS, 561 
FAST (l'UllL!Cj 

days obsen•ed as 

FEES 

Patent Oflice not open on, 607 
le:wing documents, paying fees, &c., at Patent Olliec on, 293, 562 
Hcgbter of Patents not open to inspection ':lli, 619 

payment of, condition of patent, 292 
damages in respect of infringement after failure to pay, 498 
list of, 737 
certificate of payment of, 6 r 5 
as to patents granted before January 11 1884. 615 

FIERI FACIAS 
writ of, entitles Sheri IT to sell patent, 686 

I<'OUEIGN Al'l'LICA'l'!OX, 288-292 
meaning of, 291 
practice, 290 
must be made in same manner as an ordinary npplicat;ion, 289 
patentee, in respect of, 289 
provisions as to, confer no rights in re~pect of communicated inven· 

tions, 290 
allowable difi'crcncc between English and foreign specification, 291 
description in English not in foreign ~pccificatlon, 292 
claim in English not inclnclc<l in foreign specificat.ion, :192 
retrospective effect of Order in Council, 2S9 

FOHEIGN l'A'l'BN'l' 
extension of English patent for invention, snbjcct of, 358 
reference to, necessary in petition for prolongation or extension, 361 

FOHEIGX SOYEHEIGN 
position of, as regards infringement, 417 

FOHEJGN VESSELS 
in British waters, usc of inreut.ion in, 543 

FOUEIGNEH 
patents were granted to, prior to Act of rS83: 5 
protection of, against attempts to [orcstall him in this country, 19 
rights of, under Convention of 1884: rg . 
communication by one, resident abroau to another is guod subject-

matter, 20 
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FOREIGNER-( continued) -· . 

FOUl\IS 

as opponent to g-rant of patent, 272 
if rc~irlent in United Kingdom or Isle of 

action of infringement, 423 
)Ian may l.Jc defendant to 

See 'l'ADLE OP COXTEXTS, 234 

J!'UAUD 
application in, of true and first inventor, 295 
of rights of another, meaning of, 346 
defence to action for rcco1'ery of royalt ic:<, 335 
g-round for rc1·ocation, 347 
it' payment. rc1·oked on groun<l of, new prttent may be granted, 349 
course to pursue when judgment i~ obtained l.Jy, 455 

GOOD FUIDAY 

GHA~'l' 

J>atent Oflicc not open on, 607 
leaving document~. paying fees, at Patent Oflicc, 293, 562 
Hegistcr of Patent~ not open to inspection on, 619 

practice on, of patent~, regulated by Act of 1SS3 and rules thereunder, 
257 

efl'ect of, of patent, 85 
opposition to, of patunt,-,sce Ol'!'OSI'l'IOX • 

GHAN'l'EE 
any person who is true and fir~t inventor may be, 4 
several persons may be, 4 
person other than true an<l first ilwentor may be one, 4 
true and Jir,;t inventor uw~t be, or one of the grantees, 256 
married woman may be, 5 
infant may be, 5 
lunatic may be, 5 
legal rl'pre:<entation of rleceased per:-:on may be, 6 
on death of, patent vest:; in executor or adminbtrator, 323 

HOLIDAY 
Sec ]3AXK HOLIDAY 

HOUSE Olt' LORDS 
has no original jmiRrliction to gr:mt. leave to amend ~pecification 

pending action of infringement or petition fur l'crocation, 234 

IG:XOUANCl~ 
i~ Hu defence to action of infringement, 402 

1:\ll'HO\' J•::IIEN'J' 
in rletail,;, inclusion of, in complete ~pecificat,iOl:, X•191 185 

marle bv serran t, 17 
• • may l.Je goo!l ~uh.JeCt·matter, 57 

amount of, is inunaturial, 6r 
may consist in the arlrlilion to, the omisRion from, or the rcarrange

nwnt of ohl p:uts, 57 
not subjet:t·matter, unless the exercise of inrcnt.ion can be presumed 

to lm ru 1Jecn made, 59 
patent for, cannot Lu u:;ed without. licence till expiry of original 

patent, 57 
argument against valiflity of patent for, 58 
pullmt.for, is not proof of inutility of oril-(inal ilwention, 58 
want of utility in prior itwcntiunno La1· to patl'nt for, 134 
]'at cnl fur, gives prot cut ion against·, usc of, with original invention, 5S 
claimmu~t, IJC cunlincrl to, in patent. for, 169. 193 
of which patentee was ignomnt at datu of patent, 192 
as>igmncnt of future, 310 

• 

UH:IIIliug of '' ilupro1·emcnts in the manufacture," us used in title, 61, 
140 

IMPOR'rEit 
may be patentee, IS 

• 



• 
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INABILITY 
declaration on behalf of person under, 562 

INDEX, &c •. 
of specifications published prior to Act of 1883, 543 
under Act of 1883, 543 

INDORSEMENT Qlt' WUIT 
form of, in action of infringem'ent, 674 
form of, in action to restrain threats of legal proceedings, 692 

JNDUSTHIAL PUOl'J.m'l'Y 
International Convention for the protection of, 584 

INFAN'l' 
may i.Jc patentee, 5 
declaration on behalf of, 562 

INFIUNGE;'!lEN'l' 
definition of, 399, 
none of equity or patent., 401 
threatened, niay l:.c re~traineu hy injunction, 4 19 
morles of, 412 
none, unlC'~s saleable article i~ prorlucetl, 413 
intention of infringer is immaterial, 401 
ignorance no defence, 402 
colourablc usc of in \'Cntion, 403 
acts done muler subscrjucnt patent~, 402 
adopting the principle o[ an in\'Cntion, 404 
usc of invention on foreign vc~st:ls, 399, 4I6 
usc by way of bum'ijide experiment no, 400 
usc for in~t ruction of pupih;, 400 
usc of machine not paid for, 400, 401 
usc of :uticlc made under licence is not, 338 
of a combination, 405, 409, 411 

by usc of component parts, 405 
by usc of cqui\•alcnts, 406 

• 

by manufacture and sale of parts, 4I3 
by restoring essential parts, 413 

of patent for mmms of producing known result, 408 
nuu1ufacture of articles which may be use'! for, 413 
manufacture without proof of ~ale, 4I2 

• 

763 

ordering an artiele to be marle :weonling to n pat entcrl proccsH, 4 I 2 
sale of article mannfauturcd without licence of patentee, 413 
exposure for sale, 414 

·sale in this count!'\' to foreign customer, 4 I 4 • • 

• 

importation and sale in this countr,\· of art ielc mwlc ahroarl, 4I4 
custom-house agents not liable as such for importation of articles 

made abroad, 4I7 
purchase of patented article without rest riel ions, 414 
or notice of a licence, 4 I 4 
resale of article made by liceusec no, 4I4 
usc of patented procc.-;s or machine for purpose dill'ercnt to that. for 

which patentee n~es it, 4I 5 
possession of article made hy infringement, 415 
transhipment of articles made abroad, 416 
transhipment; of articles made abroad, the property of fowign 

SO\'el'CJgns, 4 I 7 . 
before publication of complete specification, damages in respect. of, 

498 
committed before amcnduwnt of specification, 237 
prior to publication of coruplet c specificat inu is not actiona blc, 4 IS 
prior to grant of patent, uu proceedings in rcHpcct of, can be taken 

till grant, 4I8 
after failure to pay fees and before enlargement of time, 292 
pending appeal, 418 
proof of, in action of infringement, 472 

INJUNC'fiON (IX'fERT.OCUTORY), 456-467 
in Scotland means "interdict," 546 
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INJUNCTION (INTERLOCUTORY)-(continued) 
how obtained, 456 . 
laches, 4S6, 467 

• acqmcscence, 457 
e:>: pm·te application for, 458 · 
procedure when there is an independent case against, 458 
circumstances under which it can be obtained, 459-465 
evidence sullicicnt to obtain, 460 
Court., on application for, cudeavours to keep things in staltt quo, 460 
validity of patent is important on application for, 461 

pl'inu!.fitcie case of validity must be established 
circumstances which raise presumption in favour of validity, 461 

long, actil·c, nninterruptcr1 enjoyment, 462 
if long enjoyment relied on, plaintiff nmst show that in-

vention has been actually used, 463 
and the enjoyment lu1.s been unint.errnptcd, 463 
what is long, act.ivc unintmT•lptcll enjoyment, 463 
previous decbion in favour of the pat<:nt, 464 
not ncccRsaryto show that patent has never been dispntet1,462 

suflicicnt. 1n•imt~facie evidence of valitlity, 465 
previous interdict in Scotland, 465 
award of arbitrator, 465 
former action again~t different defendants, 465 

practice on grant of, is to rCC]nirc an account and indcnmit.y, 465 
practice on refusal of, is to rc!]uirc dcfcnr1ant to keep an aeconnt, 465 
forms of order for account, 465 . 
defendant unable to be answerable in damages, 467 
when granted in action to restrain threats of legal procce~1ings, 388 
form of notice of motion for, 685 

INJUNCTION (PERPE'rUAL) 
in action of infringement 

form of, 423 
plainti!r though succc~sfnl in action rloes not alll'ay;; obtain, 421 
obtainc<l before amendment of specification cannot be enforced 

after, 238 
to restrain secret usc commenced prior to date of patent, 396 
by consent, 467 

acquiescence, 467 
laches, 467 . 
expiry or patent before or during action, 467 
no actual infringement, but intention to infriugc, 468 
breach of, 468 
in action to restrain threats of legal proceedings, 382 

INSPECTION 
of aonlicaUon and specification, 269 
of, ancl extracts from, Register of Patents, 297, 559 
action of infringement, 481 

not a matter of right, 481 
objccf·.s of, 48 I 
for pnrposc of preparing defence, 482 
cvir1cncc necessary to obtnin m·tler for, 482 
aflidadt in ~upport of applieation for ortler for, 483 
poll'cr of Court to compel, 483 
delay no bar, 483 

• 

objected to on ground that right <1cpcnrh on prior determina-
tion of an issue, 483 

against licensee not a party to the action, 337, 48.} 
trade secrets, 484 
~amples, 485 
inclcpenr1ent inspector, 485 
u~ual form of order for, 484 
contlii ions of order for, 484 
when there is only threatened infringement, 4!l6 
form of onlcr for, 733 

• • 

• 

• 
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IN'£ENTION 
of infl'ingcr is immaterial, 401 
efi'ect of, on costs, 402 

IN'l'EHDICT 

765 
• 

in Scotlancl means injunction, 546 
1Jrimc~ jiwie evidence of mliclity ou application for interlocutory 

injunction, 465 

IN'l'ERNA'l'IONATJ AND COLONIAL ARHANGimEN'l'S, 288, 564 
prol'ision for Colonies an<l Jnclia, 565 

IN1'EHNA'l'IONAL CON\'EN'l'ION for the protcctiou of industrial propcrt.y 

584 
objects of, 585 
plenipotentiaries, 5S5 
articles agreed II pou, s89 
union for the protection of industrial propct'!.y, 589 
le:.ral remedies, 589 
rights of subjects of Stales nut formin:; yart of t.lw unio;1, 5S9 
right of priority of person who has appltet! for a patent Ill oue of· I he 

uontrauting ::Hates, 5S9 
importation and forfeit.urc, 591 
rcgbtration of trade marks, 591 
nature of goods is uo ob:;taelc to registration of trade mark, 591 
protection of trade name, 591 
~eizurc of goolls illegally bearing a t.rmle mark ur tracle name, 59 I 
goods falsely bearing n.",<il" :•£ a locality, 593 
protection of paten taL·;., itn:·ntion, &c., at exhibitions, 593 
special t(CJYerrnnnn1. ntlit':•--:: ~93 
intcrnatioial bureau, 593 
conferences, 595 
spiJdnl arrangements Lotwccn contracting par[,ic~, 595 
mlhercncc to eoll\'CIJtion of other Stales, 595 
tillbunliuation of eonvc:nUon to law~ of the contract.iug StateH, 595 
COI!lllll!IICelllCIIt Of Opcrat.iOII, 595 
ratilicat ion, 597 
"imlu~trial property," mca11ing of, 597 
•·patenlti," meaning of, 597 
expenses of intcmational oflicc, 599 
fina! protocol to form part. of connmticm, Go3 
accc:;sioH of Her llfajesty'ti l.io\'el'llllluut to the cou\'t!IJl.iou, Go3 
llcclaratiou of acceptance of accc:;siou, Gns 

IN'l'EHN A '110N.AL EX.HIBI'l'ION' 
&e EXIlllll'l'l0:-1:> 

IN'rEHHOGA'l'OHIES 
/:ice DISCO\'BUY 

INVENTION-Bee al8u NoVEL'l'Y, l:iUBJECl'·liiA'l"l'lm 
dclinition of, 19, 23 
to be used for illegal purposes b not subject-matter, 25 
inventor ha:; no l'atural or moral right, to, 3co 
lllOnopoly in, is crcatml by the patent, 304 

. reason why law creates a right in, 30I 
interest of inventor in, for which he intends to apply for patent 304 
separate application for patents should be made iu rcspc~t of 

• 

distinct im·cntions, 26o, 542 
test of one im·cntion in reference to application for patent, 260 
patent not void though it inulml<!8 lllore than o11e, 260 
classification of inventions held good subject-matter, 29 
clfcct of keeping, secret, 301-303 
invcntiOIJti with similar objects, I I 
result of accident may be good subject-matter, 50 
useless, which obstruct,; imJ)l'O\'Cillcnt, 12S 
and ingenuity, requisites of good ~ubjcct-mattcr 51 

presumed from long unsatblicd dcrnand, r 3' 
uusatisfictl demand not conclusive evidence of, 54 
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INVENTION-(continued) 
abandoned i~ presumed to be incomplete, 99 
partly original a~](l partly communicated from abroad, application 

for pn.tcnt m rc~pcct of, 258 
~ccoml application for patent in rc~prct; of same, 265 
subject of foreign patent, extension of patent for, 358 
revocation of patent for inventions with Fame object., 348 
covenant to assign future, 3 ro 
of munitions of war, assignment to Secretary of State for War, 30i 
in! ern a t.ional arrangmncnt~ for protect ion of, 564 
protection of, in Colonies and lnclia, 565 

INVEN'l'OU-.,cc TnuB AND FillST lNYENTOit 
meaning of, 19 
which of several cntitlct1 to patent·, 9 
.Jntit.lcd to assistance from workmen and servants, 14 
patent on application of rcprcscntati\'!J of c1cccasct1, 6, 542 
patent to Jir~t, not inmlitlatcc1 b~· application in fraud of him, 295, 

542 • 
INVENTOH (DECE,\SED) 

8ec DEATH 
IRELAND 

revocation of letters-patm•t in, 342 
saving for jurisdiction of Courts in, 566 
reservation of remedies in, 566 

ISLE OI!' :ilfAN 
provisions of Act of r883 as to, 566 

ISSUES 
of fact or law tried separately, 450 
direction of, onnpplication for rectification of register, 560 

JOINT INVENTOHS 
must all Lc applicants, 14 

JOUHNAf. 
illust.ratcd, of patents, publication of, 295, 543 

JUDG?.IEN'l' 
in notion of infringement 

mot.ion for, on aclmission of fact$, 452 
motion for, on dctcnuinatiun of issue~, 452 
Ly default, 472 
form of, 686, 689 

• 
,JUDICIAL C0:\11\IIT'l'EE 

JUHISDIC'l'ION 
Sec Coun'l' Ol' APPBAL, Coun1• olo' Cou~'l'Y P,\I,.\1'I~B o~· L.\~CASTBn, 

I-lOL'SB OP l•OHDS 
JURY 

not usual in actions of infrin;..;e11.ent, 448 
reason '"hy trial without, is prefcraLie, 448 

LAmms 
cfl'cct of, on right to an interlocutory injunction, 456 
effect of, on right to perpetual injunc:t.ion, 467 
no Lar to order for inspection in action of infringement, 483 
cJl'cct of, on right to account and damages, 495 

LANC,\STEU, COUlt'l' OJ•' COUNTY PALA'l'INJ~ m• 
jurisdiction to grant leave to amend spccificalion pending action of 

infringement on pct.it.ion for re~·ocation, 234 
to grant account and damage~, 496 
to hear petition for revocation, 342 
to grant certificate of objection, 511 
to grant ccrtiJicate of validity, 515 

LAW OFFICEH. 
dcfini tion of, 568 

• 

• 
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LAW OFFICER-(con/l'nut:tl) 
appeal to, from dccisinn of Cvmptroller, 234 
pwhibition docs not lie to, 236 
discretion of Crown in g-rantinl! patents exercisecl through, 256 
costs in procceclinf!s bet'ol'l', 254, 266, 542 
power to examine wit nes:<cs on oath, 542 

7G7 

make rules, &c., 542 
impo:<c t:oncii•.ions on grant.in;; lea\·c tu apply to amend spccifi 

cation. 2.;7: ~5! 
alkow ~lig"ht. :unetuloncnts of the ;;pccificat.ion at. hearing of 

applicatiou for pateut., 267 

LAW OFFIC:EHS' HlJLES, 621 
uotic•., of intention to appeal t.o law olliccr, 621 

rccjltircmcnt; nf, 621 
copies of, :mel to whom to be sent, 02~ 

papers to be remitted to law ollic:er"s clerk, 021 
t.imc within which II'Jticc of appcalonu~t 1J1: gh·cn. 621 
notice oft imo :mel place appointee! for hearin;r, 621 

to whom to he gh·en, 621 
m·itlencc on appeal to law ollicer. 022 
cro:<:<·examinal!on of pcrsous who h:o 1·c ma<lc cleclarat ions, 622 
panncnt; of wit.neS:<cs, 622 
po\\'cr of 1:~ w ollicnl' O\'el' cn~t :-:, 622 
onler for payment. of eo:<ts uncleo· s. 3S of AeL u[ 1SS_;, 622 
regulations as to f1ocnrnentary evid•:nct:, G.22 
sew ling notices or cloenmcuts thwugh I he post, 622 

l~EGAL HEPHI~SEN'l'Xfl VE 
Jncauing of, 2j 3 
of tlccea~c•l im·entor may be patentee, 6 

LEGISLATUHE 
definition of, suS 

LETTBHS l'A'J'ENT 
See PA'J~r~:.;·r 

LICENCE-sec alsu CO)II't:l.f'OJ:Y LIC"XC"S 
a~.sig-utncnt with uoticc fJf, 310 
purdmsc without not icc of, .p4 

• 

• 

query, express authority neecs~ary to enable p:ilcntee lo grant, 325 
ultl form of h:lters patent authorised grant ul', 3:!5 
present form authorises gmnL of, 325 
must be by deed, 326 
agreement for, crtnin:lcnt to, 326 
con:-;idcrnt iou not. nccc~!"arr1 332 
usual considcmt ions, 332 . 
power uf co-owners u[ patent to :;rrant, Jli, 326 
royalties in rc:-;pcct uf. grantctl h~· co-owner ~eparntcly, 326 
grantc<lbefore filing eomplete spccificnt ion, 327 
to u:;c im·ention untler foreign patent, 333 
royalties pai•lmHlcr, cannot. he reco,·crcd unle~s fraucl is pro1·cu, 335 
as!"ignahilit~· of, 3.JO 
right of Cruwn to free usc of imenLions patent e•l prior to .Tan. 1, 1 SS.t : 

"I ..)..) 

Crown not ent.it.led to free nse of invention:; patented after Jan. 1, 
zSS4 : 332 

tJSUa} CO\.ClUlllt:o.::, 333 
110 CO\"Cil:tnts implictl in, 335 
cm·em.nts for title and valitlit~·, 334 
absence of covenants for title ;mel \":tlidit.y, 335 
stamps, 327 
registration of, 296, 338 
registration of cxelusil·c licence for limitctl nrca is not not.ice to 

the world, 33S 
classification of, 327, 328, 329 

compulsory, 327 

• 

• 
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eqnltablo and logallnteroats of, J08 
a~V~Ipee of 11hafti In rruflh I" entitled to acconnt from, J17 
rower of, to "ue In rc•pcct of lnfrini{Cmcntll, 338 
liability of, In rc11pcct of threat" of lt•gal prococdlnga, 392 
rigbt11 of vendor~~ of, 415 
ostOJlJlllll from dcnyln~t valldlt~· of tho pRtl'nt agaln~t llcen•nr, JJ4 

under verbal for licence, JJ4 
when ln\·entlon bns been n11ctl, JJ4 
11·hen ln\·cntlon bu not bt-cn n...XI, JJ5 

not elltOJoped from denying ,·alhllty of patent after tcnu.lnatlon of 
llcencl', 334. JJ6 

position of, after tenu.lnatlon of licence, 3J6 • 

J.ICI!:NSOR 
may 1\"Rm the pnbllc that ealo tn England of articles made un•ler a 

forcll{l'l r•tcnt I" lnfrini{Cmcnt of EngiM1 patent, J3J 
not cntltlC<l to Interfere with tratle of llconeeo pending tllt•putCll, JJ3 

LORD ADVOCATE 
rcmrat ion of pAtent In Scutlan•l at. ln~tanco nf, 343 
revocation of patent In by authori!OCil h,r, J4J 

I.OHO CHANl 
"'"·lng of t•xl~tlng rnll'~ mmle by, 565 

I.US~ OR DE8'fHUl"TIOS OJo' PATENT, 542 
I.O~T AllT 

n..,JI8co\·cry of, 95 
I,UNATIC 

may he J•fcntce, 5 
dt'Claration on behalf of, 56.z 

JIANDAJI\'8 
to enforce order for compul10ry li\.-eucc, J.zS 

JI.\NUFACTl'RE 
definition 

• 

24 
b~·.4Ja 

of which may be 11!0('(1 for purpo110~ of Infringement, 413 
of put~ of a combination, 413 

MANUFACTURER 
t•ffcet of eoccptance of 
noll·t•YmCDt of : 

WOMAN 
DJAY be patenh"', 5 
patent., IM!JII'r&te e~~t.ate of, 5 

KASTER 8f"f' nl110 8KRV AST 

tlamages from, 501 
. so• 

not entitled to ln,,ntlon of hi" IK'rvant, 16 
entitled to In detall11 m&flc byiiOI'Vant, 17 
defcntlant to action of Infringement, 423 

KAt5TER OJ.' 'fiiiC HOI..~ 
juri..dictlon of, to ameod clerical en or~ In ~peclftcatlon, 244 

K.CHANICAL EQUIVALENTS 
•"'ee .QUIVALIIl!ITII 



falMIIImtlon of rnt.1, lie., Ia h'jl'!Mtel' Ia, J99 
punl•hmcnt fur, In alo of Jlan, 567 

KORTOAUI 
form of, 671 

XORTOAGII 
not. nece~!lllry Jlllrf y to nctlnn ul lufrln)l:t•Dl\lnt, 422 
how entl'""lln lll'JfiMt<'r of Patcut•, j.Zo 
ltU•·r~·, 1'1111 RJlJ•I~· nluuc• fur lo:n·c• to anwn1l "JW'f'llli'R.tlon, 319 
l)tll'ry, r.an Jll·tltiun fur prnlnn(fntlun ur t•lltcnslon, Jl9 

MORTGAGOR 
cnn ~"" fur lnfrlnllf•tu••nt "• 4.Z.Z 

MOTIOS I''OR ,JI'OOMF:S1' 
.Yn .Tt:tKl!lfF.ST, Tnt.\L M' At'Tto:c o•· l~n·ntsrumE:tT 

MODELS 

7fJ9 

e\·lclclll'r In nr.tlun of lnfrlngl'ment, 4'17 
f'l)!olf • of, S 19 

may '"' rt'C)ufro•ll hy l'!eit•ru'l' nnd Art lleJlllrlment on (ll)'lllt'llt of 
l'ltJ'l'll•l', S4.J 

~IOSIIPOLIEI'!-Nrl ,,1,.., 1'4TATt:T~ ctP' :\fnsornr.rt:~ 
prior In .Jnmc• 1 .• J 
n mcnn .. of rnl•illll muur~·. 1 
undPr 'fu1lur 8o\'l'rellln• bt•t'IIDII' opJ·fC••hc. I 
IIJCjlnl, •!ntnte• for MIIJIJlrl!ft•ion of, z 
aboli•hf'd h~· 1'4tntuto• of :\lonopnlii'M, 1 

ellcoept. 1111 l't'!lnrd• im·pnfinn•,,. 
In hn·entlon• nr•· l'rf'llh'tl h~· lt•tl"r" pntent, J0-4 

~ll'SITION8 OJo' W.\lt 
a•~llfJiml"nt uf pntPnt fur lm·entlons of, to Secretary of State for War, 

307 
:Mt'SEt:ll (PATEST), 195, 54J 

NEW TRIAl. 
ho\\' nlotnlnt'tl, 454 
Jlllrtlrulnr• nf nlojcctlun• on, 439 
JIO\\'t•r of C'ourt uf ANJWI tu onlcr, 455 
rmtnor to I'""''" whrrc· jntljlmrnt i• obtained by lraud, 455 

NJo:W t'8E Ot' 01.11 ,\I'I'J,JASCE 

Nfll'ICE 

II Jlf'""il'l" n••nlt uf hn·<'totinn a111llngr-nulty, 1~ good 
for prtll'ltt 

cxampleM, 78-83 
mct'IJ analll!!Ou~ o!IC i11 not, 6 J 

example~, 64-77 
production of tlf'W advan!R(lC~ 1~ nut ~uftlcillnt to 11upport. a patent lor, 

llj 

of aeceptance of KI•Jlllcat ion for pat<'nt, cfrC<'t of, 
of Of'J••~it Inn to t hi' lfr&Ut of n pntrnt, l77 
l'l'gf~tration uf cxdn•i"' lio•enct· for liruited area i~ not, to tbe world, 

Jj8 
nllllillnmcnt with, of t'OVl'nnnl!O, Jl8 

NOTIC'E OF MOTION 
.~ ls.IU:Ol'TIOS, ftBGJI~TER OF PATB~TI 

NO\'ELTY lt!f taho Pt:BLICATIOI', Pt:BLIC l.'!'l~ 
e~!!entlal to support. n pntent, 85 
requl,.lte at rommon lnw, 86 
df'f·lnretl by Statute of Monopoll!!~, 86 
prtrt nf cor. .. lderatlon for the p:rant of a prttent, 86 
c•on~ltll'ratiou fur prt&ent l11 Pntlre, 88 
Joartlal failure uf con .. ldl'ratlon Is fatal, 88 
\\'ant of, In a material part Is fatal, 88 
\\'ADt of, In "uhtoldiary (lllrt not fatal. 92 
test of, 91 
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NOVELTY (contimeerl) 
distinction between, and disco,·ery, 93 

OATH 

indication of result not fatal to patent for im·ention which achieves it, 
93 

new npplicntion of oltllhing ns subject-matter, 93 
Rnbstitnlion of cqnimlcnt, 94 
rc-t1i~covcry of lm;t art, 95 
no patent can he grantctl il' public once posscssctl of the invention, 

ss, 97 
public knowlei!ge, mcanin~ of, 96 
;mt.icipation by expcrimeut~, 9S 
effect of abandoned experiment~, 98 
invention abandoned is presmucd to be incomplete, 99 
evidence suflicient to rebut claim of, 105 
proof of, in action of infringement., 475 
failure of, ground for re\·oeation, 347 
effect of communication of an invention for any iropro\·croent in 

munitions of war to Secretary of Slate, 545 

power of law ofliccr t.o examine witnesses on, 280 
OBTAINING PATENT 

discretion of I he Crown 
is cxereisl!d through medium of certain oflicers, 256 
grant may be to trnc antl first inventm-, 256 
alone or jointly with others, 256 
practice regulated by Act of 1883 ;uul rules thereunder, 257 

patent agents, 257 
application-sec a/.qo A PPI.ICA'rioN 

any pcr~on may make an application, 258 
invention partly original and partly commnnil'atcd from abroad, 

258 
application to be: left at Patent Oflice, 258 
application to contain a dcclarnt.ion and to he accompaniecl by 

cit.hcr a provisional or a complete specilication, 258 
statutory declm·ations required for use in the Patent Ollice, 259 
11crsons incapable of making a declaration, 259 
:;tatutory declaration, part of application i;; exempt from stamp 

duty, 260 
application should comprise only one invention, 260 
separate patents to joint applicants inventors of distinct parts, 

262 
time for leaving complete specification, 263 
specifications are not published on abandonment of application, 

263 
fees, 263 

acceptance of the complete specification 
a11p1ication is referred to an examiner, 263 
duties of examiner, 263 
reports of examiners, 265 
appeal to law officer, 265 

practice, 266 
costs, 266 

• 

slight amenclments allowed at hearing before law ofiicer, 267 
cltcct of notice of acce}Jtance, 268 
unauthorised use of royal arms, 268 
acceptance of a specilication is no guarantee of its valitlity, 269 
pnblic inspection, 269 

opposition-see also 0PPOSI'riOX '1'0 GRANT OP l'ATI~NT 
who may oppose, 269 
gronnds of opposition, 270 
foreign applicant, 272 
legal representative, 273 
only persons having a direct interest can oppose, 273 
agent of prior patentee, 274 , 
person about to work an invention included in a prior patent, 274 



' 
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OBTAINING PATENT-(continued) 
opposition-( contmuetl) 

patentee mulcr prior patent., 274 
person who works under expired patent, 274 
objection that opposer is tlOt ent.itlerl to be heard, 274 
duties of Comptroller an<llaw ollicer on hearing of opposition,275 
opposition on the grountl that. the ilwention has been patented 

on applieation of prior date, 275 
rlisconformity, 276 
prior rlescription without claim, 277 
eqnimlents, 277 
notice of opposition, 277 
evidence of opponent, 278 
evidence of applicant, 278 
copies, 278 
further evidence, 278 
notice of hearing, 279 
nppliaation to be heard, 279 
hearing, 279 
nppcal to law oflicer, 280 

el"idcnce, 280 

• 

patent refused only when ground of opposition is proved con
elusil·cly, 281 

conditions sec also CoNJ>ITIO:<IS 
Comptroller and law olliccr have power to impose conditions, 281 
di;;claimcrs and references to prior patents, 282 
objects of disclaiming clause, 283 
law ofliccrs nrc unwilling to order special references, 285 
meaning ambiguous, 286 
claim may be ordered to be struck out, 286 

scaling the patent 
seal of Patent Otlicc to be afllxed, 286 

• date of patent, 287 
foreign application 

foreign applicant~, 288 
rctrospecti1·c eO'ect of Order in Council, 289 
patentee unrlcr ~. IOJ of Act of I : 689 
practice, 290 

extent and duration of patent 
extent anrl duration, 292 
payment of fees, 292 
rei·iml of lapsed patents, 293 
confirmation of letters patent, 394 
application in fmnd of true anrl first inl'entor, 295 
duplicates of lettBrs patent, 295 

illustraterl journal anclrcports of cases, 295 
Patent Ollice museum, 295 
rcgbter of patents-see also HBGIS'l'ER OP PATBXTS 

proprietors, 296 
trust~, 296 
documents of cm·Iier date tl!an the patent, 296 
inspection of register, 297 
cvirlence, 297 
power of the Court, 298 
misdemeanor, 299 

OFFENCES UNDEH AC1' 01!' 1883 

1 
' 
' 

penalty on falsely representing articles to be patented, 398 
no offence to represent an article as patentee! when the patent has ex-

pii·ecl, 268, 398 
fal~ifying Hcgistcr of Patents, or copy therefrom, 299 
pcnalt.y on unm1thoriserl assumption of Hoyal Arms, 565 
pro,ccution in respect of, in Scotland, 566 
committed in lHlc of l\Ian, 567 

Ol~FICERS AND CLERI\S (PA'l'EN1' OFFICE) 
appointment and removal of, 559 
salaries of, 559 

• 

• 



• 
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OFFICIALS 
who cannot be patentee, 2 I 

ONE INVENTION 
application should comprise only, 26 
test of, 269 
examples, 261 
right to apply for separate patents in respect of several inventions 

included in one application, 260 
OPl'OSI'l'ION '1'0 GHAN'l' OF PA'rEN1' 

ORDER 

who may oppose, 269 
on!~· persons posses~ing a direct interest, 273, 274 

not.ice of, must be gh•en nt the Patent Ofl1ce by all parties desirous of 
being heard, 277 

which must state grounds of opposition, 279 
fcc on gi1·ing notice of, 278 
fee on hearing of, 278 
practice on, 270 
prnct ice on hearing of, 279 

' 

notice of clay fixed for hearing, 279 
g-rounds of, 270 
· the applicant obtained t.he invention from the opponent or the 

person of whom he is the legal representative, 270, 27I
~7' - .:l 

legal roprc:sentativc, meaning of, 233 
the invention has been patented in this country on application 

of prior date, 270, 27 5· 276 
duties of Comptroller and law oflicer on hearing of this 

ground, 27 5 
<lisconformii·Y of specifications of prior patent, 276 
the complete specification clescribe;; or elaims an invention ot.her 

t.lmn the one describetl in t.he provisional, aml such other 
im·ention forms the subject of an applicat-ion made by the 
opponent in the interval between the filing of the pro1·i
sional and the filing of t.hc complete specifications, 270, 276 

prior description wiLhout claim, 277 
equivalents, 277 
objection that opponent i~ not entitled to he heard, 274 

cannot be taken before Comptroller, 274 
but can before law ofliccr, 274 

oppo~ition limited to the grounds stated in not.iee, 279 
evidence 

of applicant, 278 
of opposer, 278 
limited to siatntot·y declaration, except with leave of the Comp

troller, 278 
copies of staLutory decl:nations, how obtainc1l, 278 

on appeal to law omcer, 280 
notification of Comptroller's 1lecision, 28 

appeal to law otiiecr, 280-HCC LAW OI•'FICER'S Hur,r·:s 
patent only refused when gTonnd of oppo~ition is provml conclusively, 

281 
grant may be made on condit.ion, 281-286-see OoxmTioxs 

conditions of, for inspection, 484 
scope of, for accounts, 496 
scope of, for assessment of damages, 502 
staying proceedings pending appeal, how obtained, 520 
form of 

for revocation of patent, 729 
fur further and better particulars, 730 
for leave to amend specification during action of infringement, 

731 
for leave to amend specification pending petition for 

revocation, 7 32 
for inspection, 733 

• 
' 
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ORDER-( conti11ucd) 
form of-(1:unlinuerl) 

for reference to independent expert, 734 
for experiments before expert, 735 ' 

PALATINE COUHT (LANCASl'EH) 
Bee LA:SCAS'l'BR, COURT OP COUN'l'Y PALA'rJNE Ob', 

l'AHLIAllmN'l' (HOUSES OF) 
rules to be laid before, 563 

• 

reports of Comptroller to be laid before, 593 

l'Ait'l'ICl'LAHS 01!' BREACHES, 425-428-see also Cmt•rmrcA'm, CoSTS 
11m~· be required in action to restrain threats of legal proceeding;;, 393 
:wtion of infringement 

mn~t accompany statement of claim, 425, 540 
or be tlcli1·cred by orrler of the Court or Judge at any subse-

quent time, 426, 540 
CYidence restricted b~·, 429 
must !Je reasonable nncl proper, 426 
snllicicnt if wit.h the pleatliugs they give defendant notice of the 

case to he matle against him, 427 
by way of example and not of limitation, 429 
must state how invention has been infringed, 427 
specific instances of infring:ctncnt with dates must be given, 428 
must specify claims infringetl, 428 
direct mention of claiming clauses not necCriEnQ\ 428 
rc!'crence to pages amllincs of specification where necessary, 428 
amenrlmcnt. of, 426 
form of, 67S 

1' AR'l'ICU LAHS 01!' OBJEC'l'IONS, 437-448-sce a{.w Umt'1'1Jo'!CATE, COSTS 
must. accompany petition for rc1·ocat.ion, 350 

• 

must be given by opponent to petition for extension, 378 
may be required in action to restrain threats of legal procccclings, 393 
in act ion of infringement. 

must be cleliYerecl wit.h clcfmwe, 437, 540 
evidence is limit.ed h~·, 437 
do not stancl in place of pleaH, 430 
cannot go be~·oncl pleas, 430, 43S 
mn~tnot be mere reiterations of the pleas, 430 
must gh·c more dctailccl information t.han the plea~, 430 
objects of, 441 
mrJnbites of, 441 
statement. of di~conformit.~· relied on, 446 
pnrLicu!ars of c]isconformit,\· JWCe~~~~r.\· if the i':snc is raised, 441 
sulliciency of t.hc specification, how iL should be objected to, 447 
reference to claiming clauRcs of the specification may be required, 

447 
invalidity of patent in consequence of nOJ1-paymeut; of renewal 

fees, 448 
Jmhlic knowlerlge, how the objection ought to l>e raised, 442 
tlctails rt:qnircclunder Acts of 1835 nncl 1852, 442 
tlctails rcqnirccl by Act of 18S3, 447 
clill'ercnce between reqniremcuts of Acts of 1852 aml 1883 : 445 
time ancl place of prior publication rclictl on, 444 
cases under Act. of 1852: 444, 445 
words which nrc too general, 442 
general words which nrc allowable, 442 · 
pages and lines of prior ~pccilications and hooks relie!lon, 446 
non-compl:ance with order for fm'tlwr aud l.tctter, 439 
on new trial, 439 
further, on appeal, 440, 441 
amendment of, 438, 439 
amendment on raising of fresh i~sucs, 439 

• 
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PARTICUJ"ARS 01<' OBJECTIONS-(contilllted) 
in action of infringement (cuutinuetl) 

order on application for Jca\'e to ameml, 440 
time for pleading after clcli\'CJ'~- of, under Jn<lge's on1cr, 439 
pro1·ision a~ to co~b on order giring lca\'e to :UllcJul, 4-tO 

l'AHTIES 
petition for rc1·ocation, 343, 349 
action of infringement, 421-425 

all per~ons interested in the patent shoHI<l llc. 421 
all co-patentees should be made, in act-ion at instance of one, 318 
plain !ill' 

patentee, 421 
co-patentees, 309 
assignee of separate and dbtinct portions, 308 
trust ec, 310 

• assignee, 310 
joint tenants, 309 
tenant:s in conuuon, 309 

power of licensee to sue alone, 338 
mortgagor, 422 
mortgagee, 422 
agent offoreign patentee, 422 
transfer of plaintiiT's rights during progrc~s of actiotl, 42.2 
person who has no rig-ht t.o sue cannot amem1 by joining 

defendant 
person who has right to sue, 422 

any infringer, 423 
all infringer~ of same patent, 424 
principal or agent, 423 
master or sen·ant, 423 
manufacturer, 424 
purcha~er, 414, so 1 
user, 424 
directors of company, 424 

• 

foreigners re~idcnt in Great Dritain or hlc of .i\Ian, 423 
foreign So\'ercign, 417 

PAH'£NER 

consignees of goods importctl from abroad, 425 
indemnified by third part~·, 42-l-

plaintiff who owns difl'crent patents infring-l•tl by >':nne rersuJJ 
shonlf1 sue fur all iHfringcuJclll>' in one action, •P4 

dilfcrcnt infringers of several patents lmlonging to pluintilf 
cannot be sued in same action, 424 

misjoinucr of, 422 
non-joinder of, 422 
adding, 422 

former, estopped from denying patent in action of infringement, 435 

l'AU'l'NEHSIIIP 
created by assignment of share in patent, 3n 

PATENT 
is a bargain between pnl>liu and patentee, 159, 395 
shoulclbc for one inYcntion only, 542 
dbcrction of Crown in granting, 256 

exercised thrnngh Comptroller anr1law ofliccr, 256 
is only grantcc1 on curtain conditions, 301 
~pecial conditions may be imposed on grant of, 281-286 
for innmt.ions with object similar to that forming snbjcct-matteJ' of 

• pnor, r r 
for inYcntion which is prorlnccd by joint im·entors, 14 
nm.r be granted to suYeml persons jointly, 573 
capi!:alist may obtain interest in, from beginning, 4 
cunsiclt:ml-ionucccssary for grant of, 85 
security of public against illegal, 398 
obtaining (sec also APPLIOA'£ION, OBTAINING PATENT, 0PPOS!TlON), 

256-259 . 

• 

• 

• 
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INDEX. 7'i5 
PA'fENT-(contiuucd) 

practice on grant of, rcgnlatccl by Act of !883, anrlrulcs made there· 
nJHlcr, 257 

effect of grant of, 85, 340 
dated since Jan. I, IS:S4, uimls Crown, 540 
former mode of construing, 395 
pre~<ent mode of construing, 395 
confirmation of, 294 
tlate of, 287, 534 
antedating of, 288 
scaling of, 286, 287 
term of, ~35 

. conditional on payment of fees, 292 
renml of lapsed, 293 
extent of, 535 
loss or destrnction of, 542 
duplicate of, 295 
srirrcrulcr of. 324 

• 

rc1·oeation of, 340-353-.YCe HB\'OCA'l'HlN Olo' L!~TTm:s l'.~'l'EN'l' 
when fresh can i.Ju ~rantecl in lien of rm·okecl, 349 
when fre~<h cannot I.Je g-rant eel in lieu of rei'Okccl, 349 

cxtcn:sion of-.S'ce J~x.-rg~SJO~ cH•'l'A'I'g~'r 
register of-:~co HEUlS'rJ~Il 01-' PA'l'EXTS 
a:ssi~utuent of-.sce ASSIGXllE~'l' OP l'A'1'1~~'L1 

mai be sold by sheriff under writ ofji. fa., 6S6 
forms of, 633 

PATENT AGEN'l' 
definition of, 576 
qualification~, 576, 627 
re,.istcr of 576 6~6 

::'1 t ' 
fees to he paid hy, 7 36 
penalty for practising as, without registration, 268, 576 
employment of, to obtain patent·., 257 
what applicant: may do through, 257 
comntunications between patentee aml, aw 11ot ncces:;al'ily pril'ilegOll, 

491 
rule:; a fi'cct.i ng-sec H I·:G IS'l' gu 0 lo' P ,\ '1' 1-:~'L' ..:\ra:~'I'S H L: LES 

L'ATJ~N'l.' otrl•'ICB, 55S 
ollicer~ and clerks of, 559 
>'eal of, 559 
~tatnt or.r dcelarat ion~ for n~c in, 259 
time within which conrplu!o ~pccitiuation mu"t be left. at, 263 
pmvbion a~ to <luys for lem·in~ dcwnnwn!.s at, 5G2 
tntllSllli~~iOII Of Ccrlifictl printec] ClljJicS of spucificatioll:<1 &c, 1 5U2 

PATENT lWLES, 1890: 6o5·62o 
short title, Go6 
COIIIIIJCJJCeiiHmt, 606 
interpretation, 6o6 
fees, 6o6 
forms, 6o6 

altern! ions, GoG 
applieat iou, Go6 
~pcciliea!iou, 6o6 
other forms, 607 

general 
hours of bnsines", 6o7 
ngcncy, 6o7 
statement of address, 607 
size, &c., of doenmcnts, 607 

• 

cxcrciscJ of discretionary power by Cornplro!l('l', Go7 
notiec of heariug, 6oS 
notice by applicant, 6oS 
Comptroller may require Rtatement for, 6oS 
tkci:;iou to be nolifil'tl t<) pari k:<, GaS 
imlnstrial or intcrnationul exhiltition", GaS 
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PATEN1' RULES-(continuccl) 
general ( coutinued) 

power of amendment, &e., 6oS 
manner in which, and pcr~ons before dcclamtion is lo be made, 

6og 
application with provisional or complete specification 

order of recording applications, 609 
application for separate patents by wa~· of amendment, 6og 
applicatiou b~· rcprc~entativc of deceased inventor, 610 
not-icc and advertisement of acceptance, 610 
inspection on acceptance of complete specification, 6ro 

communication from abroad, 610 
:;izes and methods of preparing drawings accompauying provi~ional 

or complete spccifh:ations, 612 
drawings for specifications, 612 
requirements as to paper, &c., 612 
size of drawings, 612 
quality of ink, 612 
seale of dr:w;ings, 612 
drawings to bear name of applicant, 613 
rcntrictions as to wood engraving~. 613 
copies of drawings, 613 
provisional drawings nsc<l for complete spcdfications, 613 

opposition to grants of patents 
notice of opposition, 613 
copy for applicant, 613 
particulars of JH'ior patent., 613 
opponent's evitlcnce, 613 
applicant's C':!dence, 614 
evidence in reply, 614 
closing of el'idence, 6 r 4 
notice of hearing, 614 
<1isallowancc of opposition in certain ca~co:, 6q. 
decision to be not.iliml to parties, 615 

certificates of 1xr~·mcnt onroncwal 
pnymcnt; of fees of £so and £roo for continuance of patent, 615 
as to patents g-rautcd before commenccnwnt or Act uf r883 : 6rs 
rmyment of annual fees in lieu of £so and £roo: 615 
certificate of payment, 615 

enlargement of time 
enlargement of time for payments, 615 
extension ot time for leaving anrl accepting complete ~pecitica-

1ion, 615 
in other cases, 616 

amendment of specification 
request for leave to amend, 616 
ad 1·ertisemont, 616 
notice of opposition, 616 
copy for applicant, 616 
opponent's cvicloncc, 6r6 
further proceedings, 616 
rerprireruents t.lren•ou, 616 
lL•a1·e by or<lcr of Court, 616 
mlvertisemonL of anreudmcnt, 616 

compulsory licenees 
petition for compulsory g-rant of licences, 617 
to be left with evidence at Patent Ollice, 617 
directions as to fnrt her proceedings unless petition refused, 617 
proccrlure, 617 
petitioner's eridence, 617 
evidence in reply, 617 
further proceeding~, 617 

register of patents 
r~qnest for entry of subsequent proprietorship, 618 
srgnatnre of l'cquest, 618 
].Jarticulars to be stated in request, 6I8 ' 

• 

• 
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PATENT RULES-(continued) 

•• 

register of patents (continued) 
production of documents of title and other proof, 6rS 
copies for Patent Oflice, 618 
horly corporate, 619 
entry of orders of the Privy Council or of the ConrL, 619 
entry of pn)·ment of fees on issue of cerlificatc, 619 
entry of failure to pay fees, 619 
entr~· of licences, 619 
hours of inspection of register, 619 
certified copies of documents, 619 

power to dispense with el"idence, &c., 620 
repeal, 620 

• 

I>.A'l'EN'l'EE 
definition of, 546 
who may be, 4 

true and Jirst inventor, 4 
rnanied woman, 5 
iufant,5 
lunatic, 5 
legalrnprcscntaf.ivc of deceased inventor, 6 
se,·eral pcrsor.s jointly, 573 
body corporate, 21 
pe1·son.othcr than true allll Jin;t inventor, 4 

per,;ons who cannot be · 
queen, the, 21 
alien enemy, 22 
beneficed clergyman, 21 
bocly corporate, 21 
corporation sole, 21 
oflicialpcrsons, 21 

in respect of foreign npplication, 289 , 
not entitlccl to usc word "patent'' before his patent is scaled, 107 
enfitlecl to oppose g-rant of subsequent patent, 274 
must l11n·c inrcntcrl all be elaims, 7 
on lmukrnptey of, patent \'Usts iu t rn>f;ce, 324 
rernmlics of, for in ra~ion of !ris riglrt.s, 396, 397 · 
comrnHnieations but.wccn, :mrl patent. a~:-ent. not pri\'ilcgecl, 491 

• 
corHrnunicnf·.ions between, and solieitor prh·ilugcd, 429 
rights of co-paten tees. 309 ' ma~· usc in,·ention wit !rout liability to accoiJnt, 316 

power to grant licences, 326 
query without liabilit.y to account, 317 

777 

all co-patentees should be made p•uties in action at instance of 
one, 318 

co.patentccs cannot dispose of each other's rights, 317 
clarnages in act.ion at instance of one co.pateutee, 318 

PAYMENT 0.1!' FEES 
&c lfJU:S 

• 

l'ENAL1'fi~S-sec al.~o (h'Jo'I~;>;CNS UIW!m AC'J~ Olo' 1883 
for practising- as n patent. agent. wit.lront. rcgbt,rat.ion, 257 
for represcn1ing an art.icle as patentecl wlrieh is 11oL so, 268 
for urmutlrodsccl usc of tire ro~·aJ nrrrrs, 268 
fabif,ving register of patents or copy tlreL"Cfronr, 299 

PLEADINGS IN ACTION OF IXl•'RINGE:\IEN'l', 425 
usual pleadings, 425 
formal pleadings not nccc~l'ary, 425 
particulars of breaches and of objection requisite though formal 

pleadings dispcnsccl with, 425 

POSSESSION 

POS'l' 
infringement. b~·, 415 

' • 

application :mel notice b~·. 258, 561 
service ou sending t hrouglr, proof of, 561 

• 
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l'HEROGA1'1VE OF CROWN 
saving for, by Act of 1883: 568 

PHESCRIBED 
definition of, 568 

l'HESIDEN1' OF BOARD OF '1'1:.\DE 
exercises powers of Board of Tmdc, 563 
ccrtilicatc of, conclusive cl"idcnce, 583 

l'IUCE 
rcrlnction by patentee, effect of, on question or damages, 499 
reduction by defendant, effect on question of damages, soo 
• 

PRINCIPAL 
defendant to action of infringement, 423 

PRINCIPLE 
is not snbjcc(:-mattcr, 35 
application of, may be Fnhjcct-mattct·, 35, 37 

examples of patents for, 38, 43 
if principle is new, means used in application may be ohl, 36 
if principle ami mean~ arc both new, each may be claimed 

separately, 36 
~cope of patent for application of new, 36, 37 
~cope of patent for application of old, 36, 37 

PHINCIPLE OF THE INVENTION 
meaning of, 403 
in1portancc of detenuir.ing, in questions arising on the patent, 40.1 

PRIVY COUNCIL 
revocation of patent by, 341, 399 
power of, to call in the aid of an assessor, 40 

PHIVY COUNCIJ, IWLES, 623-625 
ath•ert.iscmcnt of intention to petition for confirmation, 623 
:uh-crtiscruent of intention tv petition for prolongation, 623 
tiiUc within which petition mnst be prescntc<l, 624 
allicladts of arh·crtbemcnts mn:;t accolllpany petition, 62-J. 
~crvice of petition, 624 
notice of objections to JJe lodged at l'atent Ollicc, 624 
copies of pavers, 624 
taxaticn of co~ts by registrnr, 624 
dociii!JCI!ts to JJc lodged at }'alent OJlicc on application for cxtcnsiou, 

625 
Cl't)wn to JJc rcprcscutctl at hearing, 625 

l'HOCESS 
may lJe gootl subject-matter, 43, 48 

though it only consists in the omis~ion of a part from an old 
. process previously thought. to be essential, 47 

obJection to the term patent fur. 46 
for arril"ing at a known rconJt., s~:ope of }latent. for, 48 
for arriving at new result, scope of }latent for, 4S 
rights of discoverer of secret, 398 

l'IWDUC'l' 
'llwry if goocl subject-matter for patent, 49 

l'lWFITS 
Sec ACCOUNT AXD DA~L\GES 

PHOLONGA'l'ION 01•' PATENTS 
8r:c EXTEN~ION OF l'A~I.'ENT, 391 

l'lWl'HIETOHS 
Sec HEUJS'l'ER Ol·' P.tTF.NTS, 392 

PHOVISIONAL l'ltO'rEC'l'ION 
under Act of 1852 : 137 
under Act of 1883 : r )), 534 
object of, 137, 147 
cll"cct of, 138, 14!i 

• • 
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PUOYISIONAIJ l'HOTEC'l'TON-(cm!linucrl) 
usc of invention <luring-. is no publication, 107 
experiments made cluring, 148 
iruprovcuients made <luring, 149 

inclusion in the cun:plctc specificaltuu of, 1S5 

l'HOYISIONATJ SPECIFICA'l'ION-sce SPJo:ctFICATIONS 

PUBLIC 
~ccurity of, against illegal patents, 39S 

l'U13LIC l:SE 
0 

prior, by persons other than patentee renders patent roi<l, 87 
prior, by patentee, fatal, 107 
drcing periocl of pro,obional protection, 107 
prior, in Colonies no bar to patent, 110 
publication by description, wit.houl actual, II7 

779 

PUBLIC J(NOWLEDGE 
meaning of, 96 
how the objection that alleged innmt ion i:; mat tcr of, ,;ltouhl be 

raised in action of infringement, 44:! 

PU13LICA'l'JON-sec aiRo NoYBr!lT 
distinction between, anrl nntieipat.ion, 94 
public kuowleclge, uwaning of, 99 
proof of, nece:>sar,r to tlefcat patent, 8, 9, 10 
by documents or books, II4 

foreign, II4 
tl10ugh patentee nc\'Cl' saw hook 01° clocumcnt describing inren-

tion, II 5 
description, II7 
drawing, r 19 
suggestion in prior ducuuu.mi, !IS 
terms of art used in, 116 
mere su:,rgestions ul' imoe11tion in, 11S 
scrcral clbiinc!", <loeunwnt~, 120 

0 

accurac,\' of description requisite in prior doc.:ullil'lli to amount to, 
! ?? --

rlistiuclioll l•otwcon a nwchino and a d"euuwut Hti a lllC:Illti uf, 121 
Uticlc:;s uuwhinc, uo, of u:-;et'ol onP, 13, 12o 
IJy public.: use, wior to pntuut, 

puulic u~u, mcauing- of, 103-105 
by palculec him:;ol!', 107 

or oLJter J>OrSOIIS1 87 
prior, r1iscontiuuerl, 106 

0 

dnriug period of prodsional protcctiou, 107 
in eolouy, no bar to pat.cut, 110 

loan of patented artide before elate of patent, elf eel. of, I 10 
u:<c which doc~ not r1isclose iunmtiou, oflocc.:t of, 7, 102 
oll'ering for 1mle, prior to date of patent, olTcct; of, 109 
importation from abroad, I 12 
experimental usc, is not n lwayR, roo 
8CCret l.lSO for profit, I 10 
cxpcrimcntti which fail, no, 97 
experimental usc for profit, 101 
keeping invcnf.ion scerct iti no bar to subsequent. patcut, 9 
exhibition of ucw Jmlcnted im·ention at lnclu:;trial or lntcmational 

Exhihitionti, 10S 
no, of reports of cxautiucJ'1 265 
abandomucnt of prorbioual ~pccificalion, efloect of, 117 
no, of provisional speeilication a!Jamlonetl, 263, 573 
protection of foreign applicant aguiu6t, 107 

PUHCHASE 
infringement by, 414 

PURCHASER 
defendant to action of infringement;, 414, sor 
damages from, from manufacturer, 50I 

• 
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780 INDEX. 

QUEEN ('!'HE) 
cannot be a patentee, 21 

QUEEN'S BIRTHDAY 
Patent Ollice not open on, 607 
lcm·ing documents, 1mying fees, &c., at Patent Office, 293, 562 
Register of Patents not 011en for inspection on, 619 

REC1'Il!'ICAHON 01•' REGIS1'ER 
Bee REGIS'l'ER OP PATl~NTS 

HEDUC'l'ION, ACTION OF 
proceedings for revocation in Scotland, in form of, 342 

UEFEREE 
power of Court to order n reference to o{)icial or special, 453 

ItEGISTER OF PATENTS, 296-299, .537-Hee nl.~o PA'l'ENT HULES, 1890 
names and addresses of proprietor~, 296 
rights of regi~tercd proprietor, 296 
it and scaled copies arc prim(i facie cvi,Jcnce, 296, 560 
no trust is to be entered on, 296, 559 
documents of earlier date t!Jan the patent, 297, 320 
inspection of, and extracts from, 297, 559 
rectification of, by order of the Court, 298, 560 
rectification of, in respect of proceedings in Scotland or Irclaml, 299 
appeal from order of rectification of, 299 
facts relative to ownership of patents entered on, 299 
legal inferences from facts are not entered on, 299 
falsifyilJg, or copy thereli·om, 299, 561 
rcgbtration of assignments and transmissions, 320, 559 
practice on application for entry of assignment on, 321 
how mortgagees arc entered on, 320 
order for rc1·ocation, 353 
order for prolongation or extension, 381 
amcndnwnts to be entered on, 296 
liccnecs to be entcrecl on, 296, 338 
former regi~tcrs clecmcr1 continuer!, 567 
fee~ for cntn· on-sl'l! 1<'1ms • 

HEGIS'l'EH OI•' PATENT AGENTS RULES x88g: 576 
register to be kept, 626 
contents of register, 626 
printed copies to be published annually, and to be cl'idcnce of con. 

tents of register, 626 
registrar, 627 
rcgistraHon of persons who were patent agents prior to the passing 

of Act of 1888: 627 · 
liual qualifying examination for regbtration, 627 
exemption of pupils and assistant~ from preliminary examination, 627 
qualification of persons generully for rcgistrutiou, 628 
linal qualifying examination to be held by the Institute, 628 
concction of names and addresses in the register, 628 
erasure of names of cleceased persons, 628 
erasure of names of persons who hare ceased to practice, 628 
erasure of names for non·]mymcnt of fees, 629 
registrar to act on evidence, 629 
erasure of incorrect or fraudulent entries, 629 
erasure of names of persons convicted of crimes, am! persons found 

guilt.y of disgraceful conduct, 629 
rcstomtion of erased name, 629 
inquiry by Board of Trade before erasure of name from register, 630 
appeal to lloarcl of 'l'rade, 630 
notice of appeal, 630 
case on appeal, 630 
transmission of notice :..f appeal to Board of Trade, 630 
directions as to hearing of appeal, 630 
loticc of hearing of appeal, 631 

' 

. 
' 
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REGISTER OF PATENT AGENTS RULES-(co11limwl) 
hearing and decision of appeal, 631 
fees, 631 
alteration of regulations, 631 
report to Board of Tracle, 631 
definitions, 631 
commencement, 632 
title, 632 

REPEALED ACTS 
saving of past operation of Acts rcpcalcc1 by Act of 1883: 567 

REPORTS 
of cases, 29 5 
annual, of 8omptroller, 563 

REVIVAL 
of lapsed patent, 293 

REVOCA'l'ION O:b' LE'l'1'ERS PATEN'l', 340-353 
by Sovereign anc1 Privy Council, 341, 399 
by petition to the Comi, 341 . 

0 

•• 

• 

Court, meaning of, 342 
petition for, is substitutec1 for RCire.far:ias, 341 
in Scotland, action of reduction, 342, 5GG 
in part of Unit eel Kingdom, effect of, 342 
jurisdiction of Court of County J>aJntine of Lancaster to !war 

petition, 342 
reasons for, 34 I, 346 
fraud of rights of another, meaning of, 346 
non-compliance wit-h conditions of patent, 341, 399 
for inventions with same object, 348 
no, for improvements in munitions of war assigned to Secretary 

of State, 343 
who may take proceedings for, 343 
parties to petition, 349 

0 

lint of Attorney-General where necessary, 344 
how obtained, 344 

no provision for service of petition out of jurisdiction, 351 
part.iculars of objection must be clclh·cred with petition for, 350 
certificate as to p:uticulars of objection no!; necessary on 

taxation, 350 
amendment of particulars of objcct.ion, 350 
at hearing of petition evidence or objections is confinell to particulars, 

~so 

intcrrogato~ies, 356 
hearing of petition, 351 
hearing at assizes, 351 
petition "au action," 35 r 
amendment of specification clnring procceclings for, 353 

··· delivery up of revoked patent, 353' 
where, and to whom, a fresh patent can be granted, 349 
where a fresh patent cannot be gmntecl, 349 
jurisdiction of Court or J udgc to grant certificate of validity at hearing 

of petition, 514 
registration of order for, 353 
notification of, in register, 296 
otfice copy of order to be left at Patent Office, 298 
costs--see c. s·rs 

RIVAL APPLICATIONS 
See APPLICANT, APPLICATIOX 

ROYAL ARl\IS 
penalty for unauthorised use of, 268, 265 

ROYALTIES-.~ee al~o LICENCE 
usual consideration for licence, 332 
paid under licence cannot be recovered in absence uf fraud, 335 
in respect of licences granterl by co-owners separately, 3~G 

• 
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ROYALTIES-( continued) 
payment of renewal fees in respect of patent assigned on, 306 
damages where practice is to gmnt., soo 
damages in respect of loss of rents nnd, sor 
r>aienteo not bound to accept from infringer the same, as from other 

persons, 50 r 
RULES 

f:aving for, existing at date of Act of rSS3: 567 
Patent. r Sgo: 6o6-62o-see PA't'E~'l' HuLES, rSgo 
J,aw O!licer, 621-622-.•r'e LAW 0FPICEI!S' J!ur,ES 
.Judicial Committee, 622-625-.~ee PntVY COUNCtr. TIULI~S 
Hegister of Patent Agents, 626-632-sec RlWIS'!'lm Ol•' PATENT 

AGEN'.rS Hur,J;s, r889 
in Seerl v. Higgins, 408 
in Sellers 11, Dickinson, 408 

SALE 
of articles manufactured without licence of patentee, 413 
of component parts of patented combination no infringement, 413 
without restriction, cfl'cct of, 333 
of goods in a manner calculated to deceive, 397 

SAJ\IPLES 
order for inspection may authorise taking of, 485 

SATURDAY 
leaving documents, paying fees, &c., at Patent Oflicc, 562 

SAYING OF JURISDIC'l'ION 
by Ac:t of r883 : 566 

Courts in Scotland, 565 
.Conrts f('enerally, 56u 
remedies in Irelan<l, 566 
past operation of reprnlcd enactments, 567 
prerogatin', 568 
things done under Act of rSS3 prior to Act oC 1888: 

SCIENCE AND ART DEPAHTl\IEN'l' 
eontrols Patent 1\Insenm, 295 
models may be reqnire<l b~·, on payment, :!!)6, 543 

SCIEWJ'IFIC ASSESSOH 
Sec Ass.r..:ssous 

SCIRE FACIAS 
pc:tition for re1·ocat.ion ~nh~tit.nte<l for, 3·P 
:m~· gTonnd on which patent conl<l be formerly repealed by, is n ground 

for re1·ocation, 346 . 
"ronnel~ for '46 n ' .) 

SC01'LAND 
revocation of letters patcnL in, 342, 566 
"injunction" nreans intcnlict., 546 
snmmar~· proceedings in, 566 
~:ll'ing for Courts in, 565, 566 

SCOPE 01!' INYEN'l'ION 
ns~ignec not estopped from disputing, in notion 

which he is a defendant., 435 · 

of Patent Oflice, 559 

f!<A!~ "XG 'l'HE PA1'EN'l', 286, 287, 534 

S::::·,·m.;·cAilY OF STATE FOH WAit 

of infringement to 
~ 

a~:dgnment. of patents for im·entions of munitions of war, 307 
SECRET AHY '1'0 l;OARD OF TRADE 

n:ay cxcrube powei·s of Board of 1'mclc, 583 • • 
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SECRET-see a7so TRADE SECRETS 
invention, 30I 
patent not inmlidated by iln-ention kept, 89 
inspection leading to disclosure of, 48~ 
discovery leading to disclosure of, 491 

SECRET PROCESS-sec also Pnocgss 
rights of discoverer of, 398 

SECRET USE 
Court does not attempt to protect, 303 
secret for profit prior to patent., I 10 
injunction to restrain continuance of, 396 

• 

SEED v. HIGGINS 
rule in, 408 

SELLERS v. DICKINSON 
rule in, 408 

SERYAN'l' 
inventor entitled to assistance from, I4 
improvements in details marlc by, 17 
master not entitled to invention of, I6 
defendant to action of infringement, 423 

SHERIF!!' 
sale of patent by, under writ of .fi . .fit., 686 

SHIP 
usc of patentml invention in foreign, 399, 416 

SOLICITOR 

• 

• 

communications betwec:n patentee and, are pril'ilegcd, 49:: 

SOLICITOR-GENERAL 
law officer includes, 568 · 

SOLICITOR AND CLIENT COSTS 
See CoSTS 

SOYEREIG~ 
cannot he a patentcc, 2I 
infringement by foreign, 417 

SPECIFICA'l'JONS-sce al.~o PA'l'I·:::>'l' HUI,ES 18go 
origin of, I 36 
not publi~hcd if application for patent is abandoned, 263 
accept.ancc of, is no guarantee of valic1it.y, 269 

783 

• 

conditions imposccl on grant o~ pat.CJit·, where meaning of, is 
ambiguous, 286 

nrc not published unless application is accepted, 573 
sealed copies ot; in Patent Ollicc are Cl'i1lcncc, 56o 
transmission of certified copies of, to various places, 562 
title 

"infringements in the manufact.ure," 140 
"new or improvecl process," I43 

· must not be too extensiYc, 139 
must not be too narrow, I4I 
must not be vague or ambiguous, 142 
must not misdescribe t.he invention, 142 
must not contain :t fnbc suggestion, 143 
must be comprehensive enough t.o include the irwention, I44 
and specification arc to be read together, I45 
preYention of defectiYe tit!C!s, I45 
sufliciency of, I 57 

provisional 
difference between, and complete specification, I46 
object of, 147 
description of invention required in, ISO 
drawings rna~· be required, I38 
sufliciency of, 157 

• 

• 
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SPECIFICA'l'IONS (continued) 
provisional (continued) 

accepted, cannot be impeached as too general, 259 
abandonment of, 117 
form of, 642 

disconformity · 
description of different methods of performing the invention in 

provisional and complete specifications may be allowable, 
I49 

examples or patents rendered void by, 150 
detailti in provisional, abandoned in complete, I 54 
details not in provisional, included in complete, I 54 
the provisional cannot be read to supplement the complete, 155 

complete 
object of, I 57 
time within whicl1, must. be left at the Patent Office, 263, 532 
signature of, 264 
drawings may be required, 138, IS6 
the same drawings may accomrany both specifications, 574 
may refer to the drawings •.vhich accompany the provisional, 574 
advertisement of acceptance of, 269 ' 
damages in respect of infringements before publication of, 498 
proof of suflicicncy of, in action of infrinzemcnt, 479 
requisites of, 155, ISS -

bom'l. fides, I 59 
must not suppress information or mislead, r6o, 179 
must not direct the use of things which will not. 

answer, I6o 
misstatement of capability of invention, r6I 
misstatement of applicability of invention, I62 
mis~tatcmcnt of importance of parts, r62 
false suggc~tion in, effect of, I62 
distinct.ion between a fabe description and a olaim to 

something nsclcs~, 162 
misstatement. of materiality of parts, 163 

must be intelligible to ordinar~· workmen, 164 
necrl not iustruct persons wholly ignorant of the subject

matter, 167 
knowledge common to the trade must be brought to 

bear in the interpretation of, I67 
mu$t particularh· describe and ascertain the nature of the 

invention; r68 
must contain a full description of C\'cry part, and the means 

of carrying· it into eflect, r69 
disclosure aml description of invention by same set of 

words, 170 · 
if two inventions arc included in the same patent, both 

must be properly specified, 170 
errors which ordinary workman would perceive will not 

vitiate, I7I 
inaccuracy may be explained by context., 171 

must not be ambiguous, I 73 
may be sullicicnt though trial necessary to success, 173 
incluF.ion of what will and what will not answer, 174 
want of clearness or studied ambiguity, I74 
meaning of terms is liable to change, 174 
meaning to be attached to terms used in, r 74 
accuracy of is question of evidence, 175 
stateme:·t: of, essential proportions in, 176 
criterion of sutlicicncy of, 177 
experiments im·olving invention must not be rcqtiircd,I79 
ab~olute precision in language is not possible, 180 

need not. describe any step or process implied, 181 · 
need not describe minutely any known thing, 181, r86 
need not describe the pmticular shape of any part, if the 

form is not essential, r82 ' 

• 
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SPECIFICATIONS-( continuetl} 
complete ( cl)lltinued) 

requisites of-(continued) 
must describe the best method of perfo1·ming the invention 

known to the patentee, I831 I86 

• 

• 

• 

• 

claim 

but not necessarily the best possible method, I84 
inclusion of improvements discovered dming period of 

provisional protection, ISS 
description of processes of different commercial value, 

189 . , 
must give all information relative to best means of perform· 

ing the invention possessed by patentee at time of 
filing, 190 

• but not improvements which do not fall within the 
limits of the provisional, 190 

the specification of an invention communicated from 
abroad is bad, if it does not contain all information 
communicated by foreign inventor, 20 

the specification of an invention communicated from 
abroad is suflici.ent though it does not contain all 
information possessed by the foreign inventor, 20 

need not mention everything which will produce the result, 
192 • 

must distinguish that wl1ich is old from that which is new, 
and claim only the latter, 193 

if combination is new, it is not necessary to distinguish 
old and new parts, I93 

if subject-matter is an improvement, must distinguish 
and claim only the improvement, 193 

effect of not distinguishing new from old, 194 
if subject-matter is improvement, specification should 

state it, 195 
form of, 643 • 

distinct claim not absolutely necessary, but advisable, I 99 
distinct statement, meaning of, 200 
object of, 200 
to all applicat-ions of a principle :.mounts to a claim to the prin

ciple, 36 
to improvements, how to be made, I6g . 
general clnim does not protect improvements of which patentee 

was ignorant at date of patent, I92 · 
may be for a whole or for parts separately, 196-199 
everything claimed must be patentee's invention, 7 
disclaimer not necessary, 201 
requisites of, 20I 

must not be too extensive, 202 
must be specific, and not vague, ambiguous, speculative, or 

hypothetical, 204 
must claim subordinate parts if protection is desired, 287 
appendant claim to old part will not vitiate, 2JI · 
c,Iaim to a particular use mny not vitiate, 214 

construct10n 
necessary in legal proceedings, 215 
is for the Court, 215 
words usually bear ordinary meaning, 2I6 
but may be interpreted in a particular sense, 216 
technical terms, 216 . 

variation in meaning of, 21 7 . 
nothing is intended in favour of, or againstt.he specilicntioTis 218 
must be logical, fair, and impartial, 219 ' 
assumption that patentee would not claim anything which 

would render }latent void, 219-221 
Court construes the specification so us to support patent, if it can 

fairly do so, 22I 
intention of the patentee, 221, 222, 224, 225 

JD 
• 

• 

• 
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SPECIFICATIONS-(continuea) 
construction (continued) 

"ut res magis valeat quam pereat," 222 
benevolent construction, 223 
word used in popular sense does not bear its strict meaning, 224 
claims are construeu with reference to the title and contents, 

224 . 
complete, is construed without aid of the provisional, 225, 228 
sufficiency, how determined, 225 
with reference to state of public knowledge at date of patent, 

225, 226 
by antecedent specification, 226 
relation of drawings to letterpress, 227 
specification construed as a whole, 228 . 
errors which are apparent, 228 
correction of errors by reference to other parts of the spocifica· 

tion, 228 
errors which are not apparent, 229 
after disclaimer the residue cannot be const1·ued by the dis· 

claimer, 246 
opinion of scientific witness as to, in action of infringement, 481 

SPECIAL HEFERENCE 
See CONDITIONS 

STAl\fP DUTY 
statutory declaration forming part of application for patent exempt 

from, 260 
STAMPS 

on grant of licence, 327 
STA'fEMENT OF ADDRESS 

must accompany application, 607 
also notice of opposition, 613 

S'l'A'l'JiJ:\rEN'l' OI!' CLAIM, 425-426 
:<nflicient case to justify the relief askecl should be stated, 426 
allegation of grant and· title, 425 
derivation of title shoulcl be shown, 425 
not necessary to allege validity, 425 

or utility, 
or novelty, 425 
or to set out t]J.e specifications, 426 

disclaimers should be alleged, 426 
form of, 67 r;, 676 

STA'ru'l'ORY DECLARA'l'ION 
See DECLARATION 

S'l'A'l'UTE OF 1\fONOPOLIES 
rleclaration of common law, 1 
causes which lend to, 1 

' 

earliest :;tatute relating to patents for invention, I 
defines subject-matter, 23 
Coke's commentary on ss. 5 & 6 of, 26 
preserves common law requisite of uovelty, 87 
preserved requisite of utility, 127 

~'l'A'l'U'l'ES 
Statute of Monopolies, 525-529 
Patents Designs and 1'racle :Marks Act z8S3, 530-571 
Patenf;s Designs and 'frade Marks (Amendment) Act 1885, 57:!-573 
Patents Act, 1886, 574-575 
Patents Designs and 'l'rade Marks Act r88S, 576-583 

• repealed by Act of r883, 570 
STAY 01~ PROCEEDINGS 

on judgment pending appeal, 519 
order for, how obtained, 520 

S U LJEC'l'-MA'f'l'ER 

' 

See APPLICATION, Co~IlllNA'!'ION, Co,\DIUNICA'!'lON, !Ml'l!OVEliiEN1', 
NEW usg 01!' OLD Al'PLIANOES, P.IUNCIPLE, PROCESS, PRODU01' 

' 

• 
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SUBJECT-MATTER-(continuecl) 
exhaustive definition not possible, 28 
defined, 5 

' 

by Statute of Monopolies, 4, 23 
by Court of King's Bench, 25 

must be an art, 24 
capable of producing vendible articles, 25 

art to be exercised for illegal purposes is not, 25 
accidental discovery no objection to, 7, so 

• 
expense not necessary, 7 
labour not necessary, 7 
great study not necessary, 7 
possibility of invention and ingennit.y havir•g been expeudeu is 

reqnisite, 5 I 
presumed from long unsatisfied demand, 53 
unsatisfied demamlnot conclnsil·e evidence of, 54 

Coke's commentary on, 27 
classification of inventions held good, 29 
omission requiring invention, 12 
method which improves production, 13 
method which reduces cost of production, 13 
substitution of parts by new equivalent, 55 
rediscovery of lost. art, 95 

SUFFICIENCY 
of complete specification see SPECIFTCATIONS 

SUMMARY CONVI01'ION 
definition of, in Ireland, 568 

SUNDAY 
leaving documents, paying fee~, &c., at Patent Office, 562 

SURRENDER OF LET1'ERS PATEN'f, 324 

'l'ERM 
of patent, 535 

THANKSGIVING DAY (Public), 
Patent Ollice not open on, 607 
leaving documents, paying fees, &c., at Patent 0111ce, 293, 562 
Register of Patents not open to inspection on, 619 

THREATS OF LEGAL PROCEEDINGS 
action to restrain, 382-394 
provisions of s. 32 of Act of rS83, 382, 541 

apply only to threats made since January r884: 382 
cases within the proviso of s. 32 of Act of r883, arc governed by the 

law prior to r884: 383 • 
statement of law prior to 1884, 383: 384 

slanderous statements, 383 
privileged statements, 384 
oral statements, 385 
how threats may be made, 385 
burden of proof, 385 
only defence in absence of action of infringement is the truth of 

statements, 385 
threats not withdrawn, 386 
general warning permitted, 386 
nature of actionable threats, 386 
"infringement of any legal rights of the pet·son !Uaking the threats," 

386 
use ,qimpliciter, if complained of, must be distinguished from use in a 

particular manner, 387 
validity of patent may be put in issue in action to restrain, 386 
declaration of invalidity of patent in action to restrain, 387 
certificate of validity, jurisdiction of Court or a Judge to grant 

514 
ex pm·te application for injunction, 387 
interlocutory injunction, when granted, 388 

• 

I 

• 
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'l'HREATS OF LEGAL PROOEEDINGS-(continuecl) 
interlocutorv injunction, when granted (continued) 

balance of convenience, 388 
motion for injunction postponed till after lJCaring of infringement 

action, 389 

TITLE 

meaning of action for infringement within provi~ion of s. 32 of Act 
of r883, 389 · 

ngainst whom it may be brought, 389 
due diligence, 39I 
threats made before amendment of specification, 392 
threats by licensees, 392 
threats by person~ having limited interests in the patent, 392 
particulars of infringement, 393 
particulars of objections, 393 
warning against use of articles made by plaintiff to action to 

restrain, pending action of infringement, 393 
costs-see CosTs 

• 

See SPECIFICATIONS 

TRADE SECRETS 
inspection leading to disclosure of, 484 · 
discovery leading to disclosure of, 49I 

TRANSMISSION 
of patent by deed, 306 
of patent by operation of law, 305 

entry of."patent on Register of Patents, 296, 320, 559 
of certified copies of specification, &c., 562 

TRANSHIPMENT 
See INFRINGEMENT 

TREASURY 
definition of, s68 

TRIAL OF ACTION OF INFRINGEMEN'f, 448-454 
without jury, unless Court directs otherwise, 448 
Judge without jury is generally preferable, 448 
at assizes, 453 
with assessor, 449, 540 

• • 

reference to official or special referee, 453 
power of Court to order quest-ions of law to ba tried before questions 

of fact, 450 
power of Court to order trial of questions of fact by different modes, 

451 
issues may be tried separately, 450 
issues, when directed, 450 
instances of specinl issues, 45 I 
judgment 

motion for, on admission of facts, 452 
when issues have been tried or questions of fact determined, 

452 
· form of, 686, 689 

TRUE AND FIRST INVEN1'0R-see lllso INVENTon 
person who makes and first discloses the invention is, 7 · 
applicant is not, if invention was previously publicly tlseil, 7 
person in whose mind the ide:t did not originate is not, 7 
person to whom the invention was suggest.crl by anot.lwr is not, 7 
person who did not make the discovery is not;, 7 
person who first produces article in state suitable for commercial 

• purposes Is, Io 
inventor of new means to attain old object may be, I I 
person who succeeds where others failed is, I3 
first importer from abroad is, I8 
importer need not be meritoriou4 impol'ter, 20 
agent of foreign inventor may be, 20 • • 
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• TRUE AND FIRST INVENTOR-(continued) 
person who took the invention from a publication circulated in 

England is not, 7 
bas no natural or moral right to invention, 300 
interest of, in an invention for which he intends to apply for patent 

304 
patent can only be granted to, alone, or together with other IJcrson, 

'rRUST 

4. 256 
declaration as to, on application, 5 
application in fraud of, 295 
distinction between issue of, and prior use, 87 . 
plea of, and prior use must be raised separately, 88 
proof of issue of, in action of infringement, 475 

no notice of, entered on Register, 296, 559 
patent granted in trust for alien enemy, 5 

TRUSTEE 
may be patentee, 310 
may bring action of infringement, 310 

TUDOR SOVEREIGNS · 
oppressive monopolies under, I 

• 

UNION FOR THE PR.OTECTION Ol!' INDUS'l'RIAL PROPERTY, 288 
USE nee EXPERI:IlENTAL USE, PUBLIC USE, SECRET USE 

what, of patented article is an infringement, 338 
in foreign vessel, 416 

U'l'ILITY 
part of consideration for the grant, 126 

requisite at common 1aw, 125, 126 
· preserved by Statute of :1\fonopolies, 127 

reason why utility is required to suppot·t a patent, 126 
meaning of, 129 
measure of, 126 
evidence of, suflicient to support a patent, 129 
amount of, immaterial, 129 
CO'!Dmcrcial, not requisite, 129 
fo:.- all purposes stated in the specification not necessary, 133 
inventions whic!J obstruct improvements, 128 
introduction of a part which does neither harm nor good, 131 
want of, in material part fatal, r 30 

• 

in non-essential part, not fatal, 133 · 
in prior invention, no bar to patent for improvement, 134 

. patent for improvement is not proof of inutility of original in\•en-
tion, 58 

different inventions included in one patent must each possess, 131 
failure of, ground for revocation, 347 · 
proof'of, in action of infringement, 477 

• 

VALIDITY • 

certificate of see COSTS, action of infringement 
VARIANCE 

See SPECIL'ICATIONS, disconformit.y 
VENDEE 

rights of, without restriction, 333 
of licensee, has right to resell, 337 
defendant to action of infringement, 414, 415 

VESSEL 
See SHIP 

• 

WAR 

• 

• 

assignment of certain inventions to Secretary of State for 544 
War Office memorandum for inventors, 740 ' 

' 
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WAR (continued) 
no revocation of patent for munitions of, assigned 

State, 343 

WARRAN1'Y 01•' VALIDITY, 315 

See EVIDENCE, LAW 0FFICJllB, OATH 

WORKMAN 

• 

· inventor entitled to assistance from, 14 
effect of communication by, to fellow workman, 17 

WRIT • 

• 

to Secretary of 

form of endorsement on, in action of infringement, 674 

• 

form of endorsement on, in action to restrain threats of legal pro· 
ceedings, 692 

service of, in action of reduction, 566 

• 
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